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I. INTRODUCTION 

Six petitions filed separately by Apple Inc. and Microsoft Corp. against two 

very closely related patents raise a set of overlapping issues that are most 

efficiently addressed in one inter partes review proceeding.  By this motion, Apple 

requests that its petitions regarding U.S. Patent No. 8,051,181 (the ’181 patent) and 

U.S. Patent No. 7,987,274 (the ’274 patent) be considered concurrently with 

Microsoft’s petitions regarding the ’274 patent, and moves to join any proceedings 

based on these petitions in a single proceeding.1  

Joinder is justified because it will enable the Office to efficiently and in a 

timely certain dispose of common issues of patentability affecting sets of patent 

claims that Patent Owner has admitted are not patentably distinct.  Specifically, 

during examination of the ’181 and ’274 patents, the Office rejected claims in each 

patent as being unpatentable over claims in the other.  SOF ¶¶ 9, 13.  Patent Owner 

did not dispute the merits of these double patenting findings, but instead 

acquiesced by filing terminal disclaimers of each patent over the other.2  SOF ¶¶ 6, 

                                           
1  IPR2013-00485 and -00486 were filed by Apple on the ’181 patent, 

IPR2014-00483 and 00484 were filed by Apple on the ’274 patent, and IPR2014-

00403 and -00404 were filed by Microsoft on the ’274 patent.   

2  Patent Owner also acquiesced to double patenting rejections of the ’181 

patent claims over U.S. Patent No. 7,188,180 (the ’180 patent) by filing a terminal 
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8, 11-12, 16-17.  Patent Owner thus admitted the ’181 and ’274 patent claims are 

not patentably distinct. 

Joinder is clearly justified given the interdependence of the patentability of 

the claims in the ’181 and ’274 patents.  In addition, joinder is warranted in view 

of the substantial degree of commonality of issues presented in IPR2014-00483, -

00484, -00485 and -00486 relative to IPR2014-00403 and -00404.  For example, 

the petitions rely on substantially the same primary references and advance 

substantially similar grounds of unpatentability for the ’181 and ’274 patents.   

Joinder also is warranted because it will enable inter partes review of the 

’181 patent claims alongside the patentably indistinct ’274 patent claims.  

Although the ’181 patent was asserted in an action for infringement more than one 

year before the date petitions in IPR2014-00485 and -00486 were filed, the Board 

is authorized to conduct inter partes review on the basis of these petitions as they 

are accompanied by a motion for joinder.  See 35 U.S.C. § 315(b).  Granting the 

present joinder motion will further the statutory purpose of the inter partes review 

system, as it will reduce the number of issues the district court in related litigation 

involving the ’181 patent must resolve at trial (now scheduled for October 2015).  

Other factors relevant to joinder favor granting this motion, including: (i) the 

same schedule for various proceedings can be adopted, (ii) discovery can be 
                                                                                                                                        
disclaimer linking the ’181 patent to the ’180 patent.  SOF ¶¶ 7, 10, 13.  
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coordinated to minimize burdens on the parties and witnesses, and (iii) joinder will 

not materially affect the range of issues needing to be addressed by the Board and 

by the parties in the joined proceedings.  Because all these factors support joining 

these proceedings, Petitioner requests the Board to grant this motion for joinder.  

II. STATEMENT OF MATERIAL FACTS 

1. U.S. Patent No. 8,051,181 (the ’181 patent) issued on November 1, 

2011 from U.S. Application No. 11/679,416 (the ’416 application).  Ex. 1025. 

2. U.S. Patent No. 7,987,274 (the ’274 patent) issued on July 26, 2011 

from U.S. Application No. 11/839,987 (the ’987 application).  Ex. 1027. 

3. U.S. Patent No. 7,188,180 (the ’180 patent) issued on March 6, 2007 

from U.S. Application No. 10/702,486 (the ’486 application).  Ex. 1001.  

4. The ’181 and ’274 patents each claim benefit, inter alia, to the ’180 

patent (i.e., to the ’486 application), and to earlier filed applications to which the 

’180 patent claims benefit, including, inter alia, U.S. Application No. 09/504,783 

filed on February 15, 2000.  See Exs. 1001, 1025 & 1027.  

5. The ’180, ’274 and ’181 patents have a nearly identical disclosure.  Id.  

6. The ’181 patent is terminally disclaimed over the ’274 patent.  Ex. 

1026 at 797, 1045. 

7. The ’181 patent is terminally disclaimed over the ’180 patent.  Ex. 

1026 at 795, 1045.  
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8. The ’274 patent is terminally disclaimed over the ’181 patent.  Ex. 

1028 at 634, 2741. 

9. On April 8, 2010, claims 2, 24, 26 and 28-30 of the ’416 application 

(later issuing as claims 2, 24, 26, 28, 29 and 1, respectively of the ’181 patent) 

were rejected for obviousness-type double patenting over claim 1 of the ’987 

application (which later issued as claim 1 of the ’274 patent).  Ex. 1026 at 783-785. 

10. Also on April 8, 2010, claims 2, 24, 26 and 28-30 of the ’416 

application (later issuing as claims 2, 24, 26, 28, 29 and 1, respectively of the ’181 

patent) were rejected for obviousness-type double patenting over claim 1 of the 

’180 patent.  Ex. 1026 at 783-785.  

11. On October 8, 2010, in its response to the two double patenting 

rejections, Patent Owner did not dispute the merits of either finding of 

obviousness-type double patenting.  Instead, Patent Owner argued the rejections 

should be withdrawn because it had terminally disclaimed the ’181 patent over 

each of the ’274 and ’180 patents.  Ex. 1026 at 799, 805-816.  

12. Also on October 8, 2010, Patent Owner filed terminal disclaimers in 

the ’181 patent relative to each of the ’180 and ’274 patents.  Ex. 1026 at 795 

(regarding the ’180 patent) and at 797 (regarding the ’987 application later issued 

as the ’274 patent).  The terminal disclaimer form used by Patent Owner in both 

instances was entitled “Terminal Disclaimer to Obviate a Double Patenting 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Real-Time Litigation Alerts
  Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

  Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
  With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

  Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
  Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

  Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


