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Arendi makes several different arguments that center on the same basic critique 

of Goodhand: that users are "required" to type "contact information" into the "To:" 

line of an email form.  (Patent Owner Response ("POR"), p. 22).  Arendi calls this 

a "selection" of contact information, leading Arendi to the conclusion that 

Goodhand must not be performing the "analyzing" step of claim 1.  (POR, p. 1).  

Arendi further argues that claim 1 excludes any user action prior to the execute 

command.  (POR, p. 17). 

Arendi's contentions are mistaken.  The Goodhand prior art renders the claim 

language obvious—even under Arendi's proposed claim constructions.  Those 

constructions, in turn, are based on a misapplication of law.  Arendi offers no other 

basis for patentability. 

I. GOODHAND RENDERS THE GROUND 1 CLAIMS OBVIOUS 

EVEN UNDER ARENDI'S NARROWED CONSTRUCTION OF 

CLAIM 1 

Even under Arendi's claim construction, Goodhand renders the claim language 

obvious.  Goodhand obviously performs an analysis to determine if "first 

information" is present, and therefore does not require "selection".  This was 

proven by Arendi's own expert. 

A. Goodhand renders obvious the claimed "analyzing" step 

Arendi's expert witness, Dr. Levy, reports that he conducted an experiment with 

Microsoft Outlook (Ex. 2008, ¶¶27-28).  According to Dr. Levy, the functionality 
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