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Submission Pursuant to 35 U.S.C. § 301 and 37 C.F.R. 8 1.501 in Support of
Petition for Inter Partes Review of U.S. Patent No. 8,217,612

Pursuant to 35 U.S.C. §301 and 37 C.F.R. §1.501, Brose North America,
Inc. (“BNA”) and Brose Fahrzeugteile GmbH & Co. KG, Hallstadt (“Brose”)
(collectively, “Petitioners’) offer this Submission Pursuant to 35 U.S.C. § 301 and
37 C.F.R. 8 1.501 in Support of Petition for Inter Partes Review of U.S. Patent No.
8,217,612 (“Submission”) regarding: (1) prior art that bears on the patentability of
clams 1-2, 5 and 6-8 of U.S. Patent No. 8,217,612 (“the 612 Patent”); and (2)
statements that the patent owner, UUSI, LLC (*UUSI”) has served in Federa court
proceedings regarding the scope of claims 1-2, 5 and 6-8 of the '612 Patent. BNA
and Brose file this Submission in connection with, and as Exhibit 1003 to, their
Petition for Inter Partes Review Under 37 C.F.R. §42.100 of U.S. Patent No.
8,217,612 (“Petition”).

l. PRIOR ART BEARING ON THE PATENTABILITY OF CLAIMS 1-
2, 5AND 6-8 OF U.S. PATENT NO. 8,217,612

Pursuant to 35 U.S.C. §301(a)(1) and 37 C.F.R. § 1.501(a)(1), Petitioners
identify the following prior art that they believe bears on the patentability of claims
1-2, 5 and 6-8 of the’ 612 Patent:

e U.S. Patent No. 4,870,333 to Itoh et al. (“Itoh”). Itoh wasfiled in the

United States on October 2, 1987, and issued September 26, 1989, and is

thus prior art under 35 U.S.C. § 102 (b). (Ex. 1007.)
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Submission Pursuant to 35 U.S.C. § 301 and 37 C.F.R. 8 1.501 in Support of
Petition for Inter Partes Review of U.S. Patent No. 8,217,612

o U.S. Patent No. 4,468,596 to Kinzl et al. (“Kinzl”). Kinzl wasfiled in the
United States on September 10, 1981, issued August 28, 1984, and is thus
prior art under 35 U.S.C. § 102(b). (Ex. 1008.)

e U.S. Patent No. 5,069,000 to Zuckerman (“Zuckerman”). Zuckerman was
filed in the United States on March 22, 1990, issued December 3, 1991, and
isthus prior art under at least 35 U.S.C. § 102(e). (Ex. 1009.)

As required by 37 C.F.R. 8§ 1.501(b)(1), the pertinence of this prior art to
claims 1-2, 5, and 6-8 of the '612 Patent is explained in Section V of the Petition,
and in particular, the manner of applying this prior art to claims 1-2, 5, and 6-8 of
the 612 Patent may be found in the claim-by-claim analysis of Section V.E of the
Petition, and a summary of how the construed Challenged Claims are unpatentable
isprovided in Section V.C of the Petition.

[1. STATEMENTSABOUT THE SCOPE OF CLAIMS1-2,5, AND 6-8

OF U.S. PATENT NO. 8,217,612 IN A PROCEEDING BEFORE A
FEDERAL COURT OR THE OFFICE

Pursuant to 35 U.S.C. § 301(a)(2) and 37 C.F.R. § 1.501(a)(2), Petitioners
identify the following statements made by UUSI in which UUSI implicitly took a
position on the scope of claims 1-2, 5, and 6-8 of the '612 Patent and that were

served in a proceeding before a Federal Court.
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Submission Pursuant to 35 U.S.C. § 301 and 37 C.F.R. 8 1.501 in Support of
Petition for Inter Partes Review of U.S. Patent No. 8,217,612

UUSI’sInfringement Positionsin UUSI v. Brose North America, Inc.

UUSI implicitly took a position on the scope of claims 1-2, 5, and 6-8 of the
'612 Patent when it made statements about how the accused BNA products
alegedly infringe independent claims 1 and 6 of the '612 Patent. (Ex. 1021,
UUSI’s September 19, 2013 First Supplemental Response to Interrogatory No. 1,
including Attachment F thereto.) As required by 37 C.F.R. §1.501(a)(3),
Petitioners identify the following:

37 C.F.R. 8§ 1.501(a)(3)(i), Forum: UUSI served these statements during the

district court litigation captioned UUS, LLCv. Robert Bosch LLC and Brose
North Am., Inc., Case No. 2:13-cv-10444 (United States District Court for the
Eastern District of Michigan).

37 C.F.R. 81.501(a)(3)(ii), Specific Documents:. UUSI made these

statements about the scope of claims 1-2, 5 and 6-8 of the '612 Patent in the
following document: UUSI’s September 19, 2013 First Supplemental Response to
Interrogatory No. 1, including Attachment F thereto. (Ex. 1021.)

37 C.F.R. 8 1.501(a)(3)(iii), How Statement is a Position on the Scope of

Any Claim: UUSI’s infringement contentions, as set forth in its interrogatory
response, are an implicit statement about the scope of the asserted clams. By
saying that certain features or functionalities of the BNA accused products

alegedly infringe a limitation of independent claims 1 and 6, UUSI is stating that
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Submission Pursuant to 35 U.S.C. § 301 and 37 C.F.R. 8 1.501 in Support of
Petition for Inter Partes Review of U.S. Patent No. 8,217,612

the scope of that claim limitation is such that it would encompass that feature or
functionality. (See Ex. 1021.)

An explanation of the pertinence of these statements and how to apply them
to independent claims 1 and 6 (and their respective dependent claims 2, 5 and 7-8)
of the '612 Patent, as required by 37 C.F.R. §1.501(b)(1), may be found in
Sections IV.C (claim construction), V.C (summary of invalidity positions) and V.E
(detailed invalidity claim charts) of the Petition. In that Petition, Petitioners note
that UUSI has taken the position that a Hall effect sensor that indirectly monitors
window movement by monitoring the rotation of a motor coupled to the window
satisfies the “sensor” limitations of the Challenged Claims. See Ex. 1021 at 14-15
and 20-21.

Ground 2 in the Petition asserts that Itoh anticipates the Challenged Clams
under the apparent constructions advocated by UUSI. In its infringement
positions, UUSI takes the position that a system that does not de-active the motor
In response to an obstacle, but instead reverses the motor, fals within the “de-
activate” limitations of the Challenged Claims. See Ex. 1021 at 13-14, 19-20 and
24.

In its infringement positions, UUSI aso takes the position that the limitation
in claim 1 of the '612 Patent of “one or more switches for use by the controller to

determine window or panel position” isfound in the accused Brose products in the

D OC K E T BNA/Brose Exhibit 1003

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




