UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

SAP America Inc.,
Petitioner,
V.
Clouding IP, LLC

Patent Owner.

IPR2013-

Patent 6,738,799

PETITION FOR INTER PARTES REVIEW

Mail Stop PATENT BOARD, PTAB
Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

TABLE OF CONTENTS

EXHIBIT LIST ittt sttt st nneenne e v
[, INTRODUCTION ...ttt sttt 1
[1. MANDATORY NOTICES.......ocoi ittt 3
A, Real Party-IN-INtEreSt........cccoieiiieie e 4
B. Related MAatlerS.......c.oooiii ettt e e aaeanree s 4
C. Lead and Back-Up COoUNSEl........cccooiiiiiiieiie e 5
D. Service INTOrMAatioN .........covviiiii e 5
I, PAYMENT OF FEES.........ooot ottt 6
IV. REQUIREMENTS FOR INTER PARTES REVIEW ......cc.ccociivviiircieen, 6
A, Grounds for STANAING........ooiiiieie e 6
B. Identification of Challenge ..o 6
1. The Specific Art and Statutory Ground(s) on Which the Challenge is Based
7

2. How the Construed Claims are Unpatentable under the Statutory Grounds
Identified in 37 C.F.R. § 42.204(b)(2) and Supporting Evidence Relied upon to

Support the ChalleNge........c.oovieie e 8

V. FACTUAL BACKGROUND.......ccctiitiiiieiienitsee e s 9
A. Declaration EVIAENCE..........ccoveiieie ettt 9
B. The State 0f the Alt........oooiiiec e 10
C. The “156 Patent APPHICALION........cooviiieiie e 12
D. The Prosecution HiISTOIY .......c.ciiiiiieiic e 14
VI. BROADEST REASONABLE CONSTRUCTION........cccccevveriierieiiriininnn 15
AL SIGNALUIE LISE....iiiieiieiie it nneens 16
B. UPUALE ... e 16
C. COmMMANG t0 COPY veivvieriieiieiiie sttt siee ettt e b sneeanee s 16
D. Command t0 INSEIT ........ooiieiie et 16

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

E. Determining Whether the Second Computer has a Latest VVersion of a File
and Generating an Update, if the Second Computer does not have a Latest

VEISION OF @ FHlB...uiiiiiiiiii e neas 16
F. WIthOUE INtEraCtioN ......cooveiieie e 17
G. The PreambIes.......ccoiiiiieiecieese st 17
VIl. THE GROUNDS SHOWING THAT PETITIONER HAS A REASONABLE
LIKELIHOOD OF PREVAILING .....cootiiiiieie et 17
A. Claims 1,5, 9, 10, 12, 16, 20, 21, 23, 24, 30 and 31 Are Rendered Obvious
by Balcha in view of Miller under 35 U.S.C. § 103(2) .....cceovvvererreniiiiieeiieeieenne 17
B. Claims 37 and 42 Are Anticipated by Balcha under 35 U.S.C. § 102(e)....... 28
C. Claims 6-8 and 17-19 Are Rendered Obvious by Balcha, Miller and Freivald
UNAEr 35 U.S.C. 8 103() .vvevveeveeireriiieiieeieesieesieesieessteeteesteestes e snae e ssee e snee e 31
D. Claims 1, 12, 23, 24, 30, 31, 37 and 42 Are Anticipated by Williams under 35
OSNG0S URRSUSRPRPS 34
E. Claims 5-10 and 16-21 Are Rendered Obvious by Williams in View of Miller
UNAEr 35 U.S.C. 8 103() ..vevverveeiieeiiieiieeieesieesieesteesseeeieessaesseesneesneesneeesseessessnee e 44
F. Claims 1, 12, 23, 30, 37 and 42 are Rendered Obvious by Balcha in view of
Freivald under 35 U.S.C. 8 103(8) ....cevouvrvreriieriiesiie e e eieesiee e see s 49
VI CONCLUSION... ..ottt sttt st sna e nneens 59

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

EXHIBIT LIST

1001 U.S. Patent No. 6,738,799 to Dickinson

1002 Excerpts from Prosecution history of Application No.
09/303,958, the parent application of the ‘799 patent

1003 U.S. Patent No. 6,233,589 to Balcha et al.

1004 U.S. Patent No. 5,832,520 to Miller

1005 U.S. Patent No. 5,898,836 to Freivald et al.

1006 U.S. Patent No. 5,990,810 to Williams

1007 Petition in IPR2013-00073

1008 Board’s Decision Instituting Inter Partes Review in IPR2013-
00073

1009 Declaration of Dr. Andrew Grimshaw

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

I.  INTRODUCTION

Petitioner SAP America Inc., (“SAP” or “Petitioner”) respectfully requests
inter partes review (IPR) of claims 1, 5-10, 12, 16-21, 23, 24, 30, 31, 37, and 42 of
U.S. Patent No. 6,738,799 (the “*799 patent,” attached as Ex. 1001) in accordance
with 35 U.S.C. 88 311-319 and 37 C.F.R. § 42.100 et seq.

The “799 patent has been the subject of two terminated IPRs: IPR2013-00073
(“IPR-073") and IPR2013-00261 (“IPR-261"), and is currently the subject of
IPR2013-00586 (“IPR-586"). In IPR-073, the PTAB instituted trial, and the case
settled shortly after the patent owner attempted to amend its claims, thus conceding
to the unpatentability of the challenged claims over the prior art of record. (See
e.g., Exs. 1007, 1008). The instant petition challenges the same claims under the
same grounds on which the PTAB instituted trial in the IPR-073 petition. The
instant petition also includes an additional ground from the IPR-261 petition that
directly refutes the arguments that the Patent Owner made to distinguish its claims
in the IPR-073 petition. The instant petition is identical in substance to the IPR-586
petition, which was filed on September 16, 2013, and therefore Petitioner
respectfully requests that this petition be joined with the IPR-586 petition. In view
of the pending petitions, the PTAB should institute trial.

The “799 patent is generally directed to methods for synchronizing files

between a first computer and a second computer. More particularly, the ‘799
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