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UNITED STATES PATENT AND TRADEMARK OFFICE 

____________ 

 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 

____________ 

 

 

SAMSUNG ELECTRONICS CO., LTD.  

Petitioner 

 

v. 

 

ARENDI S.A.R.L. 

Patent Owner 

 

 

Case IPR2014-00214 

Patent 8,306,993 B2 

 

 

 

Before SALLY C. MEDLEY, TREVOR M. JEFFERSON, and  

PETER P. CHEN, Administrative Patent Judges. 

 

CHEN, Administrative Patent Judge. 

 

DECISION 

Denying Institution of Inter Partes Review 

37 C.F.R. § 42.108 
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I.  INTRODUCTION 

Samsung Electronics Co., Ltd. (“Petitioner”) filed a Corrected Petition 

requesting an inter partes review of claims 1, 2, 4-10, 12-18, and 20-24 of 

U.S. Patent No. 8,306,993 (Ex. 1001, “the ’993 patent”).  Paper 4 (“Pet.”).  

Arendi S.A.R.L. (“Patent Owner”) filed a Preliminary Response.  Paper 10 

(“Prelim. Resp.”).  We have jurisdiction under 35 U.S.C. § 314. 

The standard for instituting an inter partes review is set forth in 

35 U.S.C. § 314(a), which provides as follows: 

THRESHOLD.—The Director may not authorize an inter 

partes review to be instituted unless the Director determines 

that the information presented in the petition filed under section 

311 and any response filed under section 313 shows that there 

is a reasonable likelihood that the petitioner would prevail with 

respect to at least 1 of the claims challenged in the petition. 

Upon consideration of the Petition and Preliminary Response, we are 

not persuaded the information presented by Petitioner has established a 

reasonable likelihood that Petitioner would prevail in showing the 

unpatentability of any of the challenged claims of the ’993 patent.  

Accordingly, we deny institution as to all claims of the ’993 patent. 

A. Related Proceedings 

 According to the Patent Owner, the ’993 patent and related patents are 

currently at issue in the following cases pending in the United States District 

Court for the District of Delaware:  Arendi S.A.R.L. v. Yahoo! Inc. 

(1:2013cv00920); Arendi S.A.R.L. v. Google Inc. (1:2013cv00919); Arendi 

S.A.R.L. v. HTC Corp. (1:2012cv01600); Arendi S.A.R.L. v. Sony Mobile 

Communications (USA) Inc. (1:2012cv01602); Arendi S.A.R.L. v. Nokia 

Corporation (1:2012cv01599); Arendi S.A.R.L. v. Blackberry Limited, 
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(1:2012cv01597); Arendi S.A.R.L. v. LG Electronics Inc. (1:2012cv01595); 

Arendi S.A.R.L. v. Motorola Mobility LLC (1:2012cv1601); Arendi S.A.R.L. 

v. Samsung Electronics Co. Ltd., (1:2012cv01598); and Arendi S.A.R.L. v. 

Apple Inc. (1:2012cv01596).  Paper 7, 2-3. 

 The ’993 patent is also the subject of another petition for inter partes 

review, Motorola Mobility LLC, Google Inc., and Apple Inc. v. Arendi 

S.A.R.L., IPR2014-00203. 

B. The ’993 Patent 

 The ’993 patent is titled “Method, System and Computer Readable 

Medium for Addressing Handling From an Operating System.”  The subject 

matter of the ’993 patent relates to computer implemented processes for 

automating a user’s interaction between a first application, such as a word 

processor or spreadsheet, and a second application, such as a contact 

manager with a database.  Ex. 1001, col. 1, l. 60–col. 2, l. 31.  

Figure 4 of the ’993 patent is reproduced below. 

 

Figure 4 illustrates a starting point in a document, such as a word 

processing document.  The user types into the document the name and 
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address of existing contact 44.  When the user clicks on OneButton 42, the 

claimed process is launched, analyzing the document to identify contact 

information and searching a contact database.  Ex. 1001, col. 7, ll. 27-34. 

Figure 1 of the ’993 patent is reproduced below. 

 

 Figure 1 depicts a flow chart of the address handling process initiated 

by the user clicking on OneButton 42 of Figure 4.  At step 4, text typed by 

the user in a document is analyzed for contact information.  At step 6, if the 

identified contact information includes a name and address, a search occurs 

in the database at step 14.  When the database finds a name but not an 

address, at step 30, the user is prompted “for decision,” which leads to 

inserting address information into the database at step 36, or updating 

address information in the database at step 34.  Ex. 1001, col. 4, l. 55–col. 5, 

l. 37. 
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Figure 9 of the ’993 patent is reproduced below. 

 

Figure 9 illustrates a screen displayed to the user who clicks on the 

OneButton 42 of Figure 4 after typing a name and address into a document, 

where the name is in the contact database but the address differs from the 

address typed by the user.  The screen in Figure 9 gives the user a choice of 

adding a new contact or updating an existing contact.  Ex. 1001, col. 7, ll. 

27-42. 

  

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Real-Time Litigation Alerts
  Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

  Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
  With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

  Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
  Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

  Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


