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UNITED STATES PATENT AND TRADEMARK OFFICE 

____________ 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 

____________ 

Apple Inc., Google Inc. and Motorola Mobility LLC, 

Petitioners, 

v. 

Arendi S.A.R.L., 

Patent Owner. 

____________ 

Case No. IPR2014-00208 

Patent No. 7,917,843 

____________ 

PATENT OWNER ARENDI S.A.R.L.’S  

MOTION TO EXCLUDE EVIDENCE PURSUANT TO 37 C.F.R. § 42.64 
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  I. Statement of Relief Requested 

Pursuant to 37 C.F.R. §42.64(c), the undersigned, on behalf of Patent Owner 

Arendi S.A.R.L. (“Arendi” or “Patent Owner”) hereby moves to exclude certain of 

Petitioners’ submissions in this proceeding. 

The Patent Owner moves to exclude Exhibit 1013 – the transcript of the 

deposition of Petitioners’ expert, Daniel A. Menascé.    

 

II. Statement of Material Fact 

1. This case was instituted on June 11, 2014 pursuant to the Decision for the 

Institution of Inter Partes Review.   

2. The Petitioners have previously filed a Declaration of Petitioners’ expert, 

Dr. Daniel A. Menascé, dated December 2, 2013, as Exhibit 1002, which 

Declaration addressed, among other things, the Domini reference (US patent 

6,085,206) as prior art, and the knowledge of one of ordinary skill in the art.  

3.  The Patent Owner deposed the Petitioners’ expert, Daniel A. Menascé, on 

August 7, 2014.  

4. Prior to the Petitioners’ November 11, 2014 Reply to Patent Owner’s 

Response, the Petitioners did not take any action to authorize or file a 

motion to submit supplemental information.   
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5. In their November 11, 2014 Reply to Patent Owner’s Response, the 

Petitioners now seek to submit the transcript of Menascé’s deposition as 

“Exhibit 1013.” 

 

III. Statement of the Reason for the Relief Requested 

37 C.F.R. §42.64(c) provides that a motion to exclude “must identify the 

objections in the record in order and must explain the objections.”  The Trial 

Practice Guide, 77 Fed. Reg. 48756 (August 14, 2012), Section II, Part K, provides 

that a “motion to exclude must: (a) Identify where in the record the objection 

originally was made; (b) Identify where in the record the evidence sought to be 

excluded was relied upon by an opponent; (c) Address objections to exhibits in 

numerical order; and (d) Explain each objection. A motion to exclude must explain 

why the evidence is not admissible (e.g., relevance or hearsay) but may not be used 

to challenge the sufficiency of the evidence to prove a particular fact.” 

1. Evidence: Exhibit 1013 – the Transcript of the Menascé Deposition 

The Petitioners’ Exhibit 1013 is the transcript of the deposition of the 

Petitioners’ expert, Daniel A. Menascé, dated August 7, 2014 (herein, the 

“Menascé Deposition”).  
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(a)  Objection in the record:  

The Patent Owner objected to the Petitioners’ introduction of Exhibit 1013 

(the Menascé Deposition) at page 2  of the Patent Owner Arendi S.A.R.L.’s 

Objections to Evidence Pursuant to 37 C.F.R. § 43.64, dated November 18, 2014 

(Paper 22), which objections were timely served within 5 business days of service 

of the Petitioners Reply and associated exhibits.   

 (b)  Petitioners’ reliance on the evidence: 

Neither the Petitioners’ Reply, nor any other filing by Petitioners, makes 

mention of or reference to any testimony in the Menascé Deposition.  

(c) Objections to exhibits: 

(i) The Patent Owner objects that the Menascé Deposition is irrelevant. 

(ii)  The Patent Owner objects that Petitioners failed to comply with the 

requirements of 37 C.F.R. §42.123 for the submission of supplemental 

information as found in the Menascé Deposition.  

(d)  Explanation of each objection: 

  (i) The Menascé Deposition is irrelevant 

Neither the Petitioners’ Reply (except in the Exhibit List on page iii of that 

Reply), nor any other filing by Petitioners or by Patent Owner, makes mention of 

or reference to the Menascé Deposition (Exhibit 1013).   

Consequently, the Menascé Deposition is not relevant. 
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(ii) The Petitioners failed to comply with the requirements of 37 C.F.R. 
§42.123 for the submission of supplemental information as found in 
Menascé’s Deposition  

 
The Menascé Deposition (Exhibit 1013) is not admissible because it 

contains supplemental information within the meaning of 37 C.F.R. § 42.123, and 

the Petitioners failed to submit the information in compliance with the rules at 37 

C.F.R. § 42.123.  

The rules at 37 C.F.R. § 42.123(a) specifies that, “[o]nce a trial has been 

instituted, a party may submit supplemental information only by requesting 

authorization to submit a motion to submit supplemental information,” and the rule 

at 37 C.F.R. § 42.61(a) provides that “Evidence that is not taken, sought, or filed in 

according with this subpart is not admissible.” 

The Menascé Deposition is supplemental information because it has not 

been previously presented or even mentioned by Petitioners.    

The Petitioners have not filed any request for authorization to file a motion 

to submit the information, and no authorization has been granted by the Board.  

For at least that reason, the Menascé Deposition (Exhibit 1013) is not admissible, 

and should be excluded.  
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