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Petitioners respectfully request partial rehearing of the “Decision Instituting
Inter Partes Review,” issued June 11, 2014 (“June 11 Decision’). To limit the
length of this request, Petitioners have chosen to request rehearing only of the
denial of Ground 3 (obviousness in view of Luciw), and only with respect to
claims 1, 13, 18-19, and 23, without conceding the correctness of the denials of
other claims under Ground 3 or Grounds 1 and 2. Petitioners do not request
rehearing of the remainder of the decision.

I. SUMMARY

Petitioners respectfully ask the panel to consider whether the panel applied
the proper construction of the phrase “analyzing, in a computer process, first
information from the document fo determine if the first information is at least one
of a plurality of types of information that can be searched for in order to find
second information related to the first information.”

II. ARGUMENT

A.  The June 11 Decision construed the claim term “analyzing, in a
computer process...” too narrowly

The June 11 Decision declined to adopt Ground 3 based on the limitation in
claim 1 that reads:

while the document is being displayed, analyzing, in a computer
process, first information from the document to determine if the first

information is at least one of a plurality of types of information that
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can be searched for in order to find second information related to the

first information|.]
This limitation will be referred to in this request as “the analyzing limitation.”

The June 11 Decision did not expressly construe the analyzing limitation. In
considering the analyzing limitation in connection with Ground 3, however, the
June 11 Decision stated:

As Patent Owner argues, however, by the act of using a smart field,
the user informs the computing device what type of information the

user is entering. No analysis to identify the type of information is

performed or needed.
(June 11 Decision, pp. 13-14) (emphasis added). The June 11 Decision
further found:

As Patent Owner points out, Luciw does not teach analyzing the

information to_determine information type in the implicit assist

operation. As shown in Luciw’s Figure 3, “Implicit Assist” (step 104)
if enacted, results in “Query Database” (step 106), with no intervening

step of determining the type of information.

(June 11 Decision, p. 14) (emphasis added).
Thus, the June 11 Decision appears to have interpreted the analyzing
limitation to require an analysis fo determine the type of the first information in the

document.
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The Petitioners respectfully submit, however, that the analyzing limitation is
not so narrow. Specifically, the analyzing limitation requires the analysis to be
performed “to determine if the first information is at least one of a plurality of
types of information that can be searched for in order to find second information.”

Respectfully, nothing in this language requires an analysis to determine the
type of the first information. Such an analysis would yield a “type” as an answer.
The actual claim language, however, requires the system to determine “if” the first
information falls into the set of types that can be searched. This determination
yields a “yes” or “no” answer: “yes” the information is of a type that can be
searched, or “no” it is not. In other words, the quoted language requires only a
determination of whether the first information (regardless of how its type was
determined) is one of the types that can be searched. How the system knows the
type of the first information is not limited by the claim. Nor does the claim specify
how the analysis is performed.

Neither the Patent Owner in its preliminary response nor the June 11
Decision cited to a definition in the specification that would limit the language of
the claims beyond its broadest reasonable construction. In an inter partes review
(unlike in district court proceedings), the panel must not read limitations from the
specification into the claims (absent an express definition), where the literal

language of the claims could reasonably be read more broadly. See SAP v.

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




