Filed on behalf of: BONUTTI SKELETAL INNOVATIONS LLC Paper
Date: August 6, 2014

By: Cary Kappel, Lead Counsel
William Gehris, Backup Counsel
Davidson, Davidson & Kappel, LLC
485 Seventh Avenue
New York, NY 10018
Telephone (212) 736-1257
(212) 736-2015
Facsimile (212) 736-2427
E-mail: ckappel@ddkpatent.com
wgehris@ddkpatent.com

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

ZIMMER HOLDNGS,
INC. and ZIMMER, INC.
Petitioner,

V.

BONUTTI SKELETAL INNOVATIONS LLC

Patent Owner

Case: IPR2014-00191

Patent 7,837,736

PATENT OWNER’S RESPONSE
PURSUANT TO 37 C.F.R. § 42.120

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Case: IPR2014-00191
Patent 7,837,736

Table of Contents

| DR 0515 40 Y 1815 (o ) o DURUUUUURR OO SRRSO PR UUPRRUPPI

TL.  TRE 736 PNt ..o e e e e e e e e aeeaeaaees

III. Claims 21, 22, And 31 Of The 736 Patent Are Not Anticipated

Under 35 U.S.C. 102(b) By WalKer.......ccooiiiiiiiiiiiiieeieee et

AL W aALKET e et

B.  Walker Does Not Disclose The Pin/Hole Limitations Of Claim 22

Or The Post/Cavity Limitations Of Claim 31........cccoccvivriiiniiiniiieeiieieeeeeeee
C.  Walker Does Not Disclose The Rotation/Rotational Limitations

Of Claims 21 AN 31 ..coiiiiiieieeeeet et
D. Claims 32-30 ..ottt

IV . CONCIUSION ...ttt e e e e e e e e et e e e e e naeeeas

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Case: IPR2014-00191
Patent 7,837,736

Table of Authorities

Cases

Ex parte Cramer, 1937 Pat. App. LEXIS 98; 36 U.S.P.Q. 77 (Pat. App. 1937) .....17

Ex parte David E. Anderson, Appeal 2011-012922, 2013 Pat. App. LEXIS 7274

(Pat. APP. 2013) e 16

Ex parte David Shafer et al., Appeal 2009-000868, 2010 Pat. App. LEXIS 15638

(Pat. APP. 2009) ... ittt e e et e e e a e e eraaeeenaaaeens 19

Ex parte Kevin Stones et al, Appeal 2011-004426, 2013 Pat. App. LEXIS 4068

(Pat. APP. 2009) ...t 16
In re Bond, 910 F.2d 831, 833 (Fed. Cir. 1990) ....ccooeouieiieieeieeeeeeee e 11
In re ICON Health & Fitness, Inc., 496 F.3d 1374, 1379 (Fed. Cir. 2007)............. 11
In re Sneed, 710 F.2d 1544, 1548 (Fed. Cir. 1983) ..cccievieeieeiieeeeeeeee e 11
In re Suitco Surface Inc., 603 F.3d 1255, 1259 (Fed. Cir. 2010) ......cccvveeeerreennnee. 11

Joy MM Delaware, Inc. v. Cincinnati Mine Machinery, Co., 497 Fed. Appx. 970,

973,2012 U.S. App. LEXIS 23027 (Fed. Cir. 2012) .cc.cooiriiniiiiniiiiniiieneeene 15

Karsten Mfg. Corp. v. Cleveland Golf Co., 242 F.3d 1376, 1383 (Fed. Cir. 2001)..

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Case: IPR2014-00191
Patent 7,837,736

Marquip, Inc. v. Fosber Am., 1998 U.S. App. LEXIS 10200 (Fed. Cir. May 19,

Sunbeam Products, Inc, v. Hamilton Beach Brands, Inc., 2010 U.S. Dist. LEXIS

85281, *19 (E.D. V. 2010) .. ...comerveeeeeeeeeoeeeeeeeeeeeeeeeeseeeeeeeseeeeeeeeeseeeeesseesesesees 16

Verdegaal Bros. v. Union Oil Co. of California, 814 F.2d 628, 631 (Fed. Cir. 1987)

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Case: IPR2014-00191
Patent 7,837,736

1. Introduction

Pursuant to 35 U.S.C. § 316(a)(8) and 37 C.F.R. § 42.120, Patent Owner

Bonutti Skeletal Innovations, LLC ("Bonutti") responds to the Corrected Petition
filed by Zimmer Holdings, Inc. and Zimmer, Inc. ("Zimmer") concerning claims
15-22,26-28, and 31-36 of U.S. Patent No. 7,837,736 ("the '736 patent") (Paper
8).

In the Corrected Petition, the Petitioner sought inter partes review with
respect to five separate grounds of unpatentability: (1) anticipation of claims 15-
22,25-28 and 31-36 by U.S. Patent No. 5,755,801 to Walker ("Walker"); (2)
obviousness of claims 15-22, 25-28 and 31-36 over Walker in view of U.S. Patent
6,319,283 to Insall ("Insall '283") and/or U.S. Patent 6,068,658 to Insall ("Insall
'658"); (3) obviousness of claims 23 and 24 over Walker in view of Insall '658
and/or Insall 283; (4) anticipation of claims 15-16, 18-28, 31 and 34-36 by Insall
'658; and (5) anticipation of claims 15-16, 18-22, 25-28, 31 and 34-36 by Insall
'283.

Of the three anticipation grounds and two obviousness grounds, the Board
instituted review solely with respect to Ground 1: anticipation under 35 U.S.C.
102(b) by Walker, and only with respect to claims 15-22, 26-28, and 31-36. (See

Institution Decision, Paper 12, page 17).
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