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1 

2 

3 

4 

5 

6 

l i ne. 

PR O C E E DIN G S 

( 2: 1 5 p.m. EST ) 

JUDGE TI ERNEY : Jud ge Tie r ney o n the 

I s J udge Si u o n t h e l i n e? 

J UDGE SI U: Ye s . I ' m on t he l i n e . 

J UDGE TI ERNEY: We l come t o t he ca ll . I 

7 h a ve J udge Easthom i n my o f fi ce so t h e pane l is al l 

8 s et. I 'm go i n g t o start off with a b rie f ro ll call 

9 and make sure that we have the par t i es on t h e l i n e , 

10 ke e p i ng i n mi nd tha t we have - - in my u nd e rstand ing 

11 we h ave RPX rep r e se ntativ e s, we ' re goin g t o h ave 

12 App l e r e p r e sentat i v e s a nd Virne t x r epresen t at i ves . 

13 I ' m goin g t o sta rt with RPX. Is t h e r e a 

1 4 r epresentat i v e from RPX o n the p h one t oday? 

15 

16 

17 

18 

MR. ASHE : Yes . This the Olive r As he . 

cTTJDGE TIERNEY : We l come to the ca ll. 

MR. ASHE: Tha nk you . 

J UDGE TIERN EY : I s t h e r e a nyone e lse 

19 with you t oday? 

20 MR. AS HE: My assi s t an t , Phoeb e Ngu ye n . 

21 Other t han that , no. 

22 JU DGE TI ERNEY : Thank y ou. And then 

Henderson Legal Services. Inc. 

7 

202-220-4 158 www.hendcrsonlegalservices.com 



IPR20J4·00l71·IPR2014·00l77; JPR201 4·00237· JPR2014·00238 January S, 2014 T c1cconference 

1 we' ll go -- the next one , the next petiti oner, was 

2 Appl e . Do we ha ve a represent at i ve f rom Apple 

3 today? 

4 MR. KUSHAN: Yes , Your Honor. Th i s i s 

5 Jeff Kushan fr om Sidle y Aus ti n . I have wi th me Joe 

6 Micalle f, my pa rtner, a nd I also be lieve David 

7 Melaugh from Apple i s o n t he phone . 

8 

9 

10 

11 

JUDGE TIERNEY: What was the last name? 

MR . KUS HAN : Me laugh, M-e-l-a -u-g-h. 

JU DG E TIERNEY: And then l a stly but not 

least, Virnetx. Do we have a r epresentative from 

12 Virnetx h ere today? 

13 MR . PALYS: Ye s, Your Honor. It's 

14 J oseph Palys wi t h Finnegan Henderson f or Virne tx . 

15 And with me is Naveen Modi , Ellio t t Cook and James 

16 Ste in calling in from Atlanta. 

17 JUDGE TIERNEY: We l come t o the phone 

18 con f erence ca l l today . For purpose s of orde r going 

19 on fo l lowing the call , I 'm jus t going to put on the 

20 fi rst named pe rson tha t we had today rather t han 

21 have a complete list. But if you need a complete 

22 l i st l e t me know r ight now . 

.. ,,=-=. -
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1 Not hear ing any objection we' ll just go 

2 ahead and we ' ll have Mr. Ashe, Kushan and Pa lys 

3 listed as representatives f or today along with 

4 othe rs and we 'l l just have others . 

5 Starting off I did as k f o r t hi s call 

6 with the panel. We wanted t o talk about the 

7 schedul ing. We d i d receive a couple e-mai l s 

8 r ecently from the parties suggest ing we broaden out 

9 t he purpose of the ca l l. 

10 The first point , though , I wou ld li ke 

11 to - -

12 MR. PALYS : You r Honor, I r eal ly 

13 apo l ogize t o in t errup t you. I j ust want to let you 

14 know tha t we have a court reporter on. I don ' t 

15 know if he' s identi fi ed hims e l f . 

16 JUDGE TTERNEY : Who i s speaking , p lease? 

17 MR. PALYS : Your Honor, this is Joseph 

18 Pa lys . And I apologize fo r interrupt ing you. I 

19 j ust wante d to make sure you ' r e awar e of that . 

20 JUDGE T I ERNEY : I was not aware . And i n 

21 the future coul d you p lease a l ert the pane l before 

22 we have the call ? 
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1 

2 

MR. PALYS: Yes , s ir _ I apologiz e . 

JU DGE TIERNEY: Not a problem. I t ma ke s 

3 no te taking a li ttle bit easier , as you p r obably 

4 understa nd . 

5 

6 

MR . PALYS : I unde rstand , si r . Sor ry . 

JUDGE TIERNEY : So s i nce we do have a 

7 cou r t report er you're awa r e we would want t o h ave a 

8 copy o f the trans cript file d a s an exhibit? 

9 

10 

MR . PALYS : Mm- hmm . Yes . 

JUDGE TIE RN EY: Oka y. As l ong as we are 

11 aware of that . 

MR. ASHE: You r Honor , t his is Ol iver 12 

13 As he . To t he e xtent that we c over any material 

14 that migh t be unde r t he p r o t ective orde r or 

15 r e lat i ng to sea led ma t eri a ls, I thin k i t would be 

16 approp r iate fo r t hat exhibit t o al so be s ub ject to 

17 tha t prot ect i ve order . 

18 

19 ob jection ? 

20 

21 

JUDGE TIERNEY : Do we have any 

MR. PALYS : No , Your Honor. 

J UDG E TIERNEY : Okay . Not heari ng any 

22 obj e c ti on, Mr. Palys, did you a le rt t he o t her 

Henderson Legal Services, Inc. 
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1 par ties that you were going to have a cour t 

2 report er t oday? 

3 MR. PALY 5 : Ye s . 

4 JUDGE TIERNEY: Okay . I assume I ' m 

5 going to RPX and a repres entative from App le. Any 

6 objections? 

7 

8 

9 

MR . ASHE: No t fr om RPX, Your Hono r . 

MR . KUSHAN: No t fr om Apple . 

JUDGE TIERNEY: Okay. I justed wan t to 

10 make sure since we do have -- I do r ecal l t he 

11 moti on to seal be ing brough t in. 

12 Okay . So we wil l proceed with t he 

13 understanding that the transc ript to the extent of 

14 if i t's needed to be filed that it wi ll be f i l ed as 

15 an exhibit. Provis i onally have i t under seal just 

16 in case we cove r anythi ng . At the end o f the call 

17 I wo uld re commend that the r epresentatives fr om RPX 

18 and Apple chime in, if th ey hear anythi ng t hat t hey 

19 believe shoul d be under sea l alert us so tha t we 

20 don ' t acc i denta l ly have something go ing into a 

21 transcript that is marked as publ i c when it should 

22 actually be marked as private . 
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1 Any comments on that befo re I begin? 

2 Go i ng to RPX? 

3 MR. AS HE: No . We' re fine with that, 

4 Your Honor. 

5 JUDGE TIERNEY : Any from Apple? 

6 MR. KU SHAN: No . We ' re fine with that 

7 procedure. 

8 JUDGE TIERNEY : Virnetx? 

9 MR. PALYS: No, Your Honor . 

10 JUDGE TIERNEY : Okay. So t he first 

11 question we had today, I 'm go ing to start off with 

12 the quest i on that was posed or i g inal l y for the 

13 conf e rence call, which was scheduling. My 

14 understanding I'm looking at the record -- was 

15 RPX had fi led t heir petit ions November 20th and 

16 then App le had filed peti tions to patents which 

1 7 c l aimed benefit o f certain patents tha t we r e 

18 challenged in the RPX peti tion s . 

19 Apple filings we re filed on December 6th 

20 of 2013. And t he ques tion we were wa nting to pose 

21 is shoul d we put them on a -- the same or a similar 

22 schedule going forwar d. And I wanted to pose that 

Henderson Legal Services, Inc. 
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1 questi on to the parties. 

2 I wi ll start with Vi rnetx . If you could 

3 p lease giv e us your t houghts on th i s. 

4 MR. PALYS : Yes, Your Ho nor. Thank you. 

5 This i s Jos e ph Palys f or Virnetx. The i ss ue 

6 rega rding the s c hed u le a ctual l y dovetails int o some 

7 of the issues that we raised in our e-ma il 

B rega rding the real part y in interest a nd pri vity . 

9 We think that thes e is sue s actually af fec t th e 

10 schedule in some f orm. 

11 And I was wonde ring if, some l eewa y with 

12 t he boa rd, if we ca n get from a h igh l evel to 

13 explain why that would a ffec t that schedule I can 

14 get into t hat . 

15 JUDGE TIERNEY : Actually , the quest i on 

16 I've posed t oday is s imply shou ld they be on the 

17 same schedul e . And I unde r s tand you ' re go ing to 

18 want to go and tell us what the schedule should be , 

19 bu t from a high l eve l point v i ew , do you want to be 

20 on t h e same schedul e or not? 

2 1 MR . PALYS : Okay . Su re, Your Honor. 

22 Wi th respect to the I PRs f iled by Appl e and the 

Henderson Lega l Services, Inc. 
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1 I PRs fi l ed by RPX , we don ' t t hink t hat t hey s houl d 

2 be on the same schedule . They have different 

3 notice of fil ing da tes. And , as you know, we have 

4 nine IPR ma tters that we' re dealing with. 

5 So between those two sets of ma t t ers , 

6 it ' s Vi rne tx ' s position tha t they should not be on 

7 t he same schedule . 

8 J UDGE TIERNEY: And the rat ionale just 

9 be ing because t hey were f i led different dates? 

10 MR . PALYS : They are di fferen t patents , 

11 Your Honor. They address different issues. 

12 They -- yes , one of the o the r reasons, they were 

13 fi l e d on d if f erent dates . They were f iled by a 

14 different party . And we think tha t these issues 

15 coupled with -- a lot of it is some of the 

16 vA r iA n ~RS hRtween what t hese patents, wh i ch h ave 

17 no t been subject to a ny previous IPRs , were going 

18 to require dif ferent issues . 

19 Some of them there may be some ove rlap 

20 t he r e, You r Honor , but we don ' t t h i nk that war rants 

21 that they be o n the same schedu l e . 

22 JUDGE TIERNEY: Go into overlap. 

Henderson Legal Services, Inc. 
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1 * * * * * 

2 (At t h is point the cou rt r eporter ' s 

3 ph one dropped off the conference call. With the 

4 Judge 's permi ss i on the r esult ing 40 seconds of 

5 miss i ng p r oceedings a r e omi tted from t he 

6 tr anscr i pt. ) 

7 * * * * * 

8 JUDGE TIERNEY: amount o f over l ap 

9 between the two p r oceedings . Fo r example , c l aim 

10 construct ions, speci ficat ions , understanding what 

11 the y mean, one o f ordinary skill i n the art, et 

12 cetera , et cetera . 

1 3 MR . PALYS: Yes. We ll, there ce r tainly 

14 i s overlap. We're not sugge sting that t h ere isn 't 

15 any overlap as f ar as they rel y on the same 

16 specifications frnm t hR SAmR fAmily . But there are 

17 different c l aims , c l a i m t e rms . We t h i n k that ma y 

IB requi re -- int r oduce different cl aim constructions 

19 t hat are not common to the other matter. 

20 Tha t's jus t t o b e gin wi th. I apologize . 

21 I'm l oo king thro ugh my notes righ t now, Yo u r Honor . 

22 So --

Henderson Legal Services, Inc. 
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1 J UDGE TI ERNEY : I ' m j ust curious. For 

2 consistency purposes , wou ldn't yo u s a y that for 

3 where there are common terms being used i n the 

4 c l aims, since they are going back through common 

5 specifi c atio ns for bene f i t , t hat we would want t o 

6 be cons i s t ent in our dec i s i ons to insti tute or to 

7 not ins titute? 

8 MR. PALYS : Yeah , go ahead . My par t ne r, 

9 Na veen Modi, wants t o chime i n , Yo u r Honor . 

MR . MODI : Your Honor , th i s is Naveen 10 

11 Mod i . Maybe I can address some of your questions. 

12 I gene r a l ly a gree with you t h at obvi ously to t he 

13 ex t ent c l a im te r ms are the same across these 

1 4 patents the y should be construed consis ten t ly . I 

15 guess what we ' re tryi ng t o get at i s that we don 't 

16 disagrp.p. wi t .h yon t h a t there's overl a p . 

17 We just th ink, you know , there are 

18 obvious ly nine pending IPRs r i ght now and we h ave 

19 seven with RPX and two nami ng App l e . Just there 's 

20 a l ot of vo l ume, you know , a lot of mate r ial here. 

21 And I t hink wha t we ' re t rying to get i s , the 

22 issues , yes, they do overlap , but they a r e 
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1 di f ferent . 

2 For example , the Apple IPRs rais e a new 

3 prima ry reference , Wesinge r , Your Honor, that ' s not 

4 part o f the Apple IPRs. So from t hat perspective, 

5 t he issues are d iffe r ent. And that's what we we re 

6 gett i ng at. 

7 I don ' t know i f -- you know, I guess 

8 wha t does t he board have in mind when you ' re sayin g 

9 you wanted to align the schedules? And if yo u 

10 could shed some light to that , tha t wou l d be 

11 helpful. 

12 JU DGE TIERNEY: Unders t ood . I can 

13 c l ar i fy . We ' re l ooking at havi ng potent i al l y 

14 and this is why we wante d to 't a lk to the parti es 

15 today basically the time for fi ling the patent 

16 owner prelimi nary respons e should be f i led on t he 

17 same da te f or a l l the proceedings as one option . 

18 And we were contemplating to try and ke ep these 

19 cases cons i sten t in t heir analysis by the board , 

20 a nd t hat ' s why we're having t he d iscuss i on on t h is 

21 point . 

22 Ma ybe at this po int maybe it' s bette r if 

~ 
"""". __ ,,,,,,,,,,,,,,,_, .. _,,,,,,,,,,;<.,_,, _'~" .. '"''' , .... ' .. _.M""" .. =-...... :t 
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1 we talked to RPX and Apple and see what the i r views 

2 are a l s o , because I think we h ave your v i ews 

3 understood unless there's somethi ng else you'd like 

4 t o say befor e we move on. 

5 MR. PALYS : I think that 's good , Your 

6 Honor . 

7 THE REPORTER: Judge Tierney , so rr y to 

inte rrupt. Th is i s t he cour t reporter . And my 8 

9 phone cu t out a li ttle bi t . I d i dn 't want to 

10 interrupt . 

11 

12 li ke to do? 

13 

JUDGE TIERNEY: 

THE RE PORTER: 

Oka y . What would you 

I guess I ' d l eave that up 

14 to yo u . The re was about a two minute portion whe n 

15 I was of f the phone . 

16 JUDGE TIERNEY: I think it'3 bes t we 

17 jus t continu e going fo r ward instead of t r ying to 

18 recapture everything , unle ss -- Mr . Paly s , wou ld 

19 you like fo r t he record to make any statement about 

20 the las t two minut es that may not have been 

21 cap t u red? 

22 MR . PALYS : No. I think we can move on, 

Henderson Legal Services, Inc. 

18 

www.hendersonlega lservices.com 



IPR10 14-00 171 - IPR20 14-00 177; IPR20 14-00237-IPR20 \4-00138 .I ':!nua!"y S, 2014 Teleconference 

19 

1 Yo u r Honor. 

2 THE REPORTER: Sorry about that. 

3 JU DGE TIERNEY: No t a problem. 

4 Apple, I ' ll begin with you . For 

5 scheduling purposes , you r s was fi led I be lieve a 

6 l it tle bit l ater i n time, December 6th . What a re 

7 your v iews on trying to have the s ame schedule f or 

8 patent owner prelimina r y r esponse between the 

9 two -- the t wo series o f cases between Apple and 

10 RPX ' s? 

11 MR. KUSHAN : Thank you , Your Honor . Let 

12 me -- so we generally are supportive of align i ng 

13 these p roceedings and f or some o f the reasons 

14 you ' ve already foreshadowed. Firs t, you know , the 

15 disclosure that's being relied on for all these 

16 patents is essent i al l y the same part of t he same 

17 patent. They use s imilar or very simi l ar concepts 

18 and terms. 

19 While there are indi vidua l refe r ences 

20 that may be di ffe r ent among some of t he petitions , 

21 there is and each of t he patents have been 

22 chal l e nged by three common re ferences. Those are 
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1 the Avent ai l , Beser and Ki uchi refe r ences. 

2 So t here ' s a l ot of overl ap i n the 

3 patentabili ty issues that are go ing to be presented 

4 and cons i dered in the p r ocee d i ng bas e d on those 

5 three refe r ences . And i t make a lot of sense in 

6 our view t o treat them as what they are, which is a 

7 ve r y closely r e l ated set of patent s tha t are going 

8 to present very simi l a r patent i ssues . 

9 I a l so th i nk you shou ld be awa r e t ha t 

10 there is a common expert used by both Apple and RPX 

11 to support their various petit i ons . That ' s Mike 

12 Fratto . And in f act i n our view it woul d probabl y 

13 be even approp r iate in the context of t hese cases 

14 to conside r a joinder type o f procedu re for the 

15 various proceedings given the s i mi l arity of the 

16 d i fferent patents and the issues they present . 

17 Yo u might a l so want to think about 

18 j o i nder i n the sense that it would obviate some o f 

19 the questions that have been raised by the issue 

20 that Virnetx is attempt ing to manufac t ure about 

21 privity between App l e a nd RPX. 

22 And finall y, whe n i t ' s appropriate t o do 
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1 so, I want to bring your attention to the fact that 

2 t here are pend ing reexaminat i ons involving the same 

3 p atents tha t are the subje ct of the RPX peti tions 

4 which you should h ave in mind , as we ll as the f ac t 

5 that we h ave filed r econs ideration motions or 

6 hearing requests on pet itions we filed on the s ame 

7 four patents tha t are the s ubject of t he RPX 

8 petitions. 

9 And so i n our view those petit ions we 

10 filed l ast summer are essentia l ly still on the 

11 table for eva l uation. 

12 JUDGE TIERNEY: And correct me if I' m 

13 wrong, but all those petit ions were deni ed , that 

14 they were not i nst i tuted, and t he request fo r 

15 hearing is to change those decis i ons f rom a 

16 non- ins titll te to an institute? 

17 MR. KUSHAN: That is cor rect , Your 

18 Honor . 

19 JUDGE TIERNEY: So at this point in 

20 time, we understand tha t t he cases may not be 

21 complete ly over , but for purposes of today the 

22 status of the case is that there is not an 
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1 institution? 

2 MR . KUSHAN: That ' s correct. They ' re 

3 not instituted. You know, obviously we think that 

4 the r e is a very strong basis for changing that 

5 determination based on t he c i rcums t ances of t h ose 

6 pet itions which are presenting somewhat nove l 

7 ques tions under 315(b), the transi tion date for 

8 implementing the Al A. 

9 JUDGE TIERNEY: And I bel i eve you ' re 

1 0 fami l iar with at least some o f the membe rs on the 

11 phone today are membe rs o f the pane l on those 

12 cases . The boa r d is aware of the ot he r I P r eexams 

13 and t he other IPRs that .Jere f i led and t he stat us 

14 o f them . Could you please give us some background 

15 as to what you want us to do with this particular 

16 i nformation , though? 

17 MR. KUSHAN: Sure. What we'd act ual l y 

18 like to see the boa rd to consider is a moti on to 

1 9 trans fer the reexamination proceedings over to the 

20 board. And the reason for doi ng tha t is pre t ty 

2 1 simp l e . Those reexams were fi led back in August of 

22 2011. Each of the four patent s has been subjected 
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1 to rejections of all their claims fo r 

2 unpaten t abi l i ty on a number of the grounds t hat are 

3 th e same as those raised in the RPX and ou r prio r 

4 petit i ons fi l ed in the summer. 

5 A big p r oblem we faced is th e 

6 unpredictabl e delays in progressing those 

7 proceedings to completion . And we think one big 

8 re ason why there have been del ays i s the conduct of 

9 Virnetx in those cases. It may shoc k you to l earn 

10 that Vi rnetx to our count has fi l ed more than 45 

11 petit i ons in four proceedings, those f our 

12 reexamination proceedi ngs. I have t o t ell you I ' ve 

13 neve r seen anyth ing like this. 

14 We have one of those proceedi ngs si t ting 

15 waiting -- and t h is is the '1 51 patent -- which has 

16 hA An s itting for over a year wi th no action . The 

17 '1 35 patent has bee n sitting there s ince t he s ummer 

18 with no act ion, waiting fo r PTO acti on. 

19 On the appeals that have actually 

20 progressed or s t arted on the othe r two patents , 

21 Vi rnetx fil ed three consecutive extension of time 

22 r equests just to fi le t he ir appeal brief. 
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1 JUDGE TIERNEY : I unders tand you're 

2 saying that t hey may not be as diligent as you 

3 would like. Pleas e e xpla in , though, why t he board 

4 would exe r cise i ts discr e tion to transfer the cases 

5 a nd ta ke jur i s diction. Wh a t would we then do ? 

6 Would we then p r oceed to administer the IP r eexam 

7 from the board but having board personne l do i t? 

8 MR . KUSHAN: Well, two tho ughts . Fi rs t, 

9 you have the authori ty under 31 5(d) to transfer t he 

10 proceedings to the boa rd. And the reason you might 

11 do that is tha t they are addres sing common 

12 pa tentabi l i ty issues to those rais ed in the 

13 petitions filed by RPX . The same pa t ents are the 

1 4 subject of both the IP r eexams and t he concurrent 

15 I P petitions. 

1 6 The other var iable tha t is relevan t is 

17 that the same - - many of t he same patentability 

1 8 issues are presented . There 's certa in issues in 

19 the IP reexams that are not subject of the RPX or 

20 e arl ier Apple petitions , but the re a r e a 

21 s i gnifican t n umbe r of i ssues that overl ap on the 

22 same prior art or patentabi lity grounds . 
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1 As fa r as how yo u might do that, i t 

2 seems appropriat e to essentially put them onto t h e 

3 foo ting of an IPR proceedi ng . That would make in 

4 our view the most se nse because that would allow 

5 you to conduct thos e proceedings in line with the 

6 sche d u l e and t he procedures you ' v e a l ready 

7 establ i shed f or IPR pet i tions . 

8 I t h i nk the commona l ity of t he 

9 patentability i ssues t hat are presented i n both th e 

10 I P reexams and in the IP petitions is the hook t hat 

11 gives you the author ity to move the cases over to 

12 the board unde r 315(d) . 

1 3 And we obvious l y wou l d be open to your 

14 guida nce for whe the r we wou l d be asked to pre sent 

15 or narrow s ome of the i ssues to a l i g n to the i ssue s 

16 tha t wou l d be presented i n the IPR. Yo u know , I 

17 think you hav e, as you probably recognize, a fair 

18 amount of discretion to proce e d in multiple a c ti on s 

19 or mul tiple act i v ities invo l ving the same patent 

20 that are pendi ng before the Office . 

2 1 JUDGE TI ERNEY: We ll, the panel has 

22 he ard the concerns. At th i s point in time b ecause 
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1 we have no t i ns t i t u ted t h e cases we d e cline t o 

2 e xercis e jur i s d icti o n and t r ans f er the cases at 

3 t h is po int in time . Shou ld we d e c ide to inst itute 

4 t h e cases , in pa r ti cular t he cha ll e nges tha t ha v e 

5 b e en broug h t f or th in t he pe t i tions, we can revi s i t 

6 t he is s u e aga i n du r i ng an i n itia l confere n ce call. 

7 MR . KUSHAN: You r Ho n o r , just v ery 

8 briefly , t h i s i s ki nd of u n charted wate r s I t h i n k . 

9 I don ' t th i n k I ' ve s e e n any act i vity b y t he panel 

10 on a t ransfe r iss u e . I' ve see n some activi t y 

11 r e lating to c onsol idation issues . Woul d i t be 

12 appro priat e f or u s t o a t least br i e f and p r e sent a 

1 3 motio n for t rans f er of t hes e p r oceedi ngs f or you r 

14 cons iderat ion ? 

1 5 JUDGE TIERNEY: Well , I d o h ave a cour t 

1 6 r e por t e r. I 'l l e l u c i d a t e a littl e b it on the 

17 r eason i n g s o we can have i t o n t he r eco rd as to why 

18 we wil l n o t at thi s time ex e r cise jur isdi c t i o n . We 

19 h ave j urisd i c ti on. Exe rc i s e it i n s u ch a ma nner t o 

20 t r a n sfe r t he cas e s to t h e b o ard . 

21 I n part i c u l ar at t h is p o i n t i n time 

22 we ' re e arly in the proceeding . We have not h a d t he 
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1 opportunity again , t his is before t he 

2 prel i minary r esponse has even come i n fr om a patent 

3 owner . Whil e we have taken a brie f revi ew of the 

4 petitions and the art fil ed , we have not given it 

5 such an understand i ng at this po i nt i n t i me that i t 

6 would behoove us t o go ahead and decide whether or 

7 not to transf e r because we do not want to trans fer 

8 a case to then go ahead, determine that the re was 

9 nothing to ins t itute at all, and t hen have to 

10 t ransfer i t back and cause even further delay into 

11 a record in whi ch you at l east all ege that there 

12 has been considerable de l ay in. 

13 Now , if we go ahead and we were to 

14 institute at that point in time we know that the re 

15 are grounds to challenge whi c h we have found to be 

16 at leas t a r easonabl e l ikelihood of prevai l ing on 

17 by the petitione r. 

18 Under that circumstance we may wish to 

19 d i scuss with you or you may wi s h to dis cuss with us 

20 whether i t would be expedient and the effi cient fo r 

21 the off i ce to go ahead and take the IP reexams 

22 which you're telling us are similar in nature to 
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1 these up here -- at least there's some common 

2 grounds -- and then go ahead and have a form of 

3 proceeding where we go forward with both. 

4 But again, if we were to transfer it up 

5 here under a time where we did not institute and 

6 then we have been to -- I would recommend at that 

7 point to the panel that we would just be 

8 transferring it right back, all of which would be 

9 considered a delay in a proceeding which is already 

10 delayed. 

11 Any questions about that, starting with 

12 of course Apple? 

13 MR. KUSHAN: Sure, Your Honor. I think 

14 the authority under 315(d) is not necessarily 

15 contingent on there being -- well, let me start to 

16 with the very first 

17 JUDGE TIERNEY: Let's back up. This is 

18 Judge Tierney. I don't believe I said anything 

19 about lacking authority to transfer or what would 

20 happen should we deny institution. I have the 

21 authority today under the rules of the statute 

22 along with my panel members to transfer the case up 
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1 here . 

2 What we ' re do ing is exercis ing our 

3 d i scret ion and we decline to exe rcise our 

4 d i scretion based on the fac ts presented. 

5 MR. KUS HAN: Sure , Your Honor. 

6 JU DGE TIERNEY : We are not contes ting 

7 your allegat ion that we have authority to do so 

8 should we choose to do s o of trans f erring it . 

9 MR . KUSHAN: Sure . Then t he onl y othe r 

10 c l arification I ' d li ke to make i s the commona lity 

11 of the issues. There are patentability grounds . 

12 For example, lack of -- the r e are claims that are 

13 a n t icipa t ed over , for example , Aventai l, Beser , yo u 

14 know , those type of pa tentabi l ity grounds tha t are 

15 presently the subject of re jections of the IP 

16 reexams wh ich I think correlate prec iDe ly to the 

17 grounds that a r e set for th in the RPX petitions. 

18 And so I just wan ted to make sure you 

19 appreciate that there 's not a lot of daylight 

20 between the patentabi l ity d e fec ts that have been 

21 ar ticulated a nd rejections in the reexamination 

22 proceedings rela tive to the patentability iss u e s 
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1 that have b een fr amed fo r your revi ew in t he se 

2 pet itions by RPX . 

3 JUDGE TIERNEY : Unde r stood. But , again , 

4 we have no t had as a n office we have not had t he 

5 opportunity ye t to r eview the patent owner 

6 pre l iminary re sponse should one be filed by 

7 Virne t x . 

8 Vi rne tx, do you have a ny quest i ons or 

9 concerns regarding ou r decision to not trans fer at 

10 this time? 

11 MR. PALYS: No . We don 't have any 

12 conce rns a bout your d e cision. J u s t t hat we 

13 disagree with the representati ons about be ing 

14 diligent. Other than that, no, Your Honor. 

15 J UDGE TI ERNEY : Unde r stood . Al l right. 

16 I'll go lastly, RPX, do you h ove Dny questions or 

17 concerns about o u r d e c i sion at th i s t ime not to 

18 e xe r c i s e discretion and transfer the IP r eexams t o 

19 the board? 

20 MR . ASHE: No , You r Honor . 

21 JUDGE TIERNEY : Appl e , going back to 

22 you, we had questions a b o u t the schedule and t hat ' s 

Henderson Legal Services, Inc. 
202-220-4158 www.hendersonlegalservices.com 



IPR1014-00 17 1-IPR20 14-00 177; IPR10114.0,0717. !1!~""!JIII •••••••••• January S, 2014 Teleconterenee 

1 where we started the conversation . I'd l ike to 

2 continue on tha t discussion. 

3 I believe you sa i d in line with a 

4 suggest ion -- and I ' m not suggesting that we do 

5 al i gn them . I ' m just throwing it o ut as an idea . 

6 But I believe what you're telling us is because of 

7 the commonality o f the cas es and the is sues, a 

8 common expert , that it wou l d benef icia l for the 

9 cases t o align the schedu l es be t wee n RPX' s 

10 challenges and those of Appl e ' s in the petitions . 

11 Have I summarized that proper l y? 

12 MR . KUSHAN: Well, yes . And wi th one 

13 ot her point, and that i s we ' ve seen situations 

14 where the patents and issues are ali gne d c l ose ly as 

15 they are here warranting actua l ly something that 

1 6 may be a step further wh ich would be Q j o i nder . 

17 And t hat might be appropria t e in t h i s se t t i ng given 

18 th e commonal ity of issues, evidence , e t cetera , to 

19 make the proceedi ngs really run coherent ly . 

20 JUDGE TIERNEY: Understood. We do have 

21 d i fferen t patents under challenge here. To date 

22 the board has not exercis ed d i scretion to try and 
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1 have a joinder between two d i stinct patents , 

2 chal lenges to two d i ffe re nt patents . Furthe rmore , 

3 but I will point out it ' s a litt le bit prematur e to 

4 discuss joinde r at t his time . I re cogniz e that 

5 it ' s s omething yo u may be r equ es ting . 

6 But i t does say i n t he joinder -- I'm 

7 pull i ng u p 31 5(c). " I f d i rector institutes an 

8 inte r partes review , t he d irector , in h i s o r her 

9 d iscretion , may join as a party to that i n ter 

10 partes review." But the first par t says "i f t he 

11 director institutes a n in t er parte s review." To 

12 date we have not ins tituted an inter partes rev i e w. 

13 Accordingly i t would seem as thou gh t he t i me to 

14 join would be once it ' s actual ly inst i tut ed. 

15 MR. KUSHAN: You r Ho no r , I wan t ed t o 

16 a l e rt you to t he fact t ha t l as t s ummer -- I t hi nk 

17 it was Judge Medl ey - - had engaged that i ssue o f 

1 8 

19 

timing. I thi nk the i ssu e that 's of interest h e r e 

i s br iefing relative t o dec i sion . And what she d i d 

20 was in connection with a j oinder issue at that 

21 point before i nstitution s he had authorized 

22 br i efing on the joinder issue prior to ins t itution 
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1 with t he recognition, as you ' ve just out l ined, t hat 

2 a decis i on would no t occur until, you know, if 

3 there were a first dec ision to ins titute the 

4 trials . 

5 And so given kind of the experience we 

6 had with related cases earlier this summer , last 

7 summer, I was putting that on the table as an issue 

8 that would be eff i cient to brief a nd address prior 

9 t o you r decision. 

10 J UDGE TIERNEY: No. I'm aware of how 

11 the case was h a ndled and in particular the prior 

12 br i ef i ng . At this time I don't know i f we have 

13 quite the need for a j oinde r give n that t hey are 

14 the challenge s here by Apple are add res sing a 

15 different set of patents than the RPX s et . 

16 I rea l ize the commonal ity and that 

17 the chal l enges t o the Virne tx patents raised by 

18 App l e . Those Vi rnetx patents do seek benefi t 

19 through 35 U.S. C. 120 of those chal lenges and 

20 pet i tions being brought by RPX. But at t h i s time I 

21 don 't be l ieve joinder is necessary to discuss. 

22 But we can revi sit this once we go ahe ad 
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1 and s hould we -- after a decision to ins t i t u te . 

2 Shou l d we dec i de not to institute the issue wou l d 

3 b e moot . So I think it's b est to wait and to see 

4 how we proceed with the case on institution, a 

5 decision to wh e the r o r not we ins titute. 

5 Any question , comme nt? I 'll go to 

7 Virnetx . Do you be lieve briefing would be best , 

8 thou gh , now to have on j oinde r or do you believe 

9 that , cons i stent with wha t I ' v e just state d, it 

1 0 would be better to have -- once we actual ly have a 

11 dec i sion , to inst i tute, b ecause there's always a 

12 poss ibi l i ty we don 't i nstitute and i t wou l d be 

13 moot? 

14 MR . PALYS : We agre e with the board , 

15 Your Honor. 

Hi JUDGE TIERNEY: RPX , any qucs t i onD , 

17 conce rns? 

18 MR. ASHE : I don' t have any questions on 

1 9 that point . 

20 JUDGE TIERNEY: Okay. At t hi s time we 

21 wi l l hold up on briefing j oinder until a point in 

22 time where if we institute we can revisi t t he 
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1 i ss ue . 

2 Again, the ques tion wa s on schedu l ing . 

3 I think we've addre ssed tha t wi th Apple and t hat 

4 App l e would l ike t o have t hi s consistent sche d ul e 

5 for the t i me for fi ling a patent owner prelimi na ry 

6 re sponse bet wee n t h e RPX c as e s a nd Apple. 

7 Are there any quest ions ? Aga i n, we are 

8 focu sing on s c hedu le. Mr. Kus han, are there any 

9 que s t ions befo r e we move on t o getting RPX' s 

10 vi ewpoints ? 

11 MR. KUSHAN : The o n l y other ques tion on 

12 sche du l e wou l d j us t -- we r eally want to make su re 

13 t hat al l of these proceedi ngs move as expedi t ious l y 

14 as possible. I would not e that Virne tx has a l r eady 

15 fi l e d prel imi nary patent owne r s tatement s in t he 

10 proceedings, pe ti t ions, tha t we f i l ed last s umme r . 

17 And i t would s eem hopefully t hat you could take 

18 advanta ge of that fact to at least encourage them 

19 to fil e their preliminary r e sponses as p r omptly as 

20 possible to --

2 1 JUDGE TIERNEY: Have you discus sed with 

22 your -- have you dis cussed with Virnetx and RPX 
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1 vol un t ar i ly going ah ead and expedi t i ng things? 

2 MR. KUSHAN: We have not . I me an , we 

3 are ope n to t hat dis cussion and whether we can have 

4 it I mean, we ' re obviously interested in getting 

5 to as expeditious an outcome as possibl e . 

6 JUDGE TIERNEY : Okay . At th is time I 

7 understand the r e ' s a desire to expedite. Howeve r, 

8 given t hat t he cases were fi l ed -- bas ica l ly one 

9 case was only f i l e d a month and two da ys ago - - I 

10 t hink we nee d to have a litt l e b i t more in f o r mati on 

11 before we go ahead and expedite . 

12 So if you could tal k amongst the 

13 part i es , i f t he r e ' s a be l ief that we s t il l need to 

14 expedi te it and you 're unable to come t o an 

15 arrangement, you can arrange for a conference c all 

16 at that t ime . But I th i n k t hat ' s something we ' l l 

17 p i ck up no t necessa r i l y today bu t in a f u t u r e call, 

18 because I think Vi rnetx will h ave a certain 

19 v i ewpoint on whe ther or not the y ' re expedit ing 

20 f urt he r than the th ree months. 

21 But l et ' s go a head a nd, Vi rnetx , t o turn 

22 back to you again for scheduling , I understand your 
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1 points . Do you have a ny comments you 'd like t o 

2 make befor e we move o n f o r the record on the 

3 position that these cases s h ould b e expe di ted a nd 

4 therefo re havi ng le s s than three mon t hs f or t he 

5 patent owner ' s prelimina r y response? 

6 MR . PALYS : No, Your Hono r. 

7 JU DGE TIERNEY: Oka y. I'm goi ng bac k. 

8 So Apple, I ' ve heard from you concerni ng t he 

9 quest ion a bo u t a l i gning schedu l es . Now , we ' re 

10 going to RPX. 

11 Mr. Ashe , if you could give u s a 

12 v i ewpoi n t o f RPX, whe t her the schedul es shou ld be 

13 aligned be t ween t he two sets of cases . 

14 MR. AS HE: Sure. Thank you, Your Honor. 

15 I mean, from our perspective I think it makes s ense 

16 to synChron i z e the sche du l es . ~t some poi n t i t 

17 wou ld s e em that t he paten t owne r p re l imina r y 

18 r esp onse is a log i cal point fo r that, with the 

19 assumpt ion tha t what you have i n mind i s tha t once 

20 the cases a re i ns t i tuted tha t there woul d al so be a 

21 synchronized schedule. 

22 And I t hink that tou ches on some of t he 
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1 issues rega rding cross - exami nation of witnesses , 

2 witness convenience , consis t ency in p l eadings, et 

3 cetera . I think it makes good sense. 

4 JUDGE TIERNEY: Okay . Thank you. Now 

5 t h e next question -- and we ' l l take it into 

6 consideration -- would be the t iming . For 

7 Simp licity, we would basica ll y have -- from a 

8 fo rward poi nt o f view I would be consideri ng a long 

9 with my co l l eagues moving Apple ' s time, the time t o 

10 file a preliminary patent owner respons e, to the 

11 th ree month date going from the earlier of the 

12 fi lings wh i ch i s on the - - November 20th . 

1 3 So then t he f iling would be 

1 4 due -- correct me if I'm wron g - - but February 20th 

15 2013 fo r all patent owner pre limina ry responses f or 

10 a ll cases. 

17 Virnetx , do you have any concerns if we 

18 were to move them all to that date? 

19 MR. PALYS : Yes, we do , Your Honor. And 

20 briefly, fi rst , from o u r understand i ng t he notice 

21 o f fil i ng dates were actuall y provi ded on the 6th 

22 of December for the RPX fil ings and the 23rd of 
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1 December for the App l e o nes . So it's o u r 

2 unders tanding that three month date given in those 

3 notices was actually March 6t h and March 23 rd 

4 respectively. 

5 At the bare minimum we are reques ting at 

6 l e ast we get that time frame . But i n t e rms of 

7 consolidation we were hop i ng that i t would ac t ua l l y 

8 b e the other way whe re you would move the seven RPX 

9 matters to the same date as the Apple RPX. 

10 I don't think it ' s -- there's no se c r e t 

11 here. We've got nine IPR matte rs to deal with and 

12 notwithstanding the representations that we have 

13 ove r l ap and prel imi na ry r esponses have already been 

14 fi l ed, i t doesn ' t negate the fact t hat there are 

15 some iss ues t ha t warran t a d d i tional cons i d erations. 

16 ~nd I won 't go into thos e deta ils unless 

17 you want me to, Your Honor , about some of those 

18 differences. But we feel that we would be seve rely 

19 pre judiced if we' re force d t o move up our dates or 

20 shorten the schedule f o r the pre liminary response. 

21 

22 

J UDGE TIERNEY: 

and walk me throug h t h i s . 

Cor rec t my unders t anding 

Maybe I 'm jus t -- the 
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1 RPX petitions and exhibits files along with them, 

2 are they -- how different are they than the prior 

3 challenges that were brought by New Bay Capital and 

4 Apple? 

5 MR. PALYS: Oh. The difference between 

6 New Bay and the ones between RPX? Is that the 

7 question, Your Honor? 

8 

9 

JUDGE TIERNEY: Yes. 

MR. PALYS: Yeah. I'll let Naveen 

10 answer that. 

11 MR. MODI: Your Honor, there are 

12 obviously similarities, but they different. So the 

13 RPX petitions -- I'll just give you some examples, 

14 Your Honor. For instance, the RPX 171 and 173 

15 petitions raised at least one new obviousness 

16 combination. Thc 171 and 173 also -- actually, 

17 there are at least two that I have notes. 

18 

19 

JUDGE TIERNEY: Stepping back here, I 

understand that there's some differences. How 

20 extensive are the differences? Because I've looked 

21 at them and I guess I gather that you've looked at 

22 them in great detail. It appears that there's a 
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1 lot o f s i mi l ar ity . 

2 MR . MODI: Sure , Your Honor . Again , we 

3 don ' t di sagree the r e are simil ar ities. But, for 

4 e xampl e, the o the r di f ferences that we are think ing 

5 o f are i f you l ook a t c l a im cons truct i ons. So wha t 

6 happened was, as you're aware , wh e n Vi rnetx file d 

7 its preliminary responses we had re sponded and 

8 provide d c la im cons truct i ons and a r guments for 

9 c l a i m const r uctions to bot h t he New Bay and Apple 

10 pe titions . 

11 And wha t RPX has done is essentially in 

12 i ts pe tit ions it ' s responded t o Virnetx's arguments 

13 on thos e c laim const r uct i ons. So there a r e -- a 

14 l ot of thos e arguments a re ne w, Your Honor , and 

15 the y would r equire furthe r cons i de ration from us to 

16 respond to t hose i ssues. 

17 I n addition, as you know there i s a rea l 

18 party in issue and privity issue tha t ha s taken a 

19 lot o f our time . And there has bee n intervening 

20 holidays . As you kn ow , Your Honor, we had 

21 Thanksgiving and Christmas s i nce these peti tion s 

22 we r e filed. 
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1 So I fe e l all of those factors would - -

2 it would r e ally severe l y prejud i ce us if t he board 

3 was to o rde r us to file al l p rel i minary respons es 

4 by February 20t h . 

5 JUDGE TIERNEY : Understood . But going 

6 back , I ' m seeing qui te a b i t of similarities 

7 betwee n t h e petitions t hat RPX previously fi l ed by 

8 

9 

10 

App l e and New Bay Cap i tal . And so at least t he re ' s 

go i ng to be some 

effi ciency gains 

it wou l d s e em a large amou n t of 

since you ' ve alre ady been 

11 f amiliar with t he art, fami l iar with many of t he 

12 arguments , yo u are aware t h a t the cla i m terms, 

13 which you' re now sayi n g you need to do 

14 recons truct ions on . 

15 But th is is not new to Vi r ne t x . Th i s is 

al l things that you' re ve ry familia r with. So in 

17 that sense I ' m not seeing why we have to e xtend 

18 time by a g r eat d ea l to ta ke up thes e cases . 

19 

20 

MR. MODI: Your Hono r , I understand and 

app r eciat e you r comments. I think what we ' re just 

21 a s king , Your Honor, as you can imag ine, we d o h ave 

22 n i ne IPRs and t h e dec l arat i ons also , Your Honor, I 
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1 know they're -- again, the declarations are 

2 similar. But they are different in the sense 

3 for example, Mr. Fratto took the Kiuchi discussions 

4 from the Housley declarations that were put in by 

5 

6 

New Bay. And it's actually quite different. 

So it does take time, as Your Honor can 

7 appreciate, to go through these petitions and these 

8 references. And given all the reexams we also 

9 have -- we have over 20 co-pending proceedings, 

10 Your Honor, that we're dealing with. And I 

11 appreciate the board is trying to align these and 

12 expedite them as much as possible. And we 

13 certainly appreciate that and we'll do whatever we 

14 can, Your Honor. 

15 We just ask that -- you know, I feel 

16 February 20th would really seriously prejudice us, 

17 especially given, like I said, the real party in 

18 interest and privity issues which hopefully the 

19 board will let us address shortly. 

20 

21 

So, you know, we're not opposed to, like 

I said, alignment of some sort. It sounds like the 

22 board is leaning towards that way. We would just 
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1 ask that we be g~ven at least the t hree months. 

2 And given the is sues here, the real party in 

3 interest and privity issue , we were hoping to 

4 d i scuss those with you and then perhaps we can come 

5 back to the sche dules. 

6 But at the end of the day we do 

7 appreci a t e where you're coming from from a 

8 similarity of t he i ssues . 

9 JUDGE TIERNEY: Okay . What I gathe r 

10 from Virnetx very clearly -- I t hink they made out 

11 a case as to February 20 t h may be extremely 

12 d ifficult for them to meet. March 6th may b e 

13 somewhat difficult but a t least it gives them t he 

14 extra coupl e wee ks and wi ll s ti ll gi ve t h e m 

15 approx imate ly two months f rom today 's da te . 

1" We are cognizant t hat App l e has 

17 r e quested we expedite . We have already denied t he 

18 request to trans fer b ecau se we are concerned about 

19 making sure thes e dates go on time. The board is 

20 open to a March 6th date f o r synchronizing . 

21 I'm going to go to Appl e and the n RPX 

22 and t he n last l y we 'll have Virne tx have the l ast 
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1 word on t his . Bu t sta r t i ng with Apple, do you ha ve 

2 any concerns or questions abou t a March 6th date 

3 for f il ing the pa t e nt owner preliminary r esponses? 

4 MR . KUSHAN : Well, we start fr om your 

5 pe rspect i ve where you b e ga n , which is t he r e ' s 

6 r ea l l y zero reason in our mind why they need more 

7 time. They' ve had the issues on cla im 

8 construction, on prior art, on patentabi l i ty 

9 g rounds not just since la s t summer but probably for 

10 the l ast two and a half to three years. 

11 And the number of issues that you 

12 rightl y i dent ify , I wou l d say the ove rlap be t we en 

13 the grounds t hat we ' ve seen and our prior petitions 

14 and those of New Bay is almost a hundred percent . 

15 I mean , it seems I think at bottom all we ' re 

16 hearing them say is they want to d e l uy th ings as 

17 long as possible . 

18 If you look at their e -mail asking for 

19 the i r issue t o be addressed on the privity issue, 

20 the y bas icall y want you to have an open-ended l et 

21 t hem file the ir pre l iminary oppos ition whene ver you 

22 resol ve the p r ivity issue. 
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1 This is -- it's just silly in our 

2 view 

3 JUDGE TIERNEY: Let's watch the word 

4 "silly,'! please_ 

MR. KUSHAN: I apologize for that. But 5 

6 it's just we're at a point now where we can't 

7 see a really legitimate reason why they should not 

8 follow the schedule you started with, which was 

9 February 20th. Obviously it's only a couple of 

10 weeks and we would urge you to go with the most 

11 aggressive schedule you can. 

12 JUDGE TIERNEY: I did hear them point 

13 out that because there are nine cases, that keeping 

14 them consistent would be taking a little bit of 

15 extra time and therefore March 6th was already a 

16 difficult time for them to meet. And Februilry 

17 20th -- I got a sense of a large amount of concern 

18 on their part that February 20th date may be very, 

19 very difficult for them to meet. 

20 So it wasn't just the fact that they 

21 would find it convenient to try to delay the case. 

22 I want to just point that out on the record. I 
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1 understand your concern that you would rather pick 

2 the February 20th day over the March 6th. 

3 Going to RPX, can I hear from you, 

4 please? 

5 MR. ASHE: Sure, Your Honor. In 

6 principle we don't have a problem with the March 

7 6th date. You know, I think that my answer, 

8 though, is qualified for what might lie ahead in 

9 this conference call in terms of what they want to 

10 do in terms of further extending that date. 

11 But in principle for where we're at 

12 right now in the discussion, I think that RPX is 

13 fine with a March 6th date for a synchronized 

14 patent owner preliminary response date. 

15 JUDGE TIERNEY: Okay. The panel has 

16 conferred and the panel has selected the March 6th 

17 date based upon the facts presented here. We 

18 understand Apple's position that they would like it 

19 even further expedited. But we are cognizant that 

20 Virnetx has large concerns about meeting a February 

21 20th date and that March 6th, while it would put 

22 some pressure upon them to meet such a date, it 
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1 would be at least something they could mee t wi thout 

2 having prej udice to their be ing able to submit the 

3 pre liminary responses. 

4 So at this time we adopt the March 6th 

5 date f or the preliminary r esponse s for all the 

6 cases . That's both the RPX and the App l e cases . 

7 They wi l l be synchronized to a Ma r c h 6t h pa t en t 

8 owne r preliminary response date. 

9 I believe that takes care of the 

10 scheduling issue. We 've heard from Apple about 

11 their transfer issue and the add itional cases 

12 within the office. I am aware , though, Virnetx did 

13 request f or the con f ere nce call today we discuss 

14 the real par ty in inte r es t issue . Unless there 's 

15 anot her i ss u e I need to be aware of , we ' l l start 

16 with that . 

1 7 I'll turn to Apple and RPX. Is there 

18 something I need to know before we turn to the real 

19 party in interest issues? Apple? 

20 MR . KUSHAN: No, Your Honor. We 

2 1 obviously s t i ll want you to pay attention to the 

22 motions f or rehearing o f t he petitions which a r e on 

Henderson Legal Services, Inc. 

48 

202-220-4158 www.henderson legalservices.com 



IPR1014-00171-1PR1014-00 177; IPR10 14~-'~_~'3~7-~Il~'R~2~O~14~-O~O~23~8··········' January 8, 2014 Teleconference 

1 the same patents as the RPX patents. 

JUDGE TIERNEY: We understand the 2 

3 concerns there before the office. They will be 

4 decided in due course. 

5 RPX, anything I need to know before we 

6 turn it over to the real party in interest issue? 

7 MR. ASHE: No, Your Honor. 

B JUDGE TIERNEY: Okay. Virnetx if you 

9 could please -- you have requested that we discuss 

10 the real party in interest issues and how it 

11 effects the case. In particular it's directed 

12 toward the RPX challenge, the RPX petitions and 

13 their challenges. You have the floor. Please give 

14 us the information you'd like us to know. 

MR. PALYS: Thank you, Your Honor. This 15 

16 is Joseph Palys again. I think a brief history as 

17 to the issues relating to these IPRs may be 

18 instructive as we get into these issues. 

19 I think it's public record that Virnetx 

20 asserted these patents that are at issue in the RPX 

21 IPRs against Apple in district court. And during 

22 that litigation Apple sought, as the board knows, 
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1 mUltiple inter partes reexamination of the patents. 

2 Others did as well. But it's also public record 

3 that Apple was found to infringe these patents. 

4 Following that determination Apple then 

5 

6 

filed -- a brief history -- filed three IPRs. 

was in June of last year. Soon after, New Bay, 

7 which was an unknown company that was recently 

8 formed right before they filed their IPRs, they 

filed four more IPRs on similar patents. Apple 

This 

9 

10 followed suit with four more. So at that time, as 

11 the board knows, we had 11 IPRs pending. 

12 Those IPRs, again, as the board knows, 

l3 have been terminated. While that decision to 

14 terminate was being considered, then pops up these 

15 seven IPRs from RPX that were just filed. 

16 With that backdrop, what we have here is 

17 RPX in our view is the like the requester in In re 

18 Guan, which is essentially a company that's 

19 contracting with other companies to provide 

20 defensive patent services on their behalf. 

21 And we think -- well, before I go 

22 further, Your Honor, I just want to make sure of 
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the protective o rder issue . I know we have - - we 1 

2 discussed that in t he beginning . But I'm going t o 

3 be getting into some of t he is sues that were filed 

4 as RPX confidential . 

5 We have Apple' s counsel on the l in e . I 

6 know t hat Vi rnetx -- o u r t eam ha s agreed to abi de 

7 by t he protective o rde r and obv i o us ly RPX ha s , but 

8 I don't know if we have that assurance f rom Apple . 

9 And I j ust want to be sens i tive to RPX's 

10 conf idential information before we move forward. 

11 JUDGE TIERNEY: We ' ll stop here . Apple, 

12 do you agree to the de f au l t p rotective orde r for 

13 purposes of this cal l ? And certa inly i f you need 

14 to change i t you can go ahead and have a d i scuss i on 

15 a t a l ate r date. But for purposes of th i s ca ll we 

16 wou l d be adopting at l eas t a defaul t protective 

17 order . Do you agree at this time or do we need t o 

18 take you off the call ? 

19 MR. KUSHAN: No . We agree to abid e by 

20 the t erms of the de fa ult p r otect ive order. 

21 

22 

JUDGE TIERNEY: Understood. 

MR . MELAUGH: Do I need t o drop of f, 
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1 though ? This i s David Mela ug h, in-house counse l of 

2 Apple . 

3 

4 you d id . 

5 

6 very mu ch . 

7 

J UDGE TIERNEY: 

MR . ME LAUGH : 

J UDGE TI ERNEY: 

I would appr e ciate it if 

I wi l l then . Thank yo u 

I s anyone el se in - house 

8 counsel t h a t would not be sub j ect t o a p r o tective 

9 order o r po t entia l l y subject t o a protective orde r 

10 th at I ne ed to be awar e o f? I ' m go ing once, twice . 

11 I ne ed to know i f t here i s anyone on the ph one who 

1 2 is not subject t o a prot ective orde r . Speak up 

13 now . 

14 Hearing none, eve r yone on this phone i s 

15 subject to t he prote ctive order, the d efault 

16 protective o r d e r. Yo u may p r'oceed , Mr . Pa l ys . 

l7 MR . PALYS : Thank you , si r. 

1 8 

1 9 

20 

21 

22 
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1 

2 In a nutshell, RPX's business model --

3 and this is public information from their website 

4 and represented in their petition -- their business 

5 model is to provide defensive patent services on 

6 behalf of its clients. 

7 

S 

9 

10 

11 

12 

13 

14 

15 

16 

17 

18 

19 

20 

5 

Now, I think it's clear just from our 

21 discussion today and from the petitioners, there's 

22 no mistaking -- even the board has recognized the 
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1 simi l ar i ties between these petit ions. You know , 

2 whi l e we think that there are d i f ferences in terms 

3 of the schedul in g and for purposes of 

4 JUDGE TIERNEY : Oka y. Mr. Palys . Let 's 

5 c l arify for t he record, t hough. 

6 MR. PALYS: Yeah. 

7 JUDGE TIERNEY: Th e fact tha t there are 

8 s imi lari ties between the pet i tions , qui te often 

9 when a par ty i s s eeking joind e r t hey basica lly 

10 pho tocopy a petit i on and fil e i t . And in fact I've 

11 s een your law firm do the same . So the fa c t that 

12 there's similari t ies between petitions later filed 

13 i n time, I'm not sure where yo u 're going with that. 

14 MR. PALYS : Yeah, we ll -- I'm sorry , 

15 Your Honor. Were you finis hed? I didn't mean to 

16 int errupt. 

17 JUDGE TIERNEY: Yeah , I am finis hed. 

1B I'm j ust trying to fi gure out where we are go ing. 

19 MR. PALYS : Yeah. I was get ting there , 

20 Your Honor. I wasn ' t suggesting jus t the fac t t hat 

21 t he re 's simi l ar i ties and that was the end deal. I 

22 was working my way to the point. 
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1 SO , yes , we have s i milarities bet wee n 

2 t he patents and t hey c l os e ly parallel t he 

3 pe t i tions. But li ke - - the r e are some facts 

4 s upporting the I PR pri vity i ss ue that Virne t x i s 

5 see king . 

6 

7 

8 

9 

10 And i n In r e Gua n one of the interes tin g 

11 fac tors that was conside r e d in that case wa s -- i n 

12 Guan on page 7 it s a ys "An en t i t y named as a so l e 

13 r e al par t y in in t e r e s t may not r ece ive a s ugg est ion 

14 f rom a nothe r pa r ty t ha t a p a r ti cul a r patent s houl d 

15 be the s ubject o f a req uest for inte r par t es 

16 reexami nation a nd be comp e nsa t e d f o r t ha t." 

17 Th e tr i al p rac t ice guides also p rovides 

18 guidance, as I'm sure t he board knows, the r e l evant 

19 fa c t ors when con s ide r i ng real party in inte res t and 

20 pri vi t y issue s , 

21 

22 o r o thers , who may b e in p r i vity 
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1 with the petitione r and the petition, i nc l uding t he 

2 na t ure and degree in i nvo lveme nt in the fi li ng, a nd 

3 the nature of the e ntity fil ing t he petiti on, in 

4 this cas e t h e relat ionship with RPX . 

5 And the fac t o r s or the fa cts assoc i a ted 

6 wi t h supporting the se requests f o r gett i ng i nto 

7 investigations for rea l pa rty in interes t and 

8 pr i vity r ely on these busines s mode l s . RPX in its 

9 webs i te even says -- and t hi s i s public 

10 informati on, Your Honor . They cal l thems e l ves an 

11 extens ion o f in - house legal of the legal t eam, 

12 o f an i n - hous e lega l team. 

1 3 They provide -- the y say t hat they' re a 
I r . 

14 trusted intermed i ary . These are all things that we 

15 would obviously provide citat i ons to if we a r e 

10 gi ven the opportunity to d o so , You r Honor . _ 

17 

18 

19 

20 

21 

22 
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1 

2 

3 

4 

5 

6 

7 

And, again, as the board knows, there's 

a 315(b) problem with Apple. So a long story short 

8 is we believe that there's enough suggestion in the 

9 record to support investigations and an inquiry 

10 into this issue of real party in interest because 

11 if, as we believe, there's a privity relationship 

12 and/or a real party interest issue relating to 

13 Apple, that that is a case-dispositive issue 

14 which -- the last point here -- which brings me to 

15 the scheduling issue, Your Honor, which I tried to 

16 addrcss in thc beginning. 

17 If these issues can be addressed before 

18 we get to the preliminary response date it doesn't 

19 put any burden on the board through the statute to 

20 determining institution from the three month date 

21 of that preliminary response date. 

22 So I'll stop there. I mean, there's 
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1 many other details I want to get into, but I don't 

2 want to hold the floor too long. And I invite 

3 questions from the board on this. 

4 

5 

JUDGE TIERNEY: Basically I'm still 

trying to figure out the allegation. Is there an 

6 allegation that Apple is controlling the 

7 proceedings that RPX has filed, the petitions that 

8 RPX filed? 

9 MR. PALYS: Well, our request, Your 

10 Honor, is -- it's not so much an allegation, I 

11 guess. But our request is that the board issue an 

12 order to show cause to RPX to show why they should 

13 have these filing dates for these -- for their IPR 

14 petitions from a privity and real party in interest 

15 standpoint. 

16 And in the alternative, if the board is 

17 not inclined to do that, we seek leave for 

18 additional discovery relating to these real party 

19 and privity issues so we can, again, ask leave to 

20 move for a motion to dismiss should the discovery 

21 go that route. 

22 The point here, Your Honor, in a 
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1 nutshell is we believe there is a privity issue, we 

2 think the record shows this relationship. And 

3 however we get there from in terms of getting 

4 investigation and inquiry to these issues, whether 

5 it's through an order to show cause or through its 

6 additional discovery, we just want to make sure 

7 that not only the board but also the parties fully 

8 vet this issue because in our view it is case 

9 dispositive. 

10 When we get to this term of direction 

11 and control, that's one factor to consider when 

12 you're looking at real party in interest and 

13 privity issues, as the board knows. But I think an 

14 interesting point here is that while RPX has said 

15 in their petition, look, we do things in our sole 

16 discretion or maybe there's no direction or 

17 control, there's some things which are missing from 

18 the record which is what we're asking to get 

19 further investigation into. 

20 Having direction and control or sole 

21 discretion is not the same as not receiving 

22 suggestions from -- let's say suggestions or 
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1 assistance from Apple or Apple's counsel in terms 

2 of drafts or arguments our evenr in re: Guanr a 

3 suggestion of the patents to pursue. 

4 

5 

6 

7 

8 

9 

10 

11 

12 

13 

14 

.... --..... ~ ........ --. 
JUDGE TIERNEY: I --

MR. PALYS: Go ahead. 

JUDGE TIERNEY: I appreciate you having 

the floor. If you could take only one more minute, 

15 though, and summarize before I move on. 

16 MR. PALY3: Sure. I think -- well, I'll 

17 just wrap it up and say that Virnetx respectfully 

18 requests the opportunity -- either the board to 

19 issue an order to show cause to get into these 

20 related issues and/or in the alternative that we 

21 get an opportunity to file a motion for additional 

22 discovery. 
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1 We think the record -- the public 

Z record, the record in these IPRs, support that. 

3 And we would appreciate that consideration. 

4 JUDGE TIERNEY: Okay. I'm going to turn 

5 it over to RPX. But I would like to have RPX in 

6 particular discuss the issues raised by Virnetx. I 

7 would like to point out I would like to have an 

8 explanation of page 3 of the petition. I'm looking 

9 at the IPRs of 2014-00171 page 3. 

10 A second full paragraph states "RPX has 

11 exercised its sole discretion in deciding to file 

12 the present petition." If you could elaborate upon 

13 that. And it also says in the second sentence in 

14 that paragraph, "RPX alone shall control" -- "RPX 

15 alone shall control the participation of RPX at any 

16 proceeding," et cetera. 

17 And then the third sentence goes "RPX 

18 alone is responsible for paying the cost of 

19 preparing," et cetera, et cetera. So in each of 

20 those instances it's using the term "RPX's sole 

21 discretion" or "RPX alone." 

22 Maybe you could elaborate upon those, 
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1 Mr. Ashe. 

2 MR. ASHE: Okay. If I could start with 

3 the issues that have been raised by Mr. Palys, I'll 

4 address them briefly. 

5 First of all, with regard to an order to 

6 show cause, I'm not aware of any provision in the 

7 rules that allow for that. Mr. Palys has outlined 

8 basically what I would envision his patent owner's 

9 preliminary response to be. And it sounds to me 

10 that he believes he has all the evidence that he 

11 needs to make the argument that he wants to make 

12 and he's certainly entitled to do that. 

13 RPX in its petition has stated its 

14 explanation for why it's the sole real party in 

15 interest and, you know, that would be the response 

16 

17 

to an order to show cause. So I don't think that 

there's procedurally any ground for that. I don't 

18 think that it's going to substantively advance the 

19 case. 

20 With regard to discovery, again, I 

21 understand the outline of his patent owner 

22 preliminary response, but I haven't heard anything 

Henderson Legal Services, Inc. 

62 

102-120-4158 www.hendersonlegalservices.com 



IPR20 14-00 171- IPR20 14-00 177; IPR20 14-00237- IPR20 14-0023S Janual'Y S, 2014 T dttonferctlcc 

1 outside of speculation as to why he thinks there ' s 

2 any additional information that would be useful in 

3 addre ssing this information . 

4 It sounds like essential ly a fi shi ng 

5 expedition and that ' s not s uff i cient to satisfy the 

6 int erest of j ustice standard for additional 

7 d iscovery i n these proceedings . 

8 So wi th t hat , unless you have particul a r 

9 q uestions with regard to those comments , I can move 

10 on to the point s t hat you ' d li ke to address on 

11 page 3 of the 171 petit ion . 

12 JUDGE TIERNEY : Please move forward and 

13 discuss t he statements on page 3 and whether or not 

14 t hey ' re correct . 

15 MR . ASHE : Sure . We ll, I be l i eve t hat 

16 they are correct . With regard t o the sal e 

17 discreti on in deciding to file the petitions, 

18 control of the proceeding and the re sponsibility 

19 for paying the costs o f preparing it, it ' s my 

20 understanding that a ll of those statements are 

21 correct . 

22 RPX is i n the bus i ness of t r ying to 
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1 bring rational pricing to the patent marketplace 

2 and that involves a number of different activities. 

3 It involves licensing, defensive streamlining, et 

4 cetera. RPX also has a number of initiatives that 

5 I believe are natural, logical and legitimate 

6 outgrowths of its primary business purpose and that 

7 is, again, to bring rational pricing to the patent 

8 marketplace. 

9 One of these initiatives is to identify 

10 patents that are basically -- pose a risk to that 

11 marketplace. And I think anybody following the 

12 public record, number one, would understand that 

13 these patents have been asserted against a number 

14 of different companies. 

15 The arguments that are included in the 

16 RPX petition are a matter of public record. _ 

17 

18 

19 

20 

21 

22 
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1 

2 

3 

4 

5 

So RPX is responsible for any bills that 

they incur, any expenses that they incur. That's 

my explanation. But I'm certainly willing to 

6 answer any questions that you have. 

7 JUDGE TIERNEY: At this time the only --

8 it's not really a question. It just pointing out. 

9 The rules do provide that the board may enter an 

10 order as appropriate and should the board believe 

11 an order of show cause be appropriate we could 

12 exercise our authority and issue such an order. 

13 The fact that we have such discretion, 

14 though, notwithstanding, at this time the panel 

15 does not believe an order to show cause would be 

16 appropriate. We agree with the suggestion that the 

17 issues raised by Virnetx could be raised in a 

18 patent owner preliminary response. 

19 I'm going to turn -- before I go on to 

20 the additional discovery question that was raised 

21 by Virnetx 

22 MR. ASHE: If --
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1 

2 

JUDGE TIERNEY: -- I will -- yes? 

MR. ASHE: If I could just -- on the 

3 issue of them addressing this in the patent owner 

4 preliminary response, to the extent that they do, I 

5 would ask that RPX has an opportunity to file a 

6 reply brief or a supplemental briefing --

7 JUDGE TIERNEY: To the extent it gets --

8 at this time I will not guess as to what they wish 

9 to put in their patent owner preliminary response. 

10 As soon as they put in something in the patent 

11 owner preliminary response that you believe needs 

12 to be addressed by RPX, you may raise it after 

13 reading their patent owner preliminary response. 

14 

15 

MR. ASHE: Okay. 

JUDGE TIERNEY: 

Thank you. 

But I'm going to turn 

16 over -- I will give Apple one moment to discuss if 

17 they would like to do so the issue of additional 

18 discovery on this issue, understanding that it may 

19 or may not impact them. 

20 MR. KUSHAN: Thank you, Your Honor. Our 

21 stance on additional discovery is that they have --

22 that Virnetx has not articulated and set forth for 
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1 the board grounds that are sufficient to justify 

2 the additional discovery. 

3 You asked them point blank is there an 

4 allegation that Apple is controlling the proceeding 

5 and rather than suggesting there was they just 

6 avoided that question which I take to be no. And 

7 that I think disposes this entire issue. 

8 But as to the discovery question, under 

9 the standards we understand the board follows for 

10 additional discovery, there has to be a 

11 definiteness in the existence of the evidence 

12 you're pursuing. It has to be shown to have -- not 

13 be an issue that's duplicative or redundant to the 

14 issues or evidence they already have and a number 

15 of other criteria that are important to the 

interests of justice standard. And under those 

17 criteria I can't see how it would be justified 

18 given what they have represented so far. 

19 At the end of the day it's up to the 

20 discretion of the board to authorize that discovery 

21 and we'll comply with whatever your order is. 

22 JUDGE TIERNEY: Virnetx, I will give you 
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1 t h e l as t word on th is before t he pane l comes t o a 

2 deci sion. 

3 MR. PALYS : Th ank you, Your Honor. I ' ll 

4 try to be brief. One thing I haven't heard from 

5 the parties -- I know t he quest ion and I h eard 

6 Apple ' s counse l t al k about di rectio n and con t r o l . 

7 I th in k as the board knows , that that is o ne 

8 factor, but it's no t just d i recti o n and cont ro l. 

9 I t's any as sis tance , any s u ggest i ons , any 

10 as sistance in tha t manner. 

11 And o ne t h ing I haven't heard fr om t h e 

12 parties as you asked , You r Honor , is whether RPX 

13 h as received any sugges tions , ass istance , dra fts of 

14 any ki nd fr om Apple or Apple ' s counse l . And I ' m 

15 wonder i ng if we can get a representa t ion f rom that . 

JUDGE TIERNEY : Wel l , at this t ime they 

17 were a lready a publ i c record . Do you mean directly 

18 from Apple or -- the y could have achieved th e m 

19 through the public r ecord, because Apple had 

20 already filed pet itions. 

21 

22 

MR. PALYS : Yeah. Outside the p ubli c 

record, You r Ho nor . Through App l e or Apple ' s 
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1 counsel. 

2 JUDGE TIERNEY: So are you saying did 

3 they receive them directly from Apple and not going 

4 onto our website or through some third source 

5 publicly available material? 

6 MR. PALYS: That's right, Your Honor. 

7 Whether they received any assistance or suggestions 

8 in the form of drafts of anything from Apple or 

9 Apple's counsel directly, not from the PTO's 

10 website. 

11 

12 assistance. 

JUDGE TIERNEY: I'm going direct 

I want -- I need to make sure I'm 

13 being very clear because they're asking a very 

14 specific question. 

15 I will go ahead and I'll open the floor. 

16 RPX, to the extent you wish to answer the question 

17 at this time, please do so. To the extent the 

18 question is either a compound question or unclear, 

19 please ask for clarification. 

20 MR. ASHE: Thank you, Your Honor. I 

21 think the question puts the cart before the horse. 

22 It's a discovery question and our position is --
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1 and I think it's confirmed by Virnetx's arguments 

2 at the outset of this portion of the conference 

3 call that they have all the information they need. 

4 They have not identified any information that is 

5 contradictory within the petition or within the 

6 agreement. 

7 So our position is that they're not 

8 entitled to discovery and the purpose of this 

9 conference call was to give them an avenue to 

10 seeking discovery on the call. I think it's 

11 inappropriate. 

12 JUDGE TIERNEY: Okay. Apple, do you 

13 have any question before we go ahead and make a 

14 decision? Mr. Kushan, any comment before we go 

15 ahead and make a decision on this? 

MR. KUSHAN: Yes, Your Honor. Just very 

17 briefly, first of all, I think equating Apple with 

18 Apple's counsel is improper. You've already had 

19 decisions, I believe, in the board which have 

20 confirmed that sharing counsel among different 

21 parties is not establishing a connection between 

22 the parties. 
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1 And the second i ssue is I more or le ss 

2 ech o the comment s from Mr. Ashe regarding the 

3 timeliness of the question t hat's being presented 

4 in this case. 

5 

6 

7 Honor . 

JUDGE TI ERNEY: At this point in time 

MR. PALYS: I t hi nk - I'm sorry, Your 

I t 's J oe Pa l ys. I apo l ogize aga in. I jus t 

8 wanted 30 second s of your time just to respond t o 

9 that last commen t , if t hat ' s okay . 

10 JUDGE TIERNEY: Pl e ase do so. 

11 MR. PALYS : One of the things -- I know 

12 we ' r e talking about t he first f actor in Garma n wi t h 

13 addit ional discove r y . One of the things tha t we 

14 have corne a cross wh ich i s one of the reasons why we 

15 ha d some d e l ay r a i sing this i ssue was there ' s 

16 me t adata t hat's b een invo l ved wi th the Apple or the 

17 RPX petitions. 

18 If you go to t he petitions that we r e 

19 provided by or fil e d with t he patent office in the 

20 publ ic recor d you will see metadata that provides a 

21 l ink b e tween RPX and Appl e's counsel for these 

22 documents. 
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1 

2 

3 

And so we t hink I c an ge t i n to 

s pecifics about that . Bu t we think that p rovides 

u s more than pu r e specul a ti on whether t h is is 

4 one factor aga in coupl ed with a ll the othe r factors 

5 tha t we r aised on th i s i ss u e that there is --

6 worthy of add i t ional -- at leas t a dd itional 

7 d i scove r y i n this matte r . 

8 

9 

J UDGE T IERNEY : At t h i s poi n t i n t ime 

the pan e l wi l l take it under advisement. We 'll b e 

10 b ac k on the phone in a ppr ox imately three mi nutes . 

11 It's 4: 21. Le t ' s shoot f or 4:25. I would like to 

12 tal k t o my co-pa n e lis ts to see how we would li ke to 

1 3 

14 

15 

16 

17 

proceed. We wi l l b e on the p h one at 4 : 25. Thank 

you, e ve r yone _ I a m mut ing my phone now . 

( Pa use . ) 

JU DGE TI ERNE Y: This i s J ud ges Ti erney 

a nd Easthom b a ck on the line . I s J udge Si u back on 

18 the line now? 

1 9 

20 line . 

21 

JUDGE SIU : Yes , sir . I'm back on t he 

JU DGE TI ERN EY: We l come back. The pane l 

22 has -- I 'l l j u s t con f irm . An RPX represent a t ive on 

Henderson Legal Services, Inc. 

72 

202-220-41 58 www.hendel"Son1cgnlscl"vices.com 



IPR20 14-00 171-1JlR20 ILI-OO 177; I PR20 14-00217-1 PR20 14-00238 January 8, 2014 Teleconference 

1 the l i ne? 

2 

3 

4 the line? 

5 

6 

MR. ASHE : Yes. Here . 

JUDGE TIERNEY: App l e representative on 

MR . KUSHAN: Yes, Your Honor. 

JUDGE TIERNEY: And Virnetx , you ' re 

7 represent ed? Mr. Palys s ti l l on t he l ine? 

8 

9 

MR. PALYS: Yes , sir . 

JUDGE TIERNEY: I ask that because once 

10 I went off line and came back and I think I came 

11 back a minute early and one counsel was aghast that 

12 we h ad started talking and hadn ' t confirmed tha t he 

13 was on t h e l ine . 

14 So now t hat we are confi rmed t hat 

15 everyone is avai lable, the panel has conferred and 

16 come to the follow i ng conc l usions . Based upon the 

17 discussion today RPX has confirmed t ha t the 

18 statements made in its petitions are correct . 

19 Specifi cally RPX has confirmed to the 

20 board 's satisfaction at this point in time that 

21 t hey exercise so l e discussion in dec i d ing whethe r 

22 to fi le t he petit i ons . RPX again has confi rmed 
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1 that they alone shall control the participation in 

2 the proceeding, and RPX again has confirmed that 

3 they alone are responsible for paying the cost of 

4 preparing and filing the petitions and subsequent 

5 costs in connection with the proceedings. 

6 Based on their confirmation of the 

7 statements in the petition, we decline at this 

8 point to go ahead and authorize additional 

9 discovery on the issue of the real party in 

10 interest. 

11 We, however, do note for the record that 

12 should Virnetx wish to pursue the issue they are 

13 free to pursue the issue in a patent owner 

14 preliminary response based upon the evidence and 

15 the facts that they have before them and we look 

16 forward to seeing their arguments should they wish 

17 to bring it to our attention in the form of a 

18 patented owner preliminary response. 

19 Having so ruled we do go to the parties 

20 

21 

to see if they have any questions or concerns. We 

will start right now with Virnetx. Do you have any 

22 questions regarding our decision? 
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1 

2 

3 

4 

5 

6 

MR. PALYS: No, Your Honor. 

JUDGE TIERNEY: Apple? 

MR. KUSHAN: No, Your Honor. 

JUDGE TIERNEY: RPX? 

MR. ASHE: No, Your Honor. 

JUDGE TIERNEY: Having ruled on that, I 

7 believe that covered the issues that were brought 

8 to our attention for the purposes of this call. 

9 However it may have come to the parties' attention 

10 that there may be additional issues. So before we 

11 adjourn today I will go back to the parties to make 

12 sure that there are no additional issues for 

13 discussion. 

14 I'll start with Virnetx. Are there any 

15 additional issues today? 

16 

17 

18 

19 

MR. PALYS: Your Honor. 

JUDGE TIERNEY: Apple? 

MR. KUSHAN: No, Your Honor. 

JUDGE TIERNEY: And last but not least, 

20 RPX, are there any additional issues we need to 

21 discuss before we adjourn today? 

22 MR. ASHE: Thank you. No, Your Honor. 
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1 JUDGE TIERNEY: It's been a little 

2 longer conference call than I expected but at least 

3 we covered quite a bit of ground today. Should any 

4 issues arise please bring them to our attention. 

5 We do look forward to receiving a copy 

6 of the transcript. I just ask as a matter of form 

7 approximately how long do you expect before a 

8 transcript would be filed here? And I'm not asking 

9 

10 

for it to be rushed. I'm just generally asking 

what time frame do you expect to file one. And 

11 please do file it under seal, given the information 

12 we've been discussing today. 

13 MR. PALYS: This is Joseph Palys. Hey, 

14 Jon, can you let us know how fast you think you can 

15 get it? 

16 

17 Monday. 

18 

THE REPORTER: 

JUDGE TIERNEY: 

I could huve it to you 

That is fine with us. 

19 was just inquiring for more informational purpose. 

20 If you needed more time than that that's also 

21 acceptable. We just wanted to know approximately 

22 when to expect it. 
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MR. PALYS: Understood. 1 

2 JUDGE TIERNEY : So do not in any way 

3 fee l rushed on gett ing t he transcript in, but once 

4 you do get it, you know, obvious ly sooner is bette r 

5 than l ater, but I 'm not asking you to expedite . 

6 All r i g h t? 

7 So are the r e any questio ns a bout filing 

8 of the trans c r ipt t ha t we need t o disc uss or are we 

9 r eady to ad jou rn? Mr. Pa l ys? It ' s up to you . 

10 Anything you need to --

11 MR. PALYS: No. Nothing furthe r , Your 

12 Honor. 

13 

you. 

JUDGE TIERNEY: All right. 

That a d j ou rns our ca l l f o r today . 

Well , th ank 

We ' l l ha ve 14 

15 an o rder commemo r ating it. Bu t again , we d o h a ve a 

16 tra nsc r i p t coveri ng what we discus sed t od uy 30 the 

17 orde r going out will be more a shorte r form because 

18 t he information which we d i scussed is already 

19 reco rded via the t r anscript . 

20 Thank you , everyone . We loo k for wa r d to 

21 goi ng forward with th i s case . Should anyth ing 

22 arise , we l ook forward to t alking to you aga in . 
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1 

2 

3 

4 

5 

But until then we're adjourned. Thank you. 

MR. KUSHAN: Thank you, Your Honor. 

MR. PALYS: Thank you, Your Honor. 

MR. ASHE: Thank you. 

(Whereupon, the conference call ended at 

6 4:30 p.m. EST.) 

7 

8 

9 

10 

11 

12 

13 

14 

15 

16 

17 

18 

19 

20 

21 

22 
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Professional Court Reporter (NCRA #835577) and 

3 Notary Public of the State of Minnesota, County of 
Hennepin, do hereby certify that the foregoing 

4 transcript is a true and accurate record of these 
proceedings; that said proceedings were taken in 

5 Stenotype note by me on the 8th day of January, 
2014, commencing at 2:15 p.m. EST and ending at 

6 4:30 p.m. EST. 

7 I further certify that present on behalf 
of Party Virnetx were Joseph Palys, Esq., Naveen 

S Modi, Esq., James Stein, Esq., and Elliott Cook, 
Esq., of Finnegan, Henderson, Farabow, Garrett & 

9 Dunner, LLP; on behalf of Party RPX Corporation was 
Oliver R. Ashe, Jr., Esq., of Ashe P.C.; and on 

10 behalf of Party Apple Inc. were Jeffrey Kushan, 
Esq., and Joseph A. Micallef, Esq., of Sidley 

11 Austin LLP, and Apple Inc. in-house counsel and 
David Melaugh, Esq. 

12 
I further certify that I am not related 

13 to, nor associated with any of the parties or their 
attorneys, nor do I have any disqualifying 

14 interest, personal or financial, in the actions 
within. 

15 

Dated this 9th day of January, 2014, in 
16 Hennepin County, Minnesota. 

17 

18 

19 

20 

21 Jonathan Wonnell 
Notary Public, Hennepin County, Minnesota 

22 My Commission expires January 31, 2017 
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