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E PROCEEDINGS
2 (2:15 p.m. EST) g
3 JUDGE TIERNEY: Judge Tierney on the §
4 line. Is Judge Siu on the line? %
5 JUDGE SIU: Yes. I'm on the line. %
a

6 JUDGE TIERNEY: Welcome to the call. I
7 have Judge Easthom in my office so the panel is all %
8 set. I'm going tc start off with a brief roll call g
& and make sure that we have the parties on the line, ?
10 keeping in mind that we have -- in my understanding %
11 we have RPX representatives, we're gocing to have g
12 Apple representatives and Virnetx representatives. %
13 I'm going to start with RPX. TIs there a %
14 representative from RPX on the phone today? g
15 MR. ASHE: Yes. This the 0Oliver Ashe. :
16 JUDGE TIERNEY: Welcome to the call. g
17 MR. ASHE: Thank you. ?
18 JUDGE TIERNEY: 1Is therxe anyone else %
19 with you today? ;
20 MR. ASHE: My assistant, Phoebe Nguyen. :
21 Other than that, no. g
22 JUDGE TIERNEY: Thank you. And then
%

T e e T e e S s P P T S e e R s o

Henderson Legal Services, [nc,
202-220-4158 www.hendersonlegalservices.com



IPR2014-00171-1PR2014-00177; IPR2014-00237-1PR2014-00238 January 8, 2014 Telcconference

10

11

12

13

14

15

16

17

18

19

20

21

22

we'll go -- the next one, the next petitioner, was
Apple. Do we have a representative from Apple
today?

MR. KUSHAN: Yes, Your Honor. This is
Jeff Kushan from Sidley Austin. I have with me Joe
Micallef, my partner, and I also believe David
Melaugh from Apple is on the phone.

JUDGE TIERNEY: What was the last name?

MR. KUSHAN: Melaugh, M-e-l-a-u-g-h.

JUDGE TIERNEY: And then lastly but not
least, Virnetx. Do we have a representative from
Virnetx here today?

MR. PALYS: Yes, Your Honor. 1It's
Joseph Palys with Finnegan Henderson for Virnetx.
And with me is Naveen Modi, Elliott Cook and James
Stein calling in from Atlanta.

JUDGE TIERNEY: Welcome to the phone
conference call today. For purposes of order going
on following the call, I'm just going to put on the
first named person that we had today rather than
have a complete list. But if you need a complete

list let me know right now.
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i Not hearing any objection we'll just go !
2 ahead and we'll have Mr. Ashe, Kushan and Palys

3 listed as representatives for today along with

S T R

4 others and we'll just have others.

5 Starting off I did ask for this call
5 with the panel. We wanted to talk about the

i scheduling. We did receive a couple e-mails

PR L LS T TN M SR e T T T 1T

g recently from the parties suggesting we broaden out z

9 the purpose of the call.

10 The first point, though, I would like §
11 to —- E
12 MR. PALYS: Your Honor, I really

13 apologize to interrupt you. I just want to let you

14 know that we have a court reporter on. I don't

T R TH I T E O e e s

15 know if he's identified himself.

16 JUDGE TIERNEY: Who is speaking, please?

T T S R T

17 MR. PALYS: Your Honor, this is Joseph %
18 Palys. A&And I apclogize for interrupting you. I

15 just wanted te make sure you're aware of that.

20 JUDGE TIERNEY: I was not aware. And in

21 the future could you please alert the panel before

22 we have the call?
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i MR. PALYS: VYes, sir. I apologize.

2 JUDGE TIERNEY: Not a problem. It makes
3 note taking a little bit easier, as you prcbably

4 understand.

5 MR. PALYS: I undérstand, sir. Sorry.

6 JUDGE TIERNEY: So since we do have a

7 court reporter you're aware we would want to have a
8 copy of the transcript filed as an exhibit?

E MR. PALYS: Mm-hrim. Yes.
10 JUDGE TIERNEY: Okay. As long as we are
11 aware of that.
12 MR. ASHE: Your Honor, this is Qliver
13 Ashe. To the extent that we cover any material
14 that might be under the protective order or
15 relating to sealed materials, I think it would be
16 appropriate for that exhibit to also be subject to
17 that protective order.
i8 JUDGE TIERNEY: Do we have any
19 objection?
20 MR. PALYS: No, Your Honor.
21 JUDGE TIERNEY: Okay. Not hearing any
22 objection, Mr. Palys, did you alert the other

B T HméZ;Lqm&Qz;;m -
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1 parties that you were going to have a court

2 reporter today?

3 MR. PALYS: Yes.

4 JUDGE TIERNEY: Okay. I assume I'm

3 going to RPX and a representative from Apple. Any

6 objections?

7 MR. ASHE: Not from RPX, Your Honor. %
8 MR. KUSHAN: Not from Apple. E
2 JUDGE TIERNEY: Okay. I justed want to
10 make sure since we do have -- I do recall the

11 motion to seal being brought in.

12 Okay. So we will proceed with the
13 understanding that the transcript to the extent of F
14 if it's needed to be filed that it will be filed as
15 an exhibit. Provisionally have it under seal just F
16 in case we cover anything. Af the end of the call %
17 I would recommend that the representatives Ifrom RPX
ig and Apple chime in, if they hear anything that they
18 believe should be under seal alert us so that we

20 don't accidentally have something going intoc a

21 transcript that is marked as public when it should

22 actually be marked as private. l

Henderson Legal Services, Inc.
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1 Any comments on that before I begin?

2 Going to RPX?

3 MR. ASHE: No. We're fine with that,

4 Your Honor.

3 JUDGE TIERNEY: Any from Apple?

6 MR. KUSHAN: ©No. We're fine with that
7 procedure.

8 JUDGE TIERNEY: Virnetx?

9 MR. PALYS: No, Your Honor.

10 JUDGE TIERNEY: Okay. So the first

11 question we had today, I'm going to start off with
12 the question that was posed originally for the

13 conference call, which was scheduling. My

14 understanding -- I'm looking at the record -- was
15 RPX had filed their petitions November 20th and

16 then Apple had filed petitions to patents which

17 claimed benefit of certain patents that were

18 challenged in the RPX petitions.

19 Apple filings were filed on December 6th
20 of 2013. And the guestion we were wanting to pose
21 is should we put them on a -- the same or a similar
22 schedule going forward. And I wanted to pose that

12

Henderson Legal Services, Inc.
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12
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14

15

16

17

18

19

20

21

question to the parties.

I will start with Virnetx. If you could
please give us your thoughts on this.

MR. PALYS: Yes, Your Honor. Thank you.
This is Joseph Palys for Virnetx. The issue
regarding the schedule actually dovetails intc some
of the issues that we raised in our e-mail
regarding the real party in interest and privity.
We think that these issues actually affect the
schedule 1in some form.

And I was wondering if, some leeway with
the board, if we can get from a high level to
explain why that would affect that schedule 1 can
get intec that.

JUDGE TIERNEY: Actually, the guesticn
I've posed today is simply should they bhe on the
same schedule. And I understand you're going to
want to go and tell us what the schedule should be,
but from a high level point view, do yocu want to be
on the same schedule or not?

MR. PALYS: ©Okay. Sure, Your Honor.

With respect tc the IPRs filed by Apple and the

Henderson Legal Services, inc.
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IPRs filed by RPX, we don't think that they should
be on the same schedule. They have different
notice of filing dates. And, as you know, we have
nine IPR matters that we're dealing with.

So between those two sets of matters,
it's Virnetx's position that they should not be on
the same schedule.

JUDGE TIERNEY: And the rationale Jjust
being because they were filed different dates?

MR. PALYS: They are different patents,
Your Honor. They address different issues.

They -- vyes, one of the other reasons, they were
filed on different dates. They were filed by a
different party. And we think that these issues
coupled with -- a lot of it is some of the
variances hefween what these patents, which have
not been subject to any previous IPRs, were going
to require different issues.

Some of them there may be some overlap
there, Your Honor, but we don't think that warrants
that they be on the same schedule.

JUDGE TIERNEY: Go into overlap.

Henderson Legal Services, Ine.
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(At this point the court reporter's
phone dropped off the conference call. With the
Judge's permission the resulting 40 seconds of
missing proceedings are omitted from the

transcript.)

* * * * *
JUDGE TIERNEY: ~-- amount of overlap
between the two proceedings. For example, claim

constructicons, specifications, understanding what
they mean, one of ordinary skill in the art, et
cetera, et cetera.

MR. PALYS: Yes. Well, there certainly
is overlap. We're not suggesting that there isn't
any overlap as far as they rely on the same
specificaticons from the same family. But there are
different claims, claim terms. We think that may
require -- introduce different claim constructions
that are not common to the other matter.

That's just to begin with. I apologize.
I'm looking through my notes right now, Your Honor.

Sg ==

Henderson Legal Services, Inc,
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1 JUDGE TIERNEY: I'm just curious. For
2 consistency purposes, wouldn't you say that for

3 where there are common terms being used in the

4 claims, since they are going back through common
5 specifications for benefit, that we would want to

6 be consistent in our decisions to institute or to

7 not institute?

g MR. PALYS: Yeah, go ahead. My partner, =
] Naveen Modi, wants to chime in, Your Honor. é
19 MR. MODI: Your Honor, this is Naveen G

11 Modi. Maybe I can address some of your guestions.

12 I generally agree with you that obviously to the -
13 extent claim terms are the same across these
14 patents they should be construed consistently. I

13 guess what we're trying te get at is that we don't

i disagree with yon that there's overlap.

17 We just think, you know, there are
18 obviously nine pending IPRs right now and we have
19 seven with RPX and two naming Apple. Just there's

20 a lot of volume, you know, a lot of material here.

21 And I think what we're trying to get is, the é

22 issues, ves, they do overlap, but Lhey are

T T 01 B B R W T A F A e P ot FT Sy T 0 T T8 VE VRS Ftay e oo oo 17 e T o e ST T T TR B T Vo,
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different.

For example, the Apple IPRs raise a new
primary reference, Wesinger, Your Honor, that's not
part of the Apple IPRs. So from that perspective,
the issues are different. And that's what we were
getting at.

I don't know if -- you kncow, I guess
what does the board have in mind when you're saying
you wanted to align the schedules? BAnd if you
could shed some light to that, that would be
helpful.

JUDGE TIERNEY: Understood. I can
clarify. We're looking at having potentially --
and this is why we wanted to talk to the parties
today -- basically the time for filing the patent
owner preliminary response should be filed on the
same date for all the proceedings as one option.
And we were contemplating to try and keep these
cases consistent in their analysis by the board,
and that's why we're having the discussion on this

point.

Maybe at this point maybe it's better 1f

Henderson Legal Services, Inc.
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we talked to RPX and Apple and see what their views
are also, because I think we have your views
understcod unless there's something else you'd like
to say before we move on.

MR. PALYS: I think that's good, Your
Honor.

THE REPORTER: Judge Tierney, scrry to
interrupt. This 1s the court reporter. And my
phone cut out a little bit. I didn't want to
interrupt.

JUDGE TIERNEY: Okay. What would you
like to do?

THE REPORTER: I guess I'd leave that up
to you. There was about a twc minute portion when
I was off the phone.

JUDGE TIERNEY: I think it's best we
just continue going forward instead of trying to
recapture everything, unless —-- Mr. Palys, would
you like for the record to make any statement about
the last two minutes that may not have been
captured?

MR. PALYS: No. I think we can move on,

Henderson Legal Services, Inc.
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1 Your Honor. ?
2 THE REPORTER: Sorry about that. %
3 JUDGE TIERNEY: Not a problem. §
4 Apple, I'll begin with you. For

S scheduling purposes, yours was filed I bhelieve a

5 little bit later in time, December 6th. What are

T T e

L your views on trying to have the same schedule for

8 patent owner preliminary response between the ;
E

E two -- the two series of cases between Apple and :

i0 RPX's?

11 MR. KUSHAN: Thank you, Your Honor. Let
12 me -- so we generally are supportive of aligning

13 these proceedings and for some of the reasons

14 you've already foreshadowed. First, you know, the
15 disclesure that's being relied on for all these

16 patents is essentially the same part of the same

17 patent. They use similar or very similar concepts

TP REaare  TT

18 and terms.

18 While there are individual references
20 that may be different among some of the petitions,
21 there is -- and each of Lhe patents have been

22 challenged by three common references. Those are

Henderson Legal Services, Inc.
202-220-4158 www.hendersonlegalservices.com
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20

1 the Aventail, Beser and Kiuchi references.

2 So there's a lot ¢of overlap in the

e e o o S I T D R S R

3 patentability issues that are going to be presented
4 and considered in the proceeding based on those

S three references. And it make a lot of sense in

6 our view to treat them as what they are, which is a

i very closely related set of patents that are going
8 to present very similar patent issues.

9 I also think you should be aware that

10 there is a common expert used by both Apple and RPX

11 to support their varicus petitions. That's Mike

12 Fratto. And in fact in our view it would probably

13 be even appropriate in the context of these cases

14 to consider a Jjoinder type of procedure for the

15 various proceedings given the similarity of the

16 different patents and the issues they present.
17 You might alsoc want te think about

18 joinder in the sense that 1t would cbviate some of

P P e A R R P ST

19 the questions that have been raised by the issue
20 that Virnetx is attempting to manufacture about
21 privity between Apple and RPX.

22 And finally, when it's appropriate to do

P T e T T e e e P e T B T o e e e i)
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so, I want to bring your attention to the fact that
there are pending reexaminations involving the same

patents that are the subject ¢f the RPX petitions

which you should have in mind, as well as the fact %

that we have filed reconsideration moticns or g
hearing reguests on petitions we filed on the same
four patents that are the subject of the RPX
petitions. |

And so in our view those petitions we é
filed last summer are essentially still on the ;
table for evaluation.

JUDGE TIERNEY: And correct me if I'm E
wrong, but all those petitions were denied, that
they were not instituted, and the request for
hearing i1s to change those decisions from a
non—instifute to an institute?

MR. KUSHAN: That is correct, Your
Honor.

JUDGE TIERNEY: So at this point in
time, we understand that the cases may not be

completely over, but for purposes of tocday the

status of the case is that there is not an

i3
i3
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institution?

MR. KUSHAN: That's correct. They're
not instituted. You know, cbviously we think that
there is a very strong basis for changing that
determination based on the circumstances of those
petitions which are presenting scmewhat novel
questions under 315(b), the transition date for
implementing the AIA.

JUDGE TIERNEY: And I believe you're
familiar with at least some of the members on the
phone today are members of the panel cn those
cases. The board is aware of ths other IP reexams
and the other IPRs that were filed and the status
of them. Could you please give us some background
as to what you want us to do with this particular
information, though?

MR. KUSHAN: Sure. What we'd actually
like to see the beoard to consider is a motion to
transfer the reexamination proceedings over to the

board. And the reason for doing that is pretty

simple. Those reexams were filed back in August of

2011. FEach of the four patents has been subjected

T b R e g s
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1 to rejections of all their claims for

2 unpatentability on a number of the grounds that are
3 the same as those raised in the RPX and our prior

4 petitions filed in the summer.

5 A big problem we faced is the

6 unpredictable delays in progressing those

7 proceedings to completion. And we think one big

g reason why there have been delays is the conduct of

9 Virnetx in those cases. It may shock you to learn

10 that Virnetx to our count has filed more than 45
11 petitions in four proceedings, those four

12 reexamination proceedings. I have to tell you I've

13 never seen anything like this.

14 We have one of those proceedings sitting
15 waiting -- and this is the 'l1l51 patent -- which has
1 been sitting for over a year with no action. The

17 '135 patent has been sitting there since the summer

18 with no action, waiting for PTO action.

19 On the appeals that have actually

20 progressed oxr started on the other two patents,
21 Virnetx filed three consecutive extension of time

22 requests just to file their appeal brief.
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1 JUDGE TIERNEY: I understand you're

2 saying that they may not be as diligent as you

3 would like. Please explain, though, why the board
4 would exercise its discretion to transfer the cases
5 and take jurisdiction. What would we then do?

6 Would we then proceed to administer the IP reexam

1 from the board but having beoard personnel deo 1t?

8 MR. KUSHAN: Well, two thoughts. First,
9 you have the authority under 315{d) to transfer the
10 proceedings to the board. And the reason you might
11 do that is that they are addressing common

12 patentability issues to those raised in the

13 petitions filed by RPX. The same patents are the
14 subject of both the IP reexams and the concurrent

15 IP petitions.

16 The other variable that is rclcvant iz
17 that the same -- many of the same patentability
18 issues are presented. There's certain issues in

19 the IP reexams that are not subject of the RPX or
20 earlier Apple petitions, but there are a
21 significant number of issues that overlap on the

22 same prior art or patentabllity grounds.
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1 As far as how you might do that, it %
2 seems appropriate to essentially put them onto the
3 footing of an IPR proceeding. That would make in
4 our view the most sense because that would allow
5 you to conduct those proceedings in line with the

6 schedule and the procedures you've already

7 established for IPR petitions.

8 I think the commconality of the

9 patentability issues that are presented in both the
10 IP reexams and in the IP petitions is the hook that
11 gives you the authority to move the cases over to

12 the board under 315(d).

13 And we cobviously would be open to your
14 guidance for whether we would be asked to present
15 or narrow some of the issues to align to the issues

16 that would be presented in the IPR. You know, I

17 think you have, as you probably recognize, a fair
18 amount of discretion to proceed in multiple actions
19 or multiple activities involving the same patent

20 that are pending before the Office.

21 JUDGE TIERNEY: Well, the panel has

22 heard the concerns. At this point in time because

e AR A
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1 we have not instituted the cases we decline to

2 exercise jurisdiction and transfer the cases at

3 this point in time. Should we decide to institute

4 the cases, in particular the challenges that have 7
5 been brought forth in the petitions, we can revisit é
6 the issue again during an initial conference call. i
7 MR. KUSEAN: Your Honor, just very é

8 briefly, this is kind of uncharted waters I think.

9 I don't think I've seen any activity by the panel

10 on a transfer issue. 1've seen some activity
11 relating to consolidation issues. Would it be
12 appropriate for us to at least brief and present a

13 motion for transfer of these proceedings for your %
14 consideration?

15 JUDRGE TIERNEY: Well, I do have a court
16 reporter. I'll elucidate a little bit on the

17 reasoning so we can have it on the record as to why
18 we will not at this time exercise Jjurisdiction. We
15 have jurisdiction. Exercise it in such a manner to
20 transfer the cases to the board.

21 In particular at this point in time

22 we're early in the proceeding. We have not had the

e e B B e R R e o o E Y e e e S e S R L S e e e el

Henderson Legal Services, Inc,
202-220-4158 www.hendersonlegalservices.com




[PRZ014-00171-1PR2014-00177; iPR2014-00237-1PR2G14-00238 Jamuary 8, 2014 Teleconlerence

27

1 opportunity -- again, this is before the
2 preliminary response has even come in from a patent
3 owner. While we have taken a brief review of the

4 petitions and the art filed, we have nct given it
5 such an understanding at this point in time that it
6 would behoove us to go ahead and decide whether or
7 not to transfer because we do not want to transfer
8 a case to then go ahead, determine that there was
g nothing to institute at all, and then have to

10 transfer it back and cause even further delay into
11 a record in which you at least allege that there
1e has been considerable delay in.

13 Now, 1if we go ahead and we were to

14 institute at that poeint in time we know that there

15 are grounds to challenge which we have found to be

16 at least a reasonable likelihood of prevailing on

17 by the petitioner.

18 Under that circumstance we may wish to

19 discuss with you or you may wish to discuss with us

20 whether it would be expedient and the efficient for
21 the office to go ahead and take the IP reexams

22 which you're telling us are similar in nature to
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1 these up here -- at least there's scme common §
2 grounds —-- and then go ahead and have a form of é
3 proceeding where we go forward with both. E
4 But again, if we were to transfer it up %
5 here under a time where we did not institute and E
6 then we have been to -~ I would recommend at that F
7 point to the panel that we would just be g
8 transferring it right back, all of which would be g
9 considered a delay in a proceeding which is already %
10 delayed. §
11 Any guesticns about that, starting with é
12 of course Apple? g
13 MR. KUSHAN: Sure, Your Honor. I think %
14 the authority under 315{(d) is not necessarily g
15 contingent on there being -- well, lel me start Lo :
1€ with the very first -- i
17 JUDGE TIERNEY: Let's back up. This is 2
18 Judge Tierney. I den't kelieve I said anything §
19 about lacking authority to transfer or what would g
20 happen should we deny institution. I have the ;
21 authority today under the rules of the statute 2
22 along with my panel members to transfer the case up §
T wwwmmmmmmmwwmmMmmmm&&&mmmmui;:;;;;:;;gz;;;;;::zmT%%mmuAmMmmmﬁyxmmmmmewmwﬁmam@wwwm$
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1 here. :
2 What we're doing is exercising our :
3 discretion and we decline to exercise our

4 discretion based on the facts presented.

5 MR. KUSHAN: Sure, Your Honor.

5 JUDGE TTIERNEY: We are not contesting

7 your allegation that we have authority to do so

8 should we choose to do so of transferring it.

9 MR. KUSHAN: Sure. Then the conly other
10 clarification 1'd like to make is the commonality
11 of the issues. There are patentability grounds.
12 For example, lack of -- there are claims that are
13 anticipated over, for example, Aventail, Beser, vyou
14 know, those type of patentability grounds that are
15 presently the subject of rejections of the IP
16 reexams which I think correlate preciscly to the
17 grounds that are set forth in the RPX petitions.
18 And so I just wanted to make sure you
19 appreciate that there's not a lot of daylight
20 between the patentability defects that have been

21 articulated and rejections in the reexamination

2z proceedings relative to the patentability issues
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that have been framed for your review in these
petitions by RPX.

JUDGE TIERNEY: Understood. But, again,
we have not had -- as an office we have not had the
opportunity yet to review the patent owner
preliminary response should one be filed by
Virnetx.

Virnetx, do you have any questions or
concerns regarding our decision to not transfer at
this time?

MR. PALYS: No, We don't have any
concerns about your decision. Just that we
disagree with the representations about keing
diligent. Other than that, no, Your Honor.

JUDGE TIERNEY: Understood. All right.
I'll go lastly, RP¥, do you have any questions or

concerns about our decision at this time not to

exercise discretion and transfer the IP reexams to
the board?

MR. ASHE: No, Your Honor.

JUDGE TIERNEY: Apple, going back to

you, we had'questions about the schedule and that's

B B e e e R T s e N e s S L e
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1 where we started the conversation. I'd like to
2 continue on that discussion.

3 I believe you said in line with a

4 suggestion -- and I'm not suggesting that we do

5 align them. I'm just throwing it out as an idea.
6 But I believe what you're telling us 1s because of

7 the commonality of the cases and the issues, a

8 common expert, that it would beneficial for the
¢ cases to align the schedules between RPX's
10 challenges and those of Apple's in the petitions.

11 Have T summarized that properly?

12 MR. KUSHAN: Well, yes. And with one %

13 other point, and that is we've seen situations

14 where the patents and issues are aligned closely as
15 they are here warranting actually something that

16 may be a step further which would be a joinder. i
17 And that might be appropriate in this setting given

18 the commonality of issues, evidence, et cetera, to

e e St T T

19 make the proceedings really run coherently.
20 JUDGE TIERNEY: Understood. We do have

21 different patents under challenge here. To date

22 the board has not exercised discretion to try and
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have a joinder between two distinct patents,
challenges tc two different patents. Furthermore,
but I will point out it's a little bit premature to
discuss Joinder at this time. I recognize that
it's something you may be requesting.

But it does say in the joinder -- I'm
pulling up 315(c). "If director institutes an
inter partes review, the director, in his or her
discretion, may join as a party to that inter
partes review." But the first part says "if the
director institutes an inter partes review." To
date we have not instituted an inter partes review.
Accordingly it would seem as though the time to
join would be once it's actually instituted.

MR. KUSHAN: Your Honor, I wanted to
alert you to the fact that last summer -- I think
it was Judge Medley -- had engaged that issue of

timing. I think the issue that's of interest here

is briefing relative to decision. And what she did
was in ccnnection with a joinder issue at that
point before institution she had authorized

briefing on the joinder issue prior to institution
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with the recognition, as you've just outlined, that
a decision would not occur until, you know, if
there were a first decision to institute the
trials.

And so given kind of the experience we
had with related cases earlier this summer, last
summer, I was putting that on the table as an issue
that would be efficient to brief and address prior
to your decision.

JUDGE TIERNEY: No. I'm aware of how
the case was handled and in particular the prior
briefing. At this time I don't know if we have
quite the need for a joinder given that they are --
the challenges here by Apple are addressing a
different set of patents than the RPX set.

I realize the commonality and that --

the challenges to the Virnetx patents raised by
Apple. Those Virnetx patents do seek benefit

through 35 U.8.C. 120 of those challenges and

petitions being brought by RPX. But at this time I
don't believe joinder is necessary to discuss.

But we can revisit this once we go ahead

Henderson Legal Services, Inc.
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1 and should we -- after a decision to institute.

2 Should we decide not to institute the issue would

3 be moot. So I think it's best to wait and to see

4 how we proceed with the case c¢n institution, a

3 decision to whether or not we institute.

6 Any question, comment? I'll go to

7 Virnetx. Do you believe briefing would be best,

8 though, now to have on joinder or do you believe

9 that, consistent with what I've just stated, it

10 would be better to have -- once we actually ﬁave a

11 decision, to institute, because there's always a

12 possibility we don't institute and it would be

13 moot?
14 MR. PALYS: We agree with the board,

15 Your Honor.

16 JUDGE TIERNEY: RPX, any gquestions,

17 concerns? ;
l

18 MR. ASHE: I don't have any questions on

1s that point.
29 JUDGE TIERNEY: Okay. At this time we
21 will hold up on briefing joinder until a point in

22 time where 1f we institute we can revisit the
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1 issue.
2 Again, the question was on scheduling.

3 I think we've addressed that with Apple and that

4 Apple would like to have this consistent schedule

S for the time for filing a patent owner preliminary é

6 response between the RPX cases and Apple. E

7 Are there any questions? Again, we are ‘

8 focusing on schedule. Mr. Kushan, are there any %

4 questions before we move on to getting RPX's é

10 viewpoints? é

11 MR. KUSHAN: The only other guestion on %

12 schedule would just -- we really want to make sure §

13 that all of these proceedings move as expeditiously %

14 as possible. I would note that Virnetx has already % E
13 filed preliminary patent owner statements in the %

16 proceedings, petitions, that we filed last summer.

17 And it would seem hopefully that you could take 2 ;
18 advantage of that fact to at least encourage then § E
19 to file their preliminary responses as promptly as % ;
20 possible to —- é
21 JUDGE TIERNEY: Have you discussed with é
22 your -- have you discussed with Virnetx and RPX % é
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1 voluntarily going ahead and expediting things?

2 MR. KUSHAN: We have not. I mean, we :
3 are open to that discussion and whether we can have g
4 it -- I mean, we're obviously interested in getting g
3 to as expeditious an outcome as possible. ;
5 JUDGE TIERNEY: OCkay. At this time T ::

¥ understand there's a desire to expedite. However,

g given that the cases were filed -- basically one

TR R e e s e

E case was only filed a month and two days ago -- I

R s Y

10 think we need to have a little bit more information

EEsotees

11 before we go ahead and expedite.

IR TR T

12 So if you could talk amongst the

13 parties, if there's a belief that we still need to %
14 expedite it and you're unable te¢ come te an %
15 arrangement, you can arrange for a conference call %

16 at that time. But I think that's something we'll
17 pick up not necessarily today but in a future call,
18 because T think Virnetx will have a certain

19 viewpoint on whether or not they're expediting §
20 further than the three months. A
21 But let's go ahead and, Virnetx, to tuzrn

22 back to you again for scheduling, I understand your
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points. Do you have any comments you'd like to
make before we move on for the record on the
position that these cases should be expedited and

therefore having less than three months for the

patent owner's preliminary response?

MR. PALYS: ©No, Your Honor.

JUDGE TIERNEY: OQOkay. I'm going back.
So Apple, I've heard from you concerning the é

question about aligning schedules. Now, we're

geoing to RPX.

Mr. Ashe, if you could give us a
viewpoint of RPX, whether the schedules should be
aligned between the two sets of cases.

MR. ASHE: Sure. Thank you, Your Hcnor.
I mean, from ocur perspective I think it makes sense
to synchronize the schedules. At somc point it
would seem that the patent owner preliminary
response is a logical point for that, with the
assumption that what you have in mind is that once
the cases are instituted that there would also be a
synchronized schedule.

And I think that touches on scome of the
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1 issues regarding cross-examination of witnesses,
2 witness convenience, consistency in pleadings, et

3 cetera. I think it makes good sense.

4 JUDGE TIERNEY: Okay. Thank you. Now
5 the next question -- and we'll take it into

& consideration -- would be the timing. For

7 simplicity, we would basically have -- from a

8 forward point of view I would be considering along
g with my ceclleagues moving Apple's time, the time to
10 file a preliminary patent owner response, to the

11 three month date going from the earlier of the g
12 filings which is on the -- November 20th.

13 So then the filing would be %
14 due -- correct me if I'm wrong-- but February 20th
15 2013 for all patent cowner preliminary responses for g
16 all cases. :
17 Virnetx, do you have any concerns if we

18 were to move them all to that date?

19 MR. PALYS: Yes, we do, Your Honor. And
20 briefly, first, from our understanding the notice

21 of filing dates were actually provided on the 6th

22 of December for the RPX filings and the 23rd of
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1 December for the Apple ones. So it's our

2 understanding that three month date given in those
3 notices was actually March 6th and March 23rd

4 respectively.

5 At the bare minimum we are requesting at
6 least we get that time frame. But in terms of

7 consolidation we were hoping that it would actually
8 be the cther way where you would move the seven RPX
9 matters to the same date as the Apple RPX.

10 I don't think it's -- ther;'s no secret
11 here. We'wve got nine IPR matters to deal with and
12 notwithstanding the representations that we have

i3 overlap and preliminary responses have already been

14 filed, it doesn't negate the fact that there are

15 some 1ssues that warrant additional considerations.
16 And I won't go into those details unless
17 you want me to, Your Honor, about some of those

18 differences. But we feel that we would be severely

19 prejudiced if we're forced to move up our dates or
20 shorten the schedule for the preliminary response.
2l 7 JUDGE TIERNEY: Correct my understanding
22 and walk me through this. Maybe I'm just -- the
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1 RPX petitions and exhibits files along with them,

2 are they -~ how different are they than the pricr :

3 challenges that were brought by New Bay Capital and

4 Apple?

5 MR. PALYS: Oh. The difference between

6 New Bay and the ones between RPX? Is that the

7 gquestion, Your Honor?

8 JUDGE TIERNEY: Yes.

9 MR. PALYS: Yeah. I'll let Naveen
10 answer that.

11 MR, MODI: Your Honor, there are

1z obviously similarities, but they different. So the
13 RPX petitions -- 1'll just give you some examples,

14 Your Honor. For instance, the RPX 171 and 173

15 petitions raised at least one new obviousness 5
le combination, The 171 and 173 alse -—- actually, é
17 there are at least two that I have notes. ;
18 JUDGE TIERNEY: Stepping back here, T E

19 understand that there's some differences. How
20 extensive are the differences? Because I've looked

21 at them and I guess I gather that you've looked at

22 them in great detail. It appears that there's a
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lot of similarity.

MR. MODI: Sure, Your Honor. Again, we
don't disagree there are similarities. But, for
example, the cother differences that we are thinking
of are if you look at claim constructions. So what
happened was, as you're aware, when Virnetx filed
its preliminary responses we had responded and
provided claim constructions and arguments for
claim constructions to both the New Bay and Apple
petitions.

And what RPX has done is essentially in
its petitions it's responded to Virnetx's arguments
on those claim constructions. So there are -- a
lot of those arguments are new, Your Honor, and
they would require further consideration from us to
respond to those issues.

In addition, as you know there is a real
party in issue and privity issue that has taken a
lot of our time. And there has been intervening
holidays. As you know, Your Honor, we had

Thanksgiving and Christmas since these petitions

were filed.

Henderson Legal Services, Inc.
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1 So I feel all of those factors would --

2 it would really severely prejudice us if the board

3 was to order us to file all preliminary responses

4 by February 20th.

ol

JUDGE TIERNEY: Understoocd. But gecing
6 back, I'm seeing quite a bit of similarities
7 between the petitions that RPX previously filed by

& Apple and New Bay Capital. And so at least there's

9 going to be some -- it would seem a large amount of

10 efficiency gains -- since you've already been

11 familiar with the art, familiar with many of the

12 arguments, you are aware that the claim terms,

13 which you're now saying yeu need to do

14 reconstructions on.

15 But this is not new to Virnetx. This is
16 all things that you're very familiar with. So in
17 that sense I'm not seeing why we have to extend

18 time by a great deal to take up these cases.

19 MR. MODI: Your Honor, I understand and
20 appreciate your comments. I think what we're just
21 asking, Your Honor, as you can imagine, we do have
22 nine IPRs and the declarations also, Your Honor, I §
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1 know they're -~ again, the declarations are E
2 similar. But they are different in the sense -~ %
3 for example, Mr. Fratto toock the Kiuchi discussions g
4 from the Housley declarations that were put in by :
5 New Bay. And it's actualtly guite different. §
6 So it does take time, as Your Honor can %
7 appreciate, to go through these petitions and these %
8 references. And given all the reexams we also é
9 have -- we have over 20 co-pending proceedings, §
10 Your Honor, that we're dealing with. And I §
11 appreciate the board is trying to align these and §
12 expedite them as much as possible. And we §
13 certainly appreciate that and we'll do whatever we %
14 can, Your Honor. %
13 We just ask that -- you know, I feel %
16 February 20th would really seriously prejudicce us, §
L7 especially given, like I said, the real party in %
18 interest and privity issues which hopefully the
19 board will let us address shortly.
20 So, vou know, we're not oppcsed to, like s
21 I said, alignment of some sort. It scunds like the g
2z board is leaning teowards thalt way. We would just %
202-220-4158 wiw hendersonlegalservices.com
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1 ask that we be given at least the three months.

[S%]

And given the issues here, the real party in E

3 interest and privity issue, we were hoping to ;

4 discuss those with you and then perhaps we can comne

5 back to the schedules.

6 But at the end of the day we do

7 appreciate where you're coming from from a

8 similarity of the issues.

9 JUDGE TIERNEY: OQOkay. What I gather

10 from Virnetx very clearly -- I think they made out

11 a case as to February 20th may be extremely

12 difficult for them to meet. March 6th may be

13 somewhat difficult but at least it gives them the
14 extra couple weeks and will still give them

15 approximately two months from today's date.

16 We are cognizant that Applc has ¢

17 requested we expedite. We have alresady denied the % |
18 request to transfer because we are concerned about %

13 making sure these dates go on time. The board is

20 open to a March 6th date for synchronizing.

21 I'm going to go to Apple and then RPX

22 and then lastly we'll have Virnetx have the last

Henderson Legal Services, Inc.
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1 word on this. But starting with Apple, do you have
2 any concerns or gquestions about a March 6th date

3 for filing the patent owner preliminary responses?
4 MR. KUSHAN: Well, we start from your

5 perspective where you began, which is there's

6 really zero reascn in our mind why they need more

7 time. They've had the issues on claim
8 construction, on pricr art, on patentability
9 grounds not just since last summer but probably for

10 the last twoe and a half to three vyears.

11 And the number of issues that you

12 rightly identify, I would say the overlap between
13 the grounds that we've seen and our prior petitions
14 and those of New Bay is almost a hundred percent.
15 I mean, it seems -- 1 think at bottom all we're

le hearing them say is they want to delay things as

17 long as possible.

£]

18 If you look at their e-mail asking for
19 their issue to be addressed on the privity issue,
20 they basically want you to have an open-ended let

21 them file their preliminary oppositicon whenever you

22 resolve the privity issue,

TR AR RS
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This is -- it's Jjust silly in our
view --

JUDGE TIERNEY: TLet's watch the word
"silly," please.

MR. KUSHAN: I apologize for that. Butb
it's just -- we're at a point now where we can't

see a really legitimate reason why they should’ not
follow the schedule you started with, which was
February 20th. OCbviously it's only a couple of
weeks and we would urge you to go with the most
aggressive schedule you can.

JUDGE TIERNEY: I did hear them point
cut that because there are nine cases, that keeping
them consistent would be taking a little bit of
extra time and therefore March 6th was already a
difficult time for them to meet. And February
20th -- I got a sense of a large amount of concern
cn their part that February 20th date may be very,
vary difficult for them to meet.

Sc¢ it wasn't just the fact that they
would find it convenient to try to delay the case.

I want to just point that out on the record. 1

202-220-4158
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1 understand your concern that you would rather pick

2 the February 20th day over the March &th.

3 Going to RPX, can I hear from you,

4 please?

5 MR. ASHE: Sure, Your Honor. 1In %

6 principlie we don't have a problem with the March %

7 6éth date. You know, T think thal my answer, %

3 theugh, is qualified for what might lie ahead in %

9 this conference call in terms of what they want to §
10 do in terms of further extending that date. %

11 Buf in principle for where we're at §
12 right now in the discussion, I think that RPX 1is §

13 fine with a March 6th date fcr a synchronized

14 patent owner preliminary response date.

15 JUDGE TIERNEY: Okay. The panel has

16 conferred and the pancl has scleccted the March 6th §

17 date based upon the facts presented here. We %

18 understand Apple's position that they would like it %

19 even further expedited. Bul we are cognizant that %
20 Virnetx has large concerns about meeting a February

21 20th date and that March 6th, while it would put %
22 some pressure upon them to meet such a date, it %
,mw&mwm»WWMWMWWMwww@wﬁwmaxm&mmwmmuwwwmmwmm::zzizzfzz;;z;:;:;&]nc. e
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1 would be at least something they could meet without
2 having prejudice to their being able to submit the

3 preliminary responses.

4 So at this time we adopt the March 6th

on

date for the preliminary responses for all the

6 cases. That's both the RPX and the Apple cases.
7 They will be synchronized to a“March 6th patent
8 owner preliminary response date.

9 I believe that takes care of the

10 scheduling issue. We've heard from Apple about

11 their transfer issue and the additional cases

12 within the office. T am aware, though, Virnetx did

13 request for the conference call today we discuss %
14 the real party in interest issue. Unless there's §
15 another issue I need to be aware of, we'll start

16 with that.

17 I'11l turn to Apple and RPX. 1Is there

18 something I need to know before we turn to the real
19 party in interest issues? Apple?

20 MR. KUSHAN: No, Your Honor. We

21 obviously still want you to pay attention to the

22 motions for rehearing of the petitions which are on

T T S T
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1 the same patents as the RPX patents. §
2 JUDGE TIERNEY: We understand the §
3 concerns there before the office. They will be f
4 decided in due course. é
3 RPX, anything I need to.know before we %
6 turn it over to the real party in interest issue? g
7 MR. ASHE: No, Your Honor. g
8 JUDGE TIERNEY: Okay. Virnetx if you §
9 could please —- you have requested thalt we discuss g
10 the real party in interest issues and how it g
il effects the case. In particular it's directed %
i2 toward the RPX challenge, the RPX petitions and %
13 their challenges. You have the floor. Please give

14 us the information you'd like us to know.

15 MR. PALYS: fThank you, Your Honcr. This

16 is Joscph Palys again. T think a bricf history as

17 to the issues relating to these IPRs may be

18 instructive as we get into these issues.

19 T think it's public record that Virnetx :
20 asserted these patents that are at issue in the RPX %
21 IPRs against Apple in district court. And during §
22 that litigation Apple soﬁght, as the board knows, §

o Henderson Legal Services, Inc.
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1 multiple inter partes reexamination of the patents.
2 Others did as well. But it's alsc public reccrd

3 that Apple was found to infringe these paltents.

4 F'ollowing that determination Apple then
5 filed -- a brief histcocry -- filed three TPRs. This
5 was in June of last year. Soon after, New BRay,

7 which was an unknown company that was recently

8 formed right before they filed their IPRs, they

e, filed four more IPRs on similar patents. Apple

10 followed suit with four more. So at that time, as
1L the beoard knows, we had 11 IPRs pending.

12 Those IPRs, again, as the board knows,
13 have been terminated. While that decision to

14 terminate was being considered, tChen pops up these

15 seven [PRs from RPX that were just filed.

16 with that backdrop, what we have here is
17 RPX in our view is the like the reguester in In re
18 Guan, which is essentially a company that's

15 centracting with other companies to provide

20 cefensive patent services on'their behalf.

21 And we think -- well, befocre I go

22 further, Your Honor, I just want to make sure of

Henderson Legal Services, Inc.
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1 the protective order issue. T know we have -- we
2 discussed that in the beginning. But I'm goling to
3 be getting into some of the issues that were filed
4 as RPX confidential.

5 We have Apple's counsel on the line. I
6 know that Virnetx -- our team has agreed to abide
7 by the protective order and obviously RPX has, but
8 I don't know if we have that assurance from Apple.
9 And I just want to be sensitive to RPX's

10 confidential information before we move forward.

11 JUDGE TIERNEY: We'll stop here. Apple,

1z do you agree to the default protective order for

13 purposes of this call? And certainly if you need
14 to change it you can go ahead and have a discussicn L
15 at a later date. But for purposes of this call we

16 would be adopting at least a default protective

17 order. Do you agree at this time or do we need to
18 take you cff the call?

19 MR. KUSHAN: No. We agree to abide by
20 the terms of the default protective order.

21 JUDGE TIERNEY: Understood.

22 MR. MELAUGH: Do I need to drop off,

e e T D B P bk e e e T P T S e R T T A L oS L 3 e e T S S R i e X et )
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1 though? This is David Melaugh, in-house counsel of
2 Apple.
3 JUDGE TIERNEY: I would appreciate it if

4 you did.

(8]

MR. MELAUGH: I will then. Thank you
& very much.
7 JUDGE TTIERNEY: 1Is anyone else in-house

8 counsel that would not be subject to a protective

[Xe]

order or potentially subject to a protective order

10 that T need to he aware of? I'm going once, twice.
11 I need to know if there is anyone on the phone who
12 is not subject to a protective order. Speak up

13 now .

14 Hearing none, everyone on this phone is

15 subject to the protective crder, the default
16 protective order. You may proceed, Mr. Palys.

17 MR. PALYS: Thank you, sir.

Henderson Legal Services, Inc.
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1 S

2 In a nutshell, RPX's business model --

3 and this is public information from their website

4 and represented in their petition -- their business

> model 1s to provide defensive patent services on

6 behalf of its clients.

(At
I

Now, I think it's clear just from our
discussicn today and from the petitioners, there's

no mistaking -- even the board has recognized the

Henderson Legal Services, [nc.
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1 similarities between these petitions. You know,
2 while we think that there are differences in terms
3 of the scheduling and for purposes of -~

4 JUDGE TIERNEY: Okay. Mr. Palys. Let's

2 clarify for the record, though.

6 MR. PALYS: Yeah. §
7 JUDGE TIERNEY: The fact that there are g
E similarities between the petitions, quite often

9 when a party is seeking joinder they basically

10 photocopy a petition and file it. And in fact I've

11 seen your law firm do the same. So the fact that %
iz there's similarities between petitions later filed %
13 in time, I'm not sure where you're going with that. %
14 MR. PALYS: Yeah, well -- I'm sorry, %

:
is Your Honor. Were you finished? I didn't mean to %
16 interrupt. §
17 JUDGE TIERNEY: Yeah, I am finished. é
18 I'm just trying to figure out where we are going. g
13 MR. PALYS: Yeah. I was getting there, §
20 Your Honor. I wasn't suggesting just the fact that E
21 there's similarities and that was the end deal. I E
22 was working my way to the point. g

B e e P T e e et e T T
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1 So, yes, we have similarities between
2 the patents and they closely parallel the 2

3 petitions. But like -~ there are some facts

AT

4 supporting the IPR privity issue that Virnetx is

5  seeking. VS

6\
e e S e — |
|
> .

10 ' And in In re Guan one of the interesting

11 factors that was considered in that case was —-- in

12 Guan cn page 7 it says "An entity named as a sole

13 real party in interest may not receive a suggestion

14 from another party that a particular patent should

15 be the subject of a request for inter partes ;
16 reexamination and be compensated for that." %
17 The trial practice guides also provides

18 guidance, as I'm sure the board knows, the relevant

19 factors when considering real party in interest and

20 privity issues, NGRS

] [§S]
Dy =

or others, who may be in privity
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1 with the petitioner and the petition, including the

z nature and degree in involvement in the filing, and

3 the nature of the entity filing the petition, in

4 this case the relationship with RPX.
B And the factors or the facts associated
5 with supporting these requests for getting into

7 investigations for real party in interest and

8 privity rely on these business models. RPX in its

9 website even says -- and this is public

i0 information, Your Honor. They call themselves an

11 extension of in-house legal -- of the legal team,

12 of an in-house legal team.

13 They provide -- they say that they're a

14 trusted intermediary. These are all things that we

15 would obviously provide citations to if we are
e given the opportunity to do so, Your Honor. ViR
17 ;
18

15

20

L

22
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&%)

6 And, again, as the board knows, there's

7 a 315(b) problem with Apple. 8o a long story short

g is we believe that there's encugh suggestion in the ‘
E record to support investigations and an inguiry g
10 into this issue of real party in interest because %
11 if, as we believe, there's a privity relationship g
12 and/or a real party interest issue relating to %

13 Apple, that that is a case-dispositive issue

T

14 which -- the last point here -- which brings me to
15 the scheduling issue, Your Honor, which I tried to
16 addrcss in the beginning.

17 If these issues can be addressed bhefore
18 we get to the preliminary response date it doesn't

19 put any burden on the board through the statute to

20 determining institution from the three month date
21 of that preliminary response date.
22 So I'll stop there. I mean, there's

Henderson Legal Services, inc.
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1 many other details I want to get into, but I don't

2z want te hold the floor too long. And T invite

3 questions from the board on this.
4 JUDGE TIERNEY: Basically T'm stil:t
3 trying to figure out the allegation. Is there an

6 allegation that Apple is controlling the
7 proceedings that RPX has filed, the petitions that

3 RPX filed?

9 MR. PALYS: Well, our request, Your :
10 Honor, is -- it's not so much an allegation, I §
11 guess. But our request is that the board issue an -

12 crder to show cause to RPX to show why they should

13 have these filing dates for these -~ for their IPR

i4 petiticns from a privity and real party in interest

15 standpoint.

16 And in the alternative, if the board 1s
17 not inclined to do that, we seek leave for

18 additional discovery relating to these real party
19 and privity issues so we can, again, ask leave to

20 move for a motion to dismiss shcould the discovery

Z1 go that route.

22 The point here, Your Honor, in a §

D e A e T e R A v
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1 nutshell is we believe there is a privity issue, we

2 think the record shows this relationship. And

3 however we gel there from in terms of getting

4 investigation and inquiry to these issues, whether

5 it's through an order tce show cause or through its

6 additicnal discovery, we just want to make sure

7 that not only the board but also the parties fully

g vet this issue because in our view it i1s case

9 dispositive. :

10 When we get to this term of direction g

11 and control, that's one factor to consider when %

12 you're looking at real party in interest and g

13 privity issues, as the board knows. But I think an g

14 interesting point here i1s that while RPX has said §

15 in their petition, look, we do things in cur sole %

16é discretion or maybe there's nc direction or

17 contrcl, there's some things which are missing from

13 the record which is what we're asking to get

19 further investigation intoc.

20 Having directicon and control or sole

21 discretion is not the same as not receiving

22 suggestions from -- let's say suggestions.ar'

. Bieoonleetionicesle. -
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1 assistance from Apple or Apple's counsel in terms
2 of drafts or arguments our even, in re: Guan, a
3 suggestion of the patents to pursue.

3

9

10

il JUDGE TIERNEY: I -- §
12 MR. PALYS: Go ahead.
13 JUDGE TIERNEY: T appreciate you having %
14 the floor. If you could take only one more minute, |
15 though, and summarize before I move on.

16 MR. PALY3: Sure. I think -- well, I'1l1

17 just wrap it up and say that Virnetx respectfully

18 requests the opportunity -- either the board to

18 issue an order to show cause te get into these ;
20 related issues and/or in the alternative that we

21 get an opportunity to file a motion for additional

22 discovery.

Henderson Legal Services, Inc.
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We think the record -- the public
record, the record in these IPRs, support that.
And we would appreciate that consideration.

JUDGE TIERNEY: Okay. I'm going to turn
it over teo RPX. " But 1 would like to have RPX in
particular discuss the issues raised by Virnetx. I
would like to point out I would like to have an
explanation of page 3 of the petition. I'm looking
at the IPRs of 2014-00171 page 3.

A second full paragraph states "RPX has
exercised its sole discretion in deciding te file
the present petition." If yecu could elaborate upon
that. And it also says in the second sentence in
that paragraph, "RPX alone shall control" -- "RPX
alone shall control the participation of RPX at any
proceeding," et cetera.

And then the third sentence geces "RPX
alone is responsible for paying the cost of
preparing," et cetera, et cetera. So in each of
those instances it's using the term "RPX's sole
discretion" or "RPX alcne."

Maybe you could elaborate upon those,

Henderson Legal Services, [nc.
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My Ashe.
MR. ASHE: GCkay. ZIf I could start with
the issues that have been raised by Mr. Palys, 1'll

address them briefly.

First of all, with regard tc an order to
show cause, I'm not aware of any provision in the

rules that allow for that. Mr. Palys has outlined

basically what T would envision his patent owner's

preliminary respcnse to be. And it sounds to me
that he believes he has 2ll the evidence that he

needs to make the argument that he wants to make

and he's certainly entitled to do that.

RPX in its petition has stated its
explanation for why it's the sole real party in
interest and, you know, that would ke the response 2
to an order tc show cause. 5o I don't think that i
there's procedurally any ground for that. I don't :
think that it's going to substantively advance the 3
case.

With regard to discovery, again, I
understand the outline of his patent owner

preliminary response, but I haven't heard anything

Henderson Legal Services, Inc.
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outside of speculation as to why he thinks there's
any additional information that would be useful in
addressing this information.

It sounds like essentially a fishing
expediticen and that's not sufficient to satisfy the
interest of justice standard for additional
discovery in these proceedings.

So with that, unless you have particular
guestions with regard to those comments, 1 can move
onn o the points that you'd like to address on
page 3 cf the 171 petition.

JUDGE TIERNEY: Please move forward and
discuss the statements on page 3 and whether or not
they're correct.

MR. ASHE: Sure. Well, I believe that
they are correct. With regard to the sole
discretion in deciding to file the petitions,
control of the proceeding and the responsibility
for paying the costs of preparing it, it's my
understanding that all of those statements are

correct.

RPX is in the business of trying to

Henderson Legal Services, Inc,
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bring rational pricing tc the patent marketplace
and that involves a number of different activities.
It invelves licensing, defensive streamlining, et
cetera. EPX also has a number c¢f initiatives that
I believe are natural, logical and legitimate
outgrowths of its primary business purpose and that
is, again, to bring rationral pricing to the patent
marketplace.

One of these initiatives is to identify
patents that are basically -- pose a risk to that
marketplace. BAnd I think anybody following the
public record, number one, would understand that
these patents have been asserted against a number
of different companies.

The arguments that are included in the

RPX petition are a matter of public record. YR
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S0 RPX 1s responsible for any bills that
they incur, any expenses that they incur. That's
my explanation. But I'm certainly willing to
answer any guestions that you have.

JUDGE TIERNEY: At this time the only --
it's not really a guesticn. It just pointing out.
The rules do provide that the board may enter an
order as appropriate and should the board believe
an order of show cause be appropriate we could
exercise our authority and issue such an ocrder.

The fact that we have such discretion,
though, notwithstanding, at this time the panel
does not believe an order to show cause would be
appropriate. We agree with the suggestion that the
issues raised by Virnetx could be raised in a
patent owner preliminary response.

I'm going to turn -- before I go on to
the additional discovery guestion that was raised
by Virnetx --

MR. ASHE: Iz ==
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JUDGE TIERNEY: -- I will -- yes?

MR. ASHE: 1If I could just -- on the
issue of them addressing this in the patent owner
preliminary response, To the extent that they do, T
would ask that RPX has an opportunity to file a
reply brief or a supplemental briefing --

JUDGE TIERNEY: To the extent it gets —-
at this time I will not guess as to what they wish
to put in their patent owner preliminary response.
As soon as they put in something in the patent
cwner preliminary respense that you believe needs
to be addressed by RPX, you may raise it after
reading their patent owner preliminary responses.

MR. ASHE: Okay. Thank you.

JUDGE TIERNEY: But I'm going to turn
over -- I will give Apple one moment to discuss 1if
Lhey would like to do so the issue of additional
discovery on this issue, understanding that it may
or may not impact them.

MR. KUSHAN: Thank you, Your Honor. Our

stance on additional discovery is that they have --

that Virnetx has not articulated and set forth for

Henderson Legal Services, Inc.
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the board grounds that are sufficient to justify
the additional discovery.

You asked them point blank is there an
allegation that Apple is controlling the proceeding
and rather than suggesting there was they Jjust
avoided that question which I take to ke no. And
that I think disposes this entire issue.

But as to the discovery questicn, undsar

the standards we understand the board follows for

additional discovery, there has to be a
definiteness in the existence of the evidence
you're pursuing. It has to be shown to have -- not
be an issue that's duplicative or redundant to the
issues or evidence they already have and a number
of other criteria that are important to the
interests of justice standard. And under those
criteria I can't see how it would be justified
given what they have represented so far.

At the end of the day it's up to the
discretion of the board to authorize that discovery
and we'll comply with whatever your order is,

JUDGE TIERNEY: Virnetx, I will give you

Henderson Legal Services, Inc.

T L e

et T

www.hendersonlegalservices.com



1PR2014-00171-1PR2014-00177; [P!QDE4-€)€)237-EPR_!0E4-50?.38 : January 8, 2014 Tcleconference

1 the last word on this before the panel comes to a

2 decision.

3 MR. PALYS: Thank vyou, Your Honor. I'11
4 try to be brief. One thing I haven't heard from

5 the parties -- I know the guestion and I heard

6 Apple's counsel talk about direction and control.

7 I think as the board knows, that that is one

8 factor, but it's not just direction and control. é
9 It's any assistance, any suggestions, any %
10 assistance in that manner.

11 And one thing T haven't heard from the

12 parties as you asked, Your Honor, is whether RPX

13 has received any suggestions, assistance, drafts of

14 any kind from Apple or Apple's counsel. And I'm

15 wondering if we can get a representation from that.
16 JUDGE TIERNEY: Well, at this time they
17 were already a public record. Do you mean directly
18 from Apple or -- they could have achieved them

19 through the public record, because Apple had

20 already filed petitions.

21 MR. PALYS: Yeah. Outside the public

22 record, Your Honor. Through Apple or Apple's
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1 counsel.
2 JUDCE TIERNEY: So are you saving did

3 they receive them directly from Apple and not going

4 onto our website or threugh some third source -

5 publicly available material?

6 MR. PALYS: That's right, Your Honor.

7 Whether they received any assistance or suggestions

8 in the form of drafits of anything frem Apple or g

9 Apple's counsel directly, not frcem the PTO's

10 website.

il JUDGE TIERNEY: I'm going direct

12 assistance. I want -—- I need to make sure I'm %
13 being very clear because they're asking a very %
14 specific guestion. %
13 I will go ahead and I'11 open the fleceor.

16 RPX, to the extent you wish to answer the guestion g

17 at this time, please do so. To the extent the .

18 question 1s either a compound questicn or unclear, ;
19 please ask for clarification. g
20 MR. ASEE: Thank you, Your Honor. I %

21 think the question puts the cart before the horse.

22 It's a disceovery question and our positicn is --
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1 and I think it's confirmed by Virnetx's arguments
P at the outset of this porticn of the conference
3 call that they have all the information they need.
4 They have not identified any information that is
5 contradictory within the petition or within the
6 agreement.
7 S¢ our position 1g that they're not
€ entitled to discovery and the purpose of this
9 conference call was to give them an avenue to
10 seeking discovery on the call. I think it's
11 inappropriate. !
1Z JUDGE TIERNEY: Okay. Apple, do vyou %
13 have any question before we go ahead and make a é
14 decision? Mr. Kushan, any comment before we go
i3 ahead and make a decision on this?
16 MR. KUSHAN: Yes, Your Honor. Just very
17 briefly, first of all, T think equating Apple with
18 Apple's counsel is improper. You've already had
19 decisions, T believe, in the board which have
20 confirmed that sharing counsel among different
21 parties is not establishing a connection between
22 the parties.
202-220-4158 www.hendersonlegalservices.com
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And the second issue is I more or less
echo the comments from Mr. Ashe regarding the
timeliness ¢f the guestion that's being presented
in this case.

JUDGE TIERNEY: At this pcint in time --

MR. PALYS: I think - I'm sorry, Your
Honor. 1It's Joe Palys. I apologize again. I just
wanted 30 secconds of your time just to respond to
that last comment, if that's ockay.

JUDGE TIERNEY: Please do so.

MR, PALYS: One of the things -- I know
we're talking about the first factor in Garman with
additional discovery. ©One of the things that we
have come across which is one of the reasons why we
had some delay raising this issue was there's
metadata that's been involved with the Apple or the
RPX petitions.

If you go to the petitions that were
provided by or filed with the patent office in the
public record you will see metadata that provides a
iink between RPX and Apple's counsel for these

documents.
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1 And so we think -- I can get into é
2 specifics about that. But we think that provides §
3 us more than pure speculation whether -- this is %
4 one factor again coupled with all the other factors §
5 that we raised on this issue that there is -- %
6 worthy of additional -- at least additional é
7 discovery in this matter. L
8 JUDGE TIERNEY: At this point in time

9 the panel will take it under advisement. We'll be
10 back on the phone in approximately three minutes.
11 It's 4:21. Let's shoot for 4:25. I would like to
12 talk to my co-panelists to see how we would like to

13 proceed. We will be on the phone at 4:25. Thank

14 you, everyone. I am muting my phone now. é
15 {Pause.) %
16 JUDGE TIERNEY: This is Judges Tierney %
17 and Easthom kack on the line. Is Judge Siu back on : 3
18 the line now? § |
19 JUDGE SIU: Yes, sir. 1'm back on the h
20 line.
21 JUDGE TIERNEY: Welcome back. The panel |
22 has -- I'1l1l just confirm. An RPX representative on

—
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the line?

MR. ASHE: Yes. Here.

JUDGE TIERNEY: Apple representative cn
the line-?

MR. KUSHAN: Yes, Your Honor.

JUDGE TIERNEY: And Virnetx, you're
represented? Mr. Palys still on the line?

MR. PALYS: Yes, sir.

JUDGE TIERNEY: I ask that because once
T went off line and came back and I think I came
back a minute early and one counsel was aghast that
we had started talking and hadn't confirmed that he
was on the line.

So now that we are confirmed that
everyone 1s available, the panel has conferred and
come to the following conclusions. Based upon the
discussion today RPX has confirmed that the
statements made in its petitions are correct.

Specifically RPX has confirmed to the
becard's satisfaction at this peoint in time that
they exercise sole discussion in deciding whether

to file the petitions. RPX again has confirmed

73

January 8, 2014 Teleconlerence

T P P T e e T S Ea T

Henderson Legal Services, lne.

www.hendersonlegalservices.com




IPR20i4-00171-1PR2014-00177; [PR2014-00237-1PR2014-00238

January 8, 2014 Teleconference

74

1 that they alone shall control the participaticn in
2 the proceeding, and RPFX again has confirmed that
3 they alone are responsible for paying the cost of
4 preparing and f£iling the petitions and subsequent
3 costs in connection with the proceedings.
5 Based on their confirmation of the é
7 statements in the petitiocon, we decline at this
8 point to go ahead and authorize additional
9 discovery on the issue of Lhe real parly in

[ 10 interest.
Il We, however, do note for the record that
12 should Virnetx wish to pursue the issue they are é
13 free to pursue the issue in a patent owner %
14 preliminary response based upon the evidence and
15 the facts that they have before them and we look
16 forward to seeing their arguments should they wish %
17 to bring it to our attention in the form of a g
18 patented owner preliminary response.
19 Having sc ruled we do go to the parties %
20 to see if they have any questions or concerns. We %
21 will start right now with Virnetx. Do you have any §
22 questions regarding our decision? 2

) Henderson Legal Services, lnc.
202-220-4158 wiww.hendersonlegalservices.com




IPR2014-00171-1PR2Q14-00177; [PR2014-00237-1PR2014-00238

January 8, 2014 Teleconference

T i g e e e P s T P R P TR S S

1 MR. PALYS: No, Your Honor. %
2 JUDGE TTIERNEY: " Apple?
3 MR. KUSHAN: No, Your Honor. §
4 JUDGE TIERNEY: RPX?
5 MR. ASHE: No, Your Honocr. %
6 JUDGE TIERNEY: Having ruled on that, T %
7 believe that covered the issues that were brought %
8 to our attention for the purposes of this call. %
E However it may have come to the parties’ attention é
10 that there may be additional issues. So before we §
11 adjourn today T will go back to the parties to make “
12 sure that there are no additional issues for §
13 discussion. %
14 I'1l start with Virnetx. Are there any E
15 additional issues today?

18 MR. PALYS: Your Honor. g
17 JUDGE TIERNEY: Apple?
i3 MR. KUSHAN: ©No, Your Honor. %
19 JUDGE TIERNEY: And last but not least, %
20 RPX, are there any additional issues we need to "
21 discuss before we adijourn today?

22 MR. ASHE: Thank you. No, Ycur Honor. %
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JUDGE TIERNEY: Tt's been a little
longer conference call than I expected but at least
we covered guite a bit of grecund today. Should any
issues arise please bring them to our attention.

We do lecok forward to receiving a copy
of the transcript. I just ask as a matter of form
approximately how long deo you expect before a
transcript would be filed here? And I'm not asking
for it to be rushed. I'm just generally asking
what time frame do you expect to file cne. And
please do file it under seal, given the informaticn
we've been discussing today.

MR. PALYS: This is Joseph Palys. Hey,
Jon, can ycu let us know how fast you think you can
get it?

THE REPORTER: I could have it to you
Monday .

JUDGE TIERNEY: That is fine with us. I
was just ingquiring for more informational purpose.
If you needed more time than that that's also
acceptable. We Jjust wanted to know approximately

when to expect it.
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MR. PALYS: Understood.

JUDGE TIERNEY: So do not in any way
feel rushed on getting the transcript in, but once
you do get 1t, you know, obviously soconer is better
than later, but I'm not asking you to expedite.

All right?

Soc are there any questions about filing
of the transcript that we need to discuss or are we
ready to adijourn? Mr. Palys? It's up to you.
Anything you need to --

"MR. PALYS: No. Nothing further, Your
Honor.

JUDGE TIERNEY: All right. Well, thank
you. That adjourns our call for today. We'll have
an order commemorating it. But again, we do have a
transcript covering what we discussed today so the
order going out will be more a shorter form because
the information which we discussed is already
recorded via the transcript.

Thank you, everyone. We look forward to
going forward with this case. Should anything

arise, we look forward to talking to you again.

—
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1 But until then we're adjourned. Thank you.

2 MR. KUSHAN: Thank you, Your Honor.

3 MR. PALYS5: Thank vyou, Your Honor.

4 MR. ASHE: Thank you.

5 (Whereupon, the conference call ended at -

8 4:30 p.m. EST.)
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1 CERTIFICATE OF REPORTER

2 I, Jonathan Wonnell, a Registered
Professional Court Reporter (NCRA #835577) and

3 Notary Public of the State of Minnesota, County of
Hennepin, do hereby certify that the foregoing

4 transcript is a true and accurate record of these
proceedings; that said proceedings were taken in :

3 Stenotype ncte by me on the 8th day of January, :
2014, commencing at 2:15 p.m. EST and ending at §

6 4:30 p.m. EST. :

L I further certify that present on behalf
of Party Virnetx were Joseph Palys, Esq., Naveen

8 Modi, Esq., James 3tein, Esq., and Elliott Cook,
Esqg., of Finnegan, Henderson, Farabow, Garrett &

2 Dunner, LLP; on behalf of Party RPX Corporation was
Oliver R. Ashe, Jr., Esg., of Ashe P.C.; and on

10 behalf of Party Apple Inc. were Jeffrey Kushan,
Esg., and Joseph A. Micallef, Esg., of Sidley

11 Austin LLP, and Apple Inc. in-house counsel and :
David Melaugh, Esqg. :

12
I further certify that T am not related
13 to, nor associated with any of the parties or their
attorneys, nor do I have any disqualifying
14 interest, personal or financial, in the actions
within.
15
Dated this 9th day of January, 2014, in
16 Hennepin County, Minnescta.

17

18

19

20

21 Jonathan Weonnell
Notary Public, Hennepin County, Minnesota
22 My Commission expires January 31, 2017
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