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UNITED STATES DISTRICT COURT
SOUTHERN DISTRICT OF INDIANA
INDIANAPOLIS DIVISION

ENDOTACH LLC, )
Plaintiff, ;

VS. ; No. 1:12-cv-01630-LJM-DKL
COOK MEDICAL INCORPORATED, ;
Defendant. ;

ORDER ON CLAIM CONSTRUCTION

After consideration of the parties’, Endotach LLC and Cook Medical Incorporated
(“Cook”), briefs on the issue of claim construction of the two patents-in-suit, U.S. Patent
No. 5,122,154 (the “154 patent”) and U.S. Patent No. 5,593,417 (the “417 patent”)
(collectively, the “Rhodes patents”), on March 6, 2013, the Court held a hearing
pursuant to Markman v. Westview Instruments, Inc., 517 U.S. 370 (1996) (hereinafter,
“‘Markman II”). During the hearing, Endotach and Cook presented argument and expert
witnesses regarding the construction of two disputed terms in the patents-in-suit, “stent
means” in the ‘154 patent; and “anchoring means” in the ‘417 patent. The Court has
considered the parties’ arguments and construes the claims as set forth below.

l. CLAIM CONSTRUCTION STANDARDS

When construing the terms in the assert claims of the Rhodes patents, the Court
must determine the meaning of the language used before it can ascertain the scope of
the claims Plaintiff asserts are infringed. See Markman v. Westview Instruments, Inc.,
52 F.3d 967, 979 (Fed. Cir. 1995) (hereinafter, “Markman 1”). In doing so, the Court’s

interpretive focus is not the subjective intent of the party employing a certain term, but
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the objective test of what one of ordinary skill in the art at the time of the invention would
have understood the term to mean. See Phillips v. AWH, 415 F.3d 1303, 1313 (Fed.
Cir. 2005); Innova/Pure Water v. Safari Water Filtration, 381 F.3d 1111, 1116 (Fed. Cir.
2004). When the Court undertakes its duty to construe the claims, it first must look to
the intrinsic evidence: the asserted and unasserted claims, the specification, and the
prosecution history. See Phillips, 415 F.3d at 1314; Ecolab, Inc. v. Envirochem, Inc.,
264 F.3d 1358, 1366 (Fed. Cir. 2001); Vitronics Corp. v. Conceptronic, Inc., 90 F.3d
1576, 1581 (Fed. Cir. 1996); Markman I, 52 F.3d at 979. Most of the time, such
evidence will provide sufficient information for construing the claims. See Vitronics, 90
F.3d at 1583.

The patent claims should “particularly point out and distinctly claiim] the subject
matter which the applicant regards as his invention.” Markman Il, 517 U.S. at 373
(citing 35 U.S.C. § 112). During claim construction, the appropriate starting point for the
Court’s inquiry is always the words of both the asserted and unasserted claims. See
Phillips, 415 F.3d at 1314; Elkay Mfg. Co. v. Ebco Mfg. Co., 192 F.3d 973, 977 (Fed.
Cir. 1999); see also Renishaw PLC v. Marposs Societa’ Per Azioni, 158 F.3d 1243,
1248 (Fed. Cir. 1998). As the Federal Circuit has noted, “[clJommon words, unless the
context suggests otherwise, should be interpreted according to their ordinary meaning.”
Desper Prods., Inc. v. Qsound Labs., Inc., 157 F.3d 1325, 1336 (Fed. Cir. 1998) (citing
York Prods., Inc. v. Central Tractor Farm & Family Ctr., 99 F.3d 1568, 1572 (Fed. Cir.
1996)). See also Phillips, 415 F.3d at 1314 (citing Brown v. 3M, 265 F.3d 1349, 1352
(Fed. Cir. 2001)). Further, when there are several common meanings for a term, “the

patent disclosure serves to point away from the improper meanings and toward the
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proper meaning.” Renishaw, 158 F.3d at 1250. Accord Phillips, 415 F.3d at 1315-17
(discussing the role of the specification in claim construction).

The correct claim construction is also the one that “stays true to the claim
language and most naturally aligns with the patent’s description of the invention.”
Renishaw, 158 F.3d at 1250. See also Phillips, 415 F.3d at 1316. That description, or
specification, serves an important purpose. In it, the patentee must provide a written
description of the invention that would allow a person of ordinary skill in the art to make
and use the invention. See Phillips, 415 F.3d at 1313-14; Markman I, 52 F.3d at 979.
The applicable statute requires that “[tlhe specification shall contain a written
description of the invention, and of the manner and process of making and using it, in
such full, clear, concise, and exact terms as to enable any person skilled in the art to
which it pertains . . . to make and use the same . ...” 35 U.S.C. § {[112, 1. See also
Phillips, 415 F.3d at 1312, 1315; Johnson Worldwide Assocs.v. Zebco Corp., 175 F.3d
985, 993 (Fed. Cir. 1999). Therefore, to discover the correct meaning of a disputed
claim term, the Court must refer to the specification’s description of the invention.

In addition, a patentee may be his or her own lexicographer and use terms in a
manner different from their ordinary meaning. See Phillips, 415 F.3d at 1316; Johnson
Worldwide Assocs., 175 F.3d at 990; Vitronics, 90 F.3d at 1582. If the patentee
chooses to do that, he or she must clearly state the special definition in the specification
or file history of the patent. See Phillips, 415 F.3d at 1316 (citing CCS Fitness, Inc. v.
Brunswick Corp., 288 F.3d 1359, 1366 (Fed. Cir. 2002)). The specification then serves
as a dictionary when it defines terms, either expressly or by implication, that are used in

the claims.
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Although claims must be read in light of the specification, limitations from the
specification may not be read into the claims. See Phillips, 415 F.3d at 1323; Comark
Communs. v. Harris Corp., 156 F.3d 1182, 1186 (Fed. Cir. 1998). In particular, the
Court should not limit the invention to the specific examples or preferred embodiment
found in the specification. See Phillips, 415 F.3d at 1323; Tex. Instruments, Inc. v. U.S.
Int'l Trade Comm’n, 805 F.2d 1558, 1563 (Fed. Cir. 1986). Therefore, the “repetition in
the written description of a preferred aspect of a claim invention does not limit the scope
of an invention that is described in the claims in different and broader terms.” Laitram
Corp. v. NEC Corp., 163 F.3d 1342, 1348 (Fed. Cir. 1998). See also Phillips, 415 F.3d
at 1323 (describing how to distinguish between a best mode disclosure and a limitation
disclosure in a specification).

Interpreting the meaning of a claim term “is not to be confused with adding an
extraneous limitation appearing in the specification, which is improper.” Laitram, 163
F.3d at 1348 (quoting Intervet Am., Inc. v. Kee-Vet Lab., Inc., 887 F.2d 1050, 1053
(Fed. Cir. 1989) (further citation omitted by Intervet court)). See also Innova/Pure
Water, 381 F.3d at 1117. An extraneous limitation is a limitation added “wholly apart
from any need to interpret what the patentee meant by particular words and phrases in
the claim.” Hoganas AB v. Dresser Indus., Inc., 9 F.3d 948, 950 (Fed. Cir. 1993). See
also Phillips, 415 F.3d at 1323; Renishaw, 158 F.3d at 1249. Although there is a fine
line between reading a claim in light of the specification and reading a limitation from the
specification into the claim, the Court must look cautiously to the specification for
assistance in defining unclear terms. See Phillips, 415 F.3d at 1323-24; Innova/Pure

Water, 381 F.3d at 1117.
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The third source of intrinsic evidence is the prosecution history of the patents-in-
suit. See Phillips, 415 F.3d at 1317; Desper Prods., 156 F.3d at 1336-37; Vitronics, 90
F.3d at 1582. In a patent’s prosecution history, the Court will find a complete record of
the proceedings before the PTO leading to issuance of the patent. See Vitronics, 90
F.3d at 1582. The prosecution history contains both express representations made by
the patentee concerning the scope of the patent, as well as interpretations of claim
terms that were disclaimed during the prosecution. See id. at 1582-83; see also
Phillips, 415 F.3d at 1317; Ecolab, 264 F.3d at 1368. “The prosecution history can often
inform the meaning of the claim language by demonstrating how the inventor
understood the invention and whether the inventor limited the invention in the course of
prosecution, making the claim scope narrower than it would otherwise be.” Phillips, 415
F.3d at 1317.

In some cases, it may be necessary for the Court to consult extrinsic evidence to
aid it in construing the claim language. See id.; Vitronics, 90 F.3d at 1584. Extrinsic
evidence is any evidence outside of the patent and prosecution history, “including
expert and inventor testimony, dictionaries, and learned treatises.” Markman I, 52 F.3d
at 980. See also Phillips, 415 F.3d at 1317. It may be used to assist the Court’s
understanding of the patent or the field of technology. See Markman I, 52 F.3d at 980-
81. However, “courts [should] not rely on extrinsic evidence in claim construction to
contradict the meaning of claims discernible from thoughtful examination of the claims,
the written description, and the prosecution history—the intrinsic evidence.” Pitney
Bowes, Inc. v. Hewlett-Packard Co., 182 F.3d 1298, 1308 (Fed. Cir. 1999) (emphasis in

original) (citing Vitronics, 90 F.3d at 1583). Judges are not usually “conversant in the
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