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l. INTRODUCTION

The Board instituted inter partes review of claims 11-13, 15, 18 and 20
based on obviousness over Angles [Ex. 1003] in view of Shaw [Ex. 1004]. The
patent owner’s response (“Response”) does not dispute key elements of the
Petition. The patent owner does not dispute that Angles and Shaw qualify as
prior art to the '314 patent and does not challenge any aspect of the Board’s
claim constructions as set forth in the Decision instituting inter partes review. The

patent owner also does not dispute that Angles and Shaw disclose every

limitation of claims 11-13, 15, 18 and 20.

The patent owner instead rests its entire response on the assertion that
Angles cannot properly be combined with Shaw under 35 U.S.C. § 103(a). The
patent owner, relying on a sparse and conclusory expert declaration lacking any
analysis or citation to evidence, asserts that Angles and Shaw disclose
“completely different types of systems” that operate in different ways. But this
argument ignores key teachings of Angles, and is unaccompanied by any evidence
or reasoned argument from the patent owner. Because the patent owner has
offered no serious rebuttal to the obviousness of claims 11-13, 15, 18 and 20 over

Angles in view of Shaw, the Board should find them unpatentable.
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1. ANGLES DISCLOSES EVERY LIMITATION OF CLAIM 11.

The patent owner’s response begins from the inaccurate premise that the
Petitioner conceded that Angles fails to disclose two limitations of claim 11 —
software that “records computer usage information” and “periodically requests
additional advertising content,” as recited in claims 11d(ii) and 11d(iii),
respectively. (Response at 5-6, 9.)" But the Petitioner made no such concession.
As demonstrated below, the Petitioner specifically argued that Angles discloses
these two limitations — because it does.

The Response does not address these two limitations or provide any
explanation as to why Angles allegedly fails to disclose them. In fact, the patent
owner specifically instructed its expert, Mr. Goldstein, to “assume that [the
disputed limitations] of claim 11 are not disclosed by Angles.” (Goldstein Decl.,

Ex. 2001, at 10 (9 24).) The Board should therefore accept Petitioner’s

' As noted in the text, the patent owner does not dispute that these two

limitations are disclosed in Shaw, and does not dispute that the combination of
Angles and Shaw disclose all limitations of claims 11-13, 15, 18 and 20.
Accordingly, even if the Board were to conclude that these two limitations are

missing from Angles, the challenged claims should still be found unpatentable.
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