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• PCT International Publication Number WO
97/09682 to Kikinis (“Kikinis”), published Mar.
13, 1997 is prior art under § 102(b)
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The ’290 Patent
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’290 Patent at pg. 1.
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The ’290 Patent, Fig. 5c
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’290 Patent Fig. 5c
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The ’290 Patent, Claim 1
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’290 Patent at 38:29-67 (Claim 1)
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The ’290 Patent, Claims 2-3
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’290 Patent at 39:1-40:16 (Claims 2-3)
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Kikinis, Fig. 2
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Kikinis, Fig. 2
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Kikinis, Fig. 3
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Kikinis, Fig. 4
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Kikinis: Anticipates claims 1-3
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Grounds in This Trial
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The ’290 Patent, Claim 2 Preamble

12

290 Patent at claim 2, cited in 00029 Petition at 17; 00031 Petition at 15-16; 00040 Petition at 13-14;
00044 Petition at 12.
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Anticipation by Kikinis
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Kikinis at Fig. 2, cited in 00029 Petition at 17-18; 00031 Petition at 16; 00040 Petition at 13; 00044 Petition at 12.

Kikinis at 6:7-10, cited in 00029 Petition at 17; 00031 Petition at 16, 43;
00040 Petition at 13; 00044 Petition at 12.
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Anticipation by Kikinis
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Kikinis at 6:11-13, cited in 00029 Petition at 17; 00031 Petition at 18,23-24,30, 48; 00040 Petition at 9,13,15; 00044 Petition at 13.
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The ’290 Patent, Claim 2
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290 Patent at claim 2, cited in 00029 Petition at 18; 00031 Petition at 15-16,21; 00040 Petition at 14;
00044 Petition at 13.
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Anticipation by Kikinis
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Kikinis at 7:34-8:7, cited in 00029 Petition at 18; 00031 Petition at 16-17,22; 00040 Petition at 14; 00044 Petition at 13.
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Anticipation by Kikinis
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Kikinis at 7:29-7:36, cited in 00029 Petition at 18; 00031 Petition at 16; 00040 Petition at 15; 00044 Petition at 16.
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Anticipation by Kikinis

Kikinis at 3:1-3, cited in IPR2014-00029 Reply at 9; 00031 Reply at 10; 00040 Reply at 9; 00044 Reply at 11.
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Kikinis at claim 1, cited in IPR2014-00029 Reply 9
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The ’290 Patent, Claim 2

19

290 Patent at claim 2, cited in 00029 Petition at 22; 00031 Petition at 18; 00040 Petition at 14-15;
00044 Petition at 13.
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Anticipation by Kikinis

Kikinis at 6:11-13, cited in 00029 Petition at 17-18; 00031 Petition at 18; 00040 Petition at 14-15; 00044 Petition at 13.
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“well-known elements” of a computer system . . . would have
included some form of non-volatile data storage devices

Anticipation by Kikinis

00029 Exhibit Sony-1006 at ¶ 17.b, cited in 00029 Petition at 16-17.

21

browser software on a user’s computer 63 would necessarily be
stored on a non-volatile data storage device

00031 Exhibit Google-1004 at ¶ 125, cited in 00031 Petition at 18.

a computer system “having well-known elements of such a

device . . .”

a computer system “having well-known elements of such a
computer . . .” . . . thus describes “a non-volatile data storage
device . . .” 00040 Exhibit Microsoft-1003 at ¶¶ 118, 163-64, cited in 00040 Petition at 15.

the computer system (63, 107) has well-known elements of such a

data storage device.

the computer system (63, 107) has well-known elements of such a
computer system, which would necessarily include a nonvolatile
data storage device. 00044 Exhibit Samsung-1005 at ¶ 48, cited in 00044 Petition at 13.

Expert Declarations
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The ’290 Patent, Claim 2

22

290 Patent at claim 2, cited in 00029 Petition at 19;
00031 Petition at 18-19; 00040 Petition at 15-16; 00044 Petition at 14.
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Anticipation by Kikinis

Kikinis at Fig. 3 (cropped), cited in 00029 Petition at 20;
00031 Petition at 19; 00040 Petition at 15; 00044 Petition at 14.
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Anticipation by Kikinis

Kikinis at 2:5-7, cited in 00029 Petition at 19; 00031 Petition at 24; 00040 Petition at 15-16.
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Kikinis at 2:3-5, cited in 00029 Petition at 19; 00031 Petition at 24; 00040 Petition at 15-16.
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The ’290 Patent, Claim 2

25

290 Patent at claim 2, cited in 00029 Petition at 19-20; 00031 Petition at
25-26; 00040 Petition at 16-17; 00044 Petition at 14-15.
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Anticipation by Kikinis

Kikinis at 2:8-9, cited in 00029 Petition at 20; 00031 Petition at 24; 00040 Petition at 15,16.
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The ’290 Patent, Claim 2

27

290 Patent at claim 2, cited in 00029 Petition at 20-21; 00031 Petition at 19-20; 00040 Petition at 16-17;
00044 Petition at 16.
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Anticipation by Kikinis

Kikinis at 7:35-8:1, cited in 00029 Petition at 21; 00031 Petition at 17; 00040 Petition at 15-16; 00044 Petition at 12-13.
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Kikinis at 3:1-6, cited in IPR2014-00029 Reply at 9; 00031 Reply at 10; 00040 Reply at 9-10; 00044 Reply at 11.
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The ’290 Patent, Claim 2
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290 Patent at claim 2, cited in 00029 Petition at 21;
00031 Petition at 19-20,27-28; 00040 Petition at 16-17; 00044 Petition at 16.
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Anticipation by Kikinis

Kikinis at 7:17-19, cited in 00029 Petition at 21; 00031 Petition at 26; 00040 Petition at 16-17; 00044 Petition at 16.
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Kikinis at 8:2-4, cited in 00029 Reply at 9; 00040 Petition at 16 (citing Ex. 1003 (Houh Dec.) at ¶ 127).
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The ’290 Patent, Claim 3

31

290 Patent at claim 2, cited in 00029 Petition at 22; 00031 Petition at 29-30; 00040 Petition at 17-18;
00044 Petition at 17-18.
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Anticipation by Kikinis

Kikinis at 7:26-28, cited in 00029 Petition at 22; 00031 Petition at 29-30; 00040 Petition at 17-18; 00044 Petition at 17.
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Patent Owner Response
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Patent Owner Responses at V

Patent Owner Response at VI (00040 at VII)

Patent Owner Responses at VII (00040 at VIII)
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Patent Owner Response
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Patent Owner Responses at V
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UI\ITED STATES PATENT AND TRADEMARK OFFICE
 

 BEFORE THE PATENT TRIAL AND APPEAL BOARD
 

KIKINIS DOES NOT DISCLOSE “A PROGRAM STORED ON SAID

NON-VOLATILE DATA STORAGE DEVICE” THAT PERFORMS

THE FUNCTIONS CLAIMED IN CLAIMS 1 AND 2.

Patent Owner Responses at V
gym/1w LIA uJL‘ L \./. Avmuuu L , 1x1 “.1 u n‘ ix. UUULLL l n‘uu, uuu

LYNNE ,1. PE l TIGRj‘N, Administrative Patent Judges.

 

  

PETTIGREW, Administrative Patent Judge.

PATENT OWNER’S RESPONSE TO PETITION

(37 C.F.R. § 42.120)

Mail Stop Patent Board
Patent Trial and Appeal Board
United States Patent and Trademark Office
PO. Box 1450

Alexandria, VA 22313-1450
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Patent Owner Response

35

00029 Patent Owner Response at 9; 00031 Patent Owner Response at 9;
00040 Patent Owner Response at 11; 00044 Patent Owner Response at 10.

00029 Patent Owner Response at 9; 00031 Patent Owner Response at 9;
00040 Patent Owner Response at 11; 00044 Patent Owner Response at 11.
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Patent Owner Response
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00029 Patent Owner Response at 14; 00031 Patent Owner Response at 15;
00040 Patent Owner Response at 17; 00044 Patent Owner Response at 15.

00029 Patent Owner Response at 14; 00031 Patent Owner Response at 15;
00040 Patent Owner Response at 17; 00044 Patent Owner Response at 16.
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Petitioners Reply
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00029 Reply at 2; see also 00040 Reply at 1-6
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Petitioners Reply

38

00040 Reply at 2.
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Petitioners Reply 
Patent Owner’s attempt to distinguish Kikinis using its contorted reading of

 
IPRZO 14—00040 l

the claim term “program” should be rejected. Specifically, Patent Owner contends

Kikinis does not describe a “program” per the claims because the web browser in

REF Kikinis “requires remotely stored programs to access the remotely stored electronic
 

documents.” Response at 11. That construction rests on its incorrect and

unsupported assertion that the claimed process cannot “utilize programs stored on

servers to perform” the functions specified in claims 1 and 2. Response at 2; see

  
00040 Reply at 2.

PETITIONERi-S REPLY TO PATENT OWNER’S RESPONSE

38

Exhibit 1014 - Petitioner Samsung Electronics America, Inc.



The ’290 Patent, Claim 2

39

290 Patent at claim 2, cited in 00029 Reply at 2; 00040 Reply at 5; 00044 Reply at 1.
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Petitioners Reply

40290 Patent at Fig. 15, cited in 00029 Reply at 4.
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Petitioners Reply

41

290 Patent at 30:61-65, cited in 00029 Reply at 3.

290 Patent at 31:5-8, cited in 00029 Reply at 3.
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Anticipation by Kikinis

42

290 Patent at Fig. 3, cited in 00029 Reply at 3; 00044 Reply at 3.
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Petitioners Reply

Plock Dep. II at 53:14-19, cited in 00029 Reply at 5; 00044 Reply at 5.
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Petitioners Reply

44
Plock Dep. II at 54:13-18, cited in 00029 Reply at 5; 00031 Reply at 4; 00040 Reply at 4; 00044 Reply at 5.
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Patent Owner Response

45

00029 Patent Owner Response at 15; 00031 Patent Owner Response at 16;
00040 Patent Owner Response at 17; 00044 Patent Owner Response at 15.
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Patent Owner Response
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00029 Patent Owner Response at 15; 00031 Patent Owner Response at 16;
00040 Patent Owner Response at 34; 00044 Patent Owner Response at 15.
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Patent Owner Response

47

00029 Patent Owner Response at 16; 00031 Patent Owner Response at 17;
00040 Patent Owner Response at 35; 00044 Patent Owner Response at 18,

citing 290 Patent at claim 2
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Petitioners Reply

00029 Reply at 6.

48
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48

Petitioners Reply 
 
  

 

 
 
 
 

 

UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIALAND APPEAL BOARD
 

Instead, BET argues that the

00029 Reply at 6.

 
.PETI'I'IONEH’S REPLY TO PAIENI OWNER’S RESPONSE TO

PETITION UNDER 3? CLER. § 42.23

No. IPR201+00029
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Petitioners Reply

290 Patent at claim 15:12-15, cited in cited in 00029 Reply at 6; 00031 Reply at 7; 00040 Reply at 7-8; 00044 Reply at 8.
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Patent Owner Response

50

00029 Ex. 2001 at ¶ 24, cited 00029 Reply at 7.

00029 Ex. 2001 at ¶ 25, cited in IPR2014-00029, Reply at 7.
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Petitioners Reply

290 Patent at claim 4:25-28, cited in 00029 Reply at 7; 00044 Reply at 9.
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Petitioners Reply

Plock Dep. II at 63:15-20, cited in 00029 Reply at 7; 00044 Reply at 9-10.
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Plock Dep. II at 62:21-24, cited in 00029 Reply at 7; 00044 Reply at 9-10.
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Petitioners Reply

53

Kikinis at 7:34-8:1, cited in 00029 Reply at 8; 00031 Reply at 6; 00040 Reply at 7; 00044 Reply at 10.
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Patent Owner Response

54

00029 Patent Owner Response at 22; 00031 Patent Owner Response at 23;
00040 Patent Owner Response at 40; 00044 Patent Owner Response at 24.
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Patent Owner Response
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00029 Patent Owner Response at 22; 00031 Patent Owner Response at 23;
00040 Patent Owner Response at 41; 00044 Patent Owner Response at 24.
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Anticipation by Kikinis

Kikinis at 3:1-3, cited in IPR2014-00029 Reply at 9; 00031 Reply at 10; 00040 Reply at 9; 00044 Reply at 11.

56

Kikinis at claim 1, cited in IPR2014-00029 Reply 9.

Kikinis at 3:1-3, cited in IPR2014-00029 Reply at 9; 00031 Reply at 10; 00040 Reply at 9; 00044 Reply at 11.

Kikinis at claim 1, cited in IPR2014-00029 Reply 9
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Petitioners Reply

290 Patent at claim 26:17-22, cited in 00029 Reply at 9.
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Petitioners Reply

58

Plock Dep. I at 38:12-20, cited in 00029 Reply at 10.
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Petitioners Reply

59

Plock Dep. I at 41:19-42:1, cited in 00029 Reply at 10-11; 00031 Reply at 10; 00040 Reply at 10.

Exhibit 1014 - Petitioner Samsung Electronics America, Inc.

59



Petitioners Reply

60

Kikinis at 7:17-18, cited in 00029 Reply at 10.

Kikinis at 7:29-31, cited in 00029 Reply at 10.
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Petitioners Reply

Kikinis at 8:13-15, cited in 00029 Reply at 10; see also 00044 Reply at 12.
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Kikinis at 9:13-17, cited in 00029 Reply at 10; see also 00044 Reply at 12.
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The ’290 Patent, Claim 1

62
’290 Patent at 38:29-67 (Claim 1)
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Claim 1 Anticipated by Kikinis

00040 Petition at 11
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Institution Decision at 14-15
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PO Resp. at 35

PO Resp. at 34
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Before SALLY C. MED
LYNNE E. PETI'IGRE‘

PE'I'IIGREW, Administ

PATEN']

L‘Iail Stop Patent Board
Patent Trial and Appeal

P.O. Box 1450
Umtcd States Patent and llflLlCIlJflllL uuux

Alexandria, VA 22313—1450

where each region must contain a number of buttons. The “active selection area”

of the Kikinis home page is a single region of the home page, and consequently,

Kikinis does not anticipate claim 1 of the ’290 patent.
P0 Resp. at 34

Jib. lLLHJ‘IULm I , L._J_...L'.
Patent Owner

Case IPR2014—00040

Patent 6,7?1,290

requirements of the ’290 patent. The Kikinis Reference fails to state that links to

these other data bases are associated with different buttons in any specific region of

the home page or that they are accessed in a way other than the initiation to a CGI

and related application program. Accordingly, there is no basis to conclude that

PO Resp. at 35
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PO Resp. at 20
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1. Claim Construction: “Region.”

Consideration of this issue starts with claim construction. Despite an

affirmative obligation to provide a claim construction, 37 C.F.R. § 42.104(b)(3)

(“[T]he petition must set forth: (3) [h]ow the challenged claim is to be

construed”), Microsoft failed to construe “region.” See Petition at 5-7, 8-12.

“Region” is not explicitly defined in the ’290 patent, but it should be construed as

“a non-overlapping part of an application window that is distinct or separate from

other parts of the application window wherein each part is characterized by the

presence of related functions or features that are different from the functions or

features of another part.” EX. 2002 ii 24. This construction is well supported in the

PO Resp. at 20
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Claim 1 Anticipated by Kikinis

00040 Reply at 12-13
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Claim 1 Anticipated by Kikinis

Kikinis at 9:25-30 (cited in 00040 Petitioner Reply at 13)

00040 Reply at 13
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Claim 1 Anticipated by Kikinis

00040 Reply at 11 (Annotated Figure 3)
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