
U.S. Patent No. 6,771,290 
Petition for Inter Partes Review 

UNITED STATES PATENT AND TRADEMARK OFFICE 
 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 

 

GOOGLE, INC. 
Petitioner 

v. 

B.E. TECHNOLOGY, LLC 
Patent Owner 

 

IPR Case No.: To be Assigned 

 

PETITION FOR INTER PARTES REVIEW OF U.S. PATENT NO. 6,771,290 
UNDER 35 U.S.C §§ 311-319 AND 37 C.F.R. §§ 42.1-.80, 42.100-.123 

Mail Stop Patent Board 
Patent Trial and Appeal Board 
U.S. Patent and Trademark Office 
P.O. Box 1450 
Alexandria, VA 22313-1450

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


TABLE OF CONTENTS 
 

Page 

 

 i  
 

I. INTRODUCTION .......................................................................................... 1 

II.  MANDATORY NOTICES ............................................................................ 1 

a. Real Party-In-Interest Under 37 C.F.R. § 42.8(b)(1) ........................... 1 

b. Related Matters Under 37 C.F.R. § 42.8(b)(2) .................................... 1 

i. Current Litigation ....................................................................... 1 

ii. Administrative Proceedings ....................................................... 2 

c. Lead and Backup Counsel under 37 C.F.R. § 42.8(b)(3) ..................... 2 

d. Service of Information Under 37 C.F.R. § 42.8(b)(4) ......................... 3 

III. REQUIREMENTS FOR INTER PARTES REVIEW ................................... 3 

a. Grounds for Standing Under 37 C.F.R. § 42.104(a) ............................ 3 

b. Identification of Challenge and Relief Requested ............................... 4 

i. How the Challenged Claims Are to Be Construed Under 
37 C.F.R. § 42.104(b)(3) ............................................................ 6 

1. “Browser” ........................................................................ 6 

2. “Client Computer” ........................................................... 6 

3. “Computer” ...................................................................... 7 

4. “File” ................................................................................ 7 

5. “Information Resource” ................................................... 7 

6. “Link” .............................................................................. 8 

7. “Network” ........................................................................ 8 

8. “Non-Volatile Data Storage Device” .............................. 8 

9. “Profile” ........................................................................... 8 

10. “Server” ........................................................................... 9 

ii. How the Challenged Claims Are Unpatentable Under 
37 C.F.R. § 42.104(b)(4) ............................................................ 9 

iii. Supporting Evidence Under 37 C.F.R. § 42.104(b)(5) .............. 9 

IV. LEVEL OF SKILL IN THE ART ................................................................ 10 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


TABLE OF CONTENTS 
(continued) 

Page 

 

 ii  
 

V. OVERVIEW OF THE ’290 PATENT ......................................................... 10 

a. Summary of the Alleged Invention of the ’290 Patent ...................... 10 

b. Summary of the Prosecution History of the ’290 Patent ................... 13 

VI. DETAILED CHALLENGE ......................................................................... 14 

a. Ground 1: Kikinis Anticipates Claims 2 and 3 of the ’290 
Patent .................................................................................................. 14 

i. Brief Overview of Kikinis ....................................................... 14 

ii. Analysis of Unpatentability ..................................................... 15 

1. Kikinis Anticipates Claim 2 of the ‘290 Patent ............. 15 

2. Kikinis Anticipates Claim 3 of the ’290 Patent ............. 28 

b. Ground 2: Kikinis Renders Claims 2 and 3 Obvious ......................... 30 

c. Ground 3: Subrahmanyam and the ’290 Patent Specification 
Renders Claims 2 and 3 Obvious ....................................................... 33 

i. Brief Overview of Subrahmanyam .......................................... 33 

ii. Analysis of Unpatentability ..................................................... 34 

1. Claim 2 is Obvious Over Subrahmanyam in View 
of the Admissions in the ’290 Patent Specification ...... 34 

2. Claim 3 is Obvious Over Subrahmanyam in View 
of the Admissions in the ’290 Patent Specification ...... 43 

d. Ground 4:  Subrahmanyam and Kikinis Renders Claims 2 and 3 
Obvious .............................................................................................. 44 

i. Claim 2 is Obvious Over Subrahmanyam in View of 
Kikinis ...................................................................................... 45 

ii. Claim 3 is Obvious Over Subrahmanyam in View of 
Kikinis ...................................................................................... 47 

e. Detailed Claim Chart of Subrahmanyam in View of the ’290 
Patent Specification or Kikinis ........................................................... 48 

VII. CONCLUSION ............................................................................................. 60 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


U.S. Patent No. 6,771,290 
Petition for Inter Partes Review 

 iii  
 

TABLE OF AUTHORITIES 

 Page(s) 
CASES 

CCS Fitness, Inc. v. Brunswick Corp., 
288 F.3d 1359 (Fed. Cir. 2002) ............................................................................ 6 

In re Yamamoto, 
740 F.2d 1569 (Fed. Cir. 1984) ............................................................................ 6 

STATUTES 

35 U.S.C. § 102 (2011) .............................................................................................. 5 

35 U.S.C. §§ 102(a) and 102(e) ................................................................................. 5 

35 U.S.C. § 102(b) ..................................................................................................... 5 

35 U.S.C. § 103 .............................................................................................. 5, 17, 30 

35 U.S.C. § 311 ........................................................................................................ 60 

35 U.S.C. §§ 311-319 ................................................................................................ 1 

35 U.S.C. § 315(e)(1) ................................................................................................. 3 

35 U.S.C. § 371 ........................................................................................................ 13 

35 U.S.C. § 371(c) ................................................................................................... 13 

OTHER AUTHORITIES 

37 C.F.R. §§ 42.1-.80 & 42.100-.123 ........................................................................ 1 

37 C.F.R. § 42.10 ....................................................................................................... 3 

37 C.F.R. § 42.10(b) .................................................................................................. 3 

37 C.F.R. § 42.101 ................................................................................................... 60 

37 C.F.R. §42.104 ...................................................................................................... 3 

42 C.F.R. § 42.100(b) ................................................................................................ 6 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


 

iv 
 

List of Exhibits 

Exhibit 1001 – U.S. Patent No. 6,771,290 

Exhibit 1002 – International Publication No. WO 97/09682 to Kikinis 

Exhibit 1003 – U.S. Patent No. 5,732,214 to Subrahmanyam 

Exhibit 1004 – Declaration of Stephen Gray 

Exhibit 1005 – Prosecution History of U.S. Patent No. 6,771,290 

Exhibit 1006 – Barry M. Leiner et al., Brief History of the Internet, 
INTERNET SOCIETY (Oct. 15, 2012), 
http://www.internetsociety.org/sites/default/files/Brief_Histo
ry_of_the_Internet.pdf 

Exhibit 1007 – “Hypertext Markup Language,” Network Working Group 
Request for Comments 1866, November 1995 

Exhibit 1008 – September 2012 Web Server Survey, Netcraft.com, 
http://news.netcraft.com/archives/2012/09/10/september-
2012-web-server-survey.html (last visited Sep. 28, 2013) 

Exhibit 1009 – “The Common Gateway Interface (CGI) Version 1.1,”  
Network Working Group Request for Comments 3875, 
October 2004 

Exhibit 1010 – Application Server Product Vendors, Service-
Architecture.com, http://www.service-
architecture.com/products/application_servers.html (last 
visited Sep. 28, 2013) 

Exhibit 1011 – “HTTP State Management Mechanism,” Network Working 
Group Request for Comments 2109, February 1997 

Exhibit 1012 – “HTTP State Management Mechanism,” Network Working 
Group Request for Comments 6265, April 2011 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Real-Time Litigation Alerts
  Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

  Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
  With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

  Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
  Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

  Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


