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Petitioners
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INTER PARTES REVIEW OF U.S. PATENT NO. 8,278,351

1 Case IPR2014-00556 has been joined with this proceeding.

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Table of Contents

Page
l. INTRODUCTION ...ttt sesess st ss s sessssssssnans 1
Il. LEGAL STANDARDS ..ottt ssnsnas 2
. ARGUMENT: BEAUDOIN DOES NOT INHERENTLY ANTICIPATE CLAIMS

2,3, 25, OR 26 ...t 3
A.  The Highly Variant Recreation Data Refute Inherency.........ccccoovvveecccnnne, 5

B.  The Board Cannot Find Inherency By Ignoring Unfavorable Test
RESUILS ..o 7
1. The Recreation Evidence Must Be Considered in Its Totality ............. 8

2. Considering Individual Species of Recreation Extracts in
Isolation Does Not Prove INNerency .........ccooveeeeieiininssseeeeenns 12
[V, CONCLUSION ...cooviieiiiiisiitii ittt 15

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

TABLE OF AUTHORITIES

Cases

Allergan, Inc. v. Apotex, Inc.,

754 F.3d 952 (Fed. Cir. 2014) ..ottt 5
ArcelorMittal France v. AK Steel Corp.,

700 F.3d 1314 (Fed. Cir. 2012) ....cocveiiiiieieeicee et 2
Bettcher Indus. v. Bunzl USA, Inc.,

661 F.3d 629 (Fed. Cir. 2011) ....cocveveieiieieieisee e 3
Glaxo Group Ltd. v. Apotex, Inc.,

376 F.3d 1339 (Fed. Cir. 2004) ......cceiiiiiiiiicieeeeee et 5
Glaxo Inc. v. Novopharm Ltd.,

52 F.3d 1043 (Fed. Cir. 1995) ......ccciiiiiiiriiisicieieeeieie s 7,13
In re Arkley,

59 C.C.P.A. 804, 455 F.2d 586 (1972).....ccvcvircrerererciiiiiiisiss e 9
In re Armodafinil Patent Lit. Inc.,

939 F. Supp. 2d 456 (D. Del. 2013) ...covovverieeieieieeeieieisisis e 10, 13
Sanofi-Syntheslabo v. Apotex, Inc.,

550 F.3d 1075 (Fed. Cir. 2009) ......cccoeiiririiiriiiieieieeereissn e 9
Therasense, Inc. v. Becton, Dickinson & Co.,

593 F. 3d 1325 (Fed. Cir. 2010) ...cvcvevcriieiiieisee e 7
Trintec Indus., Inc. v. Top-U.S.A. Corp.,

295 F.3d 1292 (Fed. Cir. 2002) ......ccoeiriiiiiiisieeereree e 2
Statutes
S5 U.S.C. 8 L02(D) ...ttt 15
Regulations
O = N 1 SR 1

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Patent Owner’s Response
Case No: IPR2014-00003/-000556

INTRODUCTION
Pursuant to 37 C.F.R. § 42.120, Patent Owner Neptune Technologies and

Bioressources Inc. (“Patent Owner” or “Neptune”) Responds to the Petition for Inter Partes
Review (“Petition”) of U.S. Patent No. 8,278,351 (“the ‘351 Patent”) filed by Enzymotec Ltd.
and Enzymotec USA, Inc. (“Enzymotec”).

On July 9, 2014, the Patent and Trial and Appeal Board (“Board”) instituted inter
partes review of the ‘351 Patent in IPR2014-00556 based on Enzymotec’s Petition, and also
granted Enzymotec’s motion to join IPR2014-00556 with IPR2014-00003.2 The Petitioner in
IPR2014-00003 is Aker BioMarine AS (“Aker”) (Aker and Enzymotec are referred to
collectively as “Petitioners”). In IPR2014-00556, the Board instituted trial on the identical
alleged grounds of unpatentability previously instituted in IPR2014-00003, and in addition,
on the alleged anticipation of claims 2, 3, 25, and 26 by Beaudoin | (“Beaudoin”).?

Neptune submitted its Patent Owner Response on July 1, 2014 to all grounds then
currently instituted in IPR2014-00003. Pursuant to the Board's joinder decision in IPR2014-
00556, this Response addresses only Enzymotec’s challenge of claims 2, 3, 25, and 25 as

inherently anticipated by Beaudoin.*

2 |PR2014-00556, Paper 18 (hereinafter, “IPR2014-00556 Institution Decision”), Paper 19
(hereinafter, “Joinder Decision”).
3 |PR2014-00556 Institution Decision, p. 22.

4 Joinder Decision, p. 6.
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Patent Owner’s Response
Case No: IPR2014-00003/-000556

Enzymotec’s evidence falls far short of the high bar for inherent anticipation. In most
cases, the alleged Beaudoin “recreation” extracts came nowhere close to meeting the
limitations of the claims. The data therefore refute the notion that the claimed limitations are
“necessarily present” in the prior art extracts. Enzymotec also cannot selectively discard the
unfavorable test results based on the species of krill used for extraction. It is undisputed
that neither the claims nor the prior art are limited to, or distinguish between, particular
species of krill. In addition, even if one attempts to isolate the recreation test results by
species, the evidence still fails to prove inherency.

Patent Owner therefore respectfully submits that the Board should uphold the
patentability of claims 2, 3, 25, and 26 as novel over Beaudoin.>

Il. LEGAL STANDARDS

Anticipation requires that a single prior art reference disclose each and every
limitation, either expressly or inherently. ArcelorMittal France v. AK Steel Corp., 700 F.3d
1314, 1322 (Fed. Cir. 2012) (internal quotation omitted). Anticipation by inherent disclosure
requires proof that the missing descriptive material is “necessarily present, not merely
probably or possibly present, in the prior art.” Trintec Indus., Inc. v. Top-U.S.A. Corp., 295

F.3d 1292, 1295 (Fed. Cir. 2002) (internal quotations omitted). The fact that a certain thing

5 The Background and Claim Construction sections of Neptune’s July 1, 2014 Patent Owner
Response are hereby incorporated by reference. See IPR2014-00003, Paper 66

(hereinafter, “July 1, 2014 Patent Owner Resp.”), pp. 2-7, 9-14.
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