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UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT TRIAL AND APPEAL BOARD

YAMAHA CORPORATION OF AMERICA
Petitioner

V.

BLACK HILLS MEDIA, LLC
Patent Owner

Case IPR2013-00598
Patent 8,214,873 B2

Before BRIAN J. MCNAMARA, STACEY G. WHITE, and
PETER P. CHEN, Administrative Patent Judges.

CHEN, Administrative Patent Judge.

DECISION
Institution of Inter Partes Review
37 C.F.R.842.108
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I. INTRODUCTION

Yamaha Corporation of America (“Petitioner”) filed a petition
requesting an inter partes review of claims 1, 2, 4-13, 15-31, 33-42, and
44-46 of U.S. Patent No. 8,214,873 B2 (Ex. 1001, “the *873 patent”). Paper
3 (“Pet.”). Black Hills Media, LLC (*Patent Owner”) filed a preliminary
response on December 26, 2013. Paper 12 (“Prelim. Resp.”). We have
jurisdiction under 35 U.S.C. § 314.

The standard for instituting an inter partes review is set forth in
35 U.S.C. § 314(a), which provides as follows:

THRESHOLD.—The Director may not authorize an inter
partes review to be instituted unless the Director determines
that the information presented in the petition filed under section
311 and any response filed under section 313 shows that there
is a reasonable likelihood that the petitioner would prevail with
respect to at least 1 of the claims challenged in the petition.

Upon consideration of the Petition and the Preliminary Response, we
are persuaded the information presented by Petitioner has shown a
reasonable likelihood that Petitioner would prevail in showing the
unpatentability of claims 1, 2, 6-13, 15-31, 35-42, and 44-46 of the 873
patent. Accordingly, we grant the petition and institute an inter partes
review of these claims. We do not institute an inter partes review of claims
4,5, 33, and 34,
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A. Related Proceedings

On September 12, 2012, the Patent Owner filed a First Amended
Complaint against Petitioner in the U.S. District Court for the District of
Delaware alleging, inter alia, infringement of the *873 patent. See Black
Hills Media, LLC v. Yamaha Corp. of America, No. 1:12-cv-00635-RGA (D.
Del.). The First Amended Complaint was served on September 19, 2012.
Pet. 3. The Patent Owner also has filed lawsuits alleging infringement of the
’873 patent against Pioneer (1:12-cv-00634), Logitech (1:12-cv-00636),
Sonos (1:12-cv-00637), LG (1:13-cv-00803), Sharp (1:13-cv-00804),
Toshiba (1:13-cv-00805), and Panasonic (1:13-cv-00806) in the District of
Delaware, and against Samsung (2:13-cv-00379) in the Eastern District of
Texas. On August 5, 2013, the Delaware Court transferred four of the cases
to the Central District of California, where the Yamaha (2:13-cv-06054),
Pioneer (2:13-cv-05980), Logitech (2:13-cv-06055), and Sonos (2:13-cv-
06062) cases are now pending. Id.

The Patent Owner also initiated a Section 337 action in the U.S.
International Trade Commission against LG, Sharp, Toshiba, Panasonic, and
Samsung alleging, inter alia, infringement of the *873 patent. See Certain
Digital Media Devices, Including Televisions, Blu-Ray Disc Players, Home
Theater Systems, Tablets and Mobile Phones, Components Thereof and
Associated Software, Inv. No. 337-TA-882 (USITC). Pet. 3-4.

B. Real Party-in-Interest

Patent Owner asserts that Petitioner fails to identify all real parties-in-
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interest and requests the petition be dismissed for noncompliance with

35 U.S.C. 8§ 312(a) and 37 C.F.R. 8 42.8(b)(1). Prelim. Resp. 1-6. Patent
Owner asserts that Pioneer Corporation and Pioneer Electronics (USA) Inc.
(collectively “Pioneer”) should have been identified in the petition as real
parties in interest. 1d. at 2. Patent Owner and Pioneer currently are engaged
in a patent infringement lawsuit in parallel with the patent infringement
lawsuit between Patent Owner and Petitioner. 1d. AV receivers, Networked
Blu-Ray players, and home theater systems from Pioneer and Petitioner are
alleged to infringe claim 1 of the *873 patent. Id. at 3. Thus, according to
Patent Owner, Pioneer and Petitioner are aligned on claim construction and
invalidity of the claims asserted in the district court litigation. Id. Patent
Owner also argues that Petitioner’s counsel in this proceeding has spoken on
behalf of Petitioner and Pioneer at a district court technology tutorial
directed to the "873 patent. Id. at 3-4. Finally, Patent Owner states that
Pioneer’s counsel agreed to be bound by the outcome of this proceeding if
the district court would agree to stay the district court litigation. Id. at 4.

On this record, we are not persuaded Pioneer is a real party-in-interest
in this matter. A determination as to whether a non-party to an inter partes
review is a real party-in-interest is a “highly fact-dependent question,” based
on whether the non-party “exercised or could have exercised control over a
party’s participation in a proceeding” and the degree to which a non-party
funds, directs, and controls the proceeding. Office Patent Trial Practice
Guide, 77 Fed. Reg. 48,759-60 (Aug. 14, 2012). In other words, the
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question before us is whether there is a non-party “at whose behest the
petition has been filed” or a relationship “sufficient to justify applying
conventional principles of estoppel and preclusion.” 1d.

We are not persuaded Pioneer is in position to exercise control over
Petitioner’s involvement in this proceeding. It is common for one lawyer to
speak on behalf of multiple parties at a technology tutorial in patent
infringement litigation. This can occur for efficiency purposes and does not,
by itself, signify control over the decision making of the various entities in
the litigation. In addition, while Pioneer and Petitioner both may be
interested in the patentability of the 873 patent claims, this does not mean
that the parties have the same interests. Litigation alliances may arise for
numerous reasons, including, but not limited to, parties having a similar
perspective on one or more issues in a case. However, the existence of such
alliances, alone, generally does not rise to the level that would require
naming the ally/co-defendant as a real party-in-interest. Office Patent Trial
Practice Guide, 77 Fed. Reg. 48,760 (Aug. 14, 2012). We, therefore, will
not deny the petition for failure to comply with 35 U.S.C. § 312(a) and
37 C.F.R. §42.8(b)(1).

C. The *873 Patent
The subject matter of the challenged claims of the *873 patent relates
generally to a system and method for media sharing between electronic
devices, by using a first device to provide remote control of playing of

media items (e.g., songs or videos) on a second device such as a stereo or

5

DOC KET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




