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On March 26, 2014, the Board instituted inter partes review of claims 24,
32, 70, 81, 82, and 86 under 35 U.S.C. § 103(a) over the combination of Woodhill
and Stefik (Ground 6). The Board declined to institute inter partes review on any
of the eight additional grounds.

Petitioner Apple Inc. respectfully requests rehearing under 37 C.F.R. §
42.71(c) and (d) of the Board’s decision not to institute inter partes review of
claims 24, 32, 70, 81, 82, and 86 of the ’310 patent on several grounds. Prior
authorization is not required for filing this request. 37 C.F.R. § 42.71(d). The
grounds that are the subject of this request for rehearing are as follows:

Ground Basis Reference(s)
4 35 US.C. § 102(e)/(b) Woodhill
3 35 U.S.C. § 103(a) Woodhill
9 35 U.S.C. § 102(b) Farber

This request seeks reconsideration of the foregoing grounds of
unpatentability as discussed in detail below.
L Standard of Review

Apple’s review of the Board’s decision of March 26, 2014 is authorized
under 37 C.F.R. § 42.71(c) and (d). Under 37 C.F.R. § 42.71(c), “[w]hen rehearing
a decision on petition, a panel will review the decision for an abuse of discretion.”

An abuse of discretion occurs when a “decision was based on an erroneous
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conclusion of law or clearly erroneous factual findings, or . . . a clear error of
judgment.” PPG Indus. Inc. v. Celanese Polymer Specialties Co. Inc., 840 F.2d
1565, 1567 (Fed. Cir. 1988). See also 37 C.F.R. § 42.71(d) (“The request must
specifically identify all matters the party believes the Board misapprehended or
overlooked”).

II. The Board abused its discretion by not instituting infer partes review on

the basis of Woodhill under 35 U.S.C. §§ 102(e)/(b) and 103(a).

The Board provides no rationale indicating that any consideration has been
given to the proposed grounds of invalidity on the basis of Woodhill alone under
pre-AIA 35 U.S.C. §§ 102(e)/(b)' and 103(a). The merits of these separate grounds
of invalidity have been overlooked by the Board. The Board’s failure to institute
on these grounds amounts to an abuse of discretion.

Institution of inter partes review on the basis of these further grounds of
invalidity is consistent with the “just, speedy, and inexpensive resolution” of the
proceeding as required under 37 C.F.R. § 42.1(b). Apple has fully briefed these

arguments and presented rationale for their separate consideration. Failing to

! As discussed in detail with regard to Farber, below, the Board erred in its
conclusion regarding the priority date of the 310 patent. Under the correct priority

date, both Woodhill and Stefik are 102(b) references, rather than 102(e).
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institute on these grounds would unjustly prejudice Apple. Moreover, instituting on
these grounds would still result in a speedy and inexpensive resolution of trial, as
most of the issues are the same as those that would be briefed on the basis of the
instituted ground.

The Board has agreed to institute inter partes review of the challenged
claims on the basis of pre-AIA 35 U.S.C. § 103(a) over Woodhill in view of Stefik.
Demonstrating invalidity under pre-AIA 35 U.S.C. §§ 102 (Woodhill) or 103
(Woodhill alone) would inherently show invalidity under 35 U.S.C. § 103 based on
the combination of Woodhill in view of Stefik. However, even though Woodhill is
part of the adopted ground of invalidity, Apple does not want to assume that the
Board would allow an argument that Woodhill teaches every element of the
petitioned claims at Trial. Apple should not have to address issues relating to the
appropriateness of combining Woodhill or issues of secondary considerations if it
can adequately demonstrate at Trial that Woodhill teaches each feature of the
claims, and thus requests that the Board specifically institute trial on the additional
basis of Woodhill alone under pre-AIA 35 U.S.C. §§ 102 or 103.

The instituted ground of invalidity is not redundant with the additional
grounds on the basis of Woodhill alone. As discussed at p. 59 of the Petition,
Stefik provides the strength of additional teachings regarding the claimed

“selective access”. However, Stefik has a later priority date than Woodhill —
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