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irreparable harm if temporary relief is
not granted, that the balance of
hardships favor granting temporary
relief, or that the public interest favors
granting temporary relief.

On August 22, 2014, FMC filed
comments contending that the ALJ
made numerous errors of law and fact
in the ID. On August 26, 2014,
Respondents and the Commission
investigative attorney filed responses
contending that the ALJ did not err.

Having examined the record of this
investigation, including the ALJ’s ID
and the submissions from the parties,
the Commission has determined that
FMC has not proven that it is entitled
to temporary relief. The Commission
affirms the ALJ’s findings with certain
modified reasoning. A Commission
Opinion will issue shortly.

The authority for the Commission’s
determination is contained in section
337 of the Tariff Act of 1930, as
amended (19 U.S.C. 1337), and in part
210 of the Commission’s Rules of
Practice and Procedure (19 CFR part
210).

By order of the Commission.

Issued: September 11, 2014.

Jennifer D. Rohrbach,

Supervisory Attorney.

[FR Doc. 2014-22137 Filed 9-16—14; 8:45 am]
BILLING CODE 7020-02-P

INTERNATIONAL TRADE
COMMISSION

[Investigation No. 337-TA-882]

Certain Digital Media Devices,
Including Televisions, Blu-Ray Disc
Players, Home Theater Systems,
Tablets and Mobile Phones,
Components Thereof and Associated
Software; Notice of a Commission
Determination to Review in Part A Final
Initial Determination Finding no
Violation of Section 337, on Review to
Modify-In-Part and Vacate-In-Part the
Determination; Grant of Consent
Motion To Terminate the Investigation
as to Certain Respondents;
Termination of the Investigation

AGENCY: U.S. International Trade
Commission.

ACTION: Notice.

SUMMARY: Notice is hereby given that
the U.S. International Trade
Commission has determined to review
in part the final initial determination
(“ID”’) of the presiding administrative
law judge (“ALJ”) finding no violation
of section 337 by the following
remaining respondents in the above-
captioned investigation: Samsung

Electronics Co., Ltd. of Gyeonggi-do,
Republic of Korea; Samsung Electronics
America, Inc. of Ridgefield Park, New
Jersey; Samsung Telecommunications
America, LLC of Richardson, Texas
(collectively, “Samsung”); LG
Electronics, Inc. of Seoul, Republic of
Korea; LG Electronics U.S.A., Inc. of
Englewood Cliffs, New Jersey; LG
Electronics MobileComm U.S.A., Inc. of
San Diego, California (collectively,
“LG”); Toshiba Corporation of Tokyo,
Japan; and Toshiba American
Information Systems, Inc. of Irvine,
California (collectively, “Toshiba”). On
review, the Commission has determined
to modify-in-part and vacate-in-part the
final ID. The Commission has also
determined to grant the joint motion to
terminate the above-captioned
investigation as to respondents
Panasonic Corporation of Osaka, Japan;
Panasonic Corporation of North
America of Secaucus, New Jersey
(collectively, “Panasonic’) based upon a
settlement agreement. The Commission
has terminated the investigation with a
finding of no violation of section 337.
FOR FURTHER INFORMATION CONTACT:
Clint Gerdine, Esq., Office of the
General Counsel, U.S. International
Trade Commission, 500 E Street SW.,
Washington, DC 20436, telephone (202)
708-2310. Copies of non-confidential
documents filed in connection with this
investigation are or will be available for
inspection during official business
hours (8:45 a.m. to 5:15 p.m.) in the
Office of the Secretary, U.S.
International Trade Commission, 500 E
Street SW., Washington, DC 20436,
telephone (202) 205-2000. General
information concerning the Commission
may also be obtained by accessing its
Internet server at http://www.usitc.gov.
The public record for this investigation
may be viewed on the Commission’s
electronic docket (EDIS) at http://
edis.usitc.gov. Hearing-impaired
persons are advised that information on
this matter can be obtained by
contacting the Commission’s TDD
terminal on (202) 205-1810.
SUPPLEMENTARY INFORMATION: The
Commission instituted this investigation
on June 18, 2013 based on a complaint
filed on May 13, 2013, by Black Hills
Media, LLC (“BHM”) of Wilmington,
Delaware. 78 FR 36573-74. The
complaint alleged violations of section
337 of the Tariff Act of 1930, as
amended, 19 U.S.C. 1337, in the
importation into the United States, the
sale for importation, and the sale within
the United States after importation of
certain digital media devices, including
televisions, blu-ray disc players, home
theater systems, tablets and mobile

phones, components thereof and
associated software by reason of
infringement of certain claims of the
following U.S. Patent Nos.: 8,028,323
(“the ’323 patent”); 8,214,873 (“‘the "873
patent”); 8,230,099 (“‘the 099 patent”);
8,045,952 (“‘the 952 patent”); 8,050,652
(“the ’652 patent”); and 6,618,593 (“the
’593 patent”). The complaint further
alleged that an industry in the United
States exists as required by subsection
(a)(2) of section 337. The complaint
named the following respondents:
Samsung; LG; Toshiba; Panasonic;
Sharp Corporation of Osaka, Japan; and
Sharp Electronics Corporation of
Mahwah, New Jersey (collectively,
“Sharp”).

On September 10, 2013, the
Commission issued notice of its
determination not to review the ALJ’s ID
(Order No. 17) granting Google Inc.’s
motion to intervene as a party to the
investigation. On November 20, 2013,
the Commission issued notice of its
determination not to review the AL]’s ID
(Order No. 23) terminating the
investigation as to Sharp based on a
settlement agreement. On January 7,
February 11, and April 10, 2014, the
Commission issued notice of its
determinations not to review the ALJ’s
IDs (Order Nos. 32, 35, and 49-50)
terminating the investigation as to the
following: The ’323 and ’099 patents;
claims 2, 6-8, 15-19, 22, 25-27, 31, 35—
36, and 44 of the ’873 patent; claims 3—
4,6-7,10, 42—-45, 47-50, 52, and 55 of
the '652 patent; claims 1, 4, 10, 13-17,
19, and 20-21 of the ’593 patent; and
claims 1-4 and 10-12 of the '952 patent.
On March 14, 2014, the Commission
issued notice of its determination not to
review the ALJ’s ID (Order No. 47)
terminating the investigation as to
claims 1, 11, and 13 of the '652 patent
and claim 27 of the 873 patent with
respect to Panasonic. On July 3, 2014,
BHM and Panasonic filed an unopposed
joint motion to terminate the
investigation as to Panasonic based on
a settlement agreement. Therefore, the
remaining respondents are LG,
Samsung, and Toshiba.

On July 7, 2014, the ALJ issued the
final ID finding no violation of section
337 by the remaining respondents. The
ALJ found that: (1) There was no
importation of “articles that infringe”
under section 337(a)(1)(B)(i) as to any of
respondents’ accused products with
respect to any asserted claim of the
patents at issue; (2) none of the accused
products of the remaining respondents
infringe any asserted claim of the
patents at issue; (3) the domestic
industry requirement (both economic
and technical prongs) had not been
satisfied with respect to any asserted
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patent; and (4) the asserted claims of the
’873 patent are invalid under 35 U.S.C.
112, 9 1 and 35 U.S.C. 102 and/or 103.
On July 16, 2014, the AL]J issued his
recommendation on remedy and
bonding (“RD”) in the event the
Commission found a violation of section
337. On July 21, 2014, BHM filed a
petition for review of the final ID only
with respect to the ’873 and '652 patents
and the remaining respondents
(including intervenor) filed a joint
petition for review with respect to all
asserted patents. On July 29, 2014,
BHM, the remaining respondents, and
the Commission investigative attorney
each filed a response to the opposing
petition for review. On July 30, 2014,
the remaining respondents (including
intervenor), filed an unopposed motion
for leave to file a corrected joint
response to BHM’s petition for review
along with the corrected joint response.
The Commission has determined to
grant respondents’ motion.

Upon considering the record in this
investigation, including the final ID and
the parties’ submissions, the
Commission has determined to review-
in-part the final ID under 19 CFR
210.44. On such review of the final ID,
the Commission has modified a specific
portion of the final ID and has vacated
all portions of the final ID that reference
Suprema, Inc. v. ITC, 742 F.3d 1350
(Fed. Cir. 2013), reh’g en banc granted
and vacated, 2014 WL 3036241 (May
13, 2014). Specifically, the Commission
has modified the following portion of
the final ID: Section VIII.A.4, on page
460, before the last period ““.” of the
citation to Certain Male Prophylactic
Devices, the citation language “; Certain
Integrated Circuit Chips and Products
Containing the Same, Inv. No. 337-TA-
859, Comm'n Op. at 30-51 (August 22,
2014)” has been inserted. The
Commission has also vacated the
following portions of the final ID: (1)
Section III.A, the last paragraph on
pages 9-10; (2) Section III.A.1, the
citation language “Suprema, slip op. at
18 (" and the closing parenthesis )’ in
this citation on page 10; (3) the entirety
of Section III.A.2.a on page 11; and (4)
the entirety of Section III.C.3 on pages
20-23. The Commission has determined
not to review the remainder of the final
ID under 19 CFR 210.42(h)(2).

In addition, the Commission has
determined that BHM did not petition
for review of the ALJ’s finding in the
final ID of invalidity of the asserted
claims of the ’873 patent under 35
U.S.C. 102 and/or 103, and therefore has
abandoned these issues under 19 CFR
210.43(b)(2). See Allied Corp. v. ITC,
850 F.2d 1573 (Fed. Cir. 1988). The
Commission has also determined that

BHM has petitioned for review of
certain issues based on arguments that
BHM did not set forth in detail in its
pre- and/or post-hearing briefing before
the ALJ, and therefore the Commission
has determined that these issues are
waived and deemed abandoned. See
Ajinomoto Co., Inc. v. ITC, 597 F.3d
1267 (Fed. Cir. 2010); Order No. 2 (ALJ’s
Ground Rules, June 19, 2013). These
abandoned issues are the following: (1)
Infringement of the ’652 patent by
accused Samsung and LG products with
the Slacker application preinstalled; and
(2) satisfaction of the economic prong of
the domestic industry requirement with
respect to all asserted patents.
Specifically, these issues are found to be
waived and therefore deemed
abandoned because: (1) BHM did not
present evidence of infringement with
respect to Samsung and LG product
models with the Slacker application
preinstalled before the ALJ; and (2)
BHM did not argue allocations of [ ]]
investments under 19 U.S.C.
1337(a)(3)(A), (B) with respect to
specific domestic industry products
(that practice the asserted patents)
identified in its “Identification of
Models of Domestic Industry Products”
in its pre-hearing brief.

The Commission has also determined
to grant the joint motion to terminate
the investigation as to Panasonic.
Section 337(c) provides, in relevant
part, that the Commission may
terminate an investigation ‘“‘on the basis
of an agreement between the private
parties to the investigation.” When the
investigation is before the Commission,
as is the case here, the Commission may
act on a motion to terminate on the basis
of settlement. See Certain Insect Traps,
Inv. No. 337-TA—-498, Notice of
Commission Determination to
Terminate the Investigation in its
Entirety on the Basis of a Settlement
Agreement, 69 Fed. Reg. 63176 (Oct. 29,
2004). Section 210.21(b) of the
Commission’s Rules of Practice and
Procedure (19 CFR 210.21(b)), which
implements section 337(c), requires that
a motion for termination based upon a
settlement contain a copy of that
settlement agreement, as well as a
statement that there are no other
agreements, written or oral, express or
implied, between the parties concerning
the subject matter of the investigation.
The joint motion complies with these
requirements.

The Commission also considers the
public interest when terminating an
investigation based upon a settlement
agreement. 19 CFR 210.50(b)(2). We find
no evidence that termination of the
investigation as to Panasonic will
prejudice the public interest or that

settlement will adversely impact the
public health and welfare, competitive
conditions in the United States
economy, the production of like or
directly competitive articles in the
United States, or United States
consumers. Moreover, the public
interest favors settlement to avoid
needless litigation and to conserve
public and private resources.
Accordingly, the Commission hereby
grants the consent motion to terminate
this investigation as to Panasonic on the
basis of a settlement agreement.

Finally, the Commission has
terminated the investigation with a
finding of no violation of section 337.

The authority for the Commission’s
determination is contained in section
337 of the Tariff Act of 1930, as
amended, 19 U.S.C. 1337, and in Part
210 of the Commission’s Rules of
Practice and Procedure, 19 CFR part
210.

By order of the Commission.
Issued: September 11, 2014.
Jennifer D. Rohrbach,
Supervisory Attorney.
[FR Doc. 2014—-22139 Filed 9-16-14; 8:45 am]|
BILLING CODE 7020-02-P

DEPARTMENT OF JUSTICE
[OMB Number 1140-0080]

Agency Information Collection
Activities; Proposed eCollection
eComments Requested; Notification of
Change of Mailing or Premise Address

AGENCY: Bureau of Alcohol, Tobacco,
Firearms and Explosives, Department of
Justice.

ACTION: 60-Day notice.

SUMMARY: The Department of Justice
(DQYJ), Bureau of Alcohol, Tobacco,
Firearms and Explosives (ATF), will
submit the following information
collection request to the Office of
Management and Budget (OMB) for
review and approval in accordance with
the Paperwork Reduction Act of 1995.
DATES: Comments are encouraged and
will be accepted for 60 days until
November 17, 2014.

FOR FURTHER INFORMATION CONTACT: If
you have additional comments
especially on the estimated public
burden or associated response time,
suggestions, or need a copy of the
proposed information collection
instrument with instructions or
additional information, please contact
Christopher Reeves,
Christopher.R.Reeves@usdoj.gov, Chief,
Federal Explosives Licensing Center,
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UNITED STATES INTERNATIONAL TRADE COMMISSION
WASHINGTON, D.C. 20436

in the Matter of

CERTAIN DIGITAL MEDIA DEVICES,
INCLUDING TELEVISIONS, BLU-RAY
DISC PLAYERS, HOME THEATER
SYSTEMS, TABLETS AND MOBILE
PHONES, COMPONENTS THEREOF AND
ASSOCIATED SOFTWARE

Investigation No. 337-TA-882

INITIAL DETERMINATION

Administrative Law Judge David P. Shaw

Pursuant to the notice of investigation, 78 Fed, Reg. 36573 (June 18, 2013), this 1s the
initial determination in Certain Digital Media Devices. Including Televisions, Blu-Ray Dise
Players, Home Theater Svstems, Tublets and Mobile Phones, Components Thereof and
Associated Sofiware, United States hiternational Trade Commission Investigation No.
337-TA-882.

It is held that a vialation of section 337 of the Tariff Act, as amended, has not occurred in
the importation into the United States, the sale for importation, or the sale within the United
States after importation, of certam digital media devices, including televisions, blu-ray disc
players, home theater systems, tablets and mobile phones, components thercof and associated
software, with respeet to asserted claims 1, 5, 23, 30, 34, 37, and 45 of 1.5, Patent No,
8.214.873; asserted claims 9 and 14 of U.S. Patent No. 8,045,952; asserted claims 1, 11, and 13

of LIS, Patent No. §,050,652; or asserted claims 7 and 18 of 115, Patent No. 6,618,593,
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I. Background
A. Institution of the lnvestigation

By publication of a notice in the Federal Register on June 18, 2013, pursuant {o

subsection (b) of section 337 of the Tariff Act o' 1930, as amended, the Commisston instituted

this investigation to determine:

| Wihether there is a violation of subsection (&)(1)(B) of section 337 in the
importation into the United States, the sale for importation, or the sale
within the United States after importation of certain digital media devices,
including televisions, blu-ray disc players, home theater systems, tablets
and mobile phones. components thereof and associated soflware by reason
of infringement of one or more of claims 1-3, 10, 11, 13, 14, and 16-18 of
the 323 patent [U.S. Patent No. 8,028,323} claims 1, 2, 5-8, 15-19, 22,
23, 25-27, 30, 31, 34-37, and 44-46 of the 873 patent [U.S. Patent No,
8,214,8731; claims 1 and 10-12 of the 099 patent [U.S. Patent No.
8.230,099]; claims 1, 2-4. 9-12, and 14 of the ‘952 patent [1J.S, Patent No.
8,045,952]; claims 1, 3,4, 6.7, 10, 11, 13, 42-45, 47-50, 52 and 55 of the
*652 patent [ULS. Patent No. 8,050,652); and claims 1.4, 7, 10 and 13-21]
of the ‘593 patent [ULS. Patent No. 6,618,593]; and whether an industry 1n
the United States exists as required by subsection {a)(2) of section 337,

78 Fed. Reg. 36573 {June 18, 2013).

The Commission named as complainant Black Hills Media, LLC of Wilmington,
Delaware {(“BHM™ or “Black Hilis™).

The Comnuission named as respondents Samsung Electronics Co, Lid. (*SEC™} of Seoul,
Republic of Korea; Samsung Flectronics America, Inc. ("SEA”) of Ridgefield Park, New Jersey;
Samsung Telecommunications America, LLC ("STA™) of Richardson, Texas (together,
“Samsung™); LG Electronics, 1]1(:.. of Seoul, Republic of Korea; LG Blectronics U.S. A Inc. of
Englewood Chifts, New Jersey, LG Electronics MobtleComm U S A, Inc, of San Diego,
California (together, “LG™): Panasonic Corporation ol Osaka, Japan; Panasonic Corporation of
North America of Sceaucus, New Jersey (together, “Panasonic™): Toshiba Corporation of Tokyo,

Japan; Toshiba America Information Systems, Inc, of lrvine, California (together, “Toshiba™);
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Sharp Corporation of Osaka, Japan; and Sharp Tlectronics Corporation of Mahwah, New Jersey
(together, “Sharp™) (collectively, “Respondents™). Id

o The Office of Unfair Import Investigations ("Staff” oy “OUIPY was also nagied 48 4 party
to the investigation. Jd.

B. Procedural History

The target date for completion of this investigation was set at 16 months, .., October 20,
20i4.' Order No. 8 (July 19, 2013). The target date was tolled for 16 days to November 5, 2014
due to the shutdown of the federal government in October 2013, See Order No, 53 (May 19,
2014). The deadline for this initial determination is theretore July 7, 20147 Id

A prehearing conference was held on August 6, 2013, See Prehearing Tr, 1-95 (Aug. 6,
2013).

Google Inc. ("Google™ or “Intervenor”) moved to intervene as a party to the
investigation, and the administrative law judge granted the motion in an initial determination.
Order No. 17 {Aug. 19, 2013). aff'd, Notice of Commission Determination Not to Review an
Initial Determination Granting [ntervenor Status to Google. Inc. (Sept. 10, 201 3.7

Black Hills and Sharp moved to terminate the investigation as to Sharp based on a
settiement agreement, and the administrative law judge granted the motion in an initial

determination. Order No, 23 (Oct. 21, 2013), ¢/ff 'd, Notice of Commission Determination Not to

' October 18. 2014 falls on a Saturday. See 19 CF.R. § 201,14(a).
? July 5, 2014 falls on a Saturday. See 19 C.F.R. § 201.14(a).

3 . . . f . . .
" Google and Respondents are aligned in their positions regarding many of the issues discussed
i1 this initial determination. Going forward, the collective term “Respondents™ ofien
encompasses Google as well.

[N
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Review an Initial Determination Terminating the Investigation With Respect to Sharp
Corporation and Sharp Llectronics Corporation (Nov. 20, 2013).

Black Hills moved 1o terminate the investigation in part as to the followiny: claims 1, 2-5,
10-11, 13-14, and 16-18 of the "323 patent (all asserted claims); claims 6, 7, 15, 18, 35, 36, and
44 of the "873 patent; claim 43 of the *652 patent; and claims 1 and 10 of the 099 patent, The
administrative law judge granted the motion in an initial delermination. Order No. 32 (Dec. 12,
2013), aff 'd, Notice of Commission Determination Not 1o Review an Initial Determination
Terminating the Investigation With Respect to Certain Claims (Jan. 7, 2014).

Black Hills moved to terminate the investigation in part as to the following: claims 1, 4,
0. 13-16, and 21 of the "393 patent; claims 10-12 of the "9352 patent; claims 3, 4, 6, 7, 10, 42,
44,45, 47-50, 52, and 55 of the "632 patent; claims 2, 25, 26, 31, and 40 of the "873 patent; and
claims 11 and 12 of the *099 patent (all asserted claims). The administrative law judge granted
the motion in an initial determination. Order No. 35 (Jan. 13, 2014), aff"d. Notice of
Commisstion Determination Not to Review an Initial Determination Ternunating the
Investigation With Respect to Certain Claims (Feh. 11, 2014).

Black Hills moved to terminate the investigation in part with respect to Panasonic as to
ctaims 1, 11, and 13 of the "652 patent and claim 27 of the "873 patent. The administrative law
judge pranted the motion in an initial determination. Order No. 47 (Feb, 27, 2014), aff"d, Notice
of a Commmnission Determination Not to Review an Initial Determination Terminating the
Investigation As {o Certain Claims Asserted Agamst Respondents Panasonic Corporation and
Panasonic Corporation of Noith Amer.'ica (Mar. 14, 2014,

A prehearing conference was held on February 18, 2014, with the evidentiary heaving in

this investigation commencing immediately theveafler. The hearing concluded on February 25,

)
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2014, See Order No. 24 (Oct. 23, 2013}, Prehearing Tr. 1-63 (Feb. 18, 2014); Hearing Tr.

1-1819. Black Fhlls was requested to file a post-hearing brief not to exceed 600 pages, whereas

Respondents and-intervenor Google were allowed @ 350-page combined brief, witli cach separate

respondent given an additional 120 pages for individual issues. See Prehearing Tr. 13-14 (Feb.
18, 2014)."

Black Hills moved to terminate the investigation in part as to the following: claims 17,
19, and 20 of the "593 patent; clatms 1, 2, 3, and 4 of the 952 patent; and claims 8, 16, 17. 19,
22.and 27 of the '873 patent. The administrative law judge eranted the motion in an initial
determination, Order No, 49 (Mar. 12, 2014); Order No. 50 (Mar 12, 2014): aff"d, Notice of a
Commission Determination Not 1o Review an Initial Determination Terminating the
Investigation As to Certain Claims {Apr. 10, 2014).

On June 2, 2014, the Supreme Court of the United States issued slip opinions in
Limelight Networks, Inc. v. Akamai Technologies, Inc., No, 12-786, and Nawtilus, Inc. v, Biosig
Instruments, e, No, 13-369, The parties were granted leave to file supplemental briefs
addressing the effect of these two opinions on issues raised in the investigation. Order No, 54
(June 3, 2014).

On July 3. 2014, Black Hills and Panasonic moved to terminate the investigation as to
Panasonic based on a setliement agreement. Motion Docket No. §82-91. Brieling for the motion
is not yet complete. Based on the motion, and on communications with BHM and Panasonic, the
administrative law judge understands that neither BHM nor Panasonic seeks adjudication in this

initial determination of whether or not Panasonic has violated section 337.

* Reply post-hearing briefs were allotted half the number of pages allowed for the initial
posi-hearing briefs.



PUBLIC VERSION

C. The Private Parties

Black Hills Media, LLC is a privately-held Delaware limited liability company with a
principal place of business in Wilmington, Delaware. See Compl. at 4,97, BHM 1s a wholly
owned subsidiary of Concerl Technology Corporation (*Concert™), a privately held company
headquartered in Research Triangle Park, North Carolina. Jd. Concert conducts research,
development, acquisition and licensing of technologies and intellectual property. . Concert’s
patent portiolio includes patents derived from its own research activities as well as patents
acquired from external sources. Jd.

Samsung Electronics Co., Ltd, is a Korean corporation with its global headquarters in
Suwon-st. Gyeonggi-do, Republic of Korea. See Samsung Resp. to Compl. at 3,9 9. Samsuny
Electronics America, Inc, is a wholly-owned substdiary of Samsung Electronics Co., Lid., and is
a New York corporation with a principal place of business in Ridgefield Park, New Jerscy, See
id Y 1), Samsung Telecommunications America, LLC 15 a wholly-owned subsidiary of
Samsung Electronics America, Inc., and is a Delaware limited liability company with a principal
place of husiness in Richardson, Texas. See id at 3-4, 11,

LG Electronics, Inc. is a foreign corporation located in Seoul, South Korea, See LG

14, LG Electronics U.S.A., Inc. is a wholly-owned subsidiary of LG

Resp. to Compl. at 4, %
Electronics, Inc., is organized under the Jaws of the State of Delaware, and has a principal place
of business in Englewood Clifts, New Jersey. See id at 5,9 15. LG Electronics MobileComm
U.S.A., Inc. is a subsidiary of 1.G Electronices, Inc., is organized under the laws of the State of
California, and has a principal place of business i San Diego, California. See id § 16.
Panasonic Corporation is a corporation existing under the laws of Japan with a principal

place of business in Osaka, lapan. See Panasonic Resp. to Compl. at 6,4 19. Panasonic
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Corporation of North America is a Delaware corporation with a principal place of business in

Secaucus, New Jersey. See id % 20.

“T'oshiba Corporation 18 a ¢corporation existing under the Taws of Japan with a principal

place of business in Tokyo, Japan, See Toshiba Resp. to Compl. at 6,4 23. Toshiba America
{nformation Systems, Inc. 18 a California corporation with a principal place of business in Irvine,
California. See id 4 24.

D.  Ownership of the Asserted Patents

The asserted patents have each been assigned to Black Hills, and the assignments have
‘been recorded with the United States Patent and Trademark Office. See CX-0884: CX-0896:
CX-0899,

The patent application for the "873 patent was initially assigned by named inventor
Martin Weel to MusicStream, LLC. CX-0879 ("873 assignment to MusicStream at BHM-ITC-
000359-362). MusicStream was merged into Elario, Ine., another company with which Mr.
Weel was involved, CX-0880 ("873 assignment to Elario at BHM-ITC-000364-372). In 2007,
Elario, Inc. assigned the patent application to Coneert, CX-0881 (7873 assignment to Concert at
BHM-ITC-000374-377). Concert assigned the patent application to one ol its subsidiaries,
ConPact, Inc. CX-0882 {*873 assignment to ConPact at BHM-1TC-000379-382), ConPact later
assigned the patent application to another subsidiary of Concert, Dryden Enterprises, LLC. CX-
0883 ("873 assignment 10 Dryden at BHM-ITC-000384-390). Dryden Enterprises then assigned
the patent and patent application to BHM. CX-0884 (*873 assignment 1o Black Hills at BHM-
FTC-000392-398),

The patent applications for the "652 and "932 patents were assigned by the named

inventors to their company, AudioRamp. CX-0885 (7952 assignmient to AudioRamp at

6
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BHM-ITC-000441-445); CX-0891 (*652 assignment 1o AudioRamp at BHM-ITC-000477-482).
AudioRamp assigned the patent applications to the law firm Knobbe Martens. CX-0886 (7952
assigninent to Knobbe Martens BHM-ITC-000446-450): CX-0892 (7652 assignment 1o Knobbe
Maytens at BHM-ITC-000483-488). In 2006, Knobbe Martens assigned the patent applications
to Concert. CX-0887 (7952 assignment to Concert at BHM-1TC-000451-454); CX-0893 (7652
assignment to Concert at BHM-1TC-000489-492). Concert assigned the patent applications {0
one of its subsidiaries, ConPact, Inc. CX-0888 (7952 assignment to ConPact at BHM-
ITC-000455-461); CX-0894 ("652 assignment to ConPact at BHM-1TC-000493-5040), 1n 2010,
ConPact assigned the applications to another Concert subsidiary, Horsham Enterprises, LLC.
CX-0889 (7952 assignment to Horsham at BHM-1TC-0004062-469); CX-0895 ("632 assignment
to Horsham at BHM-1TC-000501-508). Horsham later assigned the patent applications to Black
Hills. CX-0890 (952 assignment to Black Hills at BUM-ITC-00470-476), CX-0896 ("652
assignment 1o Black Hills at BHM-ITC-00509-516).

The application {or the 393 patent was assigned by the named inventors 1o their
company RovingRadar, Inc. CX-0897 (7593 assignment to RovingRadar al BHM-ITC-00517-
527y, In 2007, RovingRadar assigned the patent application to a subsidiary of Concert called
Confine, Inc. CX-0898 (7593 assignment (o Confine at BHM-1TC-000528-533). Confine then
assigned the patents to Black Hisls. CX-0899 (7593 assignment to Black Hills at
BHM-ITC-00534-543}.

il Jurisdiction
No party has contested the Commission’s personal jurisdiction over i, See, e.g . Compl.

Br. at 16-17; Resps, Brat 14: Stadl Br. at 23, Indeed, all partics appeared at the evidentiary
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hearing, and presented evidence. 1t is found that the Commission has personal jurisdiction over
all parties.

T Noparty has contested the Comitnission”s o renr juitsdiction over the aceused products.
See, ¢.g., Compl. Br. at 16-17; Resps. Br at 14; Stafl Br. at 23, Black Hills has based its
importation arguments on completed acts of importation. Indeed, three sets of respondents have
stipulated that they have imported accused products into the United States. See Joint Stipulation
by Complainant and Samsung Respoudents (EDIS Doc. No. 521016) (Oct. 31, 2013); Joint
Stipulation Regarding Importation and Inventory (Panasonic) (EDIS Doc Nos, 521019 and
5210203 (Oct. 31, 2013); Joint Stipulation Among Complaint Black Hills Media LLC and
Respondents Toshiba Corporation and Toshiba America Information Systems, Inc. Regarding
Iraportation and Inventory (EDIS Doe, No. 321097) (Oct. 28, 2013). Iiven though Respondents
argue that have not imported any infringing article in violation of section 337, see Resps. Br. at
14, it 1s nevertheless found that the Commission has in rem jurisdiction over all products accused
under the asserted patents.

No party has contested the Commission’s jurisdiction over the subject matter of thig
investigation. See, e.g., Compl. Br. at 16-17; Resps. Br at 14; Staft Br. a1 23, Indeed, as
indicated in the Commission’s notice of investigation, discussed above, this investigation
involves the alleged importation of products that infringe United States patents in a manner that
violates section 337 of the Tarift Act, as amended. Accordingly, it is found that the Commission

has subject matter jurisdiction over this investigation.
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IIl.  Dnportation

A, General Principles of Law

This investigation was instituted to determine whether a violation of section 337 has
ocewrred in “the importation info the United States, the sale for importation, or the sale within the
United States after importation™ of certain products. See 78 Fed. Reg. 36573 (June 18, 2013); 19
U.S.CL§ 1337¢a) 1)(BY (making unlawful, in cortain circumstances, the “importation into the
United States, the sale for importation, or the sale within the United States afler importation by
the owner, importer, or consignee, of articles that . . . infringe a valid and enforceable United
States patent . .. "), 1t has long been recognized that an importation of even one accused
product can satisfy the importation requirement of section 337, See Certain Trolley Wheel
Assemblies, Inv, No. 337-TA-161, Comm’n Op. at 7-8, USITC Pub. No. 1605 (Nov. 1984)
{deeming the importation requirement satisfied by the importation of a single product of no
commercial value).

When infringement at the time of importation is in question, “the ALJ's importation
analysis must include an evaluation of whether the type of mfringement alleged will support a
finding that there has hécn an importation of an article that infringes in violation of section 337.7
Certain Electronic Devices with Image Processing Systems, Components Thereof, and
Assaciated Sofivare (*Elecironic Devicey™), Inv. No. 337-TA-724, Comm™n Op. at 13 n.8 {(Dec.
21, 2011).

The statutory requirement of “articles that infringe™ references the status of the articles al
the time of importation. “The focus is on the infringing nature of the articles at the time of
importation, not on the intent of the parties with respect to the imported goods.” Suprema, [nc. v.

Dat 'l Trade Comm 'n. No, 2012-1170, slip. op. at 16 (Fed. Cir. Dec. 13, 2013). “Thus,

9
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infringement, direet or indirect, must be based on the articles as imported to satisfy the
requirements of section 337.7 Id. at 24,
Lo Divect Infringement® -

An article cannot directly infringe a method claim at the time of importation. Electronic
Devices, Comm™n Op., at 17. Method claims cannot be infringed until the method has been
performed in the United States. Suprema, slip op. at 18 (citing Elecironic Devices, Comm’n Op.
at 12-13). The same is true of system and device claims where specific limitations are not met
by the accused devices that are imported. Cerfuin Products Containing Interactive Program
Ciudde and Parentcd Control Technology (tlmteractive Progrem Guide™), Inv. No, 337-TA-845,
Initial Determination at 39 (July 2, 2013), aff d in refevent part, Commn Op. at 12 (Dec. 11,
2013). Thus, for method, system, or device claims requiring post-importation activities or
components, no direct infringement can be found at the time of importation.

2. Indirect Infringement

Indirect infringement can be based on mduced or contributory infringement. To prove
indirect infringement, a complainant must prove specific instances of direct infringement by
third partics. Certain Eleetronie Digital Media Devices and Components Thereof (*Elecironic
Digital Media Devices™, Inv. No, 337-TA-796, Comm'n Op. at 32, 36 (Sept. 6, 2013); Mirror
Worlds, LLC v. Apple Inc., 692 F 3d 1351, 1360-61 (Fed. Cir. 2012).

i direct evidence of specific instances of direet infringement is not shown, circumstantial
evidence may be used only when the evidence shows the accused products necessarily infringe.
that is. the evidence shows that the accused products were intended to be used only to practice

4

" Additional principles of law relating to infringement are set forth below in the section
analyzing the atleged infringement of the "873 patent.

0
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the infringing method and that method was explicitly taught, for example, by product manuals.
Electronic Digital Media Devices, Inv.‘ No. 337-TA-796, Comm’n Op. al 36, Nevertheless,
“excerpts from user manuals as evidence of underlying direct infringement by third parlies of
products that can be used in a noninfringing manney are by themselves insufficient to show the
predicate acts necessary for inducement of mfringement.” Mirror Worlds, 692 T.3d at 1360,

In Global-Tech Appliances, Inc. v. SEB S A., the Supreme Court held indirect
infringement, whether contributory or induced, requires knowledge of the patent and the direct
infringement of that patent. 131 S. Ct, 2060, 2068 (2011). This requires “actual knowledge of
the existence of the patent that is infringed.”™ Jd There must be sufticient evidence {or the
fact-finder to infer the accused infringer knew of the asserted patent during the time the
infringing act took place. See SynQor, Inc. v, Artesyn Techs., Inc., 709 F.3d 1365, 1380 (Fed.
Cir. 2013). Compiaints filed with the Commission and in a velated district court action alone are
msufficient to show the required knowledge. Cerrain Video Game Systems and Wireless
Controllers and Components Thereof. Inv, No. 337-TA-770, Comm’™n Op. at 32 (Nov. 6, 2012}

a. Induced Infringement

With respect to induced infringement, the Federal Cirenit recently held that the
Comimission “may not invoke inducement to ban importation of articles which ﬁmy or may not
later give rise to direct infringement of {a] patented method based solely on the alleged intent of
the importer.” Suprema, slip op. at 25 (emphasis omitted). Therefore, “an exclusion order based
on a violation of 19 U.S.C. § 1337} 1Y) may not be predicated on a theory of induced
infringement under 35 U.S.C. § 271(b) where direct infringement does not occur until afler

importation of the articles the exclusion order would bar.” /d. at 4.
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b. Contributory Infringement

To prevail on a claim of contributory infringement in a section 337 case, the complainant

must shew:s{Frthere-4s an-act of direct infringement-in violation of section 337; (2) the accused

device has no substantial noninfringing uses; (3) the accused infringer imported, sold for
importation, or sold after importation within the United States, the accused components that
contributed to another's ciirccf infringement; and (4) the a%légcd infringer knew “that the
combination for which his component was especially designed was both patented and
infringing.” Klectronic Digital Media Devices, Inv, No. 337-TA-796, Conmum’n Op. at 41;
Spansion, Inc.v, fnt'UTrade Comn'n, 629 F.3d 1331, 1353 (Fed. Cir. 2010). The complainant
bears the burden of establishing a prima facie case that the accused produets are not suitable for
substantial noninfringing use. Certain Lndoscopic Probes for Use in drgon Plasma Coagulation
Sesrems, Inv. No. 337-TA-569, USITC Pub. No. 4111, Initial Determination at 71 (Jan. 16,
2008).

B. tmportation of the Accused Products

It is undisputed that the accused products in this investigation have been imported into
the United States. See, e.g., IX-0109C (Joint Stipulation Among Complaint Black Hills Media
LLLC and Respondents Toshiba Corporation and Toshiba America Information Systems, Inc,
Regarding hnportation and Inventory): IX-0108C (Joint Stipulation by Complainant and
Samsung Respondents); JX-0111C (Joint Stipulation Regarding Importation and Inventory —

Panasonic); LG™s Response Lo Black Hills™ Complaint at Confidential Exhibit 1 (EDIS Doc, No.

LN

13363) (June 12, 2013); Complaint at Exhibits 24, 26, 28 (Doc. No. 509006) (May 13, 2013);

CX-1T17C (LG Respondents” Second Supplemental Responses to Complainant’s Pirst Set of
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Interropatories (Nos. 1, 2, 5.9, 10, 21)) at 2-7 (identifying accused devices imported into the

United States in response to BIIM’s Interrogatory No. 1)

The parties dispute, hawever, whether or not these acts of importation can serve as the

basis for a Ninding o violation of section 337, Respondents arpue:
fwel

BHM relies on incorrect law and fails to adduce argument or proof
sufficient to meet is burden with respect {o violation at the time of
importation. Without reaching the merits of whether the claim Hmitations
are met as BHM alleges, 1t is evident that the patent claims themselves, the
allegedly infringing functionalities and devices, and BHM's allegations
fail to support infringement at the time of importation.

Resps. Br. at 18-19 (footnote omitted).

Respondents provide the following chart that purports to sununarize BHM’s infringement

allegations and the reasons why the allegations cannot support a [inding of violation of section

337.

BHM Allegation

Reason for No Violation

Direct Infringement of Method Claims:

Direct infringement of method claims 9 and 14
of the *952 patent by all Respondents hased on
use of "DLNA,” Google Play Music,
iHeartRadio, Slacker, Spotify, and/or Pandora
on accused devices.

Direct Infringement of System Claims:

Direct infringement of system claims 7 and 18
of the "593 patent by Samsung and LG mobile
devices with Google Locationst.

There 15 no violation by virtue of direct
infringement at the time of imporiation of the
asserted method and system claims where the
method is allegedly performed or the system
is atlegedly compicte in the United States only
after importation under Electronic Devices,
Interactive Program Guides and Suprema.

ot
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BHM Allegation

Reason for No Violation

Direct Infringement of Device Claims:

Direct infringement of device claims 1, 11, and

13 of the *652 patent by Samsung, LG, and
Toshiba devices based on use of one or move of
vTuner, a web browser for internet radio
broadcasts, Stacker, or iHeartRadio, and
“Playlist Functionalities” such as “DLNA
Spotify, Pandora, Google Play Music, or
iHeartRadio in various combinations.

ar

Direct infringement of; (a) device claims 23,
30,34, 37, and 45 of the 873 patent by
Samsung and .G devices based on use of
“DLNA™ and DIAL-enabled YouTube; (b)
claims 30, 34, 37, and 45 by Samsung and L.G
devices based on use of Screen Mirroring; (¢)
claims 23, 30, 37, and 45 of the ‘873 patent by
Toshiba based on use of “DLNA™; and {d)
claims 23, 30, and 45 by Toshiba based on use
of DIAL-enabled YouTube.

There is no violation by virtuc of direct
infringement at the time of importation of the

~asserted-device claims-where the limitations of -

the claim are not met, ifat all, until after
importation where the accused applications
are not even installed prior to importation,
where necessary user interface code and/or
authentication codes are not on the device al
importation, and/or where clanm limitations
are ailegedly met only by non-imported
components and activities under Electronic
Devices, Interactive Program Guide and
Suprema.

Induced Infringement of Method Claims:

Induced infringement of method claims 9 and
14 of the "952 patent by Samsung, LG, and
Toshiba devices based on use of “DLNA”
Google Play Music, iHeartRadio, Slacker,
Spotify, and/or Pandora on accused devices.

Induced infringement of (a) method claim 1 of
the 873 patent by Samsung, LG, and Toeshiba
devices based on use of “DLNA™ and DIAL-
enabled YouTube: and (b) method claim | by
Panasonic devices based on use of "DLNA”

Induced Infringement of Systesm Claims:

Induced nlringement of system claims 7 and 18
ol the 7593 patent by Samsung and LG mobile
devices with Google Locations+.

Indiiced Infringement of Device Claims:

Induced nfringement of device claims 1, 11,
and 13 of'the 652 patent by Samsung, LG, and
Toshiba devices based on use of one or more of
vTuner, a web browser for internet radio
broadeasts, Slacker, or iHeartRadio and
“Playiist Funetionahities” such as “DLNA,”
Spotily, Pandora, Google Play Music, or
iHeartRadio in various combinations,

There 1s no violation by virtue of induced
miringement at the time of importation of the
asserted method. system, and device claims
where the alleged direct infringement does not
oceur prior to importation and BHM has not
even attempted to show a direct act of
infringement or that infringement necessarily
oceurs and has not presented any evidence of
pre-complaint knowledge and intent under
Flecironic Devices, Supremua, Blectronic
Digital Media Devices, and Video Game
Sysfems. This is true as to all applications that
are not pre-instalied and those thal may be
pre-instatled but nevertheless require post-
importation activily and components to
allegedly infringe.

14
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BHM AHegation

Reason for No Violation

Contributory Infringement of Method Claims

Contributory infringement of method claims 9
and 14 of the "952 patent by all Respondents
hased on use of “DLNA.” Google Play Music,
iHeartRadio, Slacker, Spotify, and/or Pandora
on accused devices.

Contributory infringement of (a) method claim
1 ol the 873 patent by Samsung, LG, and
Toshiba devices based on use of *DLNA" and
DIAlL-enabled YouTube, and (b) method claim
1 by Panasonic devices based on use of’
"DLNACT

Contributory Infringement of Device Claims:

Contributory infringement of device claims 1,
H, and 13 of the "652 patent by Samsung, LG,
and Toshiba devices based on use of one or
mare of viuner, a web browser {or infernet
radio broadcasts, Slacker, or iHeartRadio and
“Playlist Functionalities™ such as “DLNA"
Spotify, Pandora, Google Play Music, or
HeartRadio in various combinations.

Contributory infringement of device claims 23,
30, 34, 37, and 45 of the “873 patent by
Samsung and LG devices based on use of
“DLNAT and DAL -enabled YouTube, and
claims 23, 30, 37, and 45 by Toshiba devices
based on use of "DLNA,” and claims 23, 30,
and 45 by Toshiba based on the use of DIAL-
enabled YouTube.

Contributory Infringement of System Claims:

Contributory infringement of system claims 7
and 18 of the *593 patent by Samsung and LG
mobile devices with Google+ Locations+.

There is no violation by virtue of contributory
idringement at the time of importation of the
asserted method, system, and device claims
where BHM has not even attempted to show a
direct act of infringement or that infringement
necessarily oceurs and has not presented any
evidence of pre-complaint knowledge and
intent under Electronic Devices, Suprema,
Electronic Digital Media Devices, Video
Gene Systems. This s true as to all
applications that are nol pre-installed and
those that may be pre-installed but
nevertheless require post-importation activity
and components to allegedly infringe. As o
these claims, BHM, has also failed to prove
that a material component of the invention has
no substantial noninfringing use,

Resps. Br. at 19-21 {footnotes omitted).
C.

1.

Asserted Mcethod Claims

Direct Infringement at the Time of Importation

BHM alleges that Respondents are liable under section 337 for direct iffringement where

they or their end users allegedly practice the asserted miethod claims after importation using the

)
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imporied accused devices: “Respondents’ acts of infringement in the United Siates including
testing, use and demonstrations of the patented methods should be deemed acts of direct
“infringement in 'thiS'?t)VCstigﬁtidﬂ.” See, e.g., Compl. Br. 423 (referring to the asserted 7952
method claims). Controlling law, however, measures infringement at the time of importation.
BHM continuces, however, to allege Respondents directly infringe the asserted method claims.
Specifically, BHM continues to assert diveet infringement of method claims 9 and 14 of the "952
patent by each of the Respondents” devices based on applications and functionalities including
one ormore of “DLNA.” Google Play Music, Slacker, iHeartRadio, Pandora, vTuner, and
Spotify. See Compl. Br. at 348-422.

Eleciranic Devices sets forth the applicable fegal standard, that the practice of a method
claim within the United States after importation cannot serve as the basis for an exclusion order.
Electronic Devices, Comm™n Op., at 17 ' Use” of a patented method may constitute
infringement under 35 ULS.C. § 271(a), but domestic use of such a method, withoul more, is not
a sufficient basis for a violation of section 337(a)(1}(B)(1), which concerns the “importation” or
sale’ of articles that infringe a U.S. patent.™).

Respondents cannet be liable under section 337 [or using an tmporied product to perform
a patented method in the United States. Accordingly, it is therefore determined that 3HM has
not proven direet infringement by Respondents at the time of importation of the asserted method
claims of the "952 patent on any grounds, whether or not those associated applications are
pre-installed on the accused products.

2. Asserted Deviee Claims
With respect to the asseried device claims, BHM has not shown direct infringement at the

time of importation. BHM’s allegations as to the asserted device claims fall into two categories:

16
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{1) allegations on the basis of third parfy applications that are not installed at the time of
importation, and (2) allegations on the basis of applications that, even though they may be
pre-installed in part or in whole prior to importation, nevertheless do not contain all components
required by the asserted claims absent post-importation activity, such as downloading user
interface code or authorization tokens that are prerequisites to the applications’ functioning.
a Applications Not Preinstalled at the Time of Impertation

With respect to applications that are not preinstalled, there can be no finding of a
violation of section 337 based on the asserted device claims. The following table summarizes
infringement allegations relating to applications that are not installed on any accused devices at

the time of importation,

Respondent Application Asserted Device
Claims
Samsung [ Claims I, 11, 13 of “652
| Patent
Samsung [ Claims I, 11, 13 of "652
| Patent
Samsung [ Claims [, 11, 13 of *052
| Patent
Samisung { Claim 9 ol *9532 Patent;
] (see CX- Claims 1, 11, 13 0f *652
1185C: CX-1189C) Patent
LG i ] Claims 1, 11, 13 of *652
Patent
LG [ ] Claims 1, 11, 13 of *652
Patent
LG [ ] Claims 1, 11, 13 of *652
Patent
1.G { 1 Claims 1. 11, 13 of *652
Patent
LG { Claim 9 of the *952
] (vee RX-0632C; RX- Patent; Claims 1, 11, 13
0680C; RX-0790C) of *652 Patent

Resps. Br. at 24-25,
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For Samsung, none of the accused third-party applications are installed on any of the
accused Samsung Visual Display Devices until after they are imported into the United States.
See CX=1183C (Samsung Supplemental Response to Interrogatory No. 57), 2-5 and Appendix B.

For Samsung mobile devices, |

1. See CX-11E5C and CX-1189C (Samsung Suppiemental
Responses o Interrogatory No. 37), Appendices C and C-1.

With respeet to LG, |

1. RX-632C (LG's Responses to Interrogatories, Appendix A); RX-0680C
(Park RWS): RX-0790C (crrata to Park RWS).

With respect to these Samsung and LG deviees. the only alleged divect infringement
accurs post-importation, afier accused applications are downloaded to the Samsung and LG
Devices and then subsequently used in a particular manner. Therefore, 1t is determined that there
can be no direct infringement at the time of importation, as at that time, these devices lack the
accused applications. Accordingly, BHM has not shown that a violation of section 337 has
oceurred based on the importation into the United States, the sale for importation, or sale in the
United States after importation of these specific Samsung and LG models.

b. Applications Preinstailed at the Time of Importation

With respect to applications that are preinstallied, in whole or in part, at the time of
importation, Respondents and Google argue that there can be ne finding of violation of section
337 based on the asserted device claims where BHM s allegations require post-importation

activity, such as downloading user interface code or necessary authorization fokens resulting
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from alogin or registration process and use of components not present at the time of importation.
See Resps, Br. at 26-28. BHM alleges divect infringement of device claims 1. 11, and 13 of the
*652 patent by Samsung, LG, and Toshiba devices, variously with vTuner, a web browser for
internet radio broadceasts, Slacker, or iHeart Radio and Playlist Functionalities (inciuding
“DLNA Spotily, Pandory, Google Play Music, and iHeartRadio) in various combinations, and
direct inlringement ol device claims 23, 30, 34, 37, and 45 of the 873 patent by Samsung, LG,
and Toshiba devices with, variously, “DLNA,” DIAL-cnabled YouTube. and Screen Mirroring
functionalities. fd.

BHMs experts opine that these claims are practiced after importation and following
activities performed in the United States. Respondents and Google argue that the applications
that form the basts for BHM s infringement allegations require consumers to {ake additional
steps to use the devices in an allegedly infringing manner after importation, such as accepting the
terms and conditions of use, connecting the device 1o a local area network, accessing a content
server over the Internet, and registering and paying for services. See id.

As to the device claims of the "652 patent, for example, BHM s infringement analysis is
focused on activities after importation, BHM contends that the elements of the "652 patent
claims “have been practiced in the United States.” See, e.g., CX-1067C {Zatkovich DWS§) at
Q/A 122, 168, 186, 205, 223, 238, 153, 291, 3009, 325, 339, 356,367, 379, 416, The asserted
claims require, among other things, an active network connection to connect devices to one oy
more content servers, which are typically provided by a third party and cannot be accessed
without a user account and often a paid subscription, in order for the devices fo receive a playlist
and associated files and/or internet radio broadeasts, See Loy Tr. 83, 85-86, 104, 106-107
{(testifving that intringement allegations of various accused functionalities requires a user to have
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an account, be logged in, have a premium account, and updates to sofiware). As BHM’s expert

Mr. Zatkovich testified, |

|. Zatkovich Tr. 149 (%[
1.

Accordingly, Respondents and Google argue that the devices themselves cannot infringe
“at the time of importation” because they require significant post-importation activity and
components. See Resps. Br. at 26-27.

Despite the arguments presented by Respondents and Google, the administrative law
judge declines to find that all accused products with accused functionalities installed at the time
of tmportation do not infringe the asserted claims “at the time of importation™ because certain
post-importation activity may be required before the accused functionality can be used. Such a
determination requires inquiry into the specific nature of the post-importation activity and s
relationship to the aceused functionality, and ought fo be conducted on a case-by-case basis.

3. The Suprema Opinion

As discussed above, and in more detail below, BHIM fails to show direct infringement of
the asserted claims. BHM is thus fefl with claims of indirect infringement, which also fail. In
fact, all of BHMs allegations of indirect infringement fail, regardiess of whether the ciaixﬁ isa
method, systeny, or product claim and regardless of whether they are asserted against products
with pre-installed associated applications or applications that are loaded only afier importation.

As a threshold matter, the Federal Civeuit’s decision in Suprema requires finding against
BHM as to its allegations of induced infringement because all such claims rely upon

wost-importation activily of users. Respondents argue that the same reasoning applies to BHM s
post-importation activity of Respondents argue that the sam soning applies to BHMs
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allegations of contribulory infringement here. See Resps. Br. at 29-30. Even if Suprema did not
prechude such claims, BHM has also failed to adduce evidence sufficient 1o support a {inding of
indirect infringement.
oR Induced Infringement

The Federal Circuit’s recent decision in Suprema precludes BHM s allegations of
induced infringement of all of the asserted claims. “[Aln exclusion order based on a violation of
19 ULS.CO§ 1337()(1)(B)Y(0) may not be predicated on a theory of induced infringement under
35 US.C. 8 271(b) where direct inltingement does not occur until after importation of the
articics the exclusion would bar.” Siprema, slip op. at 4.

All of BHIM s inducement allegations are predicated on alleged direct infringement that
does not oceur until after importation of the accused articles. Specifically, BHM argues that end
users in the United States have been induced to directly infringe the asserted claims of the *952

and 7652 patents afler importation of the accused devices. See CX-1067C (Zatkovich DWS)

D

Q/A 122, 153,206, 168, 169, 186, 223, 238, 153, 155, 291, 325. 339, 356, 367, 369, 379, 416.
BHM alleges induced infringement of system claims 7 and 18 of the 593 patent by Samsung and
LG mobile devices associated with Google Locations+ on the basis that *f

], i 1s substantially likely that . . . 1.G and Samsung customers in the
U.S. have mn fact practiced the inventions as claimed.”™ See Resps. Br. at 29. BHM further
alleges induced infringement of the method and device claims of the "873 patent in the United
S-iatf:-s bas-e:d on end users using the accused functionalities to share content from the accused
device 10 a second (not-imported) device in the United States. See id. BHM has thus failed as a

matter of law 10 prove induced infringement of all asseried claims. See CX-1067C (Zatkovich
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DWS) (/A 122,153, 206, 168, 169, 186, 223, 238, 153, 155,291, 325, 339, 356, 367, 369, 379,
416.
b, Contributory Infringement

Recopnizing the statement in Suprema that any concerns over the Conmnmission’s ability
to carry out its mandate can be addressed “via resort to § 271(a) or § 271(c), or even § 271(b)
where the direct infringement occurs pre-importation,” Suprema, at 21 fn. 4, Respondents and
Google argue that BHM s allegations of contributory infringement in this investigation fall
within the Federal Circuit’s reasoning in Suprema for two reasons. See Resps. Br. at 29-30.
First, they argue that contribwtory infringement requires a showing that the alleged infringer
knew “that the combination for which his component was especially designed was both patented
and infringing.” X (citing Electronic Digital Media Devices, Inv, No. 337-TA-796, Comm'n
Op. at 41). Thus. they argue that a finding of contrbutory infringement. like induced
infringement, focuses on the knowledge and intent of the alleged contributor, and the inquiry is
not limited to the characteristics of the produet as imported. f¢l They further argue that, as with
induced infringement, whether or not & product contributes to infringement at the time of
importation cannot be determined strictly with reference to the product itselt and requires an
analysis of the intent and knowledge of the accused infringer. /d. Second, they argue that, just
as with induced infringement, the conuibutory act must precede the infringement, and
infringement is not complete until there has been direct infringement aller importation. fd
Theretore, according to Respondents and Google, under BHM s allegations, direct infringement
oceurs through the acts of end user customers in the United States only after imporfation and the

requirements Jor contributory infringement are not met before importation. /e
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Inasmuch as the holding in Suprema specifically addressed induced infringement and was
sitent with respect to contributory infrigement, the administrative Jaw judge declines 1o extend
Suprema to the allegations of contnbutory mfringement raised ni this investigation.
Nevertheless, as explained below, BHM has failed 1o adduce evidence showing that Respondents
are liable for contributory infringement of the patents asserted by BHM.

D. Indirect Infringement

As discussed inmore detail below in the sections addressing the infringement analysis of
specilic asserted patents, BHM has not proved indirect infringement for several independent
reasons. First, BHM fails to show speeific instances of direct infringement or that the accused
devices necessarily infringe. Second, BHM fails to show the required knowledge and intent
necessary for a finding of indirect infringement. Third. BHM fails to present facts necessary for
a finding of induced and contributory infringement. specifically, affirmative acts of inducement
and that an accused product is a material part of the invention lacking substantial noninfringing
LSES.

IV.  The Asserted Claims and Accused Products

A, The 873 Patent

Asserted ULS. Patent No. 8,214,873 (“the "873 patent™) is titled, “Method, System, and
Computer-Readable Medium for Employing a First Device to Direct a Networked Audio Device
to Render a Playhist.” JX-0003 ("873 patent). The "873 patent issued on July 3, 2012, and the
named inventor 1s Martin Weel. Id

Black Hills asserts independent claims 1, 23, and 30, and dependent claims 5, 34, 37.°

and 45. The relevant claims read as follows:

 Claim 37 depends from unasserted claim 36, which depends from asserted claim 30.
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1. A method for faciliating the presentation of media, the method
comprising:

displaying, on a lirst device, at least one device identifier identifying a

receiving user first input selecting the at least one device identifier;

receiving, on the first device, a playlist, the received playlist
comprising a plurality of media item identifiers;

receiving user second input selecting al least one media item identifier
from the received playlist; and

directing, from the first device, the second device to receive a media
item wdentified by the at least one media item identifier from a content
server, without user input via the second device.

5. The methed as recited in claim 1,
wherein the first device comprises a mobile phone.

23, A device for selecting a media item, the device comprising:
a display for displaying at least one device identifier; and
a network transceiver for facilitating communication between the
device and at least one second device on a network, wherein the device
is configured to facilitate:

displaying on the display the at least one device identifier identifying
the at least one second device:

receiving user first input selecting the at least one device identifier;
receiving a playhist via the network transceiver;

receiving user second input selecting at least one media item name
from the playlist; and

directing the at least one second device to send information
representative of the at least one media item name to a conterd server
without user mput via the second device, and to receive a media item
corresponding to the at feast one media item name {from the content
server.

30, A device for selecting a media item, the device comprising:
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a display for displaying at feast one device identifier; and

a network transceiver for facilitating communication between the
device and at least one second device via a network, wherein the
device 1s configured to facilitate:

displaying on the device the at least one device identifier identifying
the at Jeast one second device;

receiving user first input selecting the at feast one device identifier;

receiving a playlist, the playlist comprising a plurality of madia item
identifiers;

receiving user second input selecting at least one media item identifier
from the playlist; and

directing, from the device, the at least one second device to receive the
media item identified by the at least one media item identifier {rom a
content server, without user input via the second device.

. The device as recited in ¢laim 30,

wherein the device comprises a mobile phone,

. The device as recited 1 claim 30,

wherein the device comprises a remote control operative to control the
at least one second device, and the at least one sccond device
comprises a media rendering device.

. The deviee as recited in claim 36,

wherein the device is operative to adjust a volume parameter on the
second device.

. The deviee as recited i claim 30,

wherein directing the at least one second device to receive the media
item identified by the at least one media ilem identifier from the
content server, without user mput via the second device, comprises
directing the at least one sccond device to stream the media item
identified by the at Jeast one media ftem identifier from the content
server. without user input via the second device.

o}
h



Black Hills relies on independent claims 17 and 27, and on dependent claims 8,7 16, 19,

and 22 1o show satisfaction of the technical prong of the domestic industry requirement. The
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relevant claims read-as follows:

)

7. The method as recited in clalin 1,

wherein the first device comprises a remote control operative to
control the second device and the second device comprises a media
rendering device,

8. The method as recited in claim 7,

wherein the first device is operative to adjust a volume parameler on
the second device. :

16. The method as recited in claim 1,

wherein directing the sccond device fo receive the media item
identified by the atl least one media item identifier from the content
server further comprises directing the second device 1o stream the
media item identified by the at least one media Hem identifier from the
content server,

17. A method for obtaining a song, the method comprising:

obtaining a playlist on a first device over a network. the plaviist
comprising a plurality of song identifiers;

displaying on the first device at least one device identificr idenlifymg a
second device:

selecting, responsive to user first input at the first device, the at least
one device identifier;

selecting, responsive to user second input at the first device, a song
identifier from the playlist; and

directing, from the first device, the second device to obtain a song
tdentified by the song identifier without user input via the second
device.

7 Claim § depends from unasserted claim 7 (and on which Black Hills does not rely for domestic

industry purposes), which depends from asserted independent claum 1.
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19. The method of claim 17, further comprising:

requesting, by the second device, the song identified by the song
identifier from a content server; and

streaming the song from the content server to the second device.

[
A

. The method of claim 17, further comprising

affecting a volume of the song on the second device from the first
device.

27, A method of direeting a second device from a first device, the method
comprising:

displaying, on the first device, a plurality of device identifiers;
receiving user first input identifying one of the plurality of device
identifiers, wherein the one of the plurality of device identifiers

identifies the second device:

sending, from the {irst device, at least one attribute of a playlist
corresponding 10 a selected playlist name to & playlist server:

receiving a playlist from the playlist server. the received playlis
corresponding to the at least one attribute and comprising a plurality of

media item identifiers;

receiving, at the first device, user second input identifying at least one
media item identifier from the received playlist; and

directing, from the first device and without user input via the second
device, the second device 1o obtain a media item identified by the at
least one media item identifier from a content server and io play the
media item,
B. The *652 Patent
Asserted ULS. Patent No. 8,050,652 (Ythe 652 patent™) is titled, "Method and Device for
an Internet Radio Capable of Obtaining Playlist Content from a Content Server,” JX-0009 ("652

patent). The "652 patent issued on November 1, 2011, and the named inventors are Safi

Qureshey and Daniel D. Sheppard. /fd
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Black Hills asserts independent claim 1 and dependent claims 11 and 13, These claims
read as follows:
woToAmelectroniedevice comprising:
a) a network inlerface enabling the electronic device to receive an
Internet radio broadeast and being further adapted to communicatively
couple the electronic device 1o a central system;

b} a sysiem enabling playback of audio content from a playlist
assigned to the electronic device via the central system; and

¢) a control system associated with the network interface and the
system cnabling playback of the audio content indicated by the
playlist, and adapted to:

1) enable a user of the electronic device to select a desired made of
operation from a plurality of modes of operation comprising an

Internet radio mode of operation and a playlist mode of operation;

ii) receive and play the Internet radio broadcast when the desired mode
of operation is the Internet radio mode of operation; and

i) when the desired mode of operation is the playlist mode of
operation:

receive the playlist assigned 1o the electronic device trom the central
system, the playlist identifying a plurality of songs, wherein ones of
the plurality of songs are not stored on the electronic device,

receive information from the cenltral system enabling the electronic
device to obtain the ones of the plurality of songs from at least one

remote souree:

obtain the ones of the plurality of songs trom the at least one remote
source; and

play the audio content indicated by the playlist.

11, The electronic device of claint | wherein the control system is further
adapted to:

a) send a reguest to a remote server for supplemental information
related to a song in real-time while the song is playing:

b) receive the supplemental information from the remote server; and
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¢} present the supplemental information to the user of the electronic
devige,

13, The electronic device of claim 1 wherein the control system is further
adapted to:

receive and display a recommended song.
C. The *952 Patent
Asserted ULS, Patent No. 8,045,952 is titled, "Method and Device for Obtainming Playlist
Conient over a Network.™ JX-0007 (7932 patent). The 952 patent issued on October 25, 2011,
and the named inventors are Safi Qureshey and Daniel D. Sheppard. /d.
Black Hills asserts independent claim 9 and dependent claim 14, These claims read as
follows:
9. A method comprising:
receiving. at an electronic device, a playlist assigned 1o the electronic
device, the playlist identifying a plurality of songs, wherein ones of the
plurality of songs are not stored on the electronic device;
receiving, at the electronic device, information enabling the electronic
device 10 obtain the ones of the plurality of songs from at least one
remole source; and

obtaining the ones of the plurality of sonps from the at feast one
remaote souree,

14, The methed of claim 9

wherein the electronic device is one of a plurality of electronic devices
associaled with a personal audio network comprising the plurality of
electronic devices and a personal audio network server, and

receiving the playlist assigned to the electronic deviee comprises
receiving the playlist from the personal audio network, wherein the
personal audio network server enables a user to assign the plavlist to
the electronic device; and

receiving the information comprises receiving information from the
personal audio network server enabling the electronie device 1o obtain
the ones of the plurality of songs from the at least one remote source,
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D. The 593 Patent

Asserted 11.S. Patent No. 6,018,593 (“the "593 patent”) is titled, “Location Dependent

----- User-Matching Systemy,™ FX-0011('593 patent). The "593 patent issued on September 9,2003;,

and the named inventors are Charles Drutman, Darlene Drutman, Andrew Egendorf, Norton
Greenfeld, and Eugene Pettinelli. /d.

Black Hills asserts independent claim 7 and dependent claim 18, These claims read as
follows:

7. A system for matching users of mobile communications devices
comprising:

a first mebile communications device for transmitting information
defining a focation of the first mobile commumications device;

a sccond mobile communications device for transmitting information
delining a location of the second mobile communications device and a
user sending status; and

a central unit having a processor coupled to a memory, the central unit
capable of communicating with the lirst mobile communications
device over a first wireless communications hnk and with the second
mobile  communications  device over a  second  wireless
communications link, the memory storing a fisst user profile including
information assoctated with a uger of the first mobile communications
device and a second user profile including information associated with
a user of the second mobile communications device, wherein the
central unit receives the user sending status from the second mobile
communications device and the information defining the locations of
the first and the second mobile communications devices and wherein
the processor receives the first and the second user profiles to match
mtormation of the users and, if there is a match and depending upon
the user sending status, c¢ffects the transmission to the first mobile
communications device of locating information based upon the
information defining the locations of the first and the second mobile
communications devices.

18. The system according to any of claims [, 4 or 7.
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wherein the central unit transmits additional information to at least one
of the first and second mobile conmmunications devices with the
locating information.

E. The Accused “Maobile Devices”

BHM accuses ceriain “mobile devices™ of infringing the asserted patents, including
Internet-enabled mobile 1elephones and tablets. See Compl. Br. at 18-20. BHM accuses all
Respondents, except Panasomie, of the importation and sale of infringing mobile devices. Id
The mobile devices implement proprietary and third party software modules. applications, and
functionalities (deseribed below) that, when implemented on the accused devices, are accused of
infringing the claims of the asserted patents. /el

BHM has identified a representative mobile phone for cach of the Respondents that it
alleges 15 representative of all that Respondent’s accused mobile devices. See Compl. Br. a

18-20. The representative mobile devices for the Respondents are as folows:
I |

» Toshiba Excite Pure Tablet

Iel.

BHM has also identified a representative domestic industry mobile device that it alleges
practices the asserted patents, the | ]. See Compl. Br. at 18-20.

F. The Accused “Player Devices”

BHM accuses certain “player devices” of infringing the asserted patents, including
Internet-cnabled televisions, Bhu-ray disc players. and home theater systems. See Compl. Br, at
18. BIIM accuses all Respondents of the importation and sale of infringing player devices. [

The player devices employ a number of proprietary and third party software modules,
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applications, and functionalities that, when implemented on the accused player devices are

accused of infringing the claims of the asserted patents.

~BHM has identified a representative television for caclrof the Respondents that it allegey

to be representative of all player devices imported by that Respondent. See Compl. Br. at 18,

The representative player devices are as follows:

« | 1
« | |
* | |

*  Toshiba 39043000 TV

Id

BHM has also identified a representative domestic industry player device that it alleges
practices the asserted patents, the | 1. See Compl. Br. at 18.

G. The Accused Functionalitics

The datego:*ies of software applications and functionalities that, in conjunction with the
accused products, BHM accuses of infringing the asserted patents are as follows:

1. Playlist Applications

The playlist applications rélcvzmt to the claims of both the *652 and "952 patents are
DLNA (for which certain Respondents use proprietary names such as Samsung Link, AllShare,
AllShare Play, Nearby Devices, 1.G Smart Shave, Toshiba Media Player, and Panasonic DLNA
Smart Home Networking), Google Play Music, iHeartRadio, Pandora, Slacker Radio, and
Spotify. The Internet Radio applications relevant to the claims of the "652 patent are vTuner,
iHeart Radio, Showteast or a suitable web browser for accessing Shoutcast’s website, and Slacker

Radio. See Compl. Br. at 19,

e
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2. Second Screen Functions
The software for the player devices and the mobile devices relevant to the “second
screen” and related playlist features and functions claimed in the 873 patents are DLNA,
Miracast/Screen Mirroring, and DIAL-enabled YouTube. See Compl. Br. at 19.
3. Location Finder Applications
BHM accuses mobile phones with Google+ Locations of infringing the claims of the 7593
patent. See Compl. Br. at 19. Google+ Locations was previousty known as Google Latitude,
which is relevant for the purposes of the technical prong of the domestic industry requirement,
inasmuch as Google Latitude was in use at the time of the filing of the complaint. 1d.
V. The *873 Patent
A, Overview of the Technology
1. UPnP AV
Universal Plug and Play AV

("UPnP AV} is an industry standard

Mo specific protocol veguiced by UPRP AV
{But exanplo given i HTTE)

from the early 2000s that specified

protocols for sharing multimedia

content across devices that are on the

Coatagl
foliy

same local arca network ("LAN™).

UPnP AV

RX-0676C {Cho RWS) Q/A 22. As
Hlustrated in the graphic o the right, UPnP AV defined three type of devices: a “Media Server”
{or “server™), a “Control Point™ (or “controller”™). and a “Media Renderer™ {or “renderer™).

The server stores media content, such as songs, movies, and photos. See RX-0460C

(Almeroth DWS) /A 88, The controlier can be used 1o find an available server on the LAN.

L4l
Lad
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access and browse a list of the media lems that are stored on the server, and then select a

particular media item for playback. Id. at Q/A 29-30. The controller is also used to find an

~available renderer-onthe LAN, and to request the renderer to play back the selected media iteny.

Id

As shown in the diagram above, the UPnP AV specification contemplates three
communication pathways: a controiler-server path, a controller-renderer path, and a
rendderer-gerver path. See RX-0140 at 5, Fig. 3 (UPaP AV specification). UPnP AV requires
that a specific protocol be used for communications in the controller-server and
controer-renderer paths, fd. Regarding the renderer-server path, UPnP AV does nol mandate
the use of any particular protocol, instead leaving it up to the system designer to select one 1o
use. I oat 6. UPnP AV does, however, provide an example of a pre-existing protocol that can
be used for this communication path, i e., the HTTP protocol. fd

2. DLNA

Digital Living Network Alliance ("DLNA™) is a sel of guidelines, finalized in 2004, that
uses preexisting standardized protocols to enable multiple devices, including those manufaciured
by different companies, o share various types of digital content within a LAN. RX-0671C
(Lipoft RWS) /A 62-63; RX-0676C (Cho RWS) Q/A 21, 23-27. Among the standardized
protocols that DLNA adopted are UPnP AV and HTTP. RX-0671C (Lipolt RWS} Q/A 36;
RX-0676 (Cho RWS) Q/A 23, 30-32.

The basic operational mode of DLNA is the “three-box model,” as shown in the diagram

below.! RDX-0519C.002 (DLNA diagram); RX-0671C (LipotT RWS) /A 64; RX-0676C (Cho

" DLNA has another configuration called the “two-box model,” which BHM has not accused of
infringing the "873 patent.
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RWS) Q/A 28-29. The three-box model involves three classes of devices: a Digital Media
Server (“DMS” or “server™), a Digital Media Controller (“IDMC™ or “controller™), and a Digital
Media Renderer (*“DMR™ or “renderer™). RX-0671C (Lipoff RWS) Q/A 64; RX-0676C (Cho
RWS) Q/A 29. These device classes correspond to the Media Server, Control Point, and Media
Renderer defined in the UPnP AV standard. RX-0676C (Cho RWS) Q/A 23-25, 27, 29; see also
RX-0460C (Almeroth DWS) Q/A 66;

RDX-0519C.002 (DLNA diagram). In

DIMA
1717}

DLNA, communications between the o

controller and the server, and between the

comtroller and the renderer, use the ol
dig

- Controfar

protocols defined by the UPnP AV

{UnP AV)

standard, RX-0676C (Cho RWS) /A
23-26; RDX-0519C.003 {DLNA
dragram);
RX-0671C (Lipoff RWS) Q/A 63. For communications between the renderer and the server,
DLNA requires the use of the HTTP protocol (or another protocol known as RTP/RTSP).
RX-0676C (Cho RWS) Q/A 23, 30-32; RDX-0519C.002 (DLNA diagram).

a. The Controller-Server Comntunication Path

The conwroller-server communication path, which uses the UPnP AV standard, is used by
the controller both to locate a server and to obtain information about the content on the server.
RX-0671C (Lipoff RWS) Q/A 68-69; RX-0676C (Cho RWS) /A 30, 51. Initially, the
controller broadcasts a request to all devices on the LAN, secking those that are configured to act

as servers. RX-0071C (Lipoff RWS) Q/A 68, The server’s response to this request enables the

-
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controller to discover the server. I The controller can then send browse or search requests to
the server in order to retrieve a list of the contents stored on the server. Jd at Q/A 69,
B The Contl*ollel';ch'(ler'é:"'C'o'mmunicatiﬁn Path

The éontm]le;-—rendes'er communication path, which also uses the UPnP AV standard. is
initially used by the controller to locale an available renderer on the same LAN, RX-0671C
(Lipoff RWS) /A 70, RX-0676C (Cho RWS) Q/A 30-32, 51, Afler the user of the controller
has selected a content item stored on the server that she wishes to view, the controller sends the
renderer a “SetAV TransportURI” request, which includes a Uniform Resource Identifier
(“URT™) that 1dentifies the location of the content on the network., RX-0671C (Lipolt RWS) Q/A
70; RX-0676C (Cho RWS) /A 30. Following the “SetAV TransportURI” request, the controdler
also sends a “Play” request to the renderer. 4 Upon receipt of the Play request, the renderer
decides whether to play the item. /d

c. The Renderer-Server Communieation Path

The renderer~-server communication path, which uses the HTTP standard, is used by the
renderer (o retrieve items stored on the server. RX-0671C (Lipaff RWS) Q/A 71; RX-0676C
(Cho RWS) Q/A 30-31, 51. A renderer may use an optional “HTTP HEAI request to acquire
certain information front the server about the selected content item, such as its media type or
duration. RX-0671C (Lipott RWS) /A 71; RX-0676C (Cho RWS) Q/A ?2 When the renderer
determines that it cau play the selected media content item, Lthe renderer can refrieve the item
from the server by using an “HTTP GET” request. RX-0676C (Cho RWS) (/A 30,51, In

response, the server will stream the selected media item to the renderer for playback. /d
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d. Getting a List of Contents from a DLNA-Compliant Server

The content of the server is typically organized in {iles and folders, similar to the file
system used by the Windows operating system. RX-0676C (Cho RWS) Q/A 38. A controller
can retrieve a list of the contents stored on a server by using a “browse™ request or a “search”
request, both of which are defined in and adopted from UPnP AV, RX-0671C (Lipofl RWS)
Q/A 69; RX-0676C (Cho RWS) /A 37. A “browse™ request is used to ask the server to identify
all contents of a specific folder, including its files and subfolders. RX-0676C (Cho RWS) Q/A
38, 41. A device may use one or more “browse” requests o ask the server to identity all files on
the server, Id . at Q/A 41, A “Séarch” request 1s used o search the content of the server for
something specific, such as a file with a particular name. Jol at Q/A 43, The server’s response to
a given “browse™ or “search” request is the same regardless of the identity of the device that sent
the request. fd at Q/A 39, 44,

e. DLNA Only Defines a Minimum Set of Requirements

DLNA defines only a minimum set of requirements so additional functionalities can be
added by device manufacturer or application developers. The DLNA guidelines vequire the use
of certain conumunication protocols and media formats for communications across various types
ol devices. RX-0671C (LipofT RWS) Q/A 62-63; RX-0076C (Cho RWS) Q/A 21, Beyond these
minimum requirements, however, the device manufacturer or application developer is free to
control the details of how its DLNA-~compliant device or application operates. RX-0671C
(Lipoff RWS) Q/A 67: RX-0676C (Cho RWS) Q/A 52, Yor example. DLNA requires that a
renderer that receives a “SetAV TransportURT” request and a "Play™ request process and respond
in a certain way, if the renderer 1s going 1o proceed with playing the selected media item.

RX-0671C (Lipoft RWS) Q/A 70, 76; RX-0676C (Cho RWS) Q/A 61-62. Nothing in the
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DENA standard precludes the manufacturer from conliguring its renderer to perform a series of
checks before deciding whether to accept the request to play media. RX-0671C (Lipotlf RWS)
Q/A67, RX-0676C (Cho RWSY Q/A 63-66: RDX=0319C.003 & 008 (Cho DLNA
demonstratives). For this reason, it is entirely possible that DLNA-compliant devices from two
different manufacturers will have cerlain operational or design differences. See, ¢.g., RX-0671C
(Lipoff RWS) Q/A 31.
3. DIAL

The DIAL protocol concerns the automatic discovery and launch from one device of an
application installed on another device connected fo the same Wikt network., See RX-0666C
(Bishop RWS) /A 63; CX-1297 (DIAL Protocol). BHM s intringement allegations refating to
DIAL pertain solely to the YouTube application, and are addressed in a separate section below
relating to Google products.

4. Screen Mirroring

Screen mirroring 15 a technology that enables a user to capture an image and any
accompanying audio from one device, and replicate or “mirror™ the image/audio onto another
device, typically one with a larger display. RX-0671C (Lipoft RWS) Q/A 80-81; RX-0677C
(Song RWS) Q/A 4; RDX-0520.001-002 (Screen nurroring shides); RDX-0522C.001-002
{(Screen mirroring slides). For example, a user can use screen mirroring to replicate a movie or a
photograph stored and displayed on the screen of his smartphone onto a TV sereen. RX-0671C
(Lipofl RWS) /A 81; RX-0677C (Song RWS) Q/A 9. The device from which the image is
copied 1s called the “source,” and the device that receives the copied image is called the “sink™ or

“arget.” RX-0671C (Lipoff RWS) Q/A 82; RX-0677C (Song RWS) Q/A 4.
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Miracast is a screen mirroring standard that requires communications between the source
and sink to use a Wil Direet™ connection. RX-0677C (Song RWS) /A 10, 18, Wil Direct
is, in turn, a standard promulgated by the global standard-setting organization known ag the WiFi
Alliance. RX-671C (Lipoff RWS) Q/A 83; RX-0677C (Song RWS) Q/A 10, 18. The “Wili
Direct” standard uses communication protocols that are completely different than those used in
the “WiFi” standard, which was also promulgated by the Wil Alliance. RX-0677C (Song
RWS) Q/A 19. The WiF1 standard defines a set of conmnunication protocols for a device to use
to commect 1o a LAN. /¢ In contrast, in Wil Direct, the source and the sink are conneeted
directly to each other without using a LAN or an Internet connection. Jdl; RX-0671C (Lipoff
RWS) /A 83, WiFi Direct is a peer-to-peer connection that emulates a wired connection, such
as that provided by an HDMI cable. Jd.

B. The Accused Products

All of the "873 patent claims asserted by BHM are device claims that it alleges are
directly infringed by Respondents™ aceused mobile devices, except for method claims 1 and 5,
which are indirectly infringed. See Compl. Br. at 65. Respondents” accused products are mobile
telephones and tablets, televisions, Blu-ray players and home theater systems. BHM argues that
these products “inelude one or more of three different functionatities (DLNA-type media
sharing, DIAL-enabled YouTube and/or Screen Mirroring), each of which alone infringes the
873 patent.” /d.

BIIM provides the following tabular summaries of the asserted claims and the devices

and functionalities against which they are asserted:
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Summary of ‘873 Ciaims Infringed by Samsung

Accused Products /
Functionalities

Directly Infringed

Indirectly Infringed

DIAL Functionality

Player Devices with ]
DLNA Functionality ~
Wobile Devices with ™" 23,30,34, 37, 43 L3
DLNA Functionality
Mobile Devices with 23,30, 34, 37. 45 1,5

Mobile Devices with
Screen Mirroring
Functionality

Summary of ‘873 Claims Infrinped by LG

Accused Products /
Functionalities

Directly Infringed

Iudircéily Infringed

_ﬁiayer [Devices with
DENA Punctionalisy

DIAL Functionality

| Mobile Devices with 23,30, 34, 37, 45 R
DLNA Functionality
Mobile Devices with 23,30, 34,45 HE

Mobile Devices with
Screen Mirroring
Functionality

30, 34, 37, 45

Summary of *‘§73 Claims Infringed by Toshiba

Accused Products/
Functionalities

Directly Infringed

Indirectly Infringed

DIAL Functionality

Plaver Devices with ]
DLNA Functionality
Mobile Devices with 23,30,37.45 I
DLNA Functionality
Mobile Devices with 23, 3G, 45 }

Summary of ‘873 Claims Practiced by | ]

Accused Products /
Funetipnalities

Directly Practiced

Indirectly Practiced

Player Devices with
DLNA Functionality

16, 17,19

[.16. 17,19

Mobile Devices with
DLNA Functionality

1,5, 16,17, 19,23, 27, 30, 34, 45

1,5, 16,1719, 27

Mobile Devices wilh
DIAL Functionality

1,5, 16,23,27.30, 34,45

1.5, 16,27

Compl. Br, at 60.
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BIIM tdentifies the following models as the Samsung accused products: |
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|- Compl. Br. at 67-68 n.12.

BHM identifies the following models as LG aceused products: |

44



PUBLIC VERSION

]. Compl. Br, at 69 n. 13,

BiM identifies the following models as Toshiba accused products: the 32143000,
39143000, 501.4300U, 38L4300U, 50L7300U, 58L.7300U1, 65L7300U), 58L.7350U, 651.73501,
581.9300U, 65193001, 84193000, BDK23K U, BDK33KU, BDX2300KU, BDX24001J,
BDX330KU, BDX3400KU, BDX4300K1J, BDXS300KU, BDX5400KU, BDX6400KU, Excite
7.7, Excite Pure, Excite Pro, and Excile Write, Compl. Br. at 69 n.14.

BHM identifies the following models as | ] products on which it relics to show
satisfaction of the domestic industry requivement: | ] phone models |

I ] tablet models | It ] Blu-ray Players, meluding without
Himlation the | 1 maodels; | | Home Theater Systems, including without limitation the
| ] medels: and | ] connected TVs, including without limitation the |

§models. Compl. Br. at 69-70.

C. Claim Construction
1. (eneral Principles of Law’

_ . . . . - ST [ R .
Claim construction begins with the plain language of the claim." Claims should be given

their ordinary and customary meaning as understood by a person of ordinary skill in the art,

? The legal principles set forth in this section apply equally to the claim construction of the other
patents asserted in this investigation,

e Only those claim terms that are in controversy need {o be construed, and only to the extent
necessary to resolve the controversy. Fanderlande Indus. Nederland BV v, Int’l Trade Comm..,
366 F.3d 1311, 1323 (Fed. Cir. 2004); Vivid Tech., Inc. v. American Sci. & Eng'g. Ine.. 200 F.3d
795, 803 (Fed. Cir. 1999).
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viewing the claim terms in the context of the entire patent.!! Phillips v. AWH Corp., 415 F.3d
1303, 1312-13 (Fed. Cir. 2008}, cert. denied, 546 1.8, 1170 (2006).

In some instances. claim terms do not-have particular meaning in a ficld of art; and claim
construction volves little more than the application of the widely accepted meaning of
commonly understood words. Phillips, 415 F3d at 1314, “In such circumstances, general
purpose dictionaries may be helpful.™ /d

[n many cases, claim terms have a specialized meaning, and it is necessary to determine
what a person of skill in the art would have understood the disputed claim language to mean.
“Because the meaning of a claim term as understood by persons of skill in the art is often not
immediately apparent, and because patentees frequently use terms idiosyneratically, the court
looks 1o “those sources available to the public that show what a 15@1'30:1 of skifl in the art would
have understood disputed claim language to mean.™ Jd. (quoting mnova/Pure Water, inc. v.
Safari Water Filtration Sys., Ine 381 F 34 1111, 1116 (Fed. Cir. 2004)), The public sources
identified in Phillips include “the words of the claims themselves, the remainder of the
specification, the proseeution history, and extrinsic evidence concemning relevant scientific
principles, the meaning of technical terms, and the state of the art,” Jd.

In cases in which the meaning of a claim term is uncertain, the specification usually is the
best guide to the meaning of the ferm. [ at 1315, As a general rule, the particular examples or

embodiments discussed in the specification are not 1o be read into the claims as limitations.

" Factors that may be considered when determining the Tevel of ordinary skill in the art include:
“(1) the educational level of the inventor; (2) type of problems encountered in the art; (3) prior
art solutions to those problems; (4) rapidity with which innovations are made; (5) sophistication
of the technology: and (6) educational level of active workers in the field.” Environmental
Desivny, Lid v. Union Qil Co., 713 F.2d 693, 696 (Fed. Cir. 1983), cert. denied, 464 115, 1043
{1984),
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Markman v. Westview Instriments, Inc., 52 F.3d 967, 979 (Fed. Cir. 1995) (en bane), aff'd, 517
U.S. 370 (1996). The specification is, however, abways highly relevant to the claim construction
analysis, and is usually dispositive. Phillips, 415 F.3d at 1315 (quoting Vitronics Corp. v.
Conceptronic, Inc., 90 F.3d 1576, 1582 (Fed. Cir. 1996)). Moreover, “[tthe construction that
stays true to the claim language and most naturally aligns with the patent’s description of the
inveniton will be, in the end, 1he correct construction.™ fd at 1316

Claims are not necessarily, and are not usually, limited in scope to the preferred
embodiment. R/ Delenvare, Inc. v. Pacific Keysione Techs., Inc., 326 F.3d 1255, 1263 (Fed. Cir.
2003); Decisioning.com, Inc. v. Federated Dep’t Stores, Inc., 327 F.3d 1300, 1314 (Fed, Cir.
2008) (*{The} deseription of a preferred embodiment, in the absence of a clear hitention to limit
claim scope, is an insufficient basis on which (o narrow the claims,”™). Nevertheless, claim
constructions that exclude the preferred embodiment are “rarely, if ever, correct and require
highly persuasive evidentiary support.” Fiironics, 90 F.3d at 1583, Such a conclusion can be
mandated in rare instances by clear intrinsic evidence, such as unambiguous claim Janguage or a
clear disclaimer by the patentees during patent prosecution, Llekta Instrument S.A. v, O.UR, Sei.
int 'l Ine., 214 F.3d 1302, 1308 (Fed. Cir. 2000); Rheox, Inc. v. Entact, Inc., 276 F.3d 1319 (Fed.
Cir. 2002),

I the intrinsic evidence does not establish the meaning of a claim, then extrinsic evidence
may be considered. Extrinsic evidence consists of all evidence external to the patent and the
prosccution history, and includes inventor testimony, expert testimony, and learned treatises.
Phillips, 415 F.3d at 1317, Inventor testimony can be useful 10 shed light on the relevant art. In
evaluating expert testimony. a court should discount any expert testimony that is clearly at odds

with the claim construction mandated by the claims themselves, the wrilten description. and the
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prosecution history, in other words, with the writlen record of the patent. /d. at 1318, Extrinsic
evidence may be considered if' a court deems 1t helplul in determining the true meaning of
Janguage used in-the patent-claims. Zd

2. Level of Ordinary Skill

The expert for Respondents and Intervenor, Dr. Almeroth, testitied that on or around May
5, 2004, a person of ordinary skill in the art in the field of the 873 patent would have had al least
a Bachelor ol Science degree in electrical engineering, computer engineering, or computer
sclence, and approximately two years ol professional experience with computer networking and
muitimedia technologies, or the equivatent. See RX-0460C (Almeroth DWS) /A 18, Dr.
Almeroth further testified that additional graduate education could substitute for professional
experience, while significant experience in the field might substitute for formal education. See¢
id.

BHM’s expert, Dr. Loy, testified that one of ordinary skill in the art with respect to the
"873 patent would have had a Bachelor’s degree in computer science or electrical engineering, or
the equivatent. See CX-1068C (Loy DWS) Q/A 65, CX-1401C (Loy RWS) Q/A 35. Dr. Loy
{urther testified that “a significant percentage of people involved in the art at the time did not
even have college degrees.” CX-1401C (Loy RWS) Q/A 36,

As proposed by Respondents and Intervenor, it is determined that a person of ordinary
skill in the art with respect to the "873 patent would have had al least a Bachelor of Science
degree in clectrical enginecring, compriter enginecring, or compuier science, and approximately
two years of professional experience with computer networking and multimedia technologies, or
the equivalent. 1t is further determined that additional graduate education could substitute for

professional experience, while significant experience i the field might substitute for formal
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education. This level of ordinary skill takes into account the sophistication of the technology
area discussed in the "873 patent in May 2004 and incorporates the typical education and
experience level of active workers in the field in May 2004, See RX-0460C (DWS Almeroth)
Q/A 22. As of any date in the early 2000s, a person with an undergraduate degree (or its
equivalent) would have had little experience 1 networking and little practical experience in
building network-based applications. See idd. Only with some aﬁditiuna] practlical experience.
training, or education would a person have had sufficient knowledge 1o develop a system based
on the "873 claims without undue experimentation. See id.

3. Disputed Claim Terms

i, “without user input via the second device” (claims 1, 17, 23, 27,
30, 45)

. . . P s . 2
Below is a chart setting {orth the parties’ proposed constructions.’

12 This initial determination addresses only the disputed claim terms identified by the parties as
needing consiruction. See Joint Qutline of Issues to Be Decided in the Final [nitial
Determination (EDIS Doc. No, 530049) ("Joint Qutline of ssues™). The parties identified the
claim terms for construction in a joint filing required by Ground Rule 11, which provides: “On
the same day the initial posthearing briefs are due, the parties shall file a comprehensive joint
outline of the issues to be decided in the final Imtial Determination. The outline shall refer to
specific sections and pages of the posthearing briefs. Moreover, the claim terms bricfed by the
parties must be identical. For example, if the construction of the claim term “wireless device’ is
disputed, the parties must brief that exact claim term. If a party briefs only a portion of the claim
term such as ‘wireless’ or ‘device,” that section of the brief will be stricken.” Ground Rule 11
(emphasis original) (attached to Order No. 14 (Issuance of Amended Ground Rules) (Aug. 6,
2013)).

Appendix A to the parties” Joint List of Disputed Claim Terms for Construction and Proposed
Constructions Thereol (EDIS Doc. No. 518351), which was filed pursuant to Ground Rule {1
discussed above, shall hereinaficr be referred to as “Joint List of Proposed Constructions.”
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Claim -

: Téx_fm/Phrasc

Complainants’
- Proposed -
Constiaction

“ Respondents and -

- Intervenor’s -
~ Proposed:
Construction.

- Staff’s Proposed
_.Constrl_l__f_:fi:m__l_-.

T without user
input via the
second device™

“No user inputis
required at the second
device following
direction from the
first device”

Invalid under 35
us.c.§11z291

Or, in the alternative:
“no user input is
required at the second
device prior to the
initiation ol a shared
media experience.”
Or, inthe alternative:
Invalid under 35
USC §11292

“No user input is required
at the second device
following direction from
the first device” - 1o the
extent this construction
reflects staternents in the
prosecution history

The claim term “without user input via the second device™ appears tu claims 1, 17, 23,

~

27, 30, and 45 of the "873 patent. As proposed by Respondents and Intervenor, the term 1s

construed 10 mean “no user mput is required at the second device prior to the initiation of a

shared media experience.” This construction reflects statements made by the applicant during

prosecution to distinguish the claimed inventions from the Lee reference. See RX-0460C

(Almerath DWS) (/A 31-46; RX-0671C (Lipoff RWS) (/A 135-50.

During prosecution of U.S. Patent No. 8,028,323 (“the *323 patent™), which is the parent

patent to the "873 patent, the Examiner rejected the claims as unpatentable in view of a prior at

combination that included the Lee reference. See IX-0002 (*323 File History} (BHM-ITC-

006068). Lee describes a system that permits "a plurality of online co-users [to} share a dynamic

content experience over the Internet using a shared playlist with tracks from cach uset’s

computer,” RX-0047 (Lee) (7 0007). The system includes an “inviter client” computer and an

“invitee client™ computer, connected via a network to web and communications servers. See id.
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(Abstract, § 0044, FIG. 2). The inviter client displays a list of any pre-specified co-users that are
currently online for selection by the user. . (4 0053, 0054, FIGS. 5 & 6). To launch a content
sharing session, the inviter chient sends an invitation to the selected invitee client. 1fthe user at
the invitee client accepts the invitation (by providing user input), then a “content sharing
communication path™ is established between the inviter and the invitee, permilting the two users
to listen 1o the same music simultaneously. fd. (§4 0008, 0009, 0065, FIG, 9, Thereafter, if the
user at the inviter client plays a song stored on his or her own device, that same song will play on
the invitee device without any Further user input at the Invitee chient device. fd. (19 0008, 0071,
0072). When the fivst song Iinishes, the user at the inviter client can play a second, third, or
tenth song on his computer, and each of those songs will play on the mvitee client without
further user input at the invitee client, Jd. (5§ 0092-0097). The Lee system is illustrated in
demonstrative exhibits RDX-0002 and RDX-0523C, See RDX-0002.011-015 (RX-0460C
{Almeroth DWS) (/A 39-40); RDX-0523C.016-024 (RX0671C (Lipoff RWS) Q/A 143-47).
The Examiner determined that Lee discloses the claimed “directing” step because “l.ee

teaches an inviter conmpuler communicates (o an invitee computer . . . and direcls the invitee
computer to stream a track directly from content server,” IX-0002 (323 File History)
(BHM-TTC-006071). Inresponse to the Examiner’s rejection, the applicant amended the claims
to include the “without user input” negative limitation. See id. (BHM-I1TC-006083-088). Citing
these amendments. the applicant distinguished the purported invention trom Lee as follows:

.ee discloses that the user of the invitee computer must accept an

invitation frony the inviter computer before the audio experience may be

shared. . .. Thus, .. . Lee requires user inpui via the second device prior to

the initiation of a shared audio experience. In direct contrast, each of

Applicant’s independent claims require that the first device direct the
second device without user input via the second device.
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fel. (BHM-ITC-006080) (interpal citations omitted, emphasis revised). The applicant clearly and

unmistakably disclaimed systems thal require user input on the second device “prior to the

~initiation of a shared - media experience;™ 7.¢., user input at the second device that oceurs duding™

the process of establishing a communication pathway between the first and second devices, and
before the “directing” steps by which each song that plays on the inviter client will be played on
the invitee client, See Purdue Phorma L.P. v, Endo Pharms., Inc., 438 F.3d 1123, 1136 (Fed.
Cir. 2006) ("[A] patentee may Hmit the meaning of a claim term by making a clear and
unmistakable disavowal of scope during prosecution.”).

The claim construction proposed by BHM is inconsistent with the applicant’s statements
to the USPTO. According to BHM, the disputed phrase means “no user mput is required at the
second device following dircetion from the first device.”™ As iHustrated in the graphic below,
however, the applicant distinguished Lee by focusing on user input at the invitee client {(circled
in red} that occurs before the inviter client starts directing content to be played on the invitee
client device. See RDX-1508 (Opening Demonstralive, below): JX-0002 (*323 File History)
(BHM-ITC-006080) (*l.ee discloses that the user of the invitee computer must accept an
invitation from the inviter computer defore the audio experience may be shared.”) {(emphasis
added).

After the shared audio experience has started, the playing of a first song on the mviter
client will cause a “directing” step (depicted in the demonstrative graphic below as the first blue
*Direct”™ box on the left) that leads immediately, and without any user input, to the playing of the
same song on the invitee client (depicted as the first pink “Play” box on the right). See
RDX-1508 (Opening Demonstrative, below); RX-0047 (Lee) (§400608. 0071, 6072, 0092-0097),

RDX-0002,017-018 (RX-0460C {Almeroth DWS) /A 40): RDX-0523C.020-24 (RX-0671C
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(Lipotf RWS) Q/A 143-147). This sequence will be vepeated, with each blue “Direct” box
leading to a pink “Play” box, and all without user input at the invitee client. J/d. This is the
reason why the applicant distinguished Lee by focusing on the user input that oceurs at the
invitee client before the shared audio experience begins, ie., because the Lee system does not
require any user input at the
invitee client following a

direction {rom the inviter client 1o

play music, /d. BHM’ s proposed

construclion 1s not correct

because it would encompass the

same prior art system that the

applicant distinguished during

Coerirnd T

prosecution, See RX-0460C (Ahmeroth DWS) Q/A 46; RX-0671C (Lipofl RWS) Q/A 150,
The Staff has proposed a construction similar to BHM's proposal, but conciudes with the
qualification “to the extent this construction reflects statements in prosecition history.” Given

the applicant’s statements during prosecution, it ts determined that the proposed construction

advanced by Respondents and Intervenor be adopted.

Lt
Lok
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b. “directing |...} the [at least one] second device . ..” {claims 1,
16,17,23,27, 30, 45)

. Chaim .

Complainants®

e Proposed: o
 Construction

- Respondents and

~~Intervenor’s-
Proposed
- Construction .

" Staff’s Proposed
R — —_'—Gopstru._ctignf._

“directing [...] the
[al least one]
sccond device”

“first device direcits
secaond device™

“the first device
instructs the second
device™

Plain and ordinary meaning
_0]'-

first device directs second
device

“Directing” — plain and
ordinary meaning should be
consistently applied across
terms (i.e. directly issuing
wstructions to...)

{no intermediary in this step -
as shown in figure 4]

The claim term “directing [...} the [at least one} second device™ appears in claims 1, 16,

17,23, 27, 30, and 45 of the 873 patent. As proposed by Respondents, the term is construed to

mean “the first device instructs the second device,” a construction that is consistent with the

intrinsic evidence and the understanding of  person having ordinary skill in the art. See

RX-04060C (Almeroth DWS) /A 49-50.

The speeification emphasizes that the [irst device, which generally assumes the functions

of the control point, instructs or commands a second device 1o render media. JX-0003 (873

patent) at col. 8, Ins. 22-24 (“rendering devices that receive insiructions from the control point™);

col. 14, Ins. 6-14 (first device may select a sccond device on the network and “command”™ the

second device to play a song). The importance to the claimed inventions of commanding or

instructing the second device is demonstrated by the prosecution history of the *323 parent

patent. During prosecution, the applicant distinguished the Lee relerence on grounds that it did
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not “foree” the second device (the invitee client) to play the media item directed to it by {irst
device {the inviter client). See JX-0002 (*323 File History) (BHM-ITC-006081).

BHM proposes that “directing {...] the [at least one] second device” means “first device
directs second device.” This proposal mirrors the clains language. bul fails to provide a
meaningful definition for the disputed phrase. Yet, BHM’s expert Dr. Loy testitied that in the
claimed invention, “the first device can force (direct) the second device to play media without
user input at the sccond device.” CX-10608C (Loy DWS) Q/A 71. This testimony supports the
equation of “direct™ with “force,”™ and further supports the adopted construction.

The "873 patent also discloses that the instructions are sent directly from the first device
to the second device, without any intermediary. For example, the specification states that the
first device may “directly contyol” the second device, and that this control may be facilitated by
“either unidivectional or bi-directional communication with the second device 14,7 1X-0003
{(*873 patent) at col. 15, Ins. 15-16; col. 9, Ins. 4-7; Figs. 1 & 4.

< “playlist” {claims 1, 17, 23, 27, 30)

Claim Complainants’ Proposed | - Respondents.and Staff’s Proposed
Term/Phrase Construction Intervenor’s Proposed Construction -
' ' o “Construction
“playlist” “a list referencing media “a list of media items™ “ai feast one song
items arranged 1o be played listed for playing”
in & sequence’”

The term “playlist” appears in claims 1, 17,23, 27, and 30 of the "873 patent. As
construcd by Respondents, the term is construed {0 mean “a list of media jtems,™ a construction

that is supported by the intrinsic evidence.

h
h
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The specification cescribes a “playlist™ as a list of songs that correspond to attributes

such as an artist, an instrument, a record company, a region, an ethnicity, current popularity, or

- the listening-preferences of a particular users See JX=0003(*873 patenty at col. 3, Ins. 6-15; coll

"

3, Ins. 25-31; col. 10, In. 47 —col. 11, In, 5; col. 11, Ins. 20-24. Moreover, a “playlist is a {ist of
songs containing at least one song that the listener would like to hear,” and the “playlist” may be
“standard™ or “custom.” L. at col. 11, Ing. 25-26; col. 10, Ins. 64-67; col. 7, Ins. 47-30. The
specification’s use of broad terminology to define the meaning of the term “playlist™ is consistent
with the adopted construction,

The construction proposed by the Stafl acknowledges the breadth of the term “playlist,”
but limits the term to “songs™ listed for playing. Not all of the claims specily that a playlist
consists of songs. For example, clanm | of the 873 patent recites a “playlist . . . comprising a
plurality of media item identifiers,” while clanm 17 more specifically recites a “playlist . ..
comprising a plurality of song identifiers.” /d. at col. 16, Ins. 41-42; col. 17, Ins. 45-46.

Under BHM’s proposed construction, a “playlist™ is a “list referencing media items
arranged to be played in a sequence.” In support of this proposed construction, BHM s expert
testified that “the meaning of the leﬁn ‘playlist” at the time of the invention included the idea that
the media items would be played in sequence.” CX-1401C (Loy RWS) Q/A 50. Yet, the *873
patent lacks support for this position, The specification coatradicts BHM s contention that the
media iterns “would be played in sequence” because it states that a “playlist” may be played “in
the order selected, in random oxder, or in any other desired order.” IX-0003 (873 patent) at col.

3, Ins. 21-25.col. 11, Ins 42-44,
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. “remeote control” (claims 8, 37)

Claim = Complainants’ Respondents and | Staff’s Proposed Construction
Term/Phrase. . Proposed Intervenor’s e

PRI “Construction Proposed:

Construction
“remote “a device thal may be | “a device dedicated | Plain and ordinary meaning -
control” used to control a {0 controlling a small handheld portable device®
separate device™ second device” to control the second device -

with functionalilics disclosed in
the specilication

# POSITA based understanding
starts at common media device
remote control

The claim term “remote control” appears in claims 8 and 37 of the "837 patent. As
proposed by Respondents, the term is construed 1o mean “a device dedicated 1o controlling a
second device,” a construction that is supported by the intrinsic evidence.

The *873 patent consistently uses the term “remote control”™ to refer (o a device that is
distinct from other types of handheld devices, including phones and PDAs. For example, the
specification states that “the first device 13 may comprise a handheld portable device such as a
personal digital assistant (PDA), a palmtop computer, an MP3 player, a telephone, or a remote
control for a music rendering device.” IX-0003 (°873 patent) at col. 9, Ins. 9-12; see also id. at
col. 9, Ins. 56-60 (referring to the first device as “a PDA or dedicated remote control that can
function to control the second device™). The “Summary of the Invention™ section defines the
claimed “first device™ ag preferably comprising a handheld portable device, such as “a pahmtop
computer, an MP3 player, or a remote control for a second device.” Id. at col. 2, Ins. 59-62. The
"873 patent also separately claims a *first device” that comprises a “handheld portable device”

(clamm 2}, “palmtop computer” (claim 3), “MP3 player” (claim 4), “mobile phone™ (claim 3}, and
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“remote control” (claim 6). Thus, the presumption of claim differentiation also supporis the

adopted construction. See Halliburton Energy Servs., Inc. v. M- LLC, 514 F.3d 1244, 1251 n.3

(Fed: Cir-2008). Based on these disclosures; one of ordinary skill would understand thatthe

claimed “remote control” is distinet from other handheld devices. including a phone, palmtop
compuier, or PDA. See RX-0460C (DWS Almeroth) Q/A 51-52.

In addition, the "873 patent describes the “remote control™ as a device that has a primary
function of controlling one or more rendering devices. For example, the specification describes a
“dedicated remote control that can function to control the second device.” JX-0003 (*873 patent)
at col. 9, Ins. 56-60. 1).S. Patent No. 8,230,099, which is related to the "873 patent and names
Mr. Weel as the inventor. defines “dedicated” as “indicatfing] the primary function of a device,”
meaning that “the device typically does not perform any other of the functions that a general
purpose computer may perform.” See JX-0003 ("099 patent) at col. 8, Ins. 41-51, This is
consistent with the *873 patent specification, which describes a remote control as being “for™ a
second device that “controls a plurality of second devices™ and that is preferably “dockable™ or
“cradled” to a second device, much like a traditional remote control. JX-0003 (873 patent) at
col. 2, 1. 65; col. 9, Ins. 9-12; col. 9, Ins. 27-29; col. 2, Ins. 63-64; col. 9, Ins. 9-12; col. 9, ins.
27-37: col. 5, lns. 25-32; col. 15, Ins. 21-24.

BHM’s proposed construction is inconsistent with the specification. the claims, and the
common understanding of the term “remote control”™ by one of ordinary skill in the arl because it
would encompass any device that “may be used to control a second device,” See RX-0460C
(Almeroth DWS) Q/A §1. For example. the "873 patent identilies several examples of the “first
device,” Including non-portable devices such as a desktop computer. television, or stereo.
FX-0003 (873 patent) at col. 9, Ins. 8-14. Applying BHM’s construction, any one of these
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examples would qualify as a “remote control” because any one of them may, for example, cause

music to be played on attached speakers. This interpretation contradicts the ordinary meaning of

“remnote control,” See RX-0460C (Almeroth DWS) Q/A 51.

To the extent the Statf™s proposal defines a “remote control™ as a “small handheld

portable device,” the construction would render claim 2 of the *873 patent, which defines the

first device as a “handheld portable device.” the same as the claims that define the first device as

a “remote control.” See InterDigital Communications, LLC v. Int 'l Trade Conum'n, 690 F.3d

1318, 1324-25 (Fed. Cir. 2012) (proposed construction that would render another claim

superfluous counsels strongly against that construction). The Staff’s proposed construction is

correct, however, to the extent it acknowledges that one of ordinary skall would interpret the term

“remote control™ to mean a “common media device remote control

e

e “song” (claims 17, 19, 22)

Claim
FTerm/Phrase

Complainants’
Proposed Construction

Respondents and
Intervenor’s Proposed
~Construction

Staff’s Proposed
Constraction

“song”

Plain and ordinary
mearsng

“audio-only content”

audio fite (i.e. MP3,
WAV)

The claim term “song™ appears in claims 17, 19, and 22 of the *873 patent. As proposed

by Respondents, the term is construed to mean “audio-only content,” The specification of the

873 patent demonstrates that a song is andic-only content. For example, the specification refers

to music as “{aludio confen(” that may be rendered on deviees such as speakers or a stereo, while

1t refers to movies and television shows as “audio/video content™ that may be rendered on

devices such as televisions and monitors, See JX-0003 (*873 patent) at col. &, Ins. 27-31.
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BIHM arpues that the term song “does not need to be construed™ because it “has a plain
and ordinary meaning that has been understood by people for thousands of years.” See Compl.
~ Broat 58-59. BHM agrees with the adopted construction to the extent that “'a song i§ generally
composcd of auditory information (lyrics and/or notes),” but nevertheless argues that “a person
or [sic} ordinary skill in the art would understand that a song can be conveyed in many ditferent
formats,” and would not be limited to an audio-only file. See Compl. Reply at43. Yet, BHM
does not cite to any evidence demonstrating what an person having ordinary skill in the art would
understand the term “song”™ to mean when considered in the context of the 873 patent. - See
Compl. Br. at 58~59; Compl. Reply at 43,

The Staff’s proposed construction is consistent with the specilication inasmuch as it
explains that the format of a “song™ may be an MP3 or WAV file, which are both file formats for
audio-only content. JX-0003 ("873 patent) at col. 11, Ins. 37-40. The spectfication, however,
does not restrict the specific file format of the audio song to solely MP3 or WAV.

1. “device identifier{s]” {claims 1, 17, 23, 27, 30)

Claim Complainants® " Respondents and Staff's Proposed
Term/Phrase | Propesed - = | Intervenor’s Proposed | Construction
" Construction | -+ Construction
“device “indicium[-ia] of a “[an indicium] [indicia] for “indicium{-1a} of a
identifier]s]” device” uniguely identifying the device”
[ second device”

The claim term “device identifier[s]” appears in ctaims 1, 17, 23, 27, and 30 of the "873
patent. As proposed by Respondents. the term is construed to mean “[an indicium] [indicia] for

uniquely identitying the second device.”
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The term “device identifier” does not appear in the specification or in the claims as
originally filed before the USPTO. The applicant added limitations regarding the display and
selection of a “device identifier” during prosecution of the parent *323 patent, citing paragraph
(1106 and element 45 in Figure 4 {o support the amendment. See JX-0002 (*323 File History)
(BHM-ITC-006107-113, BHM-ITC-006163). In its discussion of element 45 of Figure 4, the
"873 specification states that a second device may be selected from a list of second devices that
is displayed on the first device. See JX-0003 (873 patent) at col, 11, Ins. 60-67. The hist of
second devices may be updated automatically using a device discovery process, or may be pre-
configured by the user and updated manually. See id. at col, 4, In. 60 —col. 5, In. 7; col. 12, Ins.
1-5. Although the specification provides no further discussion of the manual updalte, it describes
the device discovery process in detail, stating that all devices on a network “periodically
broadceast an identification code and password,” and the identification code “uniquely identifies
the second device.” X at col. 13, Ins. 1-3 {emphasis added). Accordingly, the intrinsic evidence
supporis the adopted construction.

By contrast. the construction proposed by BHM and Stalf is overly broad, and does not

‘take into account the applicant’s citation of element 45 of Figure 4 and paragraph 0106 of the
original application as support for the “device 1dentifier” Hmitation. See id. at col. 11, In. 60 -

col. 12, 1n. 5.
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g. “receiving” / “received” /¥ receive” (claims 1, 16, 23, 27, 30, 45)
¢ Claim | Complainants’ | . Respondents and |  Staff’s.Proposed
- Term/Phrase. Proposed - = | Intérvenor’s Proposed | .~ Construction
“receiving”/ Plain and ordimary “getting” / “got” / “get”™ | “Receives input” =
) & gettimg /7 g put
“received™ / meaning actually receive input
“receive” from user

“Receive playlist™ =
actually receive playlist
files tor selection

Claims 1, 16, 23, 27, 30, and 45 of the *873 patent use variations of the term “receive” in
different contexts, including “receiving” a playlist, “receiving”™ user input, directing a second
device to “receive”™ a media item, and to refer to a playlist or user input that has been “received.”
The various proposed constructions for the terms “receiving” / “received™ / “receive” do not
appear to be materially different. These terms are therefore construed as proposed by
Respondents, inasinuch as their proposal is consistent with the plain and ordinary meaning of

these terms.

h. “obtaining” (claims 17, 27)
Claim. ' " Complainants’ -~ Respondents and = | Staff’s Proposed
Term/Phrase .| Proposed Construction | - Intervenor’s Proposed - | Construction -
R o ' Construction
“obtaining” Plain and ordinary “getting” See “download™
meaning and “stream™

The claim term “obtaining™ appears in claims 17 and 27 of the "873 patent. In particular,
claim 17 recites the phrase “obtaining a playhst”™ on a first device. The specification uses the

terms “receiving” and “obtaining” interchangeably. See JX-0003 ("873 patent) at col. 1, Ins.
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19-24; col, 2, Ins. 29-40; col. 3, Ins, 35-39; col. 3, Ins. 41-53; col. 4, Ins. 11-16; col. 5, Ins. 9-23,

Therefore, the term “obtaining” is construed to mean “getting,”

i. “content server” (claims I, 16, 19, 23, 27, 30, 45)

Claim Complainants® Respondents and | -Staff’s Proposed
Term/Phrase ~ Proposed Intervenor’s Proposed | - Construction =

S -Construction Construction 1 '
“contlent “a device that can *a server on a local area A server storing
server” provide media, may or | network, or outside of a local | audio {iles that are

may not be the same
server as the playlist
server™

area network, that is
configured to facilitate
serving of content and that
may or may not be the same
scrver as the playlist server™

“ahtained”
“streamed” or
“downloaded”

“receiving the
selected song(s) from
the coment server
and plaving the
selected songis). ]

The term “content server™ appears in claims 1, 16. 19, 23, 27, 30, and 45 of the "873

patent. The term is construed 1o mean “a server on a local area network, or outside of a local

arca network, that is configured to facilitate serving of content and that may or may not be the

same server as the playlist server,” which is a construction consistent with the intrinsic evidence.

According to the "873 patent, the “content server™ stores a plurality of media items,

receives content selections from the “first device.” and sends the selected media item 1o the

“second device™ 10 be played. JX-0003 (873 patent) at col. 2, Ins. 29-40; col. 3, Ins. 41-67; col.

5, Ins. 8-18, The claimed “content server™ may or may not be the same server as the playlist

server. JId. af col. 4, Ins. 35-40; col. 8, Ins. 51-04; Fig. 1.

BHM s proposed construction conflates the difference between a “server”™ and a “device.”

The intrinsic evidence does not support such a broad construction. In addition, the Staff’s

63




PUBLIC VERSION

proposed construction limits the type of content stored on the content server 1o “audio files,”™ and

would narrow the scope of the asserted claims that refer generally to “media ttems.”

4.~ Undisputed Claim Terms"
a. “network transceiver” (claims 23, 30)

The parties agree that the claim term “network transceiver,” which appears in claims 23
and 30 of the *873 patent, should be construed to mean “a circuit or device that facilitates
communication via a network.” See Joint List of Proposed Constructions at 20.

b. “playlist name|s}” (claim 27)

The parties agree that the claim term “playlist name]s]”, which appears in claim 27 of the
'873 patent. should be construed to mean “any indicia that are uniquely representative of a
playlist. See Joint List of Proposed Constructions at 23,

c. “at least one attribute of a playlist corresponding to a selected
playlist name” (claim 27)

The parties agree that the claim term “at least one attribute of a playlist corresponding to
a selected playhist name,” which appears in claim 27 of the 873 patent, shoutd be construed to
mean “a name, number, and/or any other identitied indicative of a playlist.” See Joint List of’
Proposed Constructions at 20,
d. “streamling]” (claims 16, 19, 45)
The parties agree that the claim term “stream|ing].” which appears in claims 16, 19, and

45 of the 873 patent, should be construed to mean “playing a media item in real-time as it is

e Although this initial determination necd only construe the disputed claim terms set forth in the
Joint Qutline of Issues, the parties’ proposed constructions of undisputed claim terms identified
as needing construction are included here and adopted for completeness.
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received, which may include buffering the media item.” See Joint List of Proposed
Constructions at 20.

¢ “user first input” / “aser sccond input™ |/ “user third input”}
{claims 1, 17,23, 27, 30)

The partics agree that the claim terms “user first input,” “user second input,” and “user
third input,” which appear in claims 1, 17, 23, 27, and 30 of the "873 patent, should be construed
Su_ch that *first,” “second,” and “third” are used 1o distinguish between separate inputs, with no
ordinal Himitation attached to these elements. See Joint List of Proposed Constructions at 20,

f. “first device” / “second device” (all asserted claims)

The parties agree that the claim terms “first device™ and “second device,” which appear

in all asserted claims of the "873 patent, should be construed to mean “the first device is distinet

from the second device.” See Joint List of Proposed Constructions at 21.

D. Infringement Apalysis of Samsung Accused Produets
a . . 4
1. General Principles of Law'
a. Direct Infringement

Under 35 U.S.C. §271(a), dircct infringement consists of making, using, offering to sell,
or selling a patented invention without consent of the patent owner. The complainant in a
sectton 337 investigation bears the burden of proving infringement of the asseried patent claims
by a “preponderance of the evidence.” Certain Flooring Products, Inv. No. 337-TA-443,
Comm’n Notice of Final Determination of No Violation of Scetion 337, 2002 WL 448690, at

#59, (Mar. 22, 2002); Enercon GmbH v. Int'I Trade Comm'n, 151 F.3d 1376 (Fed. Cir. 1998).

"'"The Jegal principles set forth in this section apply equally to the infringement analysis of the
other patents asserled in this investigation.

65



PUBLIC VERSION

Literal infringement of a clain occurs when every limitation recited in the claim appears
in the accused device, /.¢., when the properly construed claim reads on the accused device
exactly. " dmhil Enters,, Lid, v. Wawa, Inc., 81 F.3d 1554, 1562 (Fed, Cir. 1996); Southivall
Tech v. Cardinal IG Co., 54 ¥.3d 1570, 1575 (Fed Cir. 1995).

If the accused product does not literally infringe the patent claim, infringement might be
found under the doctrine of equivalents. “Under this doctrine, a product or process that does not
literally infringe upon the express terms of a patent claim may nonetheless be found to infringe if
there 15 ‘equivalence’ between the elements of the accused product or process and the claimed
elements of the patented invention.” Warner-Jenkinson Co., Inc. v. Hilton Davis Chemical Co.,
520 UL8, 17, 21 {1997) (citing Graver Tank & Mfe. Co. v. Linde Air Producis Co., 339 1.8, 605,
609 (1950)). “The determination of equivalence should be applied as an objective inguiry on an
element-by-clement basis,™'® Jd at 40.

“An element in the accused product is equivalent to a claim limitation if the differences
between the two are insubstantial. The analysis focuses on whether the element in the accused
device ‘performs substantially the same function in substantially the same way to obtain the

same result’ as the claim limitation.” AquaZex Indus. v. Techniche Solutions, 419 F.3d 1374,

" Fach patent claim clement or limitation is considered material and essential. London v,
Carson Pirie Seont & Co., 946 I1.2d 1534, 15338 (Fed. Cir, 1991). If an accused device facks a
Hmitation of an independent ¢laim, the device cannot infringe a dependent ¢laim. See Wahpeton
Canvas Co. v. Frontier, Inc.. 870 F.2d 1546, 1552 n.9 (Fed. Cir. 1989).

" “Infringement, whether literal or under the doctrine of equivalents. is a question of fact.”
Absolute Software, Inc. v, Stealth Sigral, Inc., 659 F 3d 1121, 1130 (Fed. Cir. 2011).
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1382 (Fed. Cir. 2005) (quoting Graver Tank, 339 U.S. at 608); accord Absolute Sofiware, 659
F.3dat 1139-40."

Prosecution history estoppel can prevent a patentee from relying on the doctrine of
equivalents when the patentee relinquished subject matter during the prosecution of the patent,
cither by amendment or argument, Agualex, 419 F.3d at 1382, In particular, [t}he doctrine of
prosecution history estoppel limits the doctrine of equivalents when an applicant makes a
narrowing amendment for purposes of patentability. or clearly and unmistakably surrenders
subject maiter by arguments made to an examiner.”  fd. (quoting Sclazar v, Procter & Gamble
Co., 414 F.3d 1342, 1344 (Fed. Cir. 2005)).

h. Induced Infringement

With regpect to induced infringement, section 271(b) of the Patent Act provides:
“Whoever actively induces infringement of a patent shall be Lable as an infringer.” 35 U.S.C.
$271(b). “To prevail on a claim of induced infringement, in addition 1o inducement by the

as

defendant, the patentee must afso show that the asserted patent was directly infringed.” Epcon
Gas Svs. v. Bauer Compressors, Ine., 279 F.3d 1022, 1033 (Fed. Cir. 2002). Further, [s]ection
271(b) covers active inducement of infringement, which typically includes acts that intentionally
cause, urge, encourage, or aid another to directly infringe a patent.™ Arris Group v. British

Telecomms. PLC, 639 F.3d 1368, 1379 n.13 (Fed. Cir. 2011), The Supreme Cowrt recently held

that “induced infringement under § 271(b) requires knowledge that the induced acts constitule

" “The known interchangeability of substitutes for an element of a patent is one of the express
objective factors noted by Graver Tank as bearing upon whether the accused device is
substantially the same as the patented invention. Independent experimentation by the alleged
infiringer would not always reflect upon the objective question whether a person skilled in the art
would have known of the interchangeability between two elements, but in many cases it would
likely be probative of such knowledge.™  Warner-Jenkinson, 520 U8, at 36.
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patent infringement.” Global-Tech Appliances, fne. v. SEB S 4., - U8, --, 131 8. Ct. 2060, 2068
(2011). The Court further hetd: “[gliven the long history of witlful blindness| ] and its wide
acceptance inthe Federal hudiciary, we can'see rio reagon why the doctiine should notapply i
civil tawsuits for induced patent infringement under 35 U.S.CL § 271(b).” 131 S.CL. at 2060
{footnote omitied),

c. Contributory Infringement

As for contributory infringement, section 271(c) of the Patent Act provides: "Whoever
offers to sell or sells within the United States or imports into the United States a component of a
patented machine. manufacture, combination or composition, or a material oy apparatus for use
in practicing a patented process. constituting a nmaterial part of the invention, knowing the same
to be especially made or especially adapted for use in an infringement of such patent. and not a
staple article or commodity of commerce suitable for substanttal noninfringing use, shall be
liable as a contributory infringer.” 35 U.8.C. § 271(c).

Section 271{c) “covers both coniributory infringement of system claims and method
claims.” Arris, 639 F.3d at 1376 (footnotes omitted). To hold a component supplier liable for
contributory infringement. a patent holder must show, inter alia, that (a) the supplier’s product
was used o commit acts of direct infringement; (b) the product’s use constituted a material part
of the invention: (¢) the supplier knew its product was especially made or espécial!y acdapted for
use in an infringement” of the patent; and (d) the product is not a staple article or comumodity of

commerce suitable for substantial noninfringing use, fd.
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2. Overview of Samsung’s Technology
A The Samsung Products at {ssue
The accused products include | | mobile phones and | i

tablets. RX-0671C (Lipoff RWS) Q/A 33—5;0. For asserted methed claim 1, BHM also aceuses
Samsung Visual Display ("VID™) products, inclwding { ] Smart TVs, Blu-ray
plavers and home theater systems. /d. at Q41-47.
b, Samsung’s Implementation of DLNA

As explained above, the DLNA guidelines dictate that communications between the
various classes of devices use certain standardized protocols. RX-0671C (Lipoff RWS) Q/A 62,
07 RX-0676C (Cho RWS)Y Q/A 27. With respect to the accused products, the evidence shows
that | - I
RX-0676C (Cho RWS) (/A 14-106,20. |

1 dd at QIA 16, |
1. fd |
See id at Q/A 18-19; RX-06071 (Lipoff RWS) (/A 58,
i AllShare Framework for Mobile Devices

The record evidence demonstrates that AllShare Framework is

]. RX-0671C (Lipoff RWS) Q/A

58; RX-0676C (Cho RWS) Q/A 19, |
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1. RX-0671C (Lipoff RWS) /A 61, 65. |

1. RX-0676
(Cho RWS) Q/A 50. |
1. Jd at Q/A 52; RX-0671C {Lipoff RWS) Q/A 65-66.
ii. AltShare Library for VD Products

The evidence shows that AllShare library

RX-0671C {Lipolf RWS) Q/A 58; RX-0676C (Cho RWS) Q/A 16, 20. |

See RX-0671C (Lipoff RWS) Q/A 66; RDX-0523C.003 (AllShare Framework model);

RX-0676C (Cho RWS) /A 16, |

]. See RX-0671C (Lipoff RWS) Q/A 64, 66; RX-0676C
(Cho RWS) /A 37. This use model, which eliminates the need for a controller, is known as the

DLNA “two-box model.™® See RX-0671C (Lipoff RWS) /A 64-66; RX-0676C (Cho RWS)

" BEHM has not accused any two-box model of infringing the *873 patent.
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Q/A 33,35, |
] RX-0676C (Cho RWS) Q/A 52.
i, Nearby Devices

The record evidence demonstrates that Nearby Devices is {

RX-0671C (Lipoff RWS) /A 58. |

1. 1d
e Samsung Link and AliShare Play for Mobile Devices

Samsung Link, also called AllShare Play, is |

1.1 See RX-0671C {Lipoft RWS) Q/A 73-74,

1. See id.
DINA requires thai all of the refevant devices be on the same network, RX-0671C
(Lipoff RWS) Q/A 62, 73. For example, applications that use |
] to implement DENA communications generally require the controller, server, and

renderer 10 be on the same LAN. RX-0671C (Lipoff RWS) Q/A 73. Samsung Link |

]. See id The following graphic Hlustrates

l‘}{

I RX-0671C (Lipoff RWS)
Q/A 74. This is accordingly a “two-box™ model iavolving just the VD produet and a server, and
BHM has not accused it of infringing the "873 patent. See id..
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[ 1. RDX-0521.008 (three-device streaming
graphics); see also RDX-0523C.005 (Samsung Link model).

| BHM has not accused the
two-device streaming model of infringing the

873 patent. |

i. The Controller-Server Communication Path
A feature of Samsung Link is the use |

. RX-0671C (Lipoff RWS) (Q/A75, |

1. RX-0671C (Lipoflf RWS) Q/A 75. |
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J. RX-0671C (Lipoff RWS) Q/A 75. |

H. The Contrelier-Renderer Communication Path

Although Samsung Link uses {

RX-0671C (Lipoff RWS) Q/A 76. |

|- RX-0671C (Lipoftf RWS) QYA 76; see also

RDX-0523C.004. |

J. RX-0671C (Lipoff RWS) Q/A 76. |

1. Ty see also RIDX-0523C.004.
d. AllShare Cast
The evidence shows that AliShare Cast, also called Screen Mirroring, is an application
that implements Samsung’s technology for sereen mirroring. RX-0677C (Song RWS) /A 11,
[
1o Jd at QA 12: RX-0671C (Lipolf RWS) Q/A 86.
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1. RX-0671C
(Lipoff RWS)y Q/A 85-86; RX-0677C (Song RWSYQ/A 13
samsung mobile devices with AllShare Cast can act as a source device, and Samsung VD
products with AllShare Cast can act as a sink device. RX-0677C (Song RWS) Q/A 14-15.
[

1. Id at Q/A 16. |

fd at QIA17-18. |

Jo Id at (YA 18-19. |
b Id
al Q/A 17
3 BHM’s Infringement Allegations and Asserted Claims

BHM s asserts seven claims from the "8§73 patent, five device claims (23, 30, 34, 37, and
45 and two method claims (1 and 5) against Samsung. CX-1068C (Loy DWS) Q/A 121; s¢e
Order No. 50, These claims, and the allegations under each, are described in detail betow,

a. Direct Infringement of Device Claims

BHM contends that Samsung mobile devices with "DLNA Functionality,” “IIAL
Functionality,” and “Screen Mirroring Functionality” divectly infringe claims 30, 34, 37, and 45
of the "873 patent. CX-1068C (Loy DWS) Q/A 121, Samsung mobile devices with “DLNA
Funetionality™ and “DIAL Functionality’ are also accused of direetly infringing claim 23. fd/.

These are the only direct infringement allegations asserted against Samsung in this Investigation.
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Independent claim 30 is representative of the five asserted “device™ claims:
30. A device for selecting a media item, the device comprising:
a display for displaying at least one device tdentifier; and
a network transceiver for facilitating communication between the
device and at least one second device via a network, wherein the
device is configured to facilitate:

displaying on the device the at Jeast one device identifier identifying
the at least one second device;

receiving user {irst input selecting the at feast one device identifier;

receiving a playlist, the playlist comprising a plurality of media item
identifiers;

receiving user second input selecting at feast one media ifem identifier
from the plavlist; and

directing, from the device, the at least one second device to receive the
media item identified by the at least one media item identifier from a
content server, without user input via the second device.

JX-0003 (°873 patent) at col. 19, Ins. 35-52; see also id. at Fig, 4.

As discussed above with respect to claim construction, the negative elaim Hmitation
“without user input via the sceond device,” which appears in every asserted claim, was added
during prosecution to overcome the Lee prior art reference. The inclusion of this phrase in the
“device” claims raises at least two issues.

First, Respondents argue that the “without user input™ negative limitation renders the
claims invalid under 35 U.S.C. § 112, %1 for lack of written description. See Samsung Br. at 22,

Secand, Respondents argue that the “without user input” phrase renders the “device”™
claims invalid as indefinite under 35 U.S.C. § 112, 4 2. See id 1t 1s argued that

One of ordinary skill cannot determine whether a particular accused

“device” {e.g.. a mobile phonc) infringes these claims without also looking
at the unknown “sceond deviee™ (e.g., a TV) with which the “device’™ may
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be used, spectfically to determine whether that “second device™ does or
does not require any “user input.” As such, a given “device” may
simultaneously infringe and not infringe the claims, depending upon the
design characteristics of the “second device” that is chosen for analysis.

»

Samsung takes the position that “[tjhere are only two ways to avoid the indeliniteness
conclusion noted above.” Samsung Br. at 22, The first is if the claim phrase “directing . . .
the . .. second device to receive the media jtem .. . without user input via the second device™ is
interpreted to mean that the first device issues an explicit instruction to the second device that
there should be no user input at the second device, See RX-0671C (Lipoftf RWS) Q/A 130, In
that event, one could examine an accused “first device™ 1o determine whether it is designed to
send any such instruction, without needing to look at the design ol the “second device™ at all.
See id. 1 the claim term is interpreted in this fashion, then BHM has not demonstrated
infringement because it has not identified such an express instruction in Samsung’s mobile
devices. See id at Q/A 127-34.

According to Samsung, “{t{he other way to avoid an indefiniteness concluston is if these
purported “device’ claims are interpreted to be sywrem claims, in which both a “device” and a
‘second device” are required,” Samsung Br. at 23 {emphasis original), I this is the correct
interpretation of the Hmitation, then Samsung mobile devices alone cannot directly infringe these
claims. Instead, what is needed for direct infringement is the combination of a Samsung mobile
device and a “second device,” and BHM has not adduced evidence showing that Samsung sells,
or imports, such a combination. See RX-0671C (Lipoft RWS) Q/A 347,

Moreover, the claims impose a number of structural limitations on the claimed “device™

itself, as well as limitations on what the “device™ must be configured to facilitate when
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interacting with the other two devices. The evidence shows that several of these limitations are
not met in the accused Samsung mobile devices, resulting in a finding of no direct infringement
of the asserted claims. The specific limitations not satisfied by the Samsung devices are
discussed in {urther detail below.
b. Indirect Infringement of Method Claims

BHM coniends that Samsung mobife devices with “DLNA Functionality”™ and “DIAL
Functionality” indirectly inlringe method claims 1 and 5 of the "873 patent. CX-1068C (Loy
DWS) Q/A 121; yee Order No. 50. Samsung VD products are also accused of indirectly
infringing method claim 1. 4 Method claim | ts similar 1o "device™ claim 30, in that the steps
of the former parallel the steps that the latter requires the claimed device to be configured (o
facilitate. CX-1068C (Loy DWS) Q/A 198 RX-0671C (Lipofl RWS) Q/A 303. Method claim 5
depends from claim 1, requiring that the controller device “comprises a mobile phone.” 1X-0003
("873 patent) al col. 16, Ins. 54-55,

4. Analysis of Direct Infringenent

BHM has alleged that Samsung mobile devices with “BLNA Functionality,” “DIAL
Functionality,” or “Screen Mirroring Functionality” directly indringe the asserted “device™
claims of the "873 patent. The reasons why BHM has {ailed to prove infringement are set forth
below.

a Samsung Mobile Devices with Samsung Link - Device Claims

The following discussion describes each of the claim imitations that are not satisfied by

Samsung mobile devices with Samsung Link. Unless otherwise noted in a parenthetical in the

heading, the limitations appear in every asserted “device” claim.
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i “directing”

The evidence shows that Samsung mobile devices with Samsung Link are not configured

to-facilitate “directing .. the at-least one second-device to receive the media-item . oo fromea—

content server.” RX-0671C (Lipoff RWS)Y Q/A 115-126. As discussed above, “directing . . . the
second device” was construed to mean that “the first device instruets the second device,” while
BHM and Staff propose that the “the first device directs the sccond device.” See RX-0671C
(Lipoff RWS) Q/A 116.

The evidence adduced by Samsung shows that |

]. See RX-0671C (Lipoff RWS) /A 115-26; RX-0676C (Cho RWS) Q/A 63-66,

§7-89. |

L ORX-0671C (Lipoff RWS) Q/A
119; RX-0676C (Cho RWS) Q/A 64, |
1. See id.
Samsung’s expert Mr. Lipofl confirmed the operation of Samsung’s VI Products by
reviewing the relevant source code | ]. See RX-0671C
(LipotF RWS)Y Q/A 120-23; RPX-0100C (Samsung source code); RPX-0102C (Samsung source

code). For example, when Samsung’s VD products |

I See RX-0671C (LipofT RWS) Q/A 119, 122; RX-0676C (Cho RWS) Q/A 88.

Accordingly, the mobile device does not "instruct”™ or “direct” the “second device™ to receive a
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media itern from a conlent server, as required by the "device™ claims. See RX-0671C (Lipoft
RWS) Q/A 115206,

BHM argues that the “directing” limitation is satistied so long as the VD product receives
a Play request from a mobile device and plays the selected media conient in at least one instance.
See CX-1068C (Loy DWS) Q/A 577, BHMs argument, however, is not persuasive inasmuch as
the “directing” or “instructing” step requires more than a request that is honored one time,
Moreover, a showing that a request “originates” on the mobile device, or that playback on the
VD product sometimies succeeds, is insufficient to prove infringement because such an
interpretation is at odds with the word “directing.”

i, “without user input”

The record evidence demonstrates that Samsung mobile devices with Samsung Link are
not configured to [acilitate “directing . . . the at least one second device to receive the media
item . . . without user input via the second device.™ The phrase “without user input” has been
conslrued above to mean “without uscr input prior to the initiation of a shared media
experience.”

The evidence shows that the |

1. See RX-0671C (Lipoff RWS) Q/A

127-76. Specifically, when the VD product |

1. Jd at QIA 67-68.70. |
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See id. Mr. Cho testified that |

1. RX-0676C (Cho RWS) Q/A 61-76. |

] which indicates that the
“without user input”™ hmitation is not satislied by Samsung mobile devices running Samsung
Link.

BHM does not contest that the user |
|. BHM’s expert Dr. Loy testified regarding the

[ I See CX-1068C (Loy DWS) (/A 168, Accordingly. there is no
dispute that user input is required via the “second device™ “prior to the initiation of a shared
media experience.”

For the foregoing reasons, Samsung’s mobtle devices when used in conjunction with VD
products require “user input”™ under the adopted claim construction. Accordingly, Samsung’s
mobile devices with Samsung Link do not satisfy the “without user input” limitation, and do not
infringe any of the asserted “device” claims,

iti. “device identifier”

The evidence shows that the accused “device identifier” displayed on a mobile device

with Samsung Link is |

1. See RX-0671C (Lipoff RWS) (/A 177-91; RX-0676C
(Cho RWS) /A 57-60. For the same reasons discussed below with respect to the infringement
analysis of products associated with the DIAL-enabied YouTube application, the friendly name

does not satisfy the “device identifier” limitation.

&0



PUBLIC VERSION

BHM argues that the displayed name “uniquely” identifies the device so long as the user
can select one of two or more identical | } and each one has an actual correlation 1o
a particular available VI product, or when only one VD product of any particular model is
available. See CX-1068C (Loy DWS) /A 584. Yet, the actual claim language requires
“displaying on the device at least one device identifier,” which is not related to what happens
after the user selects one of the | 1 or whether the user can sometimes recognize a
particular device based on the strings. See, e.g., JX-003 ("873 patent) at col. 19, Ins, 41-42, The

evidence shows that Samsung Link does not display a unique identifier, but vather a |

], RX-0671C (Lipoflf RWS) /A 178-181; RX-0676C (Cho RWS) (/A 59-60.
iv. “receiving a playlist”

The evidence shows that Samsung mobile devices with Samsung Link are not configured
to facilitate “receiving a playlist, the playlist comprising a plurality of media item identifiers.”™
Although the parties offered differing constructions for the term “playlist,” the asserted claims
require receiving a playlist at the claimed de\"ice; In order to meet its burden of proving that the
accused Samsung mobile devices with Samsung Link satisfy this mitation, BHM needed to
adduce evidence of what precisely is reccived at the mobile device, and whether or not it
qualifies as a “playlist”™ under each of the parties’ constructions. Yet, BHM s expert Dr. Loy did
not analyze what is received at the mobile device. Dr. Loy instead testified as to what is
“displayed on the screen of the mobile device, rather than what is received by the device.

CX-T1068C (Loy DWS) /A 154-55, 588-90; Loy Tr. 526-529.
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Inasmuch as neither Dr. Loy nor BHM perlormed an analysis on what is received by the
mobile device running Samsung Link, BHM has failed to prove that the “receiving a playlist”
limitation s met;

v, “media item identifier[s]”

The asserted claims ol the '873 patent recite three distinet Limitations that use a media
item identifier, First, the device must receive a “playlist comprising a plurality of media item
identiliers.” See IX-0003 ("8§73 patent) at col. 19, Ins. 45-46. That is, the media item identifier
must be received as parl of the playlist that is transmitted from the content server. Second, the
device must receive ""u.ser second input selecting at least one media item idcntiﬁcr from the
playlist.” Jd. at col. 19, Ins. 47-48, This limitation reqguires that the user sclect one of the medix
itern identifiers that was received as part of the playlist. Third, the device must direct “the at
least one second device to receive the media item identified by the at least one media item
identifier from a content server.” /o, at col. 19, Ins. 49-32. The record evidence does not show
that these three limitations are satisfied.

Regarding the first limitation, Dr. Loy testified that his video evidence shows that the
playiist inchudes media item identifiers. See CX-1068C (Loy DWS) Q/A 154-55. Dr. Loy’s
video, however, fails to show that this limitation is satisfied because. as explained above. Dr.
Loy did not analyze what is recetved by the mobile device running Samsung Link and whether it
qualifies as a playlist. Regarding the sccond limitation, Dr. Loy refers to the same video to show
that the user selects one of the media iem identifiers received as part of the playlist, See
CX-1068C (Loy DWS) Q/A 154-35, This evidence, however, does not show that the user has

selected one of the same “media itemn identifiers”™ received as part of the alleged playlist.
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Regarding the third limitation, Dr. Loy testified that the “media item identifier” is part of
the URT that the mobile device transmits to the VI product. See id. CX-1068C (Loy DWS)
Q162-66: CDX-0002C (Loy demonstrative) at 18 (“media item identificr 2088929816™). As
explained above, however, Dr. Loy has not shown that this identifier is received as part of the
playlist. Dr. Loy’s own demonstrative shows that the mobile device sends the identifier
“4347521 1 bical4a32a3466h7{eh78897" to the content server (BHM-02 PC) to abtain the media
item, suggesting that the content server has assigned a media ttem identifier that is different than
the one sent to the VD product. See CDX-0002C (Loy demonstrative) at 19. Therelore, the
media item identifier received from the content server at the first device 15 not the same as the
one sent from the {irst device to the second device as required by the clain. See Loy Tr.
453-454.

Accordingly. Samsung’s mobile devices with Samsung Link do not satisfy the “media
item identificr” limitations.

vi. “directing . . . to receive the media item ... from a
content server”

The accused Samsung mobile devices with Samsung Link are not configured to facilitate
“directing . . . the at least one second device [i.¢., the VI product] 1o receive the media item . . .

from a content server.” As demonstrated by the record evidence, {

]. RX-0671C (Lipofl RWS) Q/A 76; see also RX-0676C

(Cho RWS) Q/A 30. |

. RX-0671C (Lipoff RWS) Q/A 76. | ]
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i 1. Accordingly, the Samsung mobile
devices with Samsung Link do not “direct{] . . . the at least one second device to receive the
mediaitem o from a content server”™ as required by the asserted clainys,
vii.  “receive the media item . . . from a content server”
The evidence shows that the accused Samsung mobile devices with Samsung Link are
not configured 1o facilitate directing to “receive the media item . . . from a content server.” See

RX-0671C (Lipoff RWS) Q/A 221-27. |

1 1d at Q/A 70. As Mr. Lipoff testified, |
|. RX-0671C

(Lipoff RWS) Q/A 76.%°

Dr. Loy’s test resulis are consistent | ]. Dr. Loy testified that in
his test videos the “content server” is a personal computer named "BHM-02.7 CX-1068C (Loy
DWS) Q/A 144, see alse CDX-0002C (Loy packet tracing demonstrative}, According to Dr.
Loy, his test shows that the selected “song” was received “from the BHM-02 PC content server.”
See CX-1068C (Loy DWS) /A 144, These test resudts, however, confirm that the data is
actually received from the mobile device, and not from the “content server.” See RX-0671C
(Lipofl RWS) Q/A 221-27; RDX-0523C.054 (Highlighted Loy evidence). Accordingly,
Samsung’s mobile devices with Samsung Link do not direct the second device to “receive the

media item {rom a content server.”

" Dr. Loy relies on deposition testimony from Ms. Hye-Jung Bang |
1. See CX-1068C (Loy DWS) Q/A 167,
This testimony is refated to |
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viii.  “to send information representative of the at least one
media item named to a confent server. .. and to receive
a miedia ifem corresponding to the at least one media
item name from the confent server” (claim 23)

BHM has failed to show that Samsung mobile devices with Samsung Link send any
“direction” that satisfics the additional linutation required by claim 23. For the same reasons
described with respect to the “directing . . . to receive the media item . . . from a content server”
and “receive the media item . . . from a content server” limitations, Samsung mobile devices with
Samsung Link do not meet the additional Hmitation required by claim 23.

ix. “remote controls™ (elaim 37)

Claim 37 ol the 873 patent depends from claim 36, which recites that the first device 1s
“a remote control operative to control the second device.™ See IX-0003 (7873 patent} at col. 20,
Ins. 1-2. Under the construction adopted above, a “remaote control™ is “a device dedicated to
controlling a second device.”™ As discussed further below n the section relating to substantial
noninfringing uses in the context of indirect infringement, the evidence shows that controlling
one or more rendering devices is not the primary function of the accused Samsung’s mobile
phones and tablets. Accordingly, Samsung’s mobile phones and tablets, including the Samsung
mobile devices with Samsung Link, are not devices “dedicated to controliing a second device™ as
required by the adopted construction.

X. “directing . .. to stream the media item . . . from the
content server” (claim 45)

The record evidence demonstrates that Samsung mobile devices with Samsung Link do
not satisfy the additional Himitation recited in claim 45, i.e., “directing the at least one second
device 1o stream the media item identified by the at least one media item identifier from the

content server, without user input via the second device.”™ Dr. Loy has not offered evidence
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showing that the Samsung Link application directs the second device “to stream the media

item . ., from the content server,” Instead, Dr. Loy testified that elaim 45 is infringed because
~the TV-he tested appeared-to stream content. - See CX=1068C (Loy DWS) Q/A 178, Dr. Loy,
however, did not specify what in the packet sniffing evidence he cites constilutes the direction to
stream the content. /. The cited evidence shﬁws that the Samsung mobile device sends a
“Play™ request, without specitying whether that ifem should be streamed or downloaded.

Therefore, Smmsung mobile devices with Samsung Link do not satisFy this imitation.

b, Samsung Mobile Deviees with AllShare Framework — Device
Claims

BHM has alleged mfringement not only by applications such as Samsung Link or
AllShare Play, but also by | 1 such as AllShare Framework,

. . 2 '
AllShare library, and Nearby Devices.”! As noted above, these [

[. BHM and Dr. Loy have not identified a single application that uses AliShare
Framework for all of its communications, Nevertheless. had BHM identified such an application
on a Samsung mobile device, it would not infringe the asserted claims of the "873 patent.

BHM contends that Samsung’s mobile devices with “DLNA” functionality directly
infringe device claims 23, 30, 34, 37, and 45 of the "873 patent. See CX-1068C (Loy DWS) /A
121 ("*Mobile Devices with DLNA Functionality™). As explained above, AllShare Framework
alone does not infringe the asserted claims of the '873 patent because |

. In addition, an application that uses the AllShare Framework

' In the sections that follow, “AllShare Framework™ will refer collectively to “AllShare library,”
“Nearby Devices,” and “AliShare Framework.”
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would not infringe any of the asserted claims of the 873 patent because it would not practice
limitations of the 873 patent. See RX-0671C (Lipoff RWS) /A 228-34,

First, an application that uses AllShare Framework would not practice the “directing”
limitations of claims 23, 30, and 45, or the “without user input”™ linnitation of all ¢laims for the
same reasons that Samsung Link, |

|, does not practice these Hmitations, See RX-0671C (Lipoff
RWS)Y Q/A 127-76, 228-34; RX-0676C {Cho RWS) Q/A 67-70.

Second, the “device identifier” limitation cannot be evaluated fully without considering a

specific application because particular user interface elements, |
]. are required for the analysis. See RX-0671C (Lipolf RWS) Q/A 233.

Either of these reasons is sufficient to show that the accused Samsung mobile devices
with an application that uses AliShare Framework would not infringe the asserted claims of the
"873 patent.

e, Samsung Mobile Devices with AliShare Cast — Device Claims

BHM asserts that Samsung’s mobile devices with AliShare Cast directly infringe claims
30, 34,37, and 45, CX-1401C (Loy DWS) Q/A 121; CDX-0131 (opinion summary charl). In
order to prove that the claim limitations are met, BHM relies on the operation of the Google Play
Music application on a Samsung mobile device running AilSﬁare Cast. See CX-1401C {Loy
DWS) Q/A 146; CPX-0126C (Video of Test 201) at 00:01:32; CPX-0128C (Video of Test 202)
at 00:01:23, The evidence shows that the accused Samsung mobile devices running both

AHShare Cast and Google Play Music do not infringe the asserted claims of the "873 p:vluzfnt.z2

22 . . . \ . 0 .
~* BHM has not presented any evidence refating to the use of AllShare Cast with any “playlist
application” other than Google Play Music, and it has therefore failed to show that the accused
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The testimony of Dr. Song and Mr. Lipoft establishes that |

] See RX-0671C (Lipoff RWS) Q/A 275-76; RX-0677C
(Song RWS) Q/A 39 How the Google Play Music application operates is therefore irrelevant to -
whether Samsung mobile devices with AllShare Cast alone infringe the claims of the "873
patent. Therefore, the accused Samsung mobile devices running AllShare Cast alone, i.e., not
used in conjunction with Google Play Music, do not infringe the asserted elaims of the "873
patent for additional reasons described below,

i “via a network”

The evidence shows that Samsung mobile devices with AllShare Cast do not
communicate with the second device “via a network™ or “on a network,” as the asserted “device™
claims require. Under BHM's infringement theory, Samsung mobile devices that act as a source
are the “device,” and the VI products that act as a sink are the “second deviece.” Therefore, to
prove infringement, BHM 1s required to establish that the source and the sink in AllShare Cast
communicate “via/on a network.”

BHM did not present evidence to establish that Samsung mobiie devices with AllShare
Cast meet the “via/on a network”™ limitations, See CX-1068C (Loy DWS)Y Q/A 151, The
evidence that BHM s expert Dr. Loy cites to establish this limitation is a test video that he
prepared for IMAL, and not AliShare Cast. /. Moreover, the uncited video evidence that Dr,
Loy did prepare for AllShare Cast is silent on the “via/on a network™ limitation, See i at Q/A
146; CPX-0126C (Video of Test 201); CPX-0128C (Video of Test 202). In explaining his test

results related to screen mirroring, Dr. Loy did not testify regarding the “via/on a network™

mobile devices with AllShare Cast used with any other “playiist application™ infringe the
asserled claims of the "873 patent.
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limitation. CX-1068C (Loy DWS) (/A 146. Dr. Loy also does not offer any packet sniffing
evidence related to the conimunications between the source and sink in AllShare Cast. See
RX-0671C (Lipoftf RWS) /A 251 ¢f CX-1068C (Loy DWS) Q/A 151,

Notwithstanding BHM’s failure to prove infringement, Samsung established that the
source and sink in AllShare Cast do not communicate “via/on a network.” See RX-0671C
(Lipoff RWS)Y Q/A 243-54. As Dr. Song and Dr. Loy testified, the source and sink in AllShare
Cast communicate using a Wikt Direct connection. See RX-0677C (Song RWS) Q/A 18;
CX-1068C (Loy DWS) Q/A 60. WiFi Direct emulates an HDMI connection; two devices that
are connected via Wil Direct communicate directly 1o each other as if they are connected using
an HDMI wire, See RX-0677C (Song RWS) /A 18-19. Asin the case of any other direct
wired connection, the communications between the source and sink are not routed viaoron a
network.?* See RX—OG??C (Song RWS) (/A 18 RX-0671C (Lipoft RWS) Q/A 245-46.

Similarly, Dr. Loy’s packet sniffing tests prove that the source and sink devices in
AllShare Cast do not communicate “via/on a network,™ The packet sniffing setup tracks
communications that are sent via or on a network using a network router. See RX-0671C (Lipot!
RWS) Q/A 252; CX-1068C (Loy DWS) Q/A 96-97. The packet sniffing test results Dr. Loy has
retied upon did not capture any communications between the mobile device running AllShare
Cast and the TV. RX-0671C (Lipoff RWS) Q/A 251; ¢/ CX-1068C (Loy DWSY Q/A 151, The

absence of any such communications is congistent with the fact that the mobile device

“* This is the reason why sereen mirroring using AliShare Cast may take place even when the
two devices are not connected (o & network. See RX-0677C (Song RWS) Q/A 18, By
eliminating the need for a network connection, Wili Direct permits the sink to mirror the screen
of the source without using a Wili network, a network router, or an Internet connection. See id. ;
RX-0671C (Lipoff RWS) Q/A 83; RDX-0522C.004 (W11 Direct Graphic). The record evidence
states that screen mirroring does not require an aceess point or “AP.” See CX-0156C (Wil
Direct Technical Specification).
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communicates directly with the sink using WiFi Direct, rather than via orona traditionat
network connection.
-------- e For these reasons, mobile devices with AllShare Cast do not satisfy the *viafon a
network™ limitations of the asserted claims.
ii. “without uscr input via the second device”
Samsung mobile devices with AliShare Cast are not conligured to lacilitate “directing . . .
the at feast one second device to receive the media item . ., without user input via the second
device.”
As construed above, the term “without user input”™ means “withoul user input prior to the
initiation of a shared media experience.” For mobile devices with AllShare Cast. the only
evidence that Dr, Loy presented to establish the “without user input”™ limitation is a test video
related to AHShare Cast, CX-1068C (DWS Loy) Q/A 162, With respect to that video, Dr. Loy
testificd during cross examination that omitted from the test video was the fact that he had used a
remote control o put the TV into sink mode prior 1o the initiation of screen mirroring. Loy Tr.
376-378; see also CPX-0126C (Video of Test 201y at 00:01:28; CPX-0128C (Video of Test 202)
at 00:01:16. Dr. Loy’s testimony is consistent with the testimony of Samsung witnesses Dr.
Song and Mr. Lipoft, both of whom explained that the user has to put the Samsung VD product
into sink mode before the mirrored image and/or audio can be received from the mobile device.
See RX-0671C (Lipoff RWS) /A 261-74; RX-0677C (Song RWS) Q/A 20-21. Therefore,
Samsung mobile devices with AllShare Cast require user “input prior to the initiation of a shared

media experience”™ and do not satisfy this limitation of the asserted claims,
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N “directing . . . fo receive the media item .. . from a
content server”

The evidence shows that Samsung mobile devices with AllShare Cast are not configured
to facilitate “directing . . . the at least one second device to receive the media item . . . from a
content server.” After the user places the sink into “sink mode” and a *“WiFi Direct” connection

1s estahlished between the source and sink, |

. See RX-0677C (Song RWS) ()/A 33-37; RX-0671C
{(Lipoff RWS) /A 258. Accordingly. the mobile device does not “direct|] . . . the at least onc
second device (o receive the media item . . . from a content server.”
iv. “receive the media item .. . from a content server”

The record evidence shows that Samsung mobile devices with AllShare Cast are not
configured to facilitate directing the second device (o “receive the media item . . . from a content
server,” Instead, the mirrored image 1s provided to the sink device by the mobile device itself,
See RX-0671C (Lipoff RWS) Q/A 256-60. During the operation of AllShare Cast, the source

and the sink are connected using a direct communication link. See RX-0677C (Song RWS) Q/A

18-19: RX-0671C (Lipofl RWS) Q/A 243-54. Through this direct communication path, |

. Seeid Therctore,

the sink receives the mirrored image and/or audio directly from the mobile device, and not *from

a content server,” Moreover, |
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| . See RX-0677C (Song RWS) Q/A 35, Accordingly, the mobile device does
not direct the sink device to “receive the media item . . . from a content server.”
e “mediacitem identifier]s]”

As explained above, the asserted claims of the 873 patent recite three distinet limnitations
that use a media item identifier. First, the device must receive a “playlist comprising a plurality
of media item identifiers.” See JX-0003 ('873 patent) at col. 19, Ins, 45-46. That is, the media
item identifier must be received as part of the playlist that is transmitted from the content server.
Second, the device must receive “user second input selecting at least one media item identifier
from the playlist.”™ I at col. 19, Ins, 47-48. This limitation requires that the user select one of
the media item tdentitiers that was received as part of the playlist. Third, the device must divect
“the at least one second device to receive the media item identified by the at least one media item
wdentifter from a content server,” Id at col, 19, Ins. 49-52. The record evidence does not show
that these three limitations are satisfied.

Regarding the first and second limitations, Dr. Loy testified that his video evidence
shows that the playlist includes media item identifiers, and that the user selects one of the media
item identitiers received as part of the playlist. See CX-1068C (Loy DWS) Q/A 154-55. The
video, however, does nof show what is received at the mobile device, or whether it qualifies as a
“playlist.” Moreover, the video is not sufficient to show that the user has selected one of the
same “media item identifiers” received as part of the alleged playlist. Further, Dr. Loy does not
identity which of the items shown in his packet tracing evidence constitutes the “media item
identifier” required by the claims. See CX-1068C (Loy DWS) Q/A 154, 159-61. Accordingly,
BHM has lailed 1o prove that the first and second “media item identifier” limitations are
practiced by the accused Samsung mobile devices with AllShare Cast.

92



PUBLIC VERSION

Regarding the third limitation. Dr. Loy points to the same video evidence to show that the
device must direct “the at least one second device to receive the media Hem identified by the at
least one media item from a content server.” See CX-1068C (Loy DWS)Y /A 162, Dr. Loy's
video, however, does not show whether the first device directs a second device to recejve the
media item identified by the media Hem identifier. Dr. Loy’s packet sniffing demonstrative does
not include analysis relating to the “directing” limitation for “Screen Mirraring.” See

CDX-0002C (Loy demonstrative) at 1. |

] See RX-0677C (Song RWS) Q/A 37. Further, {

. For these
reasons, BHM has failed to prove that this third “media item identifier” limitation is practiced by
the accused Samsung mobile devices with AllShare Cast.

vi. *device identifier”

The accused “device identifiers” displayed on mobile devices with AllShare Castis a

[ ]. See RX-O671C (Lipoff RWS) Q/A 239-42, 255; RX-0677C {Song RWS) GQ/A
25-27: RX-0676C (Cho RWS) Q/A 57-60. For the same reasons set forth above with respect to
Samsung mobile devices with Samsung Link, the | ] does not satisfy the “device
identifier” limitation. RX-0671C (Lipoff RWS) Q/A 178-181; RX-0676C (Cho RWS) /A
59-60.

vii.  “remote confrols” (claim 37)

For the same reasons set forth above with respect to Samsung Link, the accused Samsung
maobile devices used with AliShare Cast do not satisfy the “remote control”™ hmitation of claim

37 through its dependency on claim 36,
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viii.  “wherein the device is operative to adjust a velume
paramecter on the second device” (claim 37)

the additional limitation provided in claim 37, 7.¢., “wherein the device is operative to adjust a
volume parameter on the second device.” The AliShare Cast application |
}. See RX-0677C (Song RWS)

Q/A 38; RX-0671C (Lipoff RWS) Q/A 279. |

1. See RX-0677C (Song RWS) Q/A 38, |
1.
See id. BHM's own video testing evidence confirms that increasing the volume of the Samsung
mobile device does not change the volume settings on the TV, See CPX-0126C (Video of Test
201 at 00:03:05; CPX-0128C (Video of Test 202) at 00:02:52. Accordingly, BHM has not
shown that this claim limitation is satishied.

ix. “directing . . . to stream the media item . .. from the
content server” {claim 45)

The evidence shows that Samsung mobile devices with AllShare Cast do not satisty the
additional limitation recited in claim 45, f.e., “directing the at least one sccond device to stream
the media 1tem identified by the at least one media item identifier from the content server,
without user input via the second device.” BHM has offered no evidence that shows the accused

mobile devices send such direction to the sink., As explained above, |
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{ 1. See RX-0677C (Song RWS) Q/A 37. Accordingly, Samsung mobile devices with
AllShare Cast do not satisfy this limitation,
X, Samsung Mobile Devices with AllShare Cast Alone

The record evidence demonstrates that accused Samsung mobile devices running
AliShare Cast alone, i.e., not used in comunction with Google Play Music, do not infringe the
asseried claims of the "873 patent for two additional reasons described below.

First, the accused Samsung mobile devices with AllShare Cast alone are not configured
to facilitate “receiving a playlist, the playlist comprising a plurality of media item identifiers,” In
order to establish that this element is met, BHM points to the operation of the Google Play Music
application on a Samsung mobile device running AllShare Cast. However, AllShare Cast |

1. See RX-0671C (Lipoflf RWS)
Q/A 275-76; RX-0677C (Song RWS) Q/A 39, Therefore, Samsung mobile devices with
AHShare Cast alone do not receive a playhist or a media tlem identifier, and thus do not satisfy
this limitation,

Second, the accused Samsung mobile devices with AliShare Cast alone are not
configured to facilitate “receiving user sccond input selecting at least one media item identifier
from the playlist.” This limitation requires that the user select one of the media item identifiers
that was received as part of the plavlist. As explained above, AllShare Cast |

1. 'I‘hez;efore, Samsung mobile devices with AllShare Cast alone
do not satisfy this limitation.
d. Samsung’s | ] Televisions

Samsung has requested that the administrative law judge determine
£ -
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See Joint Outline of Issues at 6. BHM takes the position that “this is not properly an issue in the
Investigation,” inasmuch as “this is not an asserted infringement claim or an accused product
and, in-fact, | s }Seedd: n.7. The Staff did not take a position
on whether or not the administrative law judge should determine infringement of the | 1.
See id.
Samsung provided evidence showing that, |
. See RX-0676C (Cho RWS)
Q/A 79-82; Cho Tr. 1088, 1094-1095. Samsung then |
1. See RX-0676C (Cho RWS) Q/A 83, |
1 were produced to BHM during fact discovery. Cho Tr.
1095-1097, 1098. Samsung argues that [

1.7 Samsung Br.at 54, Samsung’s witness testified that |

. See Cho Tr. 1110; RX-0676C
(Cho RWS) /A 77-86. Accordingly. Samsung takes the position that “any comprchensive
infringement analysis of Samsung’s VD products |

1.7 Samsung Br. at 54,
BHM had previously maoved in limine to exciude evidence relating to the |
| television, The administrative law judge dented the motion, but left open the issue of
“what role, if any, | ] should have in this investigation.”™ See Order No, 43, at 2-3
(Feb. 14, 2014). Samsung moved to admit evidence relating to |
]. andl the administrative law judge

denied the motion. See Hearing Tr, 1081-1084.
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Inasmuch as BHM maintains that neither the | 1 nor any other
Samsung | ] 1s an accused product in this investigation, the
administrative law judge declines to make any findings regarding whether or not they infringe
the agserted claims of the "873 patent,

S. Analysis of Indirect Infringement

BHM alleges that Samsung has contribuled to and/or induced infringement of cerain
agserted claims. As discussed in further detail below, BHM has not slﬁ@m‘: that Samsung is liable
for indirect infringement of the asserted clauns of the "873 patent.

a. Predicate Acts of Direct Infringement

BIM has failed to adduce evidence showing direct infringement of the *873 patent by a
third party, which is a necessary predicate for its indirect infringement claims, BHM has pointed
{0 use by certain Samsung employees to prove direct infringement, but BHM has not presented
any evidence that a Samsung emiployee has actually performed the claim elements. For example,
Mr, Zatkovich cites 10 lestimony that certain employees of SEA and STA have used Samsung
Link on accused devices in the United States, but use of Samsung Link is not enough to prove
direct infringement, particularly given the many noninfringing ways it can be used. See
CX-1067C (Zatkovich DWS) Q/A 123,

BHM presented two -Calegories of'evidence relaling to alleged infringement by
customers: (1) user manuals, product specifications and other marketing materials and (2) |

]. This evidence is not sufficient to show direct infringement
by customers, for it merely demonstrates that Samsung may have promoted the use of certain
applications, those applications may have been used on a Samsung device in the United States.

In particular, as discussed below, the accused devices and applications can be used in
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noninfringing ways. For example, for the "873 patent, Dr. Loy points to user manuals, “FAQ™
auides and videos, but does not show that the evidence meets the claim elements. See, e.g.,
-EX-1068 (Loy DWS) /A 210-17,221-22,231-32. - The *8§73 patent claims read-only ona
specific use of the accused device with an application, additional devices, and connections
among the devices, The testimony fails to show that a customer used the accused Samsung
devices in the right configuration with the necessary connections and then practiced cach
element., Moreover, BHM cannot establish that the accused applications and devices directly
infringe prior to unportation, inasmuch as the accused devices cannot be used in an infringing
manner until after they are imported into the United States.
b, Knowledge and Specific Intent

To prevail in its claims of contributory infringement and inducement, BHM must prove
that Samsung knew of the asserted patents and specifically intended to contribute o or induce
mfringement at the time of the allegedly infringing acts. The record establishes that Samsung

did not have notice of the asserted patents |

1. See JX-0078 {(Kwon Dep.) at 40, Complaints filed with the Commission and in a
related district court action alone are insuflicient to show the required knowledge to support an
indivect mifringement claim. See, e.g.. Certain Video Game Systemys and Wireless Controllers
and Componenis Thereof, Inv. No, 337-TA-770, Comm’™n Op. at 32 (Nav. 6, 2012) {where the
only evidence complainant ¢ites for a respondent’s knowledge of the patent are complain‘ts filed
with the Commission and in district courd, “[{ihis is insufficient evidence of the required

knowledge to show contributory inlringement.”™).
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The evidence further shows that the accused devices and applications were already in the
market and capable of many substantial noninfringing uses before Samsung had notice of the
patents. See RX-0671C (Lipoflf RWS) Q/A 326-28. In addition, the fact that many of the
accused applications were designed by third parties, and not by Samsung, weighs against a
finding that Samsung had a specific intent 1o induce or contribute o infringement of the asserted
patents. See, e.g., RX-0668C (RWS Heppe) (/A 30.

C. Substantial Noninfringing Uses

BHM has failed (o show that the accused devices and functionalities Jack substantial
noninfringing uses, both at the device level and at the application level, thereby forestalling a
finding of indirect infringement.

i the accused devices are considered as the component at issue for the indirect
infringement analysis, the record evidence demonstrates that the accused mobile devices,
televisions. Blu-ray players and home theater systems are capable of many substantial
noninfringing uses. The accused mabile devices are multi-use devices capable of being used to
communicate, such as through a cellular communication system or network, or by accessing the
Internet via a Wil access point, See RX-0668C (Heppe RWS) Q/A 33. They are also capable
of using hundreds, i not thousands, of different applications offered for Android devices, They
can be used without a cellular or Internet connection in airplane mode as a PDA or 1o play music
or games or watch videos. fd. They also can be used to make phone calls, send and receive texts
and e-mails,; access information, monitor health, view videos, and access productivity tools and
applications. /d.: RX-0669C (Houh RWS) Q/A 428, Similarly, Samsung televisions can be used
to watch tefevision shows or movies. RX-0669C (Houh RWS) Q/A 429; see also RX-0671C

{Lipoft RWS) (YA 334-39,
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It the accused applications are treated as the component at issue for the indirect
infringement analysis, the record evidence demonstrates that the applications are capable of
substantial noninfringing uses. See, ¢.g., RX-0671C (Lipoff.- RWS) /A 340-45. BHM has
accused only one small feature within applications that have multiple uses, and did not address
the nonintringing uses of the accused applications. See id As a result, BHM has not prevailed

in its contributory infringement claim.

E. Infringement Analysis of LG Accused Products
BI{M asserts that LG Mobile Devices running LG Smart Share infringe claims 1, 5, 23,

30, 34, 37, and 45 of the "873 patent, and that LG Player Devices running LG Smart Share
infringe claim 1. UX-1068C (Loy DWS) Q/A 264, 295, 299, BHM asserts that LG Maobile
Devices running YouTube infringe claims 1, 5, 23, 30, 34, and 45, fd. BHM asserts that 1.G
Mobile Devices running Miracast infringe claims 30, 34, 37, and 45. /d. BHM generally
accuses LG of direct infringement with respect to the asserted device claims and indirect
infringement with respect to the asserted device claims and method claims. 7
1. The Accused Products

BHM accuses two categories of LG products of infringing the asserted claims of the "873
patent: (1) LG Mobile Devices; and (2) LG Player Devices, CX-1068C (Loy DWS) Q/A 12].
The accused LG Mobile Devices are LG smartphones and tablets. RX-0632C (1.G App. A),
2-11. Specifically, BIM accuses [ | LG smartphones and | ] LG tablet of infringing the "873
patent. /. Each of the LG Mobile Devices |

). /d. The accused

L.G Player Devices arc LG televisions, Blu-ray players, and home theater systems. [l at 11-32.

Specilically, BHM accuses | ] LG televisions. [ | LG Blu-ray players, and [ ] LG home
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theater systems of infringing the "873 patent. /d The accused LG televisions |
}. ddoat 11-27. |
1. Id. There is no dispute about the operations
and structures of the LG Accused Products with respect to the features at issue for the '873
patent.
2. The Accused Applications
BHM alleges that 1.G Accused Products with LG Smart Share, YouTube, and/or Miracast
{collectively, the “Accused Applications™) infringe certain asserted *873 patent claims.
CX-1068C (Loy DWS) Q/A 264, 295, 299, With respect to Miracast, BHM's infringement
allegation |
. Id at Q/A 242, There is no dispute about the operations and structures of the
Accused Applications with respect {o the features at 1gsue for the *873 patent.
The evidence shows that, |
I RX-0632C (1.G App. A
RX-0673C (Polish RWS) Q/A 89-90. |
] RX-0632C (1.G
App. A); RX-0673C (Polish RWS) (/A 89. Further, |

1. RX-0673C

{Polish RWS) Q/A 91, For example, |

| 1d at Q/A 91, 212: IX-0073C (1. Kim Dep.) at 143. 157. |
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RX-0673C (Polish RWS) Q/A 213; IX-0057C (R. Bobohalma Dep.) at 208-209. |

L RX-0673C (RWS Polish) Q/A 91,213
a. LG Smart Share
The evidence demonstrates that LG Smart Share |
. RX-0673C (Polish RWS) Q/A 93. For

example, |

Jod |
1. 1d at Q/A
Y4; RX-0742 ([ . Itis undisputed that, | }
f 1. RX-0673C (Polish RWS) /A 94. Thereis

also no dispute that, [
. Jd at Q/A 95.
b. Miracast
The evidence demonstrates that Miracast allows a user to deliver information presented
on onc device (e, g, information displayed in an application running on the device) to another
device using a peer-to-peer wireless connection. RX-0673C (Polish RWS) Q/A 97, A “source™
device may thercfore use Miracast to deliver the media directly to a “sink™ device, such that the
media may be presented on the sink device, either in addition to or alternatively to the source
device. [d. A user may, for example, use a smartphone running Miracast to mirror a
presentation displayed on the smartphone to a larger sink device, such as a large projection

device, so that the presentation may be more easily delivered 1o a large audience. /o at Q/A 98.
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In Miracast, the media presented on the sink device is received directly {rom the source
device, RX-0673C (Polish RWS) (/A 99. Thus, if a user streams media from a remote server
{e.g.. a remote music server) to a source device (e.g., a smartphone) and then delivers that media
from the source device to a sink device {¢.g., a television) using Miracast, the media is received
by the sink device via direct commuication from the local source device, and not via
communication between the remote server and sink device. /d.

3, Representative Produets
BHM argues that the operation and/or structure of the |
Jare representative of all | ] accused LG Mobile Devicesand | ]
accused LG Plaver Devices. respectively, CX-1068C (Loy DWS) (/A 255-58. The evidence
refied on by BHM s expert Dr. Loy, however, does not establish that the |
] are “representative” of all LG Accused Products.

Dr. Loy’s testimony does not show that the operation and/or structure of each Accused

Application with respect to the relevant functionalities are the same for the |

| as for the other LG Mobile Devices |

1. RX-0673C (Polish RWS) Q/A 126. Likewise, Dr. Lay’s testimony does not
establish that the operation and/or structwre of each Accused Application with respect {o the
relevant functionalities are the same for the | ] as for the LG Player
Devices that | : . K Specifically, Dr. Loy’s testimony
demonsltrates that the operation and/or structure of certain aspects of the Accused Applications,
including certain specific functionalities, are diflerent based on |

I CX-1068C (Loy DWS) /A 119. Dr. Loy cites to the testimony of LG witness |
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J. dd {eiting JX-0075C (M, Kim Dep.) at 34-35). Nevertheless, as explained

. further below, [

. IX-0075C (M. Kim Dep.) at 34; RX-0673C
(Polish RWS) Q/A 128.
Dr. Loy also testitied that Respondents” production of source code is “consistent with
[his] findings” regarding representative products, alleging that “[d]ifferent version|s] of code
were not produced for devices with different operating systems, or any other device differences.”

CX-1068C (Loy DWS) /A 118. Yet, the record evidence shows that |

| RX-0673C (Polish RWS) Q/A 130.
BHM also relies on CX-0033C, which is a drafl of a joint stipulation between .G and
BHM regarding representative products, as evidence that |
1. CX-1068C (Loy DWS) Q/A 118; CX-0033C
(Dralt Stipulation). Ignoring tfor now the fact that CX-0033C is a draft and that no final
agreement was reached between LG and BIM, the document does not support Dr. Loy's

conclusion, inasmuch as if it proves anything, it proves |

CX-0033C (Draft Stipwation); RX-0673C (Polish RWS) Q/A 132,
BHM also relies on a summary of Dr. Loy’s packet trace analyses as evidence regarding

the representative nature of LG products, CX-0039C (DLNA Trace Summary): CX-1068C (Loy
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DWS) Q/A 120, Dr. Loy, however, performed packet traces on only fiveof the | 116
Accused Products, including two phones, one television, one Blu-ray player, and one home
theater system. CX-1068C (Loy DWS) Q/A 113, 256, Ofthose five, only the |
] in the packet
traces. CX-0039C (DLNA Trace Summary). The packet trace summary does not establish that
one LG Accused Product may be viewed as representative of other products of the same type at
fcast because it representts packet traces obtained from only three of the | ] LG Accused
Products. CX-0039C (DLNA Trace Summary); RX-0673C (Polish RWS) Q/A 135, With
respect to LG Smart Share and Miracast, Dr. Loy’s packet traces do not show that the |
] has the same operation and structure as any other LG Mobile Device because Loy
{ails to provide packet traces for those applications on any other accused LG smartphone.
RX-0673C (Polish RWS) Q/A 135, For YouTube, Dr. Loy tests the operation of the |
1. but fails to explain why obtaining similar packet traces for only two
.G products shows that dozens of other 1.GG products necessarily have the same operation and
structure with respect to the accused functionalities, See CX-1008C (Loy DWS) Q/A 110;
RX-0673C (Polish RWS) Q/A 135.
BHM also fails to establish that one LG Accused Product may be viewed as

representative of other LG Accused Products of the same type because |
RX-0632C (LG App. A). For example, |
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4. Video Evidence
As evidence in support of its infringement case, BHM relies on three videos offered by
_.Dr. Loy that allegedly depict testing of 1.G Smart-Share. YouTube, and Miracast on the { -

1. CX-1068C (DWS Loy) Q/A 110, 259.

These videos, however, do not show infringement of the asserted claims. RX-0673C
(Polish RWS) /A 140. [or examiple, Dr. Loy’s videos do net show that any .G Accused
Product | 1, as required by every
asserted '873 patent claim, because they do not show | 1.

Id at Q/A 140, 149, 154, Specifically, Dr. Loy’s videos do not show whether |

1. 1d at Q/A 140, Dir. Loy's videos also do not show that {
|, as also required by every
asseried “873 patent claim. fd. Further, the videos do not show that each LG Accused Product
[ ] as required by claim 45. Jd. at Q/A 141.

Dr. Loy’s videos also fail to show the operation and structure of the LG Accused
Products in the default states in which they are imported. Dr, Loy testified that he does not know
what actions were performed on the Accused Products by counsel for BHM before his testing.
Loy Tr. 363-367. Morcover, the videos confirm that Dr. Loy s tests do not reflect the default

operation of the Accused Products. For exampie, |

|, RX-0673C (Polish RWS) Q/A 163; CPX-0134C, Dr. Loy testified that his

videos do not show each of the actions performed with the accused products during the recording
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ol the videos, including certain user mputs at the accused player devices that are relevant o
BHM’s proof regarding the “without user input” Hmitation ol each asserted "873 patent claim.
Loy Tr. 378-38].
5 Packet Trace Evidence

The packet trace evidence also does not prove infringement of the asserted "873 claims
by the accused LG devices. Dr. Loy’s packet traces likewise do not show infringement. See,
e.g., CX-1068C (Loy DWS) Q/A 110, 278-82; RX-0673C (Polish RWS) Q/A 138, 150-51. For
example, the portions of the packet traces Dr. Loy to which cites do nol establish the “directing”

limitation of the asserted claims. See id The packet traces show only that |

1. See id TFurther, the

packet traces do not provide sufficient context © show that each LG Accused Produet |

1. See jd; Polish Tr. 1316-1318.
6. Direct Infringement
The evidence adduced at the hearing fails to demonstrate that the accused LG products
satisfy every Hmitation of the asserted claims. The specific limitations not satisfied by the
accused LG products are discussed in further detail below.
a. Claim 30
BHM contends that LG infringes claim 30 of the "873 patent based on the operation of
LG Smart Share or Miracast on the .G Mobile Devices. The LG Accused Products that include
1.G Smart Share or Miracast, however, do not display or select a “device identifier,” either

literally or under the doctrine of equivalents, under the adopted construction of that termy. As
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explained below, these products also do not “direct™ a “second device 1o receive the media
item . . . without user input via the second device,” either Bterally or under the doctrine ol
~equivalents under any-parties’ construction (including the construction adopted above) of ™
“directing [. . .} the [at feast one] second device . . " or “without user input via the second
device.”
i. “directing |...] the |at least one] second device ...”

The evidence demonstrates that the LG Accused Products do not “direct{} |...] the [at
feast one} second device ...,” as required by the asserted "873 patent claims. As discussed
above, the term “directing |...] the [at least one] second device ... 1s construed to mean “the
first device instructs the second deviee.™ The LG Accused Products with LG Smart Share or
Miracast do not “direct,” “instruct,” or “directly issue instructions to” a second device in the
mannher claimed in the "873 patent.

BHM alleges that the LG Aceused Products with .G Smart Share “direct™ a second
device 10 receive or obtain media based on videos and packet data, whereas BHM relies only on
videos in support of its allegations with respect to Miracast. See CX-1068C (Loy DWS)

Q/A 278. As explained above, the videos and packet traces do not show that any LG Accused
Product with LG Smart Sharc or Miracast practices this imitation. See RX-0673C (Polish RWS)
Q/A 148-54.

At the hearing, Dr. Loy testified that one need only look at the accused (first) device to

determing whether that device meets the limitations of elaim 30. See Loy Tr. 392-393. Dr, Loy

testified that “if the device is a mobile phone 1 only fook at the mobile phone to see whether the

24 : s o dip o aff

BHM proposes that this term means “first device directs second device.” Stafl proposes that
“directing {...] the [at least one] second device ..." means “first device directs second device,”
but clarifies that “dirceting” means “dircetly issuing instructions to.”
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limitations of claim 30 are met.™ Loy Tr, 395-396. According 1o Dr. Loy, one way fo determine
whether the device is “directing” a second device “without user input via the second device™ is
by analyzing source code on the device to “see if there were actions that that sowree code
performed that instructed . . . the second device to ask for a user input ornot.” I Yet, Dr. Loy
testified that he did not cite any specific portion of any LG source code in support of his
opimions. Cf Loy Tr. 431-432. Dr. Loy also testified that one could determine whether tha
device is “directing™ a sccond device “without user input via the second device” by looking at

packet traces, but |

]. See Loy Tr. 395-396: RX-0673C
(Polish RWS) Q/A 138, 150, 151,

In addition to videos and packet traces, BHM also relies on deposition testimony |

]. CX-1068C (Loy DWSY Q/A 283, As with the videos and packet traces, |

], as required by the "873 patent claims.

The record evidence demenstrates that LG Mobile Devices associated with Miracast do
not “direct” the 1.G Player Devices to receive or oblain media. See RX-0673C (Polish RWS)
(/A 152-34, Rather, Miracast |

1. Jd at Q/A 152,
Accordingly, the source does not “direct,” “instruct,” or “directly issue instructions to” the sink

to cause the sink to receive media, as required by the asserted "873 patent claims. /d. Rather,
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L Id. Therefore, | e R
]. fd Moreover, |
1. as required by the plain
language of asserted independent claims 1, 23, and 30. fd

In addition, BHM fails to demonsuate infringement under the doctrine of equivalents
because the differences are not insubstantial. RX-0673C (Polish RWS) Q/A 152-54. Aside from
Dy Loy's statement that “[t]o the extent any limitation is not fiterally met, . .. it would be met
under the doctrine of equivalents,” BHM offers no support for its contention that the LG
Accused Products associated with LG Smart Share or Miracast practice this limitation under the
doctrine of equivalents, See CX-1068C (Loy DWS) Q/A 246. Such a position is insufficient for
BHM to establish that LG infringes under the doctrine of equivalents.

ik “without user inpuf via the second device”

The evidence demonstrates that the LG Accused Products do not direct a second device
to receive or obtain media “without user imput via the second device,” as required by each
asseried "873 patent claim under all proposed constructions (including the construction adopted
above). The term “without user input via the second device™ was previously construed to mean
“no user input is required at the second device prior to the initiation of a shared media
cxpm‘iencc.” BHM and Staff propose that this term means “[njo user input is required at the

sccond device following direction from the first deviee.” The record evidence shows that |

I RX-0673C (Polish RWS) /A 155-63. Moreover, BHM fails to establish
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that “[nJo user input is required at the sccond device following direction from the first device™ in
o N - -4 35
the LG Accused Products. See id at Q/A 1647

With respect to LG Smart Share, the evidence shows that |

1. RX-0673C

(Polish RWS) Q/A 156; IX-0075C (M. Kim Dep.) at 70. |

1. RX-0673C (Polish RWS) Q/A 156.
At the hearing, BHM atfempted to establish that Dr. Polish testified during his deposition

that |

1. Polish Tr. 1307-1309, 1318-1319. Dr. Polish, however, testified consistently at his

deposition, in his direct witness statement, and at the hearing that {

1.
RX-0673C (Polish RWS) (/A 159; Polish Ty, 1314-1315. Although Dr. Polish said in his

deposition that *{

1.7 he

explained at trial that |

2 BHM'g expert Dr. Loy provided no analysis taking into account the parties’ differing proposed
constructions. CX-1068C (Loy DWS) (/A 278-87. LG s expert Dr. Polish addresses and
provides testimony with respect to the parties™ different constructions. RX-0673C (RWS Polish}
Q/A 155-64,
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] RX-0673C (Pelish RWSY Q/A 159; Polish T,
LA314-1315.
In addition, certain LG Player Devices require |
]. RX-0673C (Polish RWS) Q/A 160-62. For example, when a user

attempts to share media with one of LG's Google TVs using .G Smart Share, |

| ddoat Q/A 161 IX-0075C (M. Kim
Dep.) 75, 76; RDX-1456C (RX-0743 (Smart Share Popup)). Dr. Loy does not dispute that such
[ J. See RX-0673C (Polish

RWS) (/A 161, LG’s Google TVs therefore cannot |

. fd.

FFurther, the accused LG Blu-ray players and home theater systems can
Y play i

J. RX-0673C (Polish RWS) Q/A 1062:

JX-0075C (M. Kim Dep.)at 71, 72, 114-115, Thus, those accused 1.G devices do not |

}. RX-0673C (Polish RWS) Q/A 162.

Similarly, with respeet to Miracast, BIHM does not dispute that LG Player Devices |

1. RX-0673C (Polish RWS) Q/A 163. BHM also does not

dispute that, with respect to the accused LG TVs that include Miracast, |

112



PUBLIC VERSION

. Jd. Itis also undisputed that, In the |

1. Id |

1. Jd. With respect to the accused LG Blu-ray players and home theater

systems that mclude Miracast, |

1. Id.

The “withoul user inpud via the second device™ limitation of the asserted claims 18 not
met with respect to LG Smart Share or Miracast on the LG Accused Products under the adopted
construction of this claim term because |

] RX-0673C (Polish RWS) Q/A 155-63.

BHM also fails to establish that any LG Accused Product direets or instructs another
device in the manner recited in the asserted "873 patent claims under 3HM and Staff™s proposed
construction of “without user input via the second device.” RX-0673C (Polish RWS) Q/A 164.
BHM and Staif’s proposed construction for this term is *[n]o user input is required at the second
device following direction from the first device.” That construction requires that there be no user

input following a “direction” from the first device. Inasmuch as BHM fails to show that |

1.

BHM also fails to show that “without user input via the second device™ is met under the
doctrine of equivalents. RX-0673C (Polish RWS) Q/A 165, Aside from Dr. Loy’s general
statement that “[t]o the extent any limitation is not liferally met. . . . it would be met under the
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doctrine of equivalents,” BHM offers no support for its contention. See CX-1068C (Loy DWS)
(/A 246. Such a position with respect to doctrine of equivalents is insuflicient to establish
~infringement, -

iii. “playlist”

The LG Accused Products do not receive a “playlist,” as required by each asserted 873
patent claim, under BHM's proposed construction of “playlist.” which requires “a list
referencing media items arranged to be played in a sequence.” BHM has offered no evidence
that the LG Accused Products with LG Smart Share or Miracast receive media Hems that are
“arranged to be played in a sequence.”

BHM alleges that the LG Accused Products with LG Smart Share or Miracast |

1. CX-1068C (Loy DWS) (/A 271, 588-90. For
example, in his direct winess statement, Dr. Loy stated: [
17 Id at QFA 590, At the .hc-:ériug, however, when
cross-exantined about “shuffle™ playback, Dr. Loy testified that |
]. Loy Tr. 475 (%]

17, This
testimony is consistent with the testimony of experts Dr. Polish and Dr. Almeroth, who both
testified that |

]. Almeroth Tr. 625-627 (*]

1.7y Polish Tr. 1316 (]
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1
BIM also relies on packet traces to support its position that the LG Accused Products

receive a “playlist.” While the packet traces show that the |

1. Thus, BHM fails to establish that the
1.G Accused Products receive a “playlist,” under its proposed construction.

BHM also fails to demonstrate that the ;‘plziy]ist” limitation is met under the doctrine of
equivalents. RX-0073C (Polish RWS) Q/A 165, Aside from Dr. Loy’s gencral testimony that
“{t]o the extent any limitation is not literally met, . . . it would be met under the doctrine of
equivalents,” BHM offers no support for its contention that the LG Accused Products associated
with LG Smart Share or Miracast meet this limitation under that doctrine. See CX-1068C (Loy
DWS) (/A 246. Such a position is insufticient for BHM to establish that LG infringes under the
doctrine ol eguivalents,

iv. “device identifier]s]”

The LG Accused Products do not display or select “device identifier{s]” under the
adopted claim construction. Under that construction, the asserted "873 patent claims require that
a “device identifier” “uniquely identif[ies] the second device,” and the 1.G Accused Products
with LG Smart Share or Miracast do not display or select such indicia.

BHM alleges that the LG Accused Products with LG Smart Share or Miracast display and
select “device identifierfs]” based on videos that |

1. See

CX-1068C (Loy DWS) Q/A 269, [ ]
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under the adopied construction, however, because |
1. See

~RX-0673C (Polish RWSYQ/A-144-47. These characteristics |

1. dd at Q/A 144,
Dr. Loy mischaracterizes LG s argument regarding this limitation as applying only to

those instances in which [

1. See
CX-1068C (Loy DWS) Q/A 584; RX-0673C (Polish RWS) Q/A 145, Inasmuch as the listing of
devices displayed in .G Smart Share and Miracast |
1. Md

BHM also fails to demonstrate that the “device idemtifier{s]” limitation is satisfied under
the doctrine of equivalents. RX-0673C {Polish RWS) Q/A 147, Aside from Dr. Loy’s general
testimony that “[t}o the extent any limitation is not literally met, ., . it would be met under the
doctrine of equivalents,” BHM offers no support {or its contention that the LG Accused Products
associated with LG Smart Share or Miracast meet this limitation under that doctrine. See
CX-1068C (Loy DWS) Q/A 246. Such a position is insufticient for BHM to cstablish that LG
infringes under the doctrine of equivalents.

b. Claim 34

The LG Mobile Devices with LG Smart Share or Miracast do not infringe claim 34 under

any clatm construction {(including the adopted construction), either literally or under the doctrine

of equivalents, for at least the same reasons that they do not infringe independent clanm 30.

[t6
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Claim 34 further recites that "the device comprises a mobile phone.” The accused 1.G
tablet 1s not and does not comprise a mobile phone. RX-0673C (Polish RWS) Q/A 167, The
accused LG tablet thus does not infringe claim 34 for this additional reason.”®

c. Claim 37

The LG Mobile Devices with LG Smart Share or Miracast do not infringe claim 37 under
any proposed clanm construction (including the adopted construction), etther literally or under
the doctrine of equivalents, for the same reasons they do not infringe independent claim 30.
Further, claim 37 depends from claim 36, which recites that “the device comprises a remote
control operative 1o control the at least one second device.™ Under the adopted construction, the
“remote control” claimed in the *873 patent 1s “a device dedicated (o controlling a second
device.” See RX-0673C (Polish RWS) Q/A 50-34. Under that construction, none of the .G
Mobile Devices 1s a “remote control,” either literally or under the doctrine of equivalents, See
id at Q/A 170-71.

One of ordinary skill would consider a device |

] RX-0673C (Polish RWS) Q/A 171, For
example, JX-0005 (099 patent), which is related to the "873 patent, defines “dedicated™ as

“indicatfing] the primary function ol a device.” IX-0003 (099 patent) at col. 8, Ins. 41-51.

[

RX-0673C (Polish RWS) (/A 171. Rather, |

|. 1d

¢ 3HM states that “The *mobile phone’ Jimitation is not asseried against Respondents” tablets.”
Compl. Br. at 95,
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BHM fails to demonstrate that the “remote control” hmitation is satisfied under the

doctrine of equivalents. RX-0673C (Polish RWS) Q/A 110, 165, Dr. Loy states that “using

smart phones-and-tablets as remote controls is atter-arsing technology whose use in this context—

makes an insubstantial difference in the patented invention.” CX-1068C (Loy DWS) Q/A 289,
Dr. Loy, however, fails to explain why the use of smart phones and tablets as “remote controls™
is an insubstantial difference to the claimed invention. Such a position with respect to doetrine
of equivalents dues not establish that 1.G infringes under that doctrine.
d, Claim 45
LG Mobile Devices with LG Smart Share or Miracast do not infringe dependent claim 45
under any claim construction for the same reasons they do not infringe independent claim 30.
€. Claim 23
BHM accuses LG Smart Share on LG Mobile Devices of infringing claim 23 based on
the same proof it relies on for claim 30, CX-1068C (Loy DWS) Q/A 292, Tor the reasons
discussed above with respect to ¢laim 30, the LG Mobile Devices with Smart Share do not meet
the “device identifier,” “playlist.” “dirceting,” or “without user input™ Himitations of claim 23.
RX-0673C (Polish RWS) Q/A 176.
f. Claim |
BHM accuses LG Smart Share on LG Mobile Devices and LG Player Devices of
infringing claim 1 based on the same proof it relies on for claim 30. CX-1068C (Loy DWS) Q/A
304, Tor the reasons discussed above with respect to elaim 30. the LG Mobile Devices and LG
Player Devices with Smart Share do not meet the “device identifier,” “playlist,” “directing.” or

“without user input”™ limitations of claim 1. RX-0673C (Polish RWS) Q/A 178,
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g. Claim 5
.G Mobile Devices with LG Smart Share do not infringe claim 5 under any construction
for the same reasons they do not infringe independent claim 1. Claim 5 further recites that *the

first device comprises a mobile phone.” The accused LG tablet is and does not comprise a

maobile phone. RX-0673C (Polish RWS) Q/A 181, The accused LG tablet therefore does not

P . ~ . .- 2
infringe claim $ for this additional reason.”’
7. Indirect Infringement

BHM contends that 1.G indirectly ifringes claims 1, 5, 23, 30, 34, 37, and 45 of the "873

patent, See CX-1068C (Loy DWS) Q/A 121,299,
a. Underlying Direct Infringenient

In order 10 prove indirect infringement, BI-M must point to specific instances of direct
infringement or show that the accused LG products necessarily infringe. Electronic Digital
Media Devices, Inv, No. 337-TA-796, Comm™n Op. at 32, 36 {Aug. 9. 2013). i evidence of
specific instances of direct infringement is not provided, circumstantial evidence may be used to
prove indirect infringement, but only “when the evidence shows that the accused products were
intended to be used only to practice the infringing method and that method was explicitly taught,
for example, by product manuals.”™ /. at 33, 36. Yet, "excerpts from user manuals as evidence
of underlving direct infringement by third parties of products that can be used in a non-infringing
manner are by themselves insullicient to show the predicate acts necessary for inducement of

infringement.” Mirror Worlds, LLC v. Apple, Inc., 692 F.3d 1351, 1360-62 (Fed. Cir. 2012).

" BHM states that “The *maobile phone’ limitation is not asserted apainst Respondents’ tablets.”
Compl. Br, at 95.
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BHM argues that the asserted patents are directly infringed by ils own experts, LG’s
employees and agents, and end users. As explained in more detail elsewhere within this initial
~detenmination; however, LG cannot indirectly infringe based on the activities of BHM s expeits
or L.G’s employees and agents. With respect to end users, BHM does not present evidence of
any specitic instance of an end user performing cach element of any asserted claim. BHM
instead offers evidence of |

1. at least because BIM has not established
that the LG Accused Products necessarily infringe the asserted "873 patent claims. Eectronic
Digital Media Devices, Inv. No. 337-TA-796, Comum™n Op. at 58-39 (holding that Complainant
failed to show specific instances of infringement based on user manuals that only instructed users
on general usage of accused products).

In addition to product manuals, Dr. Loy points ta several other docwments as evidence
establishing direct infringement by an LG Accused Product. For LG Smart Share. Dr. Loy also
relies on CX-1298 and CX-0348C. whicharc a {

], respectively, CX-1068C (Loy DWS) Q/A 318-19.

CX-1298 fails to show that any limitation of any of the asserted claims is salisfied, and CX-1298
fails to show that | I RX-0673C
(Polish RWS) Q/A 207. Moreover, the portion of CX-0348C on which Dr. Loy relies indicates
only that |

] See CX-0348C (] 1. Dr. Loy contelnds that this
would directly infringe the asserted claims “when done via a mobile device, but nothing in
| I
See CX-1068C (Loy DWS) Q/A 319; RX-0673C (Polish RWS) /A 207.
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For YouTube, Dr. Loy relies on CX-1305, CX-1306, CX-1245C, and CX-1247.
CX-1068C (Loy DWS) Q/A 329-34. |
1. See CX-1305(] ]y at (3); RX-0673C (Polish

RWS) Q/A 208. |

I See

CX-1068C (Loy DWS) Q/A 330-31: RX-0673C (Polish RWS) Q/A 208. |

]. See CX-1068C (Loy DWS)Y (/A 333-34; RX-0673C (Polish RWS) Q/A 208.
BHM also contends that LG directly infringes the device claims of the *873 patent (i.e.,
clatms 23, 30, 34, 37, and 45) based on the importation of LG Mobile Devices that include the
Accused Applications. CX-1068C (Loy DWS) Q/A 121, 296. As discussed above, however,

BHM fails to establish that {

]. Moreaver, as explained in detail
above, the LG Mobile Devices do not contain functionalities that infringe the asserted "873
patent claims. Thus, importation of those devices does not infringe the asserted clanns.
Inasmuch as BHM does not show divect infringement of any asserted claim, cither by

direct or circumstantial evidence, BHM has fails to prove indireet infringement by LG.
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b. Inducement

BHM contends that LG mduces infringement of claim 1 based on the operation of LG

~Smart Share on LG Player Devices; claims- 1,5, 23,30, 34, 37, and 45.based-on LG Smart Share -

on LG Mobtile Devices; and claims 1, 5, 23, 30, 34, and 45 based on YouTube on LG Mobile
Dcvice§.28 CX-1068C (Loy DWS) Q/A 121, 312, 327. BHM fails to establish that LG induces
infringement of any of the asserled 873 patent claims.

Induced infringement requires a showing that the accused inducer acts with knowledge
that the induced acts constitute patent infringement, See Global-Tech Appliances, Inc, v. SEB

SAL 131 S0 CL 2060, 2068 (2011). BHM provides no evidence establishing that LG |

. See Luceni Techs. Inc.
v. Gateway, Inc., 509 F, Supp. 2d 912, 930-31 (S.I3. Cal. 2007) (finding insufficient evidence to

demonstrate that defendant knew or should have known that accused soltware infringed because

soltware was provided in binary code (machine code) from third party).

% BHM lists both method and device claims as “Indirectly Infringed” in a demonstrative entitled
“Summary of *873 Claims Infringed by LG.” See CDX-0131 (Summary of Infringement
Allegations). The narrative portions of Dr. Loy’s direct witness statement, however, only accuse
LG of inducing infringement of the asserted method claims, and not the asserted device claims.
CX-1068C (Loy DWS) Q/A 312, 327, Moreover, BHM does not contend that LG induces
infringement based on Miracast.
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BHM also provides no evidence establishing that LG possessed specific intent to

encourage another’s infringement. BHM instead points to |

1. Forexample, Dr. Loy identifies LG manuals (CX-0320, CX-0279) and
advertisements (CX-1270, CX-1250), a web site printout (CX-0273), and an instruction
presented on an LG TV (CX-~1304) in support of his opinion that LG encourages users to
infringe. CX-1068C (Loy DWSY (/A 315,323, As an initial matter, Dr. Loy fails to identify the
portions of the L.G manuals that he contends induce end users to infringe the asseried 873 patent
claims. See CX-1068C (Loy DWS)Y Q/A 315, 323, 323, In any event, none of the cited evidence
establishes that LG encourages users to infringe the asserted "873 patent claims. See RX-0673C
(Polish RWS) Q/A 214-19.

For example, Dr. Loy states that CX-0279 “instructs users to utilize a smartphone to
direet media located on a separate content server to be played back at the renderer.™ CX-1068C
(Loy DWS)Y Q/A 323, However. CX-0279 merely states that the “Network Play™ function
“allows you to control the playback of media streamed from DLNA media server by a DLNA
certified smart phone,” which would not necessarily involve “direct{ing] media focated on a
separate conlent server to be played back at the renderer” when LG Smart Share is operated in
the “two-box™ model of DLNA, such that the phone is both the controller and the server. See
CX-0279 (Owner's Manual - LG Blu-ray), (26-27); RX-0673C (Polish RWS) (/A 216.
CX-1270C and CX-1250 are specification sheets for the LG Intuition and LG Spirit 4G smart
phones that list “SmartShare™ as a feature under the “Entertainment” calegory. See CX-1250
(LG Spirit 4G Spec Sheety at 1; CX-1270C (] D RX-0673C (Polish RWS)

/A 217, Dr. Loy characterizes CX-0273 as “a printout of an 1.G website instructing users how
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to set up a DLNA server and use it to infringe the method claims of the Weel patent by using a
controller to push content from a server to a renderer,” but CX-0273 only explaing how to set up
e BGHEV 1o access DENA-servers on a network. -See CX-1068C (Loy DWS) (/A 323;
CX-0273 (1.G DLNA Setup), (2-4). It does not explain how to “us[e] a controller to push
content from a server to a renderer.” See RX-0673C (Polish RWS) /A 218, In addition,
(CX-1304 at most encourages & user to “execute [the] SmartShare app.” which would not
necessarily result in functionalities alleged to infringe the asserted "8§73 patent claims, at least
because LG Smart Share has substantial non-infringing uses (e.g., use in the “two-box™ model of
DLNA), See CX-1304 (Smart Share Connecting Guide); RX-0673C (Polish RWS) Q/A 219.

In support of his inducement opinions with respect to YouTube, Dr. Loy relies on
CX-1306, which is a screen capture of an LG smartphone showing a “DIAL prompt” that Dr.
Loy suggests “shows the user how to use DIAL to infringe the accused methods of the Weel
patent,” CX-1068C (L.oy DWS) Q/A 330, 337. Dr. Loy does not show, however, that
interacting with the “DIAL prompt”™ will result in the display and selection of a “device
identifier.” the receipt of a playlist, the selection of a media item, or the LG Mobile Device
directing the TV to receive a sclected media item from a content server. RX-0673C (Polish
RWS) Q/A 221,

The documents refied upon by BHM are thus insufficient to show the specific intent
required for inducement. Fita-Mix Corp. v. Basic Holding, Inc., 581 F.3d 1317, 1329 n.2 (Fed.
Cir. 2009) (*The question is not . . . whether a user following the [allegedly inducing)
wnstructions may end up using the device in an infringing way. Rather, it is whether [the
allegedly inducing] instructions teach an infringing use of the device such that [a court may]
infer from those instructions an atfirmative intent to infringe the patent.™). This is especially true
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given the numerous substantial noninfringing uses of the LG Accused Products discussed below.
See Warner-Lambert Co. v. Apotex Corp., 316 1.3d 1348, 1365 (Fed. Cir. 2003) (“Especially
where a product has substaniial noninfringing uses, intent to induce infringement cannof be
inferred even when the defendant has actual knowledge that some users of its product may be
infringing the patent.”),

c. Contributory Infringement

BHM contends that 1.G contributes to the infringement of claim 1 based on LG Smart
Share on LG Plaver Devices; claims 1, 5, 23, 30, 34, 37, and 45 based on LG Smart Share on LG
Mobile Devices; and elaims 1, 5, 23, 30, 34, and 43 based on the YouTube on LG Mobile
Devices ™ CX-1068C (Loy DWS)Y Q/A 121, 312, 327, BHM fails to establigh that LG
conltributes to infringement of any of the asserted "873 patent claims.

To prevail on a claim of contributory infringement, BHM must show: (1) there is an act
of divect infringement; (2) the accused device has no substantial noninfringing uses; (3) the
accused infringer imported, sold for importation, or sold after importation within the United
States, the accused components that contribuied to another’s direet infringement; and (4) the
alleped infringer knew “that the combination for which his component was especially designed
was both patented and infringing.” Electronic [Xigital Media Devices, Inv. No, 337-TA-796,

Comm’n Op. at 41; Spansion. Inc. v, Int’l Trade Conim'n, 629 ' 3d 1331, 1353 (Fed. Cir, 2010).

¥ BHM lists both method and device claims as “Indirectly Infringed” in a demonstrative entitled
“Summary of *873 Claims Infringed by 1.G." See CDX-013]1 (Summary of Infringement
Allegations). The narrative portions of Dr. Loy’s direct witness statement, however, only accuse
LG of contributing to infringement of the asserted method claims, and not the asserted device
claims. CX-1068C (Loy DWS) Q/A 312, 327, Moreover, BHM does not contend that LG
contributes to infringement bascd on Miracast.
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As discussed above, BHM does not show a single act of direct infringement. In addition,

BIM Fails to show that .G has the requisite knowledge for induced infringement and that 1.G

knew the LG Accused Products and/or the Accused Applications were especially desipned for

use m infringement of the "873 patent. Rather, the evidence cited by BHM shows many
substantial noninfringing uses of the LG Accused Products with the Accused Applications.

Further, |

I

BHM has also fails to meet its burden {o prove “that a component that is a material part
of the invention lacks substantial noninfringing use.”™ Flectronic Digital Media Devices,
Comm’'n Op, at 44, As discussed elsewhere, BHM does not identify the component that should
he analyzed for purposes of determining the existence of substantial noninfringing uses. For
example, Dr, Loy states: “1 believe the portion of the code on LG™s mobile devices and player
devices relating 1o the playback of music and the portion of the code on Respondent’s mobile
and plaver devices relating to the playback of video files from a remote source to a playback
device via a mobile device during playlist use {e.g., DLNA related code) is spectally adapted to
infringe the asserted claims. with no substantial non-infringing use.” CX-1068C (Loy DWS)
Q/A 326. However, Dr. Loy does not identily the "DLNA related” source code on which he
relies for his contributory infringement analysis by file, function, or line number. RX-0673C
(Polish RWS) /A 228. Indeed, Dr. Loy does not cite to any specific source code for LG Smart
Share m his direct witness statement. fd.

BHM s infringement allegations make clear that the relevant component is 1he full device

to which BHM’s allegations are drawn, i.¢., the accused LG products. The evidence shows that
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the .G Accused Products are capable of substantial noninfringing uses. See RX-0673C (Polish
RWS)Y Q/A 229-30. For example, the LG Mobile Devices may be used 10 send and receive
email, browse the Internet, obtain directions, read books, or perform other activities unrelated to
playing media content on an additional, separate screen. [d at Q/A 230. The accused LG
televisions may be used to watch broadeast or cable television programming or w operale
numerous applications that do not invelve playing media content on an additional, separate
screen. fd. The accused LG Bhu-ray players and home theater systems may be used, for
example, to watch a movie slored on a Blu-ray disc or to listen to music stoved on an audio CDD
in a manner that would not involve playing media content on an additional, separate screen. fd
In addition to the substantial noninfringing uses of the LG Accused Products generally,
there are also substantial noninfringing uses specific to the LG Smart Share application. See
RX-0673C (Polish RWS) Q/A 229, For example, a user of an LG Accused Product with LG
Smart Share may | . dd
inasmuch as |
§. /d. Further, a user of an LG Accused Product
with LG Smart Share may |
. Jd. Thus, the LG Accused Product would not |
1. 1d
Therefore, it hag been shown that the LG Accused Products and Accused Applications

have substantial noninfringing uses, defeating BHM’s allegations of contributory infringement as
a matter of law, See Certain Gaming & Entertainment Conseles, Related Sofivare, &

Components Thereof, Inv, No, 337-TA-752, Initial Remand Determination at 32-33 (Mar. 22,
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2013) (finding no contributory infringement because the accused products had substantial
noniniringing uses).
“Fo o ~Infringement Analysis of Toshiba Accused Products

BHM asserts only method claim 1 of the "873 patent against Toshiba TVs and Blu-ray
players (“Player Devices™) having the Toshiba Media Share application. BHM's infringement
theory regarding method claim | as to Toshiba’s TVs and Blu-ray players is limited to indirect
infringenment. See CX-1068C.0037 (Loy DWS) (citing CDX-0131).

BHM also accuses certain Toshiba tablets (“Mobile Devices™) having cither the Toshiba
Media Player or YouTube applications of indirectly infringing asserted method claim 1. BHM
further accuses these Mobile Devices of direetly and indireetly infringing system claims 23, 30,
37°% and 45 of the "873 patent. See CX-1068C.0037 (Loy DWS) (citing CDX-0131).

For the reasons sct forth below, as well as those set forth in the section relating to
DIAL-enabled YouTube, no accused Toshiba product infringes the "873 patent, either directly or
indirectly.

1. Direet Infringement of System Claims at the Time of Importation

According to the language of the claims and the prosecution history, asserted system
claims 23, 30, 37 and 45 of the "873 patent require at least two separate and distinet devices, J.e.,
a first “device” and a “second device.” BHM has alleged that Toshiba’s tablets are the first

Ll

“device,” while referencing Toshiba’s TVs and Blu-ray players as the claimed “second device.”
CX-1068C (Loy DWS) Q/A 361; CPX-0107 (DLNA Test 007). Consistent with this allegation,

BHM’s expert Dr. Loy testified at deposttion that all of the claims of the "873 patent were “three

" BHM does not assert claim 37 against the YouTube application; claim 37 is asserted only

against Toshiba Media Player on the accused Mobile Devices. CDX-0131 (Summary of '873
Infringement Allegations Against Toshiba).
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device claims,” referring to a server, a “first device™ and a “second device.” Loy Tr. 382-383
(discussing Loy Dep. Tr. (Dec. 13, 2013) at 292:11-293:6 (*So here let me just say it, which is
basically, yes, seems to me that the Weel patents are what, [ guess, we could describe as
three-device patents, or three-device systems in — in kind of a loose way of characterizing it.”)).
Nevertheless, Dr. Loy testified at the hearing that asserted claims 23, 30, 37 and 45 of the "§73
patent are “single device™ claims. Notwithstanding the conflicting testimony, the accused
Toshiba tablets do not meet each and every limitation of the asserted system claims even if these
claims are considered “single device™ claims.

BHM does not allege that a single Toshiba tablet 1s both the claimed “first device™ and
“second device.” RX-0667C (Goldberg RWS)Y /A 231-234; CX-1068C (Loy DWS) /A
361-362: CPX-0107: CDX-0016C." Therefore, inasmuch as asserted claims 23, 30, 37 and 43
are system claims requiring a “first device™ and “second device,” no single Toshiba tablet can
meet every recited Jimitation of those claims by itself. There is no dispute thai Toshiba does not
import or sell its tablet devices along with a player device (i e, “second device™) as a bundied
system. Toshiba also does not control whether a user or any other third party combines an
accused Toshiba tablet with a “sccond device,” or whether that “second device™ is properly
configured to operate with a Toshiba tablet in the manner required by the claims. Therefore,
Toshiba does not directly infringe the asserled system claims. Further, inasmuch as i_he accused
tablet does not satisfy all limitations of the asserted system claims, it is not an article that

infringes at the time of importation.

D Loy testified that Toshiba Mobile Devices are the “first device,” and not the “second
device.” CX-1068C (Loy DWS) (/A 361-362; CPX-0107; CDX-0016C.
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Even if the asserled system claims require only a single device, BHM has failed to show

that, at the time of their importation, the accused tablets themselves are “configured to” operate

in the manner-alleged to infringe. RX-0667C (Goldberg RWS) Q/A 359-370; RX=0779C e

(Goldberg RWS errata) 4. Additionally, even if they were so configured, the accused tablets do
nol meel the requirements for a device configured to fac.ilitate “receiving a playlist” and
“directing . . . without user input,” and therefore do not infringe any asseried system claim.

a. “device” andr “second device”

Asserled claims 23, 30, 37, and 45 of the "873 patent cach require “a device™ that is
“configured 107 facilitate performance of a number of steps. While these claims recite a “device”
that is configured lo operate in a particular manner, more than one of the limitations of the
asserted claims cannot be performed without the recited “second device.”

BHM"s expert, Dr. Loy, has indicated that a “second deviee™ is a required structural
clement of asserted claims 23, 30, 37, and 45. Tor example, Dr. Loy testified that multiple
devices, including a “device™ and a separate “second device.” are required to show infringement
of method clavm 1 of the 873 patent. Loy I, 382-383; CDX-0016C:; CPX-0107 (DLNA Test
0073, Dr. Loy relies on the same evidence, i e., testing with both a first device and a second
device, to support his contention that claims 23, 30, 37, and 45 of the "873 patent are infringed.
See, e.g., CX-1068C (Lny DWS) Q/A 365-380, 394-400. For example, Dr. Loy testitied:

Q396. What 1s the basis for your opinion regarding claims 1, 8 and 167
A. Method claims 1, § and 16 are very similar to the device claims 30, 37
and 45 that 1 have previously discussed. Consequently. the evidence upon
which [ have based my opinions that the limitations of these claims are
met is also very similar. The method cfaims do not include the limitations
of “a display for displaying at lcast one device identifier™ and “a network

transceiver for facilitating communication between the device and al least
one second device on a network,™ but, aside from those ditferences, the
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other minor differences in claim language between the device and method
claims do not change the proofs upon which 1 rely {or my opinion.

Because of the similarity between the claims, as shown in the
demonstrative, the proof on which 1 rely for my opinion that the five
limitations of ctaim 1 are met by the Accused Products is the same proof
on which I relied to prove infringement of the cortesponding lmitations in
claim 30, that T detailed in my previous testimony.,

Jdat /A 396, 400.

The evidence shows that the accused Toshiba tablets are single devices, Toshiba does
not import or selt any accused “first device™ (i e., tablet) in combination with any accused
*second device,” See RX-0684C (Okumura RWS) Q/A 16; RX-0685C (Ramirez RWS) /A 21,
Without the Player Device (7.¢., the alleged ¢laimed “second device™), the required “system™ of’
claims 23, 30, 37, and 45 of the "873 system claims is incomplete, In particular, out of the box.
the tahlets are missing key structural components of the claimed system, fe., a “second device.”
Additionally, the tablets are not configured to perform the accused DLNA and DIAL
functionality until the accused tablets are at least combined and connected to the same active
network as a “second device,” connected to a “content server” (e.g.. a PC), and properly
configured to perform the accused DLNA and DIAL operation (including at the “second device,”
which must itself be properly configured) in conjunction with a server that has also been
configured for file sharing. See, e.g., RDX-751. Without the second device, the active network
and a server with file sharing enabled, the tablet will never display a “device identifier,” receive
“first input selecting a device identifier,” or “direct[] ... the at least one second device . .. to
receive the media item ... {rom the content server ... without user input via the seccond device.”
Therefore, the single tablet, as imported, is nol configured to meet the limitations of the system

claims and does not directly infringe the asserted system claims at the time of importation.
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b, Toshiba Mohile Devices with Toshiba Media Player

The only Toshiba Media Player functionality BHM acecuses of infringing system clanns
23.30.37, and 45 is the three-box DLNA setup described in RDX-740 and RDX—74 Iy wherein- -
the accused Toshiba tablet (controller) is connected to a Toshiba TV (player) and a PC
{source/server) through an active wireless network, See RX-0667C (Goldberg RWS) Q/A 222,
232, Configuration of the accused Toshiba products is required before this three-box DLNA
setup can be used; the accused Toshiba products are not capable of this operation as imported.
See RX-0667C (Goldberg RWS) Q/A 248-252; RX-0684C (Okumura RWS) Q/A 32, 53;
RX-0685C (Ramirex RWS) Q/A 75-79. Unless the Media Renderer feature on the Toshiba TV
is enabled by a user, the accused tablets cannot perform the accused DLNA functionality because
there is no “second device™ available to communicate with in the manner alleged to inflringe.
Unless the imedia renderer feature is turned on, the Toshiba Media Player application will not
display the accused device identifier and accordingly never allow a user {o select it as required
by the "873 claims. RX-0667C (Goldberg RWS) Q/A 248-52, 256, 265, 270.

i “wherein the device is configured to facilitate: .
receiving a playlist via the network transceiver”

BHM has not provided cvidence showing that the accused Toshiba tablets, as imported,
are configured to receive an alleged “playlist.”™ In order for the accused Toshiba tablets to be
“comfigured to” receive a plaviist in the manner accused, the user must at least: (1) configure the
tablet to set up an active internet connection, (2) configure a PC or other media server to share
media over a wireless network (i.e., “file sharing™), and (3) configure the tablet to connect to the
media server. RX-0684C (Okumura WS) (/A 137; RX-0667C (Goldberg RWS) Q/A 248,

RI-751; CPX-0107 (DLNA Test 007). The accused Toshiba tablet will not receive an alleged
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“playlist™ il the server to which it connects does not bave a playlist stored in the accessed lolder,
e.g., il the folder only has one song in i, no “playlist” will be recetved. RX-0667C (Goldberg
RWS) Q/A 269, 1f this configuration process is not performed, the Toshiba tablet is never
“configured to . . . receive a playlist” from a media server as required by the asserted claims,

ii. “directing the, . . second device to send information . . .
to a content server without user input via the second
device” / “directing . . . the . . . second device to receive
the media item ... without user input via the second
device”

BHM has not adduced evidence showing that the DILNA operation alleged to satisfy the
“directing” limitation, i.¢., the “Set AV TransportURT” instruction, actually directs the receiving
device (i.¢., the “second device™) to operate without user input at that device. Instead, the
evidence establishes that this command is silent regarding the type of operation that can occur on
the second device. See, e g, RX-0156 (“UPnP Design by Example™) (882PRIOR00031299)
(defines SetAV TransportURE as follows: “Sets the AV TransportUR] state variable™y; RX-0146
{("AVTransportl Service Template™) (UPnP_000132) (“the SetAVTransportURI action on the
renderer device will initiate the creation of a RTSP session. In regponse 1o SetAVTransportUR],
the renderer sends an risposetup message 1o the RTSP server identified by the URL™) The lack
of restriction in this *SetAV TransportURI™ iustruction is confirmed by the different types of
operations of the accused products upon receiving the same “SetAVTransportURI™ instruction.
See RX-0671C (Lipoff RWSY /A 115, 119, 121-124, 153-157, 163-172; RX-0673C (Polish
RWS) /A 161,

Toshiba products <o not operate “without user mput at the second device,™ as shown by

their failure to respond to a “SetAV TransportURI™ command when operating in CloudTV mode.

CX-0685 (Ramirez RWS) Q/A 82; RX-0667C (Goldberg RWS) Q/A 276-277. Specifically, if
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the accused Toshiba televisions do not respond to a SetAVTransportURI command when
operating in cloud TV mode, then the SetAV TransporttJRI instruction does not “direct”™ the
—aceused-Toshiba televisions to operate in a particular- manner without user input-at-the television,
This is because a user input is necessary to remove the accused Toshiba television from eloud
TV mode before any SetAV TransportURI instruction can be acted upon. CX-0685 (Ramirez
RWS) Q/A 82: RX-0667C (Goldberg RWS) /A 276-277.

In addition to the configuration required for recetving media explained above, streaming
media to a player device in the accused three-hox DLNA setup requires connecting a Player
Device (e.g.. the “second device”) and configuring it to receive media from the digital controller
(e.g., first device). The tablet cannot stream media to a Toshiba TV, or setect the Toshiba TV as
the playback source, unless and until the user first enables the media renderer features on the
Toshiba TV as explained above. Therefore, there 1s no operation of the accused Toshiba tablet
itself that renders 1t “configured to facilitate . . . directing . . . user input at the second device™ as
required by asserted claims 23, 30, 37, and 435,

e Toshiba Mobile Deviees with DIAL-enabled YouTube

FFor the reasons discussed below in the scetion addressing the infringement analysis ot all
accused products associated with DIAL-¢nabled YouTube (regardless of which respondent’s
product is accused), the accused Toshiba tablets associated with DIAL-enabled YouTube do not
infringe the asserted claims of the "873 patent.

2, Indirect Infringement

For the system claims asserted against Toshiba Mobile Devices, BHM s indirect

ifringement allegation i1s made in the alternative. BHM argues that even if the system claims

require both a hrst device and a second deviee to infringe. those claims would be contributorily
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infringed by Toshiba's Mobile Devices. See Toshiba Br. at 93. These contributory infringement
argunients fail for several reasons. First, BHM fails establish an underlying direct infringement
necessary for finding indirvect infringement, Second, BHM has not identified the *component”
that it alleges is especially adapted 1o infringe the asserted claims of the *873 patent. Third, the
accused devices and associated applications are nof especially made for use in infringing any
asseried system claim and have substantial non-infringing uses,

Wiih regpect 1o the one method claim still asserted against the Mobile and Player
Devices, BHM alleges that the accused Toshiba Mobile and Payer Device indivectly infringe
both contributorily and through inducement. BHM s contributory theories {ail for the same
reasons they fail for the system claims. BHM's inducement theories fail for additional reasons:
(1) BHM has offered no evidence of actual use of the accused devices by any person not
aff‘iliale.d with Toshiba {or even Toshiba), (2) BHM has failed to prove that Toshiba had the
requisite specific intent to induce end users Lo infringe the asserted claims, and (3) none of the
user manuals or other evidence BHM cites teaches every step of method claim 1.

a. Contributory Infringement

As discussed above, BHM has not introduced evidence showing that the accused tablets
have been combined with a “second device™ in an infringing manner by a third party either at or
after bmportation. See, e.g., RX-0667C (Goldberg RWS) (/A 296-330.

‘To establish contributory infringement, 3HM bears the burden of proving that the
accused component is a material part of the invention and lacks substantial non-infringing uses.
See Llectronic Digital Media Devices, Comm’™n Op. at 44, As discussed elsewhere with respect
to the accused products of other respondents, BHM has not identified which software (and/or

hardware) within the accused application it alleges constitutes the “component,” or explained
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how that alleged portion of the application is separate and distincet from the rest of the
application.

Lo the extent the'accused “component™ is the entire accused device, the accused Toshiba
products each have uses that do not infringe the asserted claims. For example, the accused
televisions can be used to watch television, the accused Blu-ray players can be used to play
movies and music stored on optical discs, and the accused tablets can be used for multiple
general purpose computing functions, including internet web browsing. Loy Tr. 508; RX-0667C
(Goldberg RWS) Q/A 347; RX-0685C (Ramivez RWS) Q/A 32, 56, 58, 129-130; CX-0672
(Blu-ray Marketing Sheet); CX-0682 (TV Marketing Sheet): CX-00680 (Tablet Marketing Sheet);
RX-0684C (Okumura RWS) Q/A 32, 87, 122, 125.

Morcover, if the accused “component” were the accused applications themselves, the
evidence shows that they also have substantial noninfringing uses. RX-0667C (Goldberg RWS)
/A 348-353. DLNA 15 only one function of the Toshiba Media Share and Toshiba Media
Player applications running on the accused Toshiba devices. RX-0667C (Goldberg RWS) Q/A
348-353, 218-224. Both the Toshiba Media Share and Toshiba Media Plaver applications are
more broadly designed and can play back videos, display photos, and play music locally stored
media (e.g., media stored on a USB for the TVs/Blu-ray players, or media stored on an micro-SD
card or micro-USB device for the tablets). [fd; RX-0685C (Ramirez RWS) Q/A 32, 36, 38;
RX-0684C (Ckumura RWS) Q/A 32, 87, 122, 125; CX-0693; CX-0696. For cxample, local
playback is described in the TV user guides, including CX-0695 and CX-0696. In addition, the
L9300U series TVs can play media stored on an external SD card with Media Share. RX-0667C

(Goldberg RWS) Q/A 351,
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In addition, the DLNA functionalily of the Media Share application is broader than just
the accused media renderer functionality. For example, all the accused Toshiba devices can be
used as a digital media player (“IDDMP™) by using the Media Share or Media Player application to
access videos, photos, or songs located on a dipital media server. RX-0667C (Goldberg RWS)
Q/A 350352, 218-224; RX-0685C (Ramirez RWS) Q/A 32, 56, 58; RX-0684(C (Okumura
RWS) Q/A 32, 87,122, 125, Using the accused TVs and Blu-ray players as media renderers to
play or display media stored locally on the accused tablets or any other digital media server is
another noninfringing use of the Media Share’s DLNA I’imc:ionalii}f.j 2 Id. Furthermore, even
when Media Share or Media Plaver is used in the accused three-box DLNA setup, playing a
singie song (or any other media that is not the accused “playlist™) is yet another noninfringing
use. See id

Accordingly. BHM has not shown that Toshiba is Hable for contributory infringement of
the "873 patent.

b. Induced Infringement

BHM has failed to adduce evidence showing an underlying act of direct infringement,
which is a predicate to a finding of induced infringement. BHM relies on a video from a 2012
CES trade show evidence of direct infringement by Toshiba of the accused DLNA functionality,
but this video does not show direct infringement of the DLNA functionality. See, e.g.,
CX-1068C {Loy RWS) /A 411-12 (citing CX-0868); RDX-0760C, First, none of the devices
shown in the video are accused in this case. RX-0684C (Okumura RWS) Q/A 150-55. Second,
it is not clear from the few seconds of video, which relate to an older version of the Toshiba

Media Player application and therefore cannot be evidence of actual infringement {or any

() . - . R
2 This s referred to as the two-box DLNA model because only two devices are being used.
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currently acceused product, what is being shown, For example, the tablet could be playing
content stored locally, ¢.g., content that is not stored on a content server, and therefore

- performing a-non-accused functionality . RX-0667C{Goldberg RWS) at Q/A 303-307. Third,
there is no playlist shown in this video, and there is nothing in this video that suggests any of the
media is arranged to be played in a sequence. Finally, BHM provides no limitation-by-limitation
analysis of the video, and does not explain how it shows direct infringement of any asserted
claim, RX-0667C (Goldberg RWS) Q/A 303-307.

BHM s expert also relies on & user guide and a marketing document as circumstantial
evidence of direct infringement. CX-1068C (Loy DWS) Q/A 412-417. No Toshiba manual or
user gulde instructs or otherwise sets forth each and every limitation of any asserted claim, or
does so together such that all limitations can be performed to infringe any asserted claim,
RX-0667C (Goldberg RWS) Q/A 309-311. Therefore, the user manuals and other product
documents fail to support a finding that these accused applications necessarily infringe any
asserted claim.

The evidence also shows that Toshiba does not instruct or encourage users to perform the
accused DLNA and DIAL operations with the accused Toshiba devices. For example, none of
the of user inanuals, videos, marketing documents, and tutorials that BHM cites teaches every
step of any asserted method claim. To the extent they teach anything, they teach operations
associated with only one of the multiple devices required to meet any asserted claim. None of
the materials cited by BHM describes the operations and configuration required on all devices to
make the alleged infringing system operate.

BHM has also not provided evidence that Toshiba has acted with specific intent to

encourage any individual to actually infringe any asserted claim of the "873 patent. BHM has
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not identitied evidence of Toshiba teaching or encouraging another to practice each and every
step of any asserted claim of the "873 patent. No Toshiba document, including user puides and
manuals, provides instructions that describe how to perform every element of any asserted claim.
Further, on-screen menus, arvangement of features and functions, or tutorials are also not
evidence of Toshiba’s actions because Toshiba is neither the author of these menus nor does it
have control over this information. RX-0667C (Goldberg RWS) (/A 334-353,

Accordingly, BHM has not shown that Toshiba is lable for induced infringement of the
873 patent.

G. Infringement Analysis of Google’s D1AL-Enabled YouTube Mobile
Application

BHM alleges that certain Samsung, 1.G, Toshiba, and | 1 devices associated with the
DIAL-cnabled YouTube mobile application. Google Play Music, Google Locations+, or Google
Latitude practice certain claims of the asserted patents. The record evidence shows that
Google’s products operate in the same manner across Respondents” and | } devices. See
RX-0666C (Bishop RWS) Q/A 69, 125, 129, 179; Zatkovich Tr. 63, 83.

The following demonstrative, which was finalized before BHM filed its motion to
terminate claims 17 and 19-20 of the *593 patent and claims 1-4 of the "952 patent, summarizes
BHM's allegations of infringement regarding Google applications associated with Respondents’

accused products.
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p Accused Accused Respondent Devices
atents
Google Apps Samsung LG Toshiba
873 :@1 ;@z
+{;:_j+5 .;.
Dial-enabled 1,5, 8, 16, 23, 1,5,16, 23, 1,16, 23,30, 45
YouTube Application 27,30, 34, 37,45 27,30,34,45
'952 /'652 | ¢ {%i 1%:
. W,
# +
/C—j g , ‘952 {moble): 14, 9, 14 i
952 1-4,9, 14 'g52 {player}: 9, 14 952: 1-4, 9, 14
‘652: 1,11, 13 *652 {mbbile); 1, 11, 13 6520 1,11, 13
'593 -
5 _ 1%; i
REN —
Google Locations+ 7, 17-20 7, 17-20

RDX-0635 (Summary of infringement allegations from CX-1067C and CX-1068C).
i. Direct Infringement

As the record evidence demonstrates, YouTube is a video-sharing website that has been
owned by Google since late 2006. See RX-0566C (Bobohalma RWS) /A 11, YouTube is
commonly used to upload, view, and share videos. YouTube uses video and HTML3 technology
to display a wide variety of user-generated video content, including movie clips, television clips,
and music videos, as well as amateur content such as video blogging, short original videos, and
educational videos. /d.

The YouTube mobile application launched in June 2007. RX-0566C (Bobohalma RWS)
Q/A 19, The video conlent resicdes on a YouTube content server. JX-0057C (Bobohalma Dep.)
at 88. The YouTube mobile application allows users to usc their mobile device (o access many
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of YouTube's popular features. such as playing and watching videos, creating lists of videos,
reviewing others® lists, and sharing content with friends. RX-0566C (Bobohalma RWS) Q/A 12,
In addition, the YouTube mobile application allows users to select videos to be played on certain
available, capable media player devices that ave connected to the same Wili network as the
mobile device. [fd at Q/A 13, Capable media player devices must be WiFi-enabled and have an
inlernet browser. fd at (/A 14, 21,

Before the YouTube mobile apphication can be used to play videos on a media player
device, the mobile device and media player device must be “paired.” RX-03566C (Bobohalma

RWS) Q/A 13-14. [

| ddat Q/A 26-27; 1X-0057C (Bobohalma Dep.) 116-117. The user can accomplish
pairing in at teast two different ways. RX-0566C (Bobohalma RWS) Q/A 14; JIX-0057C
(Bobohalma Dep.y at 28, The first is manual pairing, which requires the user to oblain a pairing
code Trom the media player device and input it on the mobile device. RX-0566C (Bobohalma
RWS) /A 14; JX-0057C (Bobohalma Dep.) at 25-26. The second way 1o pair uses the
“Discovery-and-Launch,”™ or *DIAL,” protocol. JX-0057C (Bobohalma Dep.) at 35-36;
RX-0566C {Bobohalma RWS) Q/A 14. A DIAL-enabled YouTube mobile application on the
mobile device allows for automatic discovery of and pairing with DIAL-enabled media player
devices that are powered-on and connected o the same local WiFi network. RX-0566C
(Boimhaim& RWS) Q/A 14, The DIAL pairing automates the pairing code procedure and then
launches the YouTube HTMLS browser application on the media player device. 1o, at Q/A 28.
In order for DIAL pairing to work, the media player device must be DIAL-enabled with a
compliant DIAL server, Id at Q/A 21,24,
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The DIAL-enabled YouTube mobile application has been released in multiple versions,
with the first version launched in June 200,7 and the most recent version released in late 2013,

~IX-0057C (Bobohalma Dep.y at-37-38. |

. RX-0366C (Bobohalma RWS) Q/A 20; JX-0057C (Bobohalma Dep.) at

]. RX-0566C (Bobohalma WS) Q/A 15, 18,

As discussed in more detail below, BHM has not adduced evidence showing that
products associated with the DIAL-enabled YouTube application satisfies all limitations of the
asserted "873 patent claims. The following sections highlight specific limitations that are not
practiced by the accused products.

a. “directing {...] the [at least one] second device ..."

Lach asserted claim of the 873 patent requires the “first device™ to “direct” the “'second
device™ to recetve or obtain a media item. The accused devices associated with the
DIAL-enabled YouTube mobile application do not infringe the *873 patent because the
DIAL-enabled YouTube mobile application does not “direct” the media player device to receive

or obtain a media item. |

1. Loy Tr. 360,

BHM’s infringement argument centers on the fact that |

J. Loy Tr. 343; RX-0566C (Bobohalma RWS)
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QIA28. |

. RX-0566C (Bobohalma RWS) Q/A 28, 30; Bobohalma 7. 1359, |

] Id |

l. fd; Loy Tr. 3433
As discussed below, the evidence demonstrates that |
1. the “directing”
fumitation 1s not satisfied. 1t 18 demonstrated by the source code, the testimony of YouTube

engineer Ramona Bobohalma, and the testimony of BHM s own expert Dr. Loy that |

BHM fails to adduce source code or other evidence that shows the DIAL-enabled

YouTube mobile application directing the medsa player device, and ignores evidence that |

J. BHM further discounts its own expert’s packet sniffing evidence and

testimony that, |

B See also CX-1068C (Loy DWS) Q/A 104, 170, 183, 284, 292, 377, 383, 516, 322
CPX-0111C (Video of Test 101); CPX-0112C (Video of Test 101 without audio); CPX-0114C
{(Video of Test 102); CPX-0115C (Video of Test 102 without audio); CPX-0120C (Video of Test
107); CPX-0121C (Video of Test 107 without audio); CPX-0122C (Video of Test 108);
CPX-0123C (Video of Test 108 without audio); CPX-0065C (Packet trace evidence from Test
101): CPX-0070C (Packet trace evidence from Test 102): CPX-0080C (Packet trace evidence
from Test 107h); CPX-0081C (Packet frace evidence from Test 108); CDX-0002C (Samsung
packet tracing demonstrative); CDX-0003C (LG packet tracing demonstrative), CDX-0005C
(Toshiba packet tracing demonstrative); CDX-0006C (| ] packet tracing demonsirative).
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1. See, e.g., Loy Tr. 477,

- CPX-0065C (Packet trace evidence from Test- 101y, f

See, e.g., RX-0566C (Bobohalma RWS) Q/A 30,
BHM's allegations regarding the DIAL-enabled YouTube mobile application are
supported by Dr. Loy’s reliance on video and packet sniffing evidence in leu of source code

analysis. CX-1068C (Loy DWS) Q/A 577 (]

1 See id ; RX-0666C (Bishop RWS) Q/A 91. Dr. Bishop describes
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1
RX-0666C (Bishop RWS) Q/A 91; see also RX-0566C (Bobohalma RWS) Q/A 24, 26. As

described below, |

o Id.
I a user desires to play a video on a screen other than the mobile device sereen, the user
must {irst pair the mobile device and media player device. RX-0666C (Bishop RWS) Q/A 92;
RX-0566C (Bobohalma RWS) Q/A 24, While this pairing can be accomplished manuatly, the
DIAL-enabled YouTube mobile application allows for pairing through the DIAL protocol, |
1. RX-0666C (Bishop
RWS) Q/A 92; RX-0566C (Bobohalma RWS) Q/A 24, CX-1297 (DIAL Protocol); Bobohaima

Tr. 1365. |
,]3,1 [

IX-0057C (Bobohalma Dep.) at 104 (%[

M
o

I RX-0666C (Bishop RWS) /A
93; RX-0366C (Bobohalma RWS) Q/A 26, |

1. Id.
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-~} €X<1297 (DIAL Protocol); RX-0666C

(Bishop RWS) Q/A 98; RX-0566C (Bobohalma RWS) Q/A 28, |

1o fd |

]. RX-0566C (Bobohalima RWS) Q/A 28; CX-1297 (DIAL Protocol).

J. Loy Tr. 343.

Even in the narrow use case of the DIAL-enabled YouTube .mobilc application that Dr.

Loy tested, the evidence shows that BHMs infringement allegations misapply the relationship
between the mobile device, the media player device, and the role of the DIAL protocol. |

Bobchalma Tr. 1362 (7]

1 CX-1297 (DIAL Protocol). As Dr. Bishop testified, ¥]
17 RX-0802C (Bishop Dep.) at 146, As illustrated
below, | ]
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]. CX-1297 (DIAL Protocol) at 3 ({

)2

[TLLUSTRATION REDACTED]

Id. As shown above, |

1 Id. The evidence therefore demonstrates that |

]

Significantly, Dr. Loy testified that |

]. Loy Tr. 340 (]

17,338 (7
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| 177 CX-1297 (DIAL Protocol).

Therefore, BHM's own expert testified that |

)

Furthermore, in the rare use case upon which BHM’s infringement theory is based, J.e.,

1. RX-0666C (Bishop RWS)
Q/A 100; RX-0566C (Bobohalma RWS) Q/A 30. |
1 RX-0802C (Bishop Dep.)y at 173, |
| fd

at 178. BHM s expert Dr. Loy testified that |

} Loy Tr. 492, Dr. Loy further testified that, |

Tr. 477, The evidence shows that |
| RX-0802C (Bishop Dep.) 184,
BHM s own evidence shows that |
1. Dr. Loy’s tests and testimony indicate that |

1. Dr. Loy concedes that {
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[ 1. Loy Tr. 354, 355-365, |

1. Loy Tr. 360.
It is further evident |
1°° For

example, |

M See, e.g., CDX-0002C (Samsung packel tracing demonstrative); CDX-0003C (LG packet
tracing demonstrative); CDX-0005C (Toshiba packet tracing demonstrative); CDX-0006C ([ ]
packet tracing demonstrative); CPX-0065C (Packet trace evidence from Test 101); CPX-0070C
{(Packet trace evidence from Test 102); CPX-0080C (Packet trace evidence from Test 107b);
CPX-0081C (Packet trace evidence from Test 108).
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[ILLUSTRATION REDACTED]

See also CX-1068C (Loy DWS) Q/A 170, 185, 284, 292, 377, 383, 316, 522. Further, as Dr.
Loy testified at trial and at deposttion, |
1L Loy Tr. 354 (%]
|. Loy
This discrepancy is found in every BHM packet tracing demonstratives and underscores

the conclusion that videos and packet iraces do not explain how the accused devices actually
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operate. RX-0666C (Bishop RWS) Q/A 104; CX-1068C (Loy DWS) Q/A 5777 |

1. RX-0666C (Bishop RWS) Q/A

110, What the evidence shows is that |

].
CX-1068C (Loy DWS) Q/A 596; Bobohalma Tr. 1365 (%]
1.7). However, |
. Therefore, the evidence adduced by BHM is inconclusive as to {
1
By contrast, Dr. Bishop’s source code analysis confirms that the media player device
directs itsell. The source code shows that, |
1.
RX-0666C (Bishop RWS) (/A 101-102. The source code further shows that |
1 ld |
]

¢ See CDX-0002C (Samsung packet tracing demonstrative); CDX-0003C (LG packet tracing
demonstrative); CDDX-0005C (Toshiba packet tracing demonstrative): CDX-0006C ([ ] packet
tracing demonstrative); CPX-0065C (Packet trace evidence from Test 101); CPX-0070C (Packet
trace evidence from Test 102); CPX-0080C (Packet trace evidence from Test 107b); CPX-0081C
(Packet trace evidence from Test 108).
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[ 1. Loy Tr. 491-493, |

o fdo; RX-0666C (Bishop RWS) Q/A 101-102: -
Accordingly, [
J. BHM has not met its burden to
establish that devices associated with the DIAL-enabled YouTube mobile application “direct” a
:
media player to obtain or receive a video,
b. “device identifiers”

Fach asserted independent claim of the *873 patent contains limitations for displaying
and selecting “device identifiers.” The evidence shows that accused devices associated with the
DIAL-enabled YouTube mobile application do not infringe the "873 patent because devices
associated with the DIAL-enabled YouTube mobile application present to the user a list of
“friendly names” that do not satisfy the “device identifier” requirement.

“Device identifier,” as construed above, means “{an indicivm] [indicia] for uniquely
identifving the second device.” Devices associated with the DIAL-enabled YouTube mobile
application cannot infringe this limitation because a friendly name is not an indicium uniquely

identifying a second device. Rather, the friendly name refers to |

“See, e.g, CX-1008C (Loy DWS) /A 150: RX-0666C (Bishop RWS) /A 77; RX-0366C

{Bobohalma RWS) Q/A 24-25; RX-0802C {Bishop Dep.) at 144) (7]

152



PUBLIC VERSION

1.

As explained by YouTube engineer Ramona Bobohalma, |

]. RX-0566C (Bobohalma RWS) Q/A 25. |
Jo See RPX-0070C (| 1: RX-0666C (Bishop
RWS) /A 77; RX-0566C (Bobohalma RWS) /A 25, The evidence demonstrates that the
DHAL-enabled YouTube mobile application s specifically designed not to display indicia

uniquely identifying a second device as required by the claims.

J. This is evident from Dr, Loy’s witness statement, |

1 CX-1068C (Loy DWS) Q/A 266, 269.

This example illustrates that |

1. RX-0666C (Bishop RWS) Q/A 78.
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RX-0759 {YouTube Screenshot).

Therefore, devices associated with the DIAL-enabled YouTube mobile application do not
practice the “device identifier” imiation under any proposed construction, including that of
BHM: “indicium]|-ia] of a device” because regardless of construction, a “device identifier” must
identify a device to a user such that the user is abie to select a particular device to act as the

“second device.” As discussed above, the DIAL-enabled YouTube mobile application does not

J. RX-0802C (Bishop Dep.) 155; RX-0666C (Bishop RWS) Q/A 78. see also RX-0566C

(Bobohalma RWS) Q/A 25, Therefore, Dr. Loy’s testimony that |
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[ 1.7 CX-1068C (Loy DWS) Q/A 584.
Dr. Loy’s testimony highlights the same points for each respondent and | 1, relying
on screenshots and videos to support his conclusion. See CX-1068C (Loy DWS) Q/A 150, 152,

266, 269, 366, 368, 504, 506. Dr, Loy states that this evidence and his testing show that |

] CX-1068C (Loy DWS) Q/A 152, 269, 368, 500.

Morcover, Dr. Loy does not explain how |

I
Finally, Dr. Loy testified that, cven if the friendly name fails |
1. For
example, |
] CX-1068C (Loy DWS)
Q/A 584, However, Dr. Loy also testified that |
|. Jd at /A 86. Regardless

of whether |

] RX-0666C (Bishop RWS) Q/A 85, Dr. Loy’s example, therefore, fails to support
BHM s infringement position.
Dr. Loy’s opinion that a “fiiendly name” meets the “device identifier” limitation under

the doctrine of equivalents also fails to prove infringement. Dr. Loy provides no “particularized

). Loy also states that “this sitvation would be extremely rare,” without noting that this
“extremely rare” situation arises in his own testimony about his own experiments. CX-1068C
(Loy DWS) Q/A 266, 269.
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and linkimg argument” to explain how he arrived at his conclusions, CX-1068C (Loy DWS) Q/A
584. Nevertheless, the function, way, and result are not the same. See RX-0666C (Bishop

Iofd |

| fd |

Accordingly, devices associated with the DIAL-enabled YouTube mobile application do not
meet the limitations requiring displaying and selecting a device identitier.
<. “remote control”

Asserted dependent claim 37 of the "873 patent depends from claim 36, which states that
the first device must be a “remote control.” Inasmuch as the accused mobile devices associated
with YouTube are mobile phones and tablets. they do not comprise remote controls and cannot
infringe the claims incorporating this limitation. As construed above, “remote control” means “a
device dedicated to controlling a second device.™ Devices associated with the DIAL-enabled
YouTube mobile application are not dedicated to controlling a second device. The evidence

shows that |

¥ Devices associated with the DIAL-enabled YouTube mobile application also do not meet this
Hmitation under the construction proposed by the Staff: “small handheld portable device — with
functionalities disclosed in the specitication”™ where the “small handheld portable device” is a
“commen media device remote control,”
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] 1 RX-0666C (Bishop RWS) Q/A 116, |

1. RX-0566C (Bobohalma RWS) /A

12.

Further, unlike a dedicated remote control or a common media device remote control, |

1. RX-0566C (Bobohalma RWE) /A 14 (7]

1

Lold at Q/IA26. |

.
Accordingly, inasmuch as devices associated with the DJAL-enabled YouTube mobile
application do not comprise remote controls, BIHM has not met its burden of establishing that

devices associated with the IIAL-enabled YouTube mobile application practice claim 37 of the

873 patc;ﬁ.3 ’

* . Loy states that using mobile phones as remote controls is an after-arising technology
whose use makes an insubstantial difference in the patented invention, and thai devices
associated with YouTube infringe under the doctrine of equivalents.  Yet, the basis for such an
opinion is unclear. For example, BHM has not provided an analysis comparing the function,
way, and result, BHM has not shown that the products with DIAL-enabled YouTube infringe
under the doctrine of equivalents. See Creative Internet Adver. Corp. v, Yahoo!, Inc.. 472 Fed.
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2, Infringement at the Time of Importation
i Proof of Direct Infringement

- BHM alleges that Respondents directly inftinge device claims 23, 30, 34, 37, and 45 of
the "873 patent al the time of importation in violation of section 337, and that | ] direetly
practices certain claims of the "873 patent, However, as explained above, devices associated
with the MAL-enabled YouTube mobile application do not meet every limitation of the asserted
claims at the time of importation. Each of the asserted claims of the 873 patent requires at least
one “first device,” one or more “second devices,” a “content server,” and, in certain claims, a
network transceiver,” Morcover, the devices are not “conligured to facilitate” performance of

the claimed limitations as required by the claims because |

I RX-0566C (Bobohalma
RWEY Q/A 24, |

]. See id. Accc}rding!y, BHM
has not established that devices associated with the DIAL-enabled YouTube mobile application
infringe at the time of importation, as required by section 337.

b. Indirect Infringement
BHM alleges that Respondents indirectly infringe device claims 23. 30, 34, 37, and 45

and method claims 1 and 5 of the *873 patent af the time of importation in viotation of section
337 and that | ] indirectly practices the 873 patent, As discussed above, devices associated

with the DIAL-enabled YouTube mobile application do not meet every limitation of the asserted

App’x 724, 732 (Fed. Cir, 2011); Network Commerce, Inc. v. Microsoft Corp., 422 F.3d 1353,
1363 (Fed. Cir. 2005).

158



PUBLIC VERSION

claims even after importation, as required for a finding of indirect infringement. In addition,
BHM fails to meet its burden with respect 1o four critical elements required for a finding of
indirect infringement at the time of importation.

First, as discussed above, BIHM bas {ailed to prove a required underlying act of direct
mfringement necessary for a finding of indirect infringement. “In order to prove {such
underlying] direct infringement. a patentee must either point to specific instances of direct
infringement or show that the accused device necessarily mfringes the patent in swit,” flectronic
Digital Media Devices, Inv. No. 337-TA-796, Comm™n Op. at 36 (Aug. 9, 2013). BHM has not
presented evidence of specific instances of divect infiingement by a third party. RX-0666C
(Bishop RWS) Q/A 114, BHM s expert Dr. Loy does not present direct evidence of specific
instances of end user acis, /d. He does state in his direct witness statement that “it is more likely
than not” that end users infringed the 873 patent by using the DIAL-enabled YouTube mobile
application, but this is not enough to show direct infringement, o ; CX-1068C (Loy DWS) Q/A

23]

1

331, 425-426, 563, In addition, Dr. Loy did not present evidence that the accused products
necessarily practice the claims of the 873 patent. /d. They do not, for the reasons discussed
above and because products associated with the DIAL-enabled YouTube mobile application
have substantial noninfringing uses. Jd.

Second, BHM has not proven the requisite knowledge and intent. Before holding any
party indirectly lable for the infringing acts of its customers, the party must have knowledge that
the customers’ acts constitute patent infringement. Global Tech, 131 8. C1 at 2069, Dr. Loy
testified that each respondent has been aware of the asserled patents and infringement allegations

“since at least as carly as the date upon which the district court complaint was filed against it.”

See, e.g CX-1068C (Loy DWS)Y Q/A 235, 237, 336, 338, 429, 431, Dr. Loy, however, does not
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cite evidence to show that respondents willfully biinded themselves to the "873 patent and the
alleged infringing conduet.

- Thirdy as to-inducement, BHM has not shown that-Respondents took atfirmative steps o
induce infringement, Active inducement requires the “taking of affirmative steps to bring about
the desired resull.,” Global-Tech Appliances, fnc. v. SEB S.4., 131 S, Ct 2060, 2005, 2068 (2011).
Dr. Loy opmes that Respondents have encouraged and enabled the use of the accused
DIAL-enabled YouTube mobile application functionalities. CX-1068C (Loy DWS) Q/A 195,
235,237,336, 338, 393, 429,431, Dr. Loy, however, is not qualified to speak to Respondeﬁt’s
knowledge or intent, either by virtue of any expertise or by foundation. Dr. Loy provides no
details to explain how any evidence supports his position that Respondents had any speeific
intent or took any affirmative steps to induce infringement. RX-0660C (Bishop RWS) Q/A 120.
At most, the documents and manuals cited by Dr, Loy explain the general benefits of DIAL or
YouTube, and cannot support a finding of intent. /. see RX-0566C (RWS Bobohalina) /A
30.

Fourth, as to contributory infringement, and ag discussed in the following section, BHM
failed to demonstrate that the accused products constituting material parts of the inventions are
not staple articles of commerce suitable for substantial noninfringing use. See Electronic Digital
Media Devices, Comm’n Op. at 44.

C. Substantial Neninfringing Uses

BHM relies on “DIAL-enabled YouTube code™ for the analysis of substantial

noninfringing uses.’® See. e.g., CX-1068C (WS Loy) Q/A 195, 393. For his infringement

analysis, however, Dr. Loy relies broadly on the devices themselves. The record evidence

* Notably, BHM did not enter a single portion of YouTube code into evidence.
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demonstrates the accused devices associated with the DIAL-enabled YouTube mobile
application have substantial noninfringing uses not related 1o viewing media items on a media
player device. The accused phones and tablets themselves have substantial noninfringing uses
not even related to playing media on the device, much less on a separate media device. The
devices are used primarily {or communications, entertainment. navigation, connectivity,
directions, maps, business uses, web searching, and other functions, and not for playing media
content on an additional. separate screen. RX-0666C (Bishop RWS) /A 116.

The DIAL-enabled YouTube application itself also has substantial noninfringing uses and
15 used primarily 1o share and show content on the mobile device screen. RX-0666C (Bishop
RWSY Q/A 117, As Dr. Loy testified, it is possibie to view YouTube content on the mobile
device itself. Loy 1. 335 (*[1]n every case where | was making a video and Wireshark analysis
of DIAL-cnabled YouTube. there was a video which was playing on the phone . . . ™). Users
can also browse and create playlists through the application on the mobile deviee without
utilizing a separate screen. The evidence shows that many YouTube users are not likely to ever
use YouTube to play videos on a separate screen through DIAL pairing. RX-0666C (Bishop
RWS) Q/A 117. Dr. Loy also testified that he has used YouTube in a noninfringing manner,
inchuding using the YouTube application to play content on the mobile device itseif, /d
Publicly available documents and videos demonstrate these substantial noninfringing uses, For
example, RX-0471 (Webpage, YouTube - Android Apps on Google Play) and RPX-0345
{YouTube for Android \‘/ideo Review) both demonstrate that the DIAL-enabled YouTube mobile
application has the many substantial noninfringing uses discussed above. RX-0666C (Bishop
RWS) Q/A 119,

There are also substantial nonintringing uses of the functionatity of the DIAL-enabled
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YouTube mobile application that allow a user (o play videos on a media player device. As

discussed above, Dr. Loy testified only that one narrow use case infringes: when the user is

playing-a-video onthe mobile device and then pairs the mobile device to-a media player through—

the DIAL protocol. Loy Tr. 343, Accordingly, connecting the devices through manual pairing
rather than DIAL is a substantial noninfringing use. RX-0666C (Bishop RWS) Q/A 118,
Bobohalma Tr. 1365 (*Q: If either of the first two [IMAL} requests fail, can vou watch - can you
watch the YouTube video from the mobile device on the player television? A: You could if you
manually pair and you start the mobile application on the device with the remote.”).

In addition, even when the devices are connected through the DIAL protocol, |

J. Loy Tr. 343, BHM focuses ifs infringement

allegations squarely on |

]. CX-1068C (Loy DWS)

Q/A 577, RX-0566C (Bobohalma RWS) Q/A 28; RX-0666C (Bishop RWS) /A 91: CX-1295C

( D
Lold |
—r
.
1 As discussed above with respect to the construction of the “directing™ limitations, |
I
Almeroth Tr, 658 (4] 17
Polish Tr. 1310 ("]
175
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RX-0666C (Bishop RWE) /A 94; RX-0566C (Bobohalma RWS)Y Q/A 26, RPX-0071C

{ Dd D

CX-1295C (| . Finally, |

], RX-0666C (Bishop RWS) Q/A 118,

Accordingly, # has not been shown that devices associated with the DIAL-enabled
YouTube mobile application lack substantial noninfringing uses, and BHM has not shown t{hat
devices associated with YouTube necessarily infringe the '873 patent. See Toshiba Corp. v.
Imation Corp., 681 F.3d 1358, 1362 (Ted. Cir. 2012) (recognizing patentee’s burden to show
lack of substantial noninfringing uses).

H. Technical Prong of the Domestic Industry Requirement

1, General Principals of Law'’

A viotation of section 337(a) 1)Y(B), (C), (D). or (I3} can be found “only i an industry in
the United States, with respect to the articles protected by the patent, copyright, trademark. mask
work, or design concerned, exists or is in the process of being established.” 19 1.8.C.

§ 1337(a)2). Section 337(a) further provides:

(3) For purposes of paragraph (2), an industry in the United Staies shall be
considered to exist if there is in the Unmited States, with respect to the

Loy Tr. 463-464 ( “|

1.7): CX-1068C (Loy WS) (]
1). Regardless of construction, there is no
ifringement for all of the reasons set forth above.
" The legal principles set forth in this section apply equally to the technical prong analysis of the
other patents asserted in this investigation.
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articles protected by the patent, copyright, trademark, mask work, or
destgn concerned-—
(A) stgnificant tnvestment in plant and equipment;

(B) signiticant employment of labor or capital; or

(C) substantial Investment in its exploitation, including engineering.
research and development, or licensing.

19 U.S.C. § 1337(a)(3).

These statutory requirements consist of an economic prong (which requires certain
activitics)” and a technical prong (which requires that these activities relate to the intellectual
property being protected). Certain Stringed Musical Instruments and Components Thereof, luv,
No. 337-TA-586, Comm™n Op. at 13 (May 16, 2008) (“Stringed Musical Instraments™). The
burden is on the complainant to show by a preponderance of the evidence that the domestic
industry requirement is satisfied. Certain Multimedia Display and Navigation Devices and
Svstems, Components Thereof. and Products Containing Same, Inv. No. 337-TA-694, Comm’n
Op. at 5 (July 22, 2011) (“Navigation Devices™).

“With respect to section 337(a)(3)XA) and (1), the technical prong is the requirement that

the investinents in plant or equipment and employment in labor or capital are actually related to

¥ The Commission practice is usuaily 10 assess the facts relating to the economic prong at the
time that the complaint was tiled. See Certain Coaxial Cable Connectors and Components
Thereof and Products Containing Same, Inv. No, 337-TA-560, Comnmi'n Op. at 39 n.17 (Apr. 14,
2010} (*We note that only activities that occurred before the filing of a complaint with the
Commission arc relevant to whether a domestic industry exists or is in the process of being
established under sections 337(a)2)-(3).™) (citing Ballv/Midway Mfg. Co. v. US. Int'l Trade
Comm’n, T14 F2d 1117, 1121 (Fed. Cir, 1983)). In some cases, however, the Commission will
consider later developments in the alieged industry, such as “when a significant and unusual
development occurred after the complaint has been filed.” See Certain Video Game Systems aned
Confrollers, Inv. No. 337-TA-743, Comm’n Op., at 5-6 (Jan. 20, 2012) (“[1]n appropriate
situations based on the specific facts and circumstances of an investigation, the Commission may
consider activities and investiments beyond the filing of the complaint.™).
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“articles protected by’ the intellectual properly right which forms the basis of the complaint.”
Stringed Musical Instruments at 13-14. “The test for satisfying the ‘technical prong’ of the
industry requirement is essentially same as that for infringement, i.e., a comparison of domestic
products to the asserted claims.” Alloc, Ine. v. Inr’l Trade Comm 'n, 342 F.3d 1361, 1375 (Fed.
Ciar, 2003). “With respect to section 337(a)(3)C). the technical prong is the requirement that the
activities of engineering, research and development, and Heensing are actually rei.aled to the
asserted intellectual property right.” Stringed Musical Instrumenty at 13,
2. The | ] Devices

BHM has alleged that a broad range of | 1 devices, classified as cither “Mobile
Devices™ or “Player Devices,” satisfy the technical prong of the domestic industry requirement
for the "873 patent.  See CX-1215 (Complainant’s Identification of Models of Domestic Industry

Products). BHM’s allegations are sumumnarized in the following chart.,

[ 1 Mobile Devices with |
} (e.g.. DLNA
functionality)
[ } Player Devices with | 1,8,16,17,19,22,27
| {c.g.. DLNA
functionality)
[ ] Mobile Devices with DIAL-enabled 1,5,8,16,23, 27, 30, 34, 37,45
YouTube

See Resps. Br. at 260.
For the reasons set forth below, BHM has not shown that the technical prong of the

domestic industry requirement is satisfied with respect to the “§73 patent.
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a, | | Mobile and Player Devices with DLNA
BHM has failed to show that devices with | Jor{
.| functionality {collectively, “"DLNAY), which allows a user to play media content and
stream media content to other “DLNA” enabled players, practice the asserted claims of the "873
patent.”® Specifically, BHM has failed to present evidence that [ ] devices meet the

“directing,” “without user input via the second device,” “playlist,” and “device identifier”

limitations.
BHM failed to prove that | } devices with DLNA meet the “directing” limitation
because the packet trace evidence presented by BHM’s expert shows only thata | | mobile

device can send requests to a television. H does not establish that the television must perform the
requested tasks. RX-0671C (Lipoft RWS) Q/A 356-58; CDX-0125 (Packet Trace Excerpt,
DINA Test 008). The evidence shows that, inasmuch as a user can block access to the media
renderer for a specified mobile device, the media renderer must theretore check for deviee

authorization before executing requests. RX-0671C (Lipof!f RWS) Q/A 359-62; RX-0569C at

132¢§ } manual describing how to block access to the television for a specitied
controller).
The record evidence further shows that the { ] media renderer also must perform

various status checks to determine whether it is in a state to piay the requested media, For
example, a media renderer will ignore a play request from a mobile device if the selected media

itemn 1s not in a supported media format or if some other check is not satisfied. RX-0671C

* BHM did not provide evidence to support its allegations related to [
] functionality, citing only to evidence related to | ] devices with | ].
Thercfore. BHM fails to satisfy its burden to prove that { | devices with [
| functionality practice all the limitations of the "873 patent.
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{Lipoff RWS} Q/A 359-62; see RX-0569C at 128-29 (] 1 manual stales that the files
need to be in specific formats or “playback may not be possible” and “playback may not be
possible even when using the supported formats”). Thus, the controller does not “direct™ a
second device because the media renderer may ignore the requests.

These internal processes are not captured by Dr. Loy’s videographic or packet trace
evidence. RX-0671C (Lipoff RWS) Q/A 358, Without | ] source code or testimony {rom
knowledgeable | ] representatives, which BIHM has not olfered, it 1s not possible to determine
under what circumstances, 1l any, the television must perform the tasks requested by the mobile
device, Jd.

BHM also failed to prove that the { ] mobile and player devices with DLNA meet the
“without user input™ limitation. BHM has not shown whether the television requires any input
from the user before any media may be sharved, such as a pop-up message asking the viewer to
confirm that the controller may connect to the renderer. Without| ] source code or testimony,
i is not possible 1o determine whether input is necessary. RX-0671C {Lipofl RWS) Q/A 364, 1t
15 determined that the limitation is not met because BHM has not demonstrated that no user input
1s required at the second device prior 1o the initiation of a shared media experience. Further,
BHM has not established that no user input is required at the second device for the same reasons
that it has not shown that the “directing™ limitation is met. Jd at Q/A 366,

BHM also has failed to prove that the | } mobile and player devices with DLNA meet
the “playhist™ limitation under BHM's proposed construction. BHM's evidence comprises a
photograph that shows a mobile phone screen displaying a list of media items. This is not
sufficient to prove that the mobile phone receives a list of media items arranged to be played in

sequence. UX-1068C (Loy DWS) (/A S08; RX-0671C (Lipoft RWS) Q/A 371,
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Similarly, BHM has not proved that the [ ] mobile and player devices with DENA

meet the “device identifier” himitation as required by cach of the asserted claims of the 873
----- : ~oopatenty-as that term-was construed above: RX-0671C (Lipoff RWS) Q/A 367-69 The
photograph BHM relies on to show the “device identifier” element displays a screen in which a
Blu-Ray disc player is referred to as “Blu-Ray Disc Player,” This label does not uniquely
identify the Blu-Ray player as required by the claim limitation. CX-1068C (Loy DWS) /A
504, Moreover, BHM failed to prove that the | ] devices with { { meet the
“plurality of device identifiers” limitation as required by claim 27 of the “873 patent. At least in
every occasion on which there is only one media renderer available on the same local network,
the first device will not display a “plurality,” or more than one, of any device as a destination or
target screen. RX-0671C (Lipoff RWS) /A 369,
b. { | Mobile Devices with DIAL-Enabled YouTube

BHM alleges that | j mobile devices with the DIAL-enabled YouwTube application
practice the asserted claims of the "873 patent. As discussed above in the section relating to the
infringement analysis of Respondents’ products incorporating the DIAL-enabled YouTube
application, | ] devices with DIAL-enabled YouTube do not practice the claims of the "873
patent. In addition, BHM has provided no evidence of an end user ever actually using a | ]
device in the manner alleged to read on the claims. See Microsofi v. ITC, 731 F.3d 1354, 1360
{Fed. Cir. 2013) {affirming Commission “finding that [complainant] simply faited to identify any

actual phones with the required components performing as required.”).
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1 Validity
L General Principles of Law™
One cannot be held liable for practicing an invalid patent claim, See Pandrol USA, LP v,
AirBoss Raibway Prods., Inc.. 320 F.3d 1354, 1365 (Fed. Cir, 2003). Nevertheless, each claim of
a patent is presumed to be valid, even if it depends from a claim found 1o be mvalid. 35 U.S.C. §
282 DMI Inc. v Deere & Ca., 802 F.2d 421 (Fed. Cir, 1986}
A respondent that has raised patent invalidity as an affirmative defense must overcome

.

the presumption of patent validity by “clear and convineing™ evidence of invahidity. Checkpoini
Systems, Inc. v. United States Int’l Trade Comm ’'n, 34 F.3d 756, 761 (Fed. Cur. 1995),
a, Anticipation
Anticipation under 33 U.S.C. § 102 is a question of fact, =4 Techs., e v. Microsof
Corp., 507 F.3d 1340, 1347 (Fed. Cir. 2007). Section 102 provides that. depending on the
circumstances, a claimed invention may be anticipated by variety of prior art, including
publications, carlier-sold products, and patents. See 35 U.S.C. § 102 (e.g., section 102(b)
provides that one is not entitled to a patent if the claimed invention “was patented or described in
a printed publication in this or a foreign country or in public use or on sale in this country, more
than one year prior to the date of the application for patent in the United States™).
The general law of anticipation may be summarized, as tollows:
A reference 1s anticipatory under § 102(b} when it satisfies particular
requirements. First, the reference must disclose each and every element of
the claimed invention, whether it does so explicitly or inherently. Eli Lilly
& Co v Zenith Goldline Pharms., Inc, 471 F3d 1369, 1375

(Fed.Cir.2006). While those elements must be “arranged or combined in
the same way as in the claim.” Net MoneyIN, Inc. v. VeriSign, Inc., 545

* The Jegal principles set forth in this section apply equally to the validity analysis of the other
patents asserted in this imvestigation.
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F3d 1359, 1370 (Fed.Cir.2008). the reference need not satisty an
ipsissimis verbis test, In re Bond, 910 I'.2d 831, 832-33 (Fed.Cir.1990).
Second. the reference must “enable one of ordinary skill in the art to make
the nvention without undue experimemtation.”  Impax Labs., Inc. v
~Avemtis - Pharms. -Ine., 545-F.3d-1312-1314 (Fed.Cir.2008); see-in-re
LeGrice, 49 C.C.P.A, 1124, 301 F.2d 929, 940-44 (1962). As long as the
reference discloses all of the claim Hmitations and enables the “subject
matter that falls within the scope of the claims at issue,” the reference
anticipates -~ no “actual creation or reduction to practice”™ is required.
Schering Corp. v. Geneva Pharms., Inc., 339 F.3d 1373, 1380-81
(Fed.Cir2003Y, yee In re Donohue, 766 F2d 531, 533 (Fed.Cw.1985).
This is so despite the fact that the description provided in the anticipating
reference might not otherwise entitle its author 1o a patent, See Vas-Cuath
Inc. v, Mahrkar, 935 F2d 1555, 1562 (Fed.Cir.1991) (discussing the
“distinction between a written description adequate to support a claim
under § 112 and a written description sufficient to anticipate is subject
matter under § 102(b}™).

Inre Gleave, 560 F.5d 1331, 1334 (Fed. Cir. 2009).
h. Obviousness

Under section 103 of the Patent Act, a patent claim is invalid “if the differences belween
the subject matter sought to be patented and the prior art are such that the subject matter as a
whole would have been obvious at the time the Invention was made to a person having ordinary
skifl in the art to which said subject matter pertaing,™® 35 U.S.C. § 103. While the ultimate
determination of whether an invention would have been obvious 1s a legal conclusion, it is based
on “underlying factual inquiries including: (1) the scope and content of the prior art; (2) the level
of ordinary skill in the art; (3) the differences between the claimed invention and the prior art;
and (4) objective evidence of nonobviousness.”  £4i Litly and Co. v. Teva Pharaceuticals USA,

Ine., 619 F.3d 1329 (Fed. Cir. 2010}

® The standard for determining whether a patent or publication is prior art under section 103 i
the same as under 35 U.S.C. § 102, which is a legal question. Panduit Corp. v. Dennison Mfe.
Co., 310 F2d 1561, 1568 (Fed. Cir, 1987).
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The objective evidence, also known as “secondary considerations,” includes commercial
success, long felt need, and failure of others. Graham v. John Deere Co,, 383 U.S. 1, 13-17
(1960); Dystar Textilfarben GmbH v, C.H. Pairick Co., 464 F.3d 1356, 1361 (Fed. Cir. 2000).
“[Ejvidence arising out of the so-called *secondary considerations” must always when present be
considered en roule fo a determination of obviousness.” Stratoflex, Inc. v. Aeroguip Corp., 713
F.2d 1530, 1538 (Fed. Cir. 1983). Secondary considerations, such as commercial success, will
not always dislodge a determination of obvicusness based on analysis of the prior art. See KSR
Int’t Co. v, Teleflex Inc., 550 U.S. 398, 426 (2007) (commercial suceess did not alter conclusion
of obviousness).

“Omne of the ways in which a patent’s subject matter can be proved obvious 1s by noting
that there existed at the time of invention a known problem for which there was an obvious
solution encompassed by the patent’s claims.” KSR, 5350 U.S. at 419-20. “]Alny need or
problem known in the ficld of endeavor at the time of invention and addressed by the patent can
provide a reason for combining the elements in the manner claimed.” 1d.

Specific teachings, suggestions, or motivations to combine prior arl may provide helpful
insights into the state of the art at the time of the alleged invention. Id. at 420. Nevertheless, “an
obviousness analysis cannot be confined by a formalistic conception of the words teaching,
suggestion, and motivation, or by overemphasis on the importance of published articles and the
explicit content of issued patents. The diversity of inventive pursuits and of modern technology
counsels against limiting the analysis in this way.” /. “Under the correct analysis, any need or
problem known in the ficld of endeavor at the time of invention and addressed by the patent can
provide a reason for combining the elements in the manner claimed.” ld. A “person of ordinary
skill is also a person of ordinary creativity.” /d. at 421,
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Nevertheless, “the burden falls on the patent challenger to show by clear and convincing
evidence that a person of ordinary skill in the art would have had reason to attempt to make the
-composition or device, or carry out the claimed process; and would-have had-a reasonable -
expectation of success in doing 0. PharmaStem Therapeutics, Inc. v. ViaCell, Inc., 491 F.3d
1342, 1360 (Fed. Cir. 2007); see KSR, 550 U.S, at 416 (a combination of elemenis must do more
than yield a predictable result; combining elements that work together in an unexpected and
)M

fruitful manner would not have been obvious

c. Lack of a Writien Description
The issue of whether a patent is invalid for failure to meet the written description
requirement of 35 U.S.C. § 112,91 15 a question of fact. Bard Peripheral Vascular, Inc. v. WL,
Gore & Assocs., lne., 670 F3d 1171, 1188 (Fed. Cir. 2012). A patent’s written description must
clearly alfow persons of ordinary skill in the art to recognize that the inventor invented what is
clatmed. The test for sutficiency of a written description is “whether the disclosure of the
application relied upon reasonable conveys to those skilled in the art that the inventor had
possession of the claimed subject matier as of the filing date.” Id (quoting Ariad Pharni., Inc. v.
Eli Lilly & Co., 598 F.3d 1336, 1351 (Fed. Cir. 2010} (en banc)).
d. Indefiniteness
The definiteness requirement of 35 U.S.C. § 112 ensures that the patent claims
particularly point out and distinctly claim the subject matter that the patentee regards to be the

invention, See 35 U.S.C. § 112,94 2; Metabolite Labs., Inc. v. Lab. Corp, of Am. Holdings, 370

FF.3d 1354, 1366 (Fed. Cir. 2004). 1fa claim’s legal scope is not clear enough so that a person of

7 Further, “when the prior art teaches away from combining certain known elements, discovery
of a suceessful means of combining them is more likely to be nonobvious.” KSR, 550 U8, at
416 (citing United States v. Adams, 383 1.8, 39, 52 (1966)).
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ordinary skill in the art could determine whether or not a particular product infringes, the claim is
mdelinite, and is, therefore, invalid. Geneva Pharm., Ine. v, GlaxoSmithKline PLC, 349 F.3d
1373, 1384 (Fed. Cir. 2003).%
Thus. i1 has been found that:
When a proposed construction requires that an artisan make a separate
infringement determination for every set of circumstances in which the
composition may be used, and when such determinations are likely to

result in differing outcomes (sometimes infringing and sometimes not),
that construction 1s likely to be mdefinite.

Hedliburion Energy Servs. v, M-I LLC, 514 1'.3d 1244, 1255 (Fed. Cir, 2008).

The Supreme Court recently addressed the issue of indefiniteness, and stated that a
finding of indefiniteness should not be found if the cl_aimsﬁ “viewed in light of the specification
and prosecution history, inform those skilled in the art about the scope of the invention with
reasonable certainty.” Nawrilus, Inc. v. Biosig Instruments, Inc.,  U.S, _,No., 13-369, at 11
(June 2, 2014).

c. Inventorship

“A patent 15 invalid if more or less than the true inventors are named.” Trovan, Lid. v
Sokvimar SA, 299 F.3d 1291, 1301 (Fed. Cir, 2009). Nevertheless, inasmuch as a patent is
presumed valid, there is a presumption that the named inventors on a patent are the true and only
inventors. fd. (citing, imter alia, 35 U.S.C. § 282). “Moreaver, to the extent that fewer than the
true inventors are named on a patent, the patent may be corrected to so reflect as tong as the

nonjoinder was done without deceptive intent on the part of the person erroneously left off the

patent.” Id. (citing 35 U.S.C. § 253).

¥ Indefinitencss is a question of law. /GT'v, Bally Gaming Ini'l, Inc., 659 F.3d 1109 (Fe'd. Cir,
201D,
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Inventorship is a question of law. Falana v. Kent Srate Univ,, 669 F.3d 1349, 1356 (Fed.
Cir. 2012); Univ. of Pittsburgh v. Commonwealih Sys. of Higher Ed.. 573 F.3d 1290, 1297 (Ied.
Cir-2009). - A-joint-invention 1§ the product of collaboration between two or more persons:
working together to solve the problem addressed. The inventors need not work physically
together or contemporancously to be joint nventors; nor must each inventor contribute equally
or 1o each claim of the patent. Univ. of Pittshurgh, 573 ¥.3d at 1297, The inventors named in an
issued patent are presumed correct, and a party alleging misjoinder of inventors must prove its
case by clear and convincing evidence, See id.

“TA] joint inventor must contribute in some significant manner to the conception of the
invention.” Fipa Qi and Chem. Co. v, Ewen, 123 F.3d 1466, 1473 (Fed. Cir. 1997). The
contribution of a joint inventor must be signiﬁcamﬂ” Nevertheless, “[1]f a person supplies the
required quantum of inventive contribution, that person does not lose his or her status as a joint
inventor just because he or she used the services, ideas, and aid of others in the process of
perfeeting the invention.” [d. “[Tlhose others may also in appropriate circumstances become
joint inventors by their contributions. In addition, a person is not precluded from being a joint
inventor simply because his or her contribution {o a collaborative effort is experimental.”™ Id

2 Lack of Written Description

ach independent claim in the "873 patent includes a negative limilation specifying that a
first device “direct[s]” a second device (o receive or oblain a media item from a content server
“without user input via the second device,” The applicant added the “without user input”

Hmitation during prosecution of the parent "323 patent to distinguish the purported inventions

0} eqn . - . . . .
* Thus, for example, “a person will not be a co-inventor it he or she does no more than explain
to the real inventors concepts that are well known and the current state of the art.™ Fina Oil, 123
F.3d at 1473, Rather, inventorship requires “an inventive act,” fd
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from the prior art. A claim that includes a negative limitation satisfies the written description
requitement of 35 U.S.C. § 112,91 if] {or example, the specification deseribes a reason {o
exclude the relevant subject maiter from the invention. See Sanrarus, Inc. v. Par Pharni., Ine.,
694 F.3d 1344, 1351 (Fed, Cir. 2012). The "873 patent specification fails to mention the
negative limitation, much less deseribe any disadvantages associated with “user input” at the
second device. See RX-0460C (Almeroth DWS) Q/A 315, Moreover, the evidence shows that
one of ordinary skill would not understand the benefits of excluding user input on the second
device when reading the specification and the embodiments discugsed therein. See Almeroth Tr.
665-666. Accordingly, onc of ordinary skill would conclude that the applicant was not in
possession of the “without usey input”™ negative limitation when the original application was
filed. See RX-0460C (Almeroth DWS) Q/A 315, All of the asserted ¢laims are therefore invalid
under 35 US.C.§ 1129 1.

Although the Santarus opimon was published only recently, the Patent Trial and Appeal
Board has applied the Sanfarus rule and 35 US.CL § 112, 9 1 1o reject numerous claims with
negative limitations.

For example, in Jx parte Mivashita, the claim at issue recited an Internet-based chat
system comprising a server and multiple clients. Ex parfe Mivashita, Appeal 2010-010626, 2013
WL 1401042, at *1 (Patent Tr. & App. Bd. Mar. 29, 2013). The himitation at issue in Miyvashita,
requiring that the server receives information and forwards the information to a client “without
solicitation from the {client],” is similar to the “without user input” linutation at issue here. /d
The applicant in Miyashira cited to a flow chart showing communications between the server and
chients, and argued that there is written deseription support for the negative limitation because
2

the {low chart does not show solicitation by any client. See id. at *3. In affirming the rejection,
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the Board applied the Sanfarys rule and held that “Appellant’s Specification neither explicitly
describes the negative limitation of excluding a solicitation . . . nor indicates possession of this
~feature by describing any advantage of excluding a solicitation or disadvantage of inchuding a-
solicitation.” /fd at *3. With regard to the fiow chart, the Board determined that “silence in the
Specification is not enough to show possession of the claimed exclusion of a solicitation.” /d.

In Ex parte Lazaridis, the claim at issue recited a method for launching software
applications, whercin the launch occurs “without the user having entered a delimiter denoting an
end of the text string.™ Ex parte Lazaridis, Appeal 2010-005137, 2013 WL 1331529, at #2-4
(Patent Tr. & App. Bd. Mar. 12, 2013). Theretore, the limitation in Lazardis concerned
performing an action without a user input. The specification did not explain the negative
limitation, but provided an example where entering the text “e_j” would cause the application to
send nwail, 7d. at *3. The Board aflirmed the rejection, holding that because the exemplary
entbodiment “requiring only two Key strokes to invoke the email composer application™ does not
explain any disadvantages to command-ending delimiters, the claim “effectively introduces a
new concept that is not reasonably supported by the original disclosure.”™ fd.

Additional opinions from the Patent Trial and Appeal Board are consistent with Sanrarus.
See Ex parte Jung, Appeal 2011-007279, 2013 W1 6698804, at *3-4 (Patent Tr. & App. Bd.
Dec. 18, 2013); £x Parte Ho, Appeal 2011-004664, 2013 W1, 5667032, at *2 (Patent Tr. & App.
Bd. Oct. 15, 2013); lix Parte Hullot, Appeal 201 1-002453, 2013 WL 5406700, at *2-3 (Patent
Tr. & App. Bd. Sept. 17, 2013); Ex parte Loretz, Appeal 2010-009480, 2013 W1, 1332674, at
*3-4 (Patent Tr. & App. Bd. Feb. 27, 2013); £x parte Bright, Appeal 2013-003725, 2013 WL
663563, at *2-3 (Patent I'r. & App. Bd. Feb. 21, 2013); £x parte Chu, Appeal 2011-011442,

2013 WL 574284, at *2-3 (Patent Tr. & App. Bd. Feb. §, 2013 ). Ex parte Pyka, Appeal 2010-
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005667, 2012 WL 6772010, at *2-3 (Patent Tr. & App. Bd. Dec. 31, 2012); Ex parte Kimtira.
Appeal 2010-010869, 2012 WL 61143153, at *3-4 (Patent Tr. & App. Bd. Nov. 27, 2012).

Recent opinions from the Federal Circuit and from the Northern District of California
have atso applied Section 112 {o reject claims that include negative limitations when the
specification lacks written description support, See In re Bimeda Research & Development Lid.,
724 F.3d 1320, 1323-24 (Fed. Cir, 2013) (finding that the negative limitation “is not supported in
the disclosure as ori ginally ﬁled”); Tse v. Google, Inc., Nos. C 13-0194, 13-1204, WL 6502478,
at #*3-6 (N.D, Cal. Dec, 11, 2013) ({inding that there is nothing in the original disclosure that
conveys to a skilled artisan that the applicant was in possession of the “no-charge™ negative
limitation).

As the law of written description is applied in Senfarus and its progeny, where a claim
expressly contains a negative limitation, the specification must show that the applicant possessed
such an invention when the application was filed. In the case of the "873 patent. the applicant
added the “without user input” limitations during prosecution to distinguish the claims from the
prior art, but there 1s no indication in the specification that the inventor was in possession of an
mvention that exciuded “user input via the second device™ at the time the application was filed.
Accordingly, it is determined that each asserted claim of the "873 patent is invalid under 35
USC §112,91.

3. Indefiniteness

Respondents allege that the device claims, 23, 30, 34, 37, and 45, of the "873 patent are
invalid under §112, 4 2 as indefinite, In particular. Respondents allege that the “without user
input™ limitation renders the claims indefinite. See, e.g.. RX-0460C.066., RX-0788C (Almeroth

WS and errata) Q/A 317, 1tis alleged that “one of ordinary skill in the art cannot determine

177



PUBLIC VERSION

whether an accused ‘device for selecting a media iteyrn” infringes without also looking at the

selected “second device” . . . to determine whether any ‘user input via the second device” is

requited.” -See fd - Towever, a claim is notindefinite unless-the claims do not, when“viewed in

light of the specification and prosecution history, inform those skilled in the art about the scope
of the invention with reasonable certainty.” Nautilus, Inc. v, Biosig Instruments, Inc., _ U.S.
. No. 13-369, at 11 (June 2, 2014).

Heve, the evidence shows that a person ol ordinary skill in the art would consider the
claim language amenable to construction following a review of the claim language itself in view
of the specification and prosecution history. The "873 device claims are directed to a first device
(e.g.. a mobile device) configured to facilitate directing a second device to receive media withont
user input at the second device. Inasmuch as Dr. Loy understood the claims to the extent he was
able to formulate infringement opinions with respect to the accused products demonstrates that a
person of ordinary skill in the art would be informed about the scope of the invention with
reasonable certainty,

Therefore, Respondenis have not shown by clear and convineing evidence that the
asserted "873 claims are invalid for indefiniteness.

4. Validity Analysis in View of the Prior Art

Although it was determined above that the asserted claims of the *873 patent are invalid
for lack of a written deseription under 35 U.S.C. § 112, % 1, the record evidence regarding
anticipation and obviousness of these claims 1s summarized below for completeness. As
discussed below. based on the parties™ arguments and the record evidence, there would be no

impediment to finding the asserted claims invalid for anticipation and/or obviousness if the
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patent disclosure adequately conveyed to a person having ordinary skitl in the art that the
inventor had possession of the claimed subject matter as of the filing date.
a, Priority Date

The "873 patent is a continnation of Application No. 10/840,109, which was filed on May
3, 2004, and ultimately issued as the 7323 patent. See JIX-0003 (873 patent). The priority date
for the 873 patent iy therefore May 5, 2004, See id

h. Weast — Anticipation of Claims 1, 5, 8, 17, 22, 23, 30, 34, and 37

U.S. Patent No. 7,454,511 (“Weast™), titled “Visibility of UPnP Media Renderers and
Initiating Rendering via File System User Interface,” was filed on May 29, 2003, See RX-0075
(Weast). Weast qualifies as prior art to the "873 patent under § 102(e).

Weast describes an implementation of the UPnP AV Architecture. Weast discloses “a
user friendly technigue to employ UPnP media renderers to render media content available from
UPnP media servers.” Jd. atcol 1, Ins. §-10. The UPnP AV Media Server provides media
contents, the UPnP A/V Media Renderers play the provided media contents, and the control
point controls the cooperation between the complying media servers and the complying media
renderers. Jd. at col. 1, Ins. 40-46. The control point may be “a desktop computer, a laptop
computer, a tablet computer, a palm-sized computing de{fice, a PDA, a set-top box, an
entertainment center controller, a wireless mobile phone, and so forth.” Id. at col. 5, Ins. 10-15.
The 3-box architecture disclosed in the 873 patent (below, left) is identical to the architecture

disclosed in Weast (below, right):
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RIDX-0004.005 (JX-0003 (873 patent) FIG. 1); RDX-0005.003 (RX-0075 (Weast) at Fig. 1).
The communication protocols employed by the control point to interact with and control
UPnP media servers and UPnP renderers are depicted in various figures in the Weast patent. As
shown in Figure 3a, the control point requests an identification of media content and the
corresponding metadata from a UPnP media server, and the UPnP media server provides the

requested identification of media content and metadata to the control point:

ey Dircovery Pings - 182 A,A_.___,,M,..]_

Control Point Respoase to Discovery 304 Media Servers

- 102 - - i

Requast for lentilivation and/er Desciiption
of avaitable Media Contents ~ 305
Ientificaiivn andior Description of available Aadia
Cooteats ~J08
Insteuclions 1o provide and roulrol pravisioy of
'“‘““‘““"'T'_’“**'ﬂ Madin Conteats ~ 134
v 1
VolPram Media Readeree Figure 3a Media Contents to Media
See Fig. b Rerderers

ld. at Fig. 3a elements 306, 308, see also id. at col. 5, Ins, 29-39. The control point receives
mformation relating to the available media content and displays it to the user via a user interface

on the control point. See id. at col. 5, Ins. 40-44; Fig. 4a. As shown in Figure 3b, a control point
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discovers the presence of UPnP media renderers in a network domain by issuing discovery pings,

and the media renderers respond to the control point with description information:

SRR, Disvavery Pings~ 312 JU———

Comrol Point eaponse 1o Dissovery ~ 34 Modia
- Loz -+ Henderer
~ 106

Reques! To; Edeatification andfor Descripton
of Media fendering Capability — 316

1denlificalion asdfer Description of Media
Rendering Copahility ~ 313

Jusuuetions to roevelve and render Media
Coments ~ 330 S |

T ©o

TofFrar Media Server Figure 30 Medin Cnnsents Fram
See Tig. 32 Madia Sprvers

Jd. at Fig. 3b elements 312, 314; see also id. at col. 5, In. 59 = col. 6, In. 6; Fig. 5b. The control
point displays this information to a user via the control point user interface, See id. at col, 6, Ins.
7-11.

According to Weast, a user may use the control point 1o select the media content and the
media renderer on which the content is to be played, and the control point instructs the applicable
renderer to receive and render the selected media content from the media server. See id. at Fig,
6b; Fig. 5b; col. 6, In, 19-23; Fig, 3b element 320. Thereafler, the control point operates as a
remole control for the rendering device by. for example, pausing or stopping playback and
adjusting the volume. See id. at col. 8, Ins. 53-64.

Through his direct witness statement, Dr. Almeroth testified that Weast anticipates
asserted clatms 1.5, 8, 17, 22, 23, 30, 34, and 37 under any of the proposed claim constructions,
See RX-0460C (Almeroth DWS) Q/A 150-210. BHM s expert, Dr. Loy. did not dispute that
Weast discloses the vast majority of the limitations recited in these claims. See CX-1401C (Loy

RWSYQ/A 107-19. Dr. Loy disputes that Weast discloses the following limitations:
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o “receiving, on the first device, a playlist” and “selecting at least one media item
identitier from the received playlist™ (claim 1, and similar “playlist™ limitations in
- other asserted claims);yand - -
» “directing the at least one second device to send information representative of the
at least one media item name to a content server” (claim 23).
See id. The disputed limitations are discussed below.
BHM does not dispute that Weast discloses a “playlist” under the adopted construction or
the construction by Staff. BHM contends that Weast does not disclose a “playlist” under BHM s
proposed construction, which defines the term as “a Hst referencing media items arranged 1o be
played in a sequence.”
Weast discloses that a control point requests an identification of media items available
from the media server, along with corresponding metadata describing the available medié Hems.
See RX-0075 (Weast) at col. 5, Ins. 29-35; Fig. 3a. The control point then receives the

identification of media and corresponding metadata from the media server, which may include

information such as the title, size, version, date of LilMedi e

File it View Heip - 404

sl e O U % W B

creation, media type, and artist of the media, and s 7, Dybled bl

P s412 o Ser s A)A Types 416 Dota - 418
displays the information to the user via a user 7, Tidel CIDRD Muie @i

J?; Tiile TISKH Music DB0HE
interface on the device, See id. at col. 5, Ing. 36-47;

J’é.“ Titden GG Munic 0502
Almeroth Ty, 662, Figure 4a in Weast (at right) is &

U2

an example of the music playlist received by the

Figure 42

control point, which consists of multiple songs.
Applying the methodology that Dr. Loy applies for purposes of infringement, Weast discloses a
“playlist” under BHM's proposed construction. Specifically, the list of songs disclosed in Weast
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is recetved by the control point from the media server and is arranged to be played in a sequence
determined, for example, by song title. See RX-0075 (Weast) af col. &, Ins. 34-64: Fig. 7:
RX-0460C (Almeroth DWS) Q/A 165-67, 175.

BHM s expert testitied that Weast fails to disclose a “playlist” under BHM s proposed
construction because the content displayed at the control point resembles a “Windows-type
interface that merely lists the files available,” the “files could he sorted, for example. by the date
column, or the size column,™ and such a list does not “enable, or intend, playback in sequence.”
CX-1401C (Loy RWS)Y (/A 107. Dy, Loy's opinion contlicts with his opinions on infringement,
in which he pointed to music files stored in 2 Windows Explorer folder as evidence that
Respondents’ accused mobile devices satisfy the “recetving a playlist™ limitation under BHM's
proposed construction. See RX-0671C (Lipoft RWS) Q/A 193.203; CPX-0141C (Test Video
502), Loy Tr. 400-423. Moreover, the hist of songs received by the control point in Weast is
“capable of™ being plaved in the sequence in which they are listed, which satisfies one of Dr,
Lov’s interpretations of BHM s construetion, See Loy Tr. 417; see wlso RX-0460C (Almeroth
DWS) Q/A 175, To the extent Dr. Loy testified that loading the songs into a media player is an
additional requirement of BFHM’s construction, Weast also discloses this feature. See Loy Tr.
417, 500; CDX-0132.061. Figure 7 discloses an embodiment wherein the user may drag and
drop songs into a “Music Player” folder for a rendering device, which causes the songs to be
“quened” in a specific order for the renderer to play. See RX-0075 (Weast) at col. 8, Ins. 34-64;
Fig. 7: Loy Tr. 1732-1734,

Weast states that the media venderer “pulls™ the content item {from the media server in
response o an instruciion received from the control point. See RX-0075 (Weast) at col. 5, Ins.

50-57; col. 6, Ins. 19-23; Jig. 3b element 320. Therefore, one of ordinary skili would understand
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that the media renderer sends information representative of the selected media item 1o the media
server so that the server can retrieve the item from its memory and transfer the content to the
~renderer. See RX-04600 (Almeroth DWS) Q/A 194 BHM s expert Mr. Zatkovieh testified-that
one of ordinary skill would understand that in a “pull” operation, the renderer makes a reguest to
the media server for the media ttem that i should receive, and that the request includes “an
identifier” for the item. Zatkovich Tr. 1564-1566; see alsa RX-(142 {ContentDirectory: 1)
(UPnP_0002135) (a request by a renderer for the content item includes a URI for the media item).

BHMs other expert Dr. Loy testified difterently. Dr. Loy stated, “Weast makes no
mention as to which device sends the media item identifier to the media server,” and testified
that the control point might do so mstead. See CX-1401C (Loy RWS) Q/A 114. However, this
hypothetical scenario describes a “push” protocol, wherein the media server receives a
description of the selected item from a control point, retrieves the item, and transfers the content
to the renderer. See RX-0460C (Almeroth DWS) Q/A 119; Zatkovich Tr. 1564-1365. As noted,
Weast expressly discloses the use of a “pull” protocol, wherein the renderer receives a
deseription of the selected item from a control point and makes a request to the media server for
the content by passing the description of the selected content {o the server. See RX-0460C
(Almeroth DWS)Y (VA 194; Zatkovich Tr. 1564-1566.

As for the additional limitations recited in asserted claims 1, 5.8, 17, 22, 23, 30, 34, and
37 of the "873 patent, Dr. Almeroth provided an element-by-element invalidity analysis for each
of these asserted claims. See RX-0460C (Almeroth DWS) Q/A 157-175 (claim 1), 176 (claim
5). 177-178 (claim 8), 182-183 (claim 17), 185 (claim 22), 186-195 (claim 23), 205-206 (claim

30), 207 (claim 34), 208 (claim 37).
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c. UPnP® AV 1.0 — Anticipation of Claims 1, 8, 16, 17, 19, 22, 23,
30,37, and 45

The UPnP AV Architecture specification ("UPnP AV 1.07), dated June 25, 2002,
*defines the general interaction between UPnP Coniral Points and UPnP AV devices” in
scenarios volving the flow of content {rom one device 10 another device over a network.
RX-0140 (UPaP AV 1.0) (UPnP_000051-052). “}T]hree distinct entities are involved: the
Confrol Point, the source of the media content (called the ‘Media Server’), and the sink for the
content {called the *“Media Renderer’).” [d. (UPnP_000053). The Control Point “coordinates
and manages the operation of the Media Server and Media Renderer as divected by the user (¢ g,
play stop, pause) in order to accomplish the desired task (e.g, play “MyFavorite™ music).™ fd
(UPnP_000054). UPnP AV 1.0 explains that the Control Point device may be a “wireless
PDA-like device with a small display,” while the Media Renderer may be a “ TV, stereo,
network-enabled speakers, MP3 players,” ete. Jd. (UPnP_000053, UPnP_000054). UPnP AV
1.0 depicts a 3-box architecture in Figure 3 (lustrated below). fd. (UPnP_000053).

According to UPnP AV 1.0, “the Media Server containg (entertaimnent) content that the

user wants 1o render (e.g.. display or listen to) on the Media Renderer™ Jd. Usi.ug the Control

Point, a user may “enumerate (i.e., browse "E Contro} Palit
et (Ul Application)

or search for) content 1tems that are MedinBerver ’ [ #odiarenasrer

. : LN N . WA CIN P

available for the user to render.” [d. T - TN

(‘t:nnc::ls:c.m‘ufm age: @ Conncclivnbonagor
; . - . A AV Transpot
(UPnP 000054-055). For example, using ‘———"’&\ S w
: . - . TsOt Hronoas B}“A;)"‘(hilxmu.\
the “Browse™ action. a Contrel Point P ox P Figure 3

obiains identification of and metadata about the various content ilems that are available on the

Media Server, including properties such as name or artist, and this playlist 1s then displayed on
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the user interface (“UT™) of the Control Point. See id. “The user interacts with the Control
Point’s Ul to locate and select the desired content on the Media Server and to select the target
Media Renderer.” Id: (UPnP- 000053).

content” from the Media Server to the Media Renderer, which causes the Media Server to
transier the content directly to the Media Renderer using any compatible transfer protocol and
data format. See id. (UPnP_000054, UPnP_000052, UPnP 000063). As shown above in Figure
3, examples of such transter protocols include a “push™ by a Media Server or a “pull” by a Media -
Renderer. [, (Fig. 3). When a “pull” protocol is used, the Control Point provides the Media
Renderer with a string of characters, also known as a URI, that identifies the selected media tem
and the address of the device on the network from which the media item can be obtained. /.
(LiPnP_000057) (“invoke the SetAV TransportURI() action to identify the content item that
needs to be transferred™): Loy Tr. 448-449, 450. The Media Renderer uses the URT that it
received from the Control Point to request the item from the Media Server (e.g., using an
HTTP-GET request), and the content tem is streamed or otherwise transferred from the Media
Server o the Media Renderer to be played. See id. (UPnP_000053, UPnP_000063).

The Control Point may then operate as a remote control for the Media Renderer. For
example, UPnP AV 1.0 states that a user may use the Control Point “to control how content 15
rendered (e.g., Brightness, Contrast, Volume, Mule, ete.).” fd. (UPnP_000055).

Through his direct witness statement, Dr. Almeroth has provided evidence that UPnP AV

1.0 anticipates asserted claims 1, 8,16, 17, 19,22, 23, 30, 37 and 453 See RX-0460C (DWS

3 . N . s
*Itis argued that UPnP AV 1.0 renders these claims obvious i the ALJ adopts Respendents and
{ntervenor’s proposed construction of “device identifier,” but that under all other proposed
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Almeroth) Q/A 85-144. BHM s expert, Dr. Loy, did not dispute that UPnP AV 1.0 discloses the
majority of the limitations recited in these claims, See CX-1401C (Loy RWS) Q/A 67-82. Dr,
Loy disputes that UPnP AV 1.0 discloses the lollowing limitations:

« “digplaying, on a first device, at least one device identificr identifying a second
device™ and “receiving user first put sclecting the af least one device identifier”
{claim 1, and similar “device identifier™ Hmitations in other asserted claims);

*  “receiving, on the first device, a playlist™ and “selecting at least one media item
identifier from the received playlist” (claim 1, and similar “playlist” limitations in
other asserted claims);

*  Crequesting, by the second device, the song identified by the song identifier from
a content server” (claim 19); and

» ‘“directing the at least one second device 1o send information representative of the
at least one media item name to a content server”™ {claim 23).

See id The disputed limitations are discussed below.

UPnP AV 1.0 states that “[tThe user interacts with the Control Point's U6to locale and
select the desired content on the Media Server and 1o select the target Media Renderer.”
RX-0140 (UPnP AV 1.0) (UPnP_000053) (emphasces added). The ability to select a Media
Renderer using the Ul of the Control Point. which may take the form of a “wireless PDA-like
device with a small display.” discloses to one of ordinary skill the display and selection of a

device identifier on the Control Point. [d ; see RX-0460C (Almeroth DWS) Q/A 92, 106.

constructions for the agrecd-upon and disputed terms, these claims are anticipated by UPnP AV
L0, See RX-0460C (Almeroth DWS) Q/A 95.
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Faced with this disclosure, BHM s expert testilied regarding a scenario in which a user

nnight select a target Media Renderer using the Control Point’s Ul in a manner that would not

involve the display of a device identifier onthe Control Point. See CX-01401C (Loy RWS)Y /A

70. Specifically, Dr, Loy discussed a hypothetical Control Point with a UI that includes buttons
that are each dedicated fo a renderer (e.g., a button with “TV” printed on
it, and a button with “Stereo™ printed on it), and wherein the selection of
the Media Renderer 1akes place via the press of a button. See id.;
CDX-0132.0023 (Loy Demonstrative) (illustrated at right). UPnP AV 1.0

does not envision or discuss such a Control Point device, and Dr. Loy

does not poind to real-world examples in which such a Ul hag been

implemented on a Control Point. Nevertheless, Dr. Loy™s hypothetical scenario would satisfy the
claim limitation. In the case of' a Control Point that includes buttons that each identify a different
renderer device, the buttons would literally display, on a first device, at least one device
identifier identifying a second device and also may receive user input selecting the device
identifier.

BHM does not dispute that UPnP AV 1.0 discioses a “playlist” under the adopted
construction and that proposed by the Stalf. BMM argues only that UPnP AV 1.0 does not
disclose a “playhist”™ under BHM’s construction, which defines the term as “a list referencing
media items arranged to be played in a sequence.”

UPnP AV 1.0 states that “[tjhe user interacts with the Control Point’s Ul to locate and
select the desired content on the Media Server,” RX-0140 (UPnP AV 1.0) (UPnP_000053)
{emphasis added). The “Content Directory Service” permits the Control Point to identify,
retrieve and display content iterns that are available on the Media Server for the user to play
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using a “Browse™ or “Scarch™ action. See id. (UPnP_000054-055). The Media Server may store
a variety of entertainment content, including music for playback on network-enabled speakers.
See id. (UPnP_OOOOS?OSQ. Elsewhere, UPnP AV 1.0 discloses that the Control Point may
receive playlists of content that are customized to the user’s preferences, such as “MyFavorite™
music. RX-0140 (UPnP AV 1.0) (UPnP_000054).

Using the methodology that Dr. Loy employed in kis infringement analysis, UPnP AV
1.0 discloses a “playlist™ under BHM’s proposed construction. See RX-0460C (Almeroth DWS)
Q/A 98, 106; Almeroth Tr. 660-661. In particular, Dr. Loy identified the same UPnP-based
Content Directory “Browse™ action, which retricves an identification of and metadata about the
available content items stored on the server, as evidence of infringement. See CX-1068C (Loy
DWS) Q/A 260 (identifving the “pluralily of media item tdentifiers representing songs available
on the BHM-(02 computer™). 272 (*mobile device makes a ContentDirectory request (o the
content server”). Accordingly, to the extent Dr, Loy opined that the “Browse” action and receipt
of music content is evidence of infringement, that same operation is disclosed in UPnP AV 1.0,

After a content item 1s selected at the Control Point, UPnP AY 1.0 discloses that the
Control Point “initiates™ the transfer of content from the Media Server 1o the Media Renderer.,
RX-0140 (UPnP_000054). The content may be transferred using a “pull” protocol, such as
HTTP-GET. See id. (UPnP_000063-0065, Fig. 3). In this circamstance, the Control Point
invokes the “SetAV TransportURI( action,” which causes the Control Point fo send the Media
Renderer a “URI” (ie., a string of characters that identifies the selected content as well as the
address of the device on the network from which that content can be obtained). See id.

(UPnP 000057, UPnP_000063). UPuP AV 1.0 discloses that the Media Renderer uses the URT
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received from the Control Point to make a request to the Media Server for the selected content
item. See id.; see also RX-0460C (Almeroth DWS) (VA 100, 119, 130.
oD Loy ddentified the-same “SetAV TransportURIP action to establish thatthe accused
DLNA-compliant video display devices request a media item from a content server. See
CX-1068C (Loy DWS) Q/A 162, 203, 292; Loy Tr. 448-449, 450, Yet, with respect to a validity
analysis, Dr. Loy disputes that the same operation in UPnP AV 1.0 performs the same function.
As for the additional limitations recited in asserted claims 1, 8, 16, 17, 19, 22, 23, 30, 37,
and 45 of the "873 patent, Dr. Almeroth provided an element-by-clement invalidity analysis for
cach of these asserted claims. See RX-0460C (Almeroth DWS) Q/A 92-106 (claim 1), 109-110
(claim 8). 111-113 (claim 16), 114-117 {claim 17), 118-121 (claim 19), 122 (claim 22), 123-130
(claim 23), 139-140 (claim 30). 142 (claim 37). 143 (claim 45).

d. UPn? Version 1.0 — Anticipation of Claims 1, 8, 16, 17, 19, 22,
23, 30,37, and 45

The UPnP AV 1.0 reference, discussed above, is part of an inter-related collection of
documents that Respondents argue are meant {o be read together and comprise Version 1.0 of the
UPaP AV Standard. See Resps. Br, at 85, This set of chcumelits, ie., UPnP AV 1.0,
MediaRenderer: 1, ContentDirectory: 1, and AVTransport:1 (hercinafier, “UPnP Version 1.07),
provides additional details regarding the functionalities of the UPnP Control Point, Media
Server, and Media Renderer. For example, the ContentDirectory:! Service Template defines the
Content Directory Service, which allows UPnP devices to locate content stored on a Media
Server, including songs, movies, and pictures. See RX-0142 (ContentDirectory: 1)
(UPnP_000167). The AVTransport:1 Service Template defines a service for enabling “control

over the transport of audio and video streams.” which may be used to control media devices such
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as CD players, VCRs and MP3 players. RX-0146 (AVTransport:1) (UPnP_000075). The UPnP
MediaRenderer:1 Device Template defines, among other things, identification information that a
Media Renderer provides to the Control Point during the UPnP Divcovery phase. See RX-0143
{(MediaRenderer:1) (UPnP_000260).

it iz argued that the UPnP Version 1.0 documents should be treated as a single
anticipatory prior art reference because they all were developed by the same UPnP® AV working
comntittee, relate (o the same version of the UPnP AV Standard, were made publicly available
by the UPnP Forum on the same day via the same web site, and shave overlapping individual
authors. Resps. Br. at 86 (eiting JX-0081 {(Murray Dep.) at 23-27, 27-28). The UPnP AV 1.0
document references the additional *UPnP AV Device and Service templates™ in the
Introduction, and discusses the Content Directory Service, the AV Transport Service, and the
Media Renderer Device Template in Section 5, See RX-0140 (UPnP AV 1.0); see also RX-0075
(Weast) at col. 1, Ins. 36-46; col. 2, Ins, 44-56 (describing the UPnP AV Architecture Version
1.0 specifications). The evidence demonstrates that persons of ordinary skill in the art, including
engineers at Samsung, that make products that can operate as control points and renderers and
that may be used with each other or with other manufaeturgr*s products, would look to the
entirety of the disclosure 1o ensure that their products are complaint with the standards. See
RX-0676C (Cho RWS) Q/A 23-27. UPnP AV 1.0 describes the overall architecture for the
standard and cross-references the accompanying Device and Service Templates, while the

ContentDirectory:1 Service Template, AV Transport:1 Service Template, and MediaRenderer:]
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Device Template each provide additional details regarding the features and protocols of the

UPnP AV 1.0 specilication.”

- Through his-direct wilness statement; Dre-Almeroth-has provided evidence that YPnp oo

Version 1.0 anticipates asserted claims 1, 8, 16, 17, 19, 22, 23, 30, 37, and 45 under any of the
proposed claim constructions. See RX-0460C (Almeroth DWS) Q/A 145-149, According to Dr.
Almeroth, in addition to the disclosures provided by UPnP AV 1.0, the additional UPnP Version
1.0 documents provide the following additional disclosures relating to the asserted claims.

The MediaRenderer:1 Device Template provides details regarding the “device
identitiers” deseribed in UPnP AV 1.0, Tor example, it states that a media renderer may be
identified by several different device characteristics, including friendly name, manufacturer
name, model name or number, serial number, universally unigue identifier, or Universal Product
Code. See RX-0143 (MediaRenderer: 1) (UPnP_000260). Dr. Almeroth therefore argues that
UPnP Version 1.0 discloses a “device identifier” under any of the proposed constructions for that
term, including the adopted construction, which requires a “device wdentifier” that uniquely
identifies the second device. See RX-0460C (Almeroth DWS) Q/A 147,

The ContentDirectory: 1 and AVTransport:1 documents provide support regarding the
receipt of a “playlist” by a Control P()iﬁt. For example, ContentDircctory: 1 states that a Contro]
Point may retrieve a playlist containing media items in a music album, and explains that an

atbwm is “typically a fixed published sequence of songs,” such as an audio CD. RX-0142

Tt is argued that, “[rlegardless of whether the UPnP Version 1.0 documents are treated as a
single reference for purposes of anticipation, one of ordinary skill in the art would have been
motivated to combine UPnP AV 1.0 with UPnP ContentDirvectory, UPnP AVTransport, and/or
UPnP MediaRenderer,” Resps. Br, at 87 n.13. The evidence shows UPnP AV 1.0 explicitly
references the other documents, the subject matter is interrelated, and one of ordinary skill would
be motivated to consult the additional UPaP Version 1.0 specifications to oblain more detailed
information about the pertinent protocols and services. See id.
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{ConteniDirectory:1) (UPnP 000246). 1t also states that the Control Point may retrieve a
“playlistltem,” which represents a “playable sequence of r%:sources.” Id. The AVTransport:]
Service Template, moreover, explains that the Control Point may retrieve content from the
MediaServer in several formats, such as a single song, or a collection of contents, such as a “CD
dise or playlist.” RX-0146 (AVTransport:1) (UPnP_000108).

During the hearing, BHM argued that Respondents and Intervenor cannot prove that the
UPaP Version 1.0 documents qualify as prior art to the '873 patent under 35 U.S.C. § 102. ltis
argued that “[t}his argument was not set {orth in BHM’s prehearing brief] as required by Ground
Rule 7.¢, and accordingly, the argument is waived.” Resps. Br. at 88, Even if BHM did not
waive this argument, Respondents adduced evidence, summarized below, showing that the UPnP
Forum published the UPnP Version 1.0 documents on its public website (http://www.upnp.org)
on June 26, 2002, and made them available to hundreds of members of the UPnP Forum before
that date. See RX-0140 (UPnP AV 1.0); IX-0081 (Murray Dep.) at 23-27, 27-28, 49-50. Itis
therefore argued that the UPnP Version 1.0 documents qualify as prior a;‘t. to the "873 patent
under § 102(b). Resps. Br. at 89,

Upon application by the Samsung Respondents, the administrative law judge issued a
Subpoena Duces Tecum and Ad Testificandm to the UPnP Forum. In response to the subpoena,
the UPnP Forum produced from its ofTicial files “true and correct copies™ of various UPnP
specifications that bear a date of June 25, 2002, including those marked ag RX-0140 (UPnP AV
1.0y, RX-0142 (ContentDirectory:1), RX-0143 (MediaRenderer:1), and RX-0146
{(AVTransport: 1) (collectively, “LIPnP Version 1.07). I1X-0081 (Murray Dep.) at 13-14. These
documents are deemed authentic under Ground Rule 9.3 The UPnP Forum also designated its
Executive Director, Aja Murray, to testify at deposition concerning topics set forth in the
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subpoena, including the public availability of the UPnP Version 1.0 documents. Ms. Murray has
worked for the UPnP Forum for approximately six years and is familiar with UPnP’s general
~procedures, policies, and record-keeping practices. -See-id. at 9-11, 11-12, At-the deposition,
Ms, Murray testified that the UPnP Forum published the UPnP Version 1.0 documents (i.c.. the
versions of these documents entered as exhibits in this investigation) on its public website on
June 26, 2002:

Exhibit 4, this is going to be a series of documents all of which relate to

UPnP Version 1.0 and all of which are dated June 25th, 2002, The Bates
range for these documents are UPnP_000049-UPnP_000338,

[Clan you tell, based on your review of the documents when, if at ali, the
various documents that make up Exhibit 4 were made publicly available
on the UPnP website?
They were made publicly available on June 26th, 2002,

JX-0081 (Murray Dep.) at 23, 27-28, 49-50.

Contemporaneous documents support the proposition that LIPnP Version 1.0 was not only
in the public domain well before May 2004, but also that persons of ordinary skill had access to
and understood the disclosures provided therein, For example, a July 2003 article titled
“Overview of UPnP AV Architecture™ discusses the UPnP Version 1.0 documents in detail and
cites to UPnP’s public website as the source for the information. See RX-0166 (Overview of
UPnP AV Architecture) (882PRIOR00031073 n.[3]). The Weast patent, filed on May 29, 2003,
defines certain terms used in the palent (e.g., “control point,” “media server,” “media renderer™)
by referencing their use in the UPnP AV Architecture Specification Version 1.0 (RX-0140) and
related specifications, which it states were “available at the time of filing the present

application.” See RX-0075 (Weast) at col. 2, Ing. 50-56. Martin Weel. the named inventor of the
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*873 patent, testified at his deposition that the UPnP standards, including the UPnP AV
Architecture Spectfication Version 1.0 (RX-0140), were “publicly available” and that he
reviewed them in or around 2002, See IX-0100C (Weel Dep.) at 58-59, 95, 175-176: CX-1401C
(Loy RWS) Q/A 33 (affirming that Mr. Weel became aware of the UPnP standards when they
were made public).

e Encarnacion — Anticipation of Claims 1, 16, 17, 19, 23, 27, 30,
and 45

LLS. Patent No, 7,668,939 (“Encarnacion™), titled “Routing of Resource Information in a
Network,” was filed on December 19, 2003, See RX-0082 (Encarnacion). Encarnacion gualifies
as prior art Lo the "873 patent under § 102(e).

Encarnacion describes an implementation of the UPnP AV Architecture, Encarnacion
cites to the UPnP Forum’s web site (hitp://upnp.org/) as providing “more detailed information
regarding the UPnP architecture and related topics.” Jd. at col. 3, Ins. 1-3. Encarnacion relates
to “a strategy for selectively routing metadata and media content to recipients via a local
network, such as a home network.™ JId. at col. 1, Ins. 20-24. According to Encarnacion, a UPnP
network comprises several types of devices, including “one or more control point entities for

coordinating the transfer of information L TR

from the source entity(ies) to the e e B

recipient entity(ics).” Id. at col. 3, Ins.

Fosmpiory
Potins |

19-25. Encarnacion explains that

“lelxemplary media servers can include

,,,,,,

various types of compulers, various

o : .
Reanm . et
. R . rlwnm»:« ' 3
kinds of jukeboxes, and so on™; ST 7 T
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“leixemplary rendering devices can include various types of computers, stereo sysiem, speakers.
TVs, hand-held audio players, and so on™; and “[aJn exemplary control point may be
~implemented using varieus types of computers, Personal Digital Assistants (PDAs); application
specific logic modules, and so on.” {d. at col, 8, Ins. 4-23. The exemplary UPnP architecture is
shown in Figure 3 (illustrated above, at right), RDX-0006.004 (RX-0082 (Encarnacion) at Iig. 3
annotated),

As shown above, Encarnacion discloses that a consumer may use a control point to issue
a browse/search request to a media server and receive from the media server information
pertaining Lo the resources stored thereon. See RX-0082 (Encarnacion) at Fig. 3 elements 324,
3206; see also id. at col. 8, Ins. 51-62; col. 13, Ins. 1-20: col. 13, In. 56 ~ col. 14, In. 21; col. 25,
ins. 11-48. Using the control point, the user may select content from the list retrieved from the
media server for presentation at a selected rendering device. See id. at col. 8, Ins, 62-65; col, 14,
Ins. 31-36; col. 25, Ins, 48-55. The control point then sets up the transfer of the content from the
media server to the selected rendering device by supplying a resource locator (e.g., a “URL”) to
the selected rendering device. See id. at col. 8, In. 65 —col. 9, In. 4; col. 14, Ins. 36-42: ¢col. 25,
Ins. 48-55. The selected rendering device submits this resource locator to the media server,
which uses the resourbe locator to locate the selected resource content and send the selected
resource content back 1o the rendering device. See id. at col. 8, In. 65 - col. 9, In. 4; ¢col. 14, Ins.
42-63.

Through his direct witness statement, Dr. Almeroth has provided evidence that

Encarnacion anticipates asserted claims 1, 16, 17, 19, 23, 27, 30, and 45,7 See RX-0460C

52;

{1y argued that, in the event the administrative law judpe adopts Respondents and Intervenor’s
proposed construction of “device identificr.” Encarnacion renders these claims obvious,
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{Almeroth DWS) Q/A 211-267. BHM’s expert, Dr. Loy, does not dispute that Encamacion
discloses the majority of the limitations recited in these claims. See CX-1401C (Loy RWS) Q/A
123-35. Dr. Loy disputes that Encarnacion discloses {he following limitations:
»  “digplaying, on a first device, af least one device identifier identifying a second
device™ and “receiving user first input selecting the at least one device identifier”
{claim 1, and similar “device identifier” limitations in other asserted c¢laims); and
»  “receiving user second input selecting at least one media item identifier from the
received playhist” (claim 1, and similar “selecting™ imitations in other asserted
claims).
See id. The disputed limitations are discussed below.

Encarnacion states that using a control poini, a user may investigate the content stored on
the nmedia server and “select resource content for presentation at a selected rendering device.”
RX-0082 (Encarnacion) at col. 8, Ins. 62-67 {emphasis added); see also id. at col. 14, ins. 31-47.
[incarnacion discloses 1o one of ordinary skill that available media renderers are displayed to a
user for selection via the control point, otherwise there would be no way for the control point to
perform the described selection of a rendering device for the content’s presentation. See
RX-0460C (Almeroth DWS) Q/A 216-218. Figure 9 of Encarnacion shows one example of how
a user interface can display a list of available media renderers (although this particular example
is on a media server display, not a control point display). RX-0082 (Encarnacion) at Fig. 9; col.

43, In. 29~ col, 44, In. 9.

Otherwise, it 1s argued that these claims are anticipated by Encarnacion under all other proposed
constructions for the agreed-upon and disputed terms. See RX-0460C (Almeroth DWS) Q/A
220.
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Encarnacion discloses a “playlist™ under each of the proposed constructions, including

under BHM's regquirement of songs “arranged to be played in a sequence.” Encarnacion even

uses the term “playlist™ to refer to a list of songs received by the control point from the media-- -

server. See RX-0082 (Encarnacion) at col. 14, Ins. 8-21. Encarnacion also discloses that the
user of the control point may select & media item from the received playlist. For example, it
states that using the control point’s Ul, a user may investigale the content that is available on the
media sesver and “can select resource content associated with a resource for presentation at a
sclected rendering device” fd. at col. §, Ins. 54-65; see also id. at col. 14, Ins. 31-35; col. 25, Ins.
48-55; col. 37, Ins. 36-45. The cvidence shows that one of ordinary skill would understand that
Encamnacion discloses selecting a media item from the playlist. See RX-0460C (Almeroth DWS)
Q/A 220.

With respect to the additional Himitations recited in asserted claims 1. 16, 17, 19, 23, 27,
30, and 45 under each of the prdposcd claim constructions, Dr. Almeroth has provided an
clement-by-clement invalidity analysis for each of these asserted claims. See RX-0460C
(Almeroth DWS)Y Q/A 215-233 (claim 1), 238 {clatm 16}, 239-240 (claim 17), 241 (claim 19),
243-252 (claim 23), 253-261 (clatm 27), 262-263 {claim 30), 266 (claim 45),

f. UPnP AV 1.0 - Obviousness of Claims 3, 27, and 34
i UPnP AV 1.0 Alone

Respondents and Intervenor have provided evidence to show that UPnP AV 1.0 renders

obvious claims 5, 27. and 34 under any of the proposed claim constructions. See RX-0460C

{Almeroth DWS) Q/A 107-08, 131-38, 141.
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i, UPaP AV 1.0 Alone or in Combination with Weast

Dependent claims 5 and 34 specify that “the first device comprises a mobile phone.”
Respondents and Intervenor provided evidence to show UPnP AV 1.0 renders obvious claims 5
and 34 alone or in combination with Weast.

UPnP AV 1.0 is “independent of any particular device type, content formai, and transfer
protocol,” RX-0140 (UPnP AV 1.0) (UPnP_000051). The specification is designed to be device
agnostic so that the standard may be implemented in a wide array of devices manufactured by a
range of companies. See RX-0400C (Almeroth DWS) Q/A 108, Dr. Almeroth testified that it
would have been straightforward for one of ordinary skill to implement UPnP’s Control Point
functionality on a mobile phone. See id. The industry was already moving in the direction of
building into mobile phones the features used in laptop computers and PDA devices. See id. By
the late 1990s and early 2000s, several companies released mobile phones with wireless-Internet
capability. and phones began to appear on the market that had the ability to play files in either
Windows Media or M3 format. See id.

Weast expressly states that the UPnP Control Point may take the form of a mobile phone,
See RX-0075 (Weast) at col. 5, Ins. 10-15. Dr. Almeroth testified that one of ordinary skill
would have been motivated to combine UPnP AV 1.0 with Weast, which itseif describes an
implementation of UPnP AV 1.0 and expressly references that standard, to gain a more complete
understanding regarding the manner in which the UPnP AV Architecture may be implemented.

See RX-0460C (Almeroth DWS) Q/A 108.
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iti. UPnP AV 1.0 Alene or in Combination with
Encarnation

Claim 27 of the "873 patent recites a method for directing a second device from a first
gié.vice, in(:}u(ii.n.g““é‘..t::r.u‘ling1 fl‘(')}]"l. thcﬁist device, at E.e.c.f];tm(.);e"am'ibuie ofd piayhsi correspor.l.c“!i.ng
to a selected playlist name to a playlist server.” Respondents and Intervenor provided evidence
to show UPnP AV 1.0 renders obvious this limitation alone or in combination with Encarnacion.

UPnP AV 1.0 states that using the Conlent Directory Service, the Control Point may
“Browse™ content that is available on the server and, in response, the control point receives an
identification of available content and associated metadata {e. g, name, artist), See RX-0140
(UPnP AV 1.0) (UPnP_000055). Dr. Almeroth testified that one of ordinary skill would have
understood from the disclosure in UPnP AV 1.0 that content may be sfored on the server in
multiple folders. Upon user sclection of a particular folder (e.g., MyMusic-Artist) the Control
Point would send an indication of the sclected folder to the Media Server and the Media Server
responds with an identification of content in that folder. See RX-0460C (Almeroth DWS) Q/A
134, For example, the control point may discover that the media server has two albums by the
artist Usher, each indicated by a separate folder entry. Upon selection of the first album folder,
the control point sends an indication of this selection to the media server and the media server
responds by providing the control point with a list of tracks in the first album. See id.

In addition. Encarnacion discloses sending an attribute of a playlist corresponding to a
selected playlist name to a playlist server. Encarnacion states that a resource collection, such as
a playlist, may have a resource locator associated therewith, which may be used to retrieve the
playlist based on a request from the control point. See RX-0082 {Encarnacion) at col. 14, Ins.

8-21, col. 37, Ins. 6-17. Dr. Almeroth testified that one of ordinary skill would have been
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motivated {o combine UPnP AV 1.0 with Encarnacion to gain a more complete understanding
regarding the manner in which the UPnP AV Architecture may be implemented, and because
both references concern media sharing among UPnP devices. See RX-0460C {Almeroth DWS)
Q/A 134,

L UPnP Version 1.0 — Obviousness of Claims 5,27, and 34

Respondents and Intervenor have provided evidence to show that UPnP Version 1.0
renders obvious claims 5, 27, and 34 under any of the proposed claim constructions, See
RX-0460C {Almeroth DWS) Q/A 145-49.

Dr. Almeroth testified that, if the UPnP Version 1.0 documents are not treated as a single
reference for purposes of anticipation, one of ordinary skill in the art would have been motivated
to combine UPnP AV 1.0 with UPnP ConientDirectory, UPnP AV Transport, and/or UPnP
MediaRenderer, See RX-0460C (Almeroth DWS) Q/A 148. The UPnP AV 1.0 document
describes the general architecture and protocols for communications among a Control Point,
Moedia Renderer, and Media Server. See RX-0140 (UPnP AV 1.0). The additional Version 1.0
documents, which were published on the UPnP Forum’s public website on the same day and
cross-reference one another, provide additional details about the UPnP Control Point, Media
Renderer, Media Server, and related features and protocols described in UPnP AV 1.0,
According to Dr. Almeroth, one of ordinary skill would have been motivated 1o combine the
PP Version 1.0 documents to achieve a more complete understanding of the UPnP network or
system. See RX-0460C (Almeroth DWS) Q/A 148,

Dr. Almeroth further testified that, for the same reasons applicable to UPnP AV 1.0, one
of ordinary skill would conclude that UPnP Version 1.0 renders obvious claims 5 and 34 of the

"873 patent in combination with Weast. He also testified that, for the reasons applicable to UPnP
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AV 1.0, one of ordinary skill would conclude that UPnP Version 1.0 renders obvious ¢laim 27 of
the "873 patent in combination with Encarnacion. See id. at Q/A 147-148.
- h Weast —Obviousness of Claims 16,19, 27, and 45
Respondents and Intervenor have provided evidence to show that Weast renders obvious
claims 16, 19, 27, and 45 under any of the proposcd claim constructions. See RX-0460C
(Almeroth DWSY QO/A 179-81, 184, 196-204. 209,

i Weast Alone or in Combination with UPaP AV 1.0 or
Encarnacion

Dependent claims 16, 19 and 45 of the "873 patent each require the second device to
“strean’” the selecied media conlent from the content server. See JX-0003 (873 patent). The
parties agree that the term “stream™ means “playing a media item in real-time as 1t is recelved.
which may include buffering the media stem.” See RX-0404 (Joint List of Proposed
Constructions) at 20.

Weast discloses that the control point instructs media renderers 1o pull and render media
contents. See RX-0075 (Weast) at col. 6, Ins. 19-23. Dr. Almeroth testified that, at the time of
the purported inventions, one of ordinary skill would have been aware of the advantages
associated with delivering content from a server t0 a media renderer via streaming, as opposed to
downloading, such that media may be more quickly rendered for the user of the media renderer.
See RX-0460C (Almeroth DWS) Q/A 179,

In addition, UPnP AV 1.0 and Encamacion, which also describes the UPnP AV
Architecture, disclose that the control point may direct a media renderer to stream a media item
from a content server, See RX-0140 (UPnP AV 1.0) (UPnP_000055); RX-0082 (Encarnacion) at

col. 14, ins. 50-59. Dr. Almeroth testified that one of ordinary skill would have been motivated
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to combine Weast with UPnP AV 1.0 or Encarnacion to gain a more complete undersianding
regarding the manner in which the UPnP AV Architecture may be implemented. See RX-0460C
{(Almeroth DWS) Q/A 179,

ii. Weast Alone or in Combination with Encarnacion or
Khedouri

Claim 27 of the "873 patent reciles a method {or directing a second device from a first
device, including “sending, from the first device, at least one attribute of a playlist corresponding
to a selected playlist name to a playhst server.” See JX-0003 ("873 patent).

Weast discloses that the control point interface may include file system entries displayed
to the user in a tree-like structure, with each entry containing a list of media items. See RX-0075
{Weast) at Fig. 4a. The name of each of the displayed folders in the tree-like structure
corresponds to the recited “playlist name,” and may be selected by the user. Se¢ RX-0460C
{Almeroth DWS) Q/A 198. Dr. Almeroth testified that one of ordinary skill would understand
that upon user selection of a folder, the control point sends an indication of the selected folder to
the media server and the media server would return to the control point a list of media items
within the selected tolder, in similar fashion to the way in which a file manager allows a user (o
navigate through a hierarchy of {iles or folders stored on his or her personal computer. See
RX-0460C (Almeroth DWS) Q/A 198; Almeroth Tr. 660-662.

Other prior art references, such as Encarnacion and Khedouri. also teach sending an
attribute of a playlist corresponding to a selected playlist name 10 a playlist server. The
disclosure in Encarnacion is discussed above in connection with UPnP AV 1.0. Dr. Almeroth
testified that one of ordinary skill would have been motivated to combine Weast with

Fncarnacion’s playlist feature at least because both references are implementations of the UPnP
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protocol. In addition, U.S. Patent No. 8,160,495 discloses this limitation. See RX-0086

(Khedouri). For example, Khedowri states that a user may “use the touch-screen to select an

artist, afler which: they are presented with a listing of tracks by-that artist; which- may be scrolled:

through or searched in another casy way.” Id. at col. 23, Ins. 21-33; see also id. at col. 9, Ins.
60-67; col, 15, Ins. 1-20; Fig. 8; Fig. 15. Dr. Almeroth testified that onie of ordinary skilt would
have been motivated to combine Weast with Khedouri's playlist feature at least because both
references relate to sharing playlists and media between connected devices. RX-0460C
{(Almeroth DWS) /A 200
i. Enearnacion — Obviousness of Claims 5, 8, 22, 34, and 37
Respondents and Intervenor have provided clear and convineing evidence to show that
Encarnacion renders obvious claims 5, 8, 22, 34, and 37 under any of the proposed claim
constructions. See RX-0460C (Almeroth DWSY Q/A 234-37, 242, 264-65.
i Encarnacion Alone or in Combination with Weast
Dependent ciaims 5 and 34 specity that “the first device comprises a mobile phone.”

Encarnacion describes an implementation of the UPnP AV Architecture, which is

designed to be “independent of any particular device type, content format, and transfer protocol.”

RX-0140 (UPnP AV 1.0) (UPnP_000051). Encarnacion discloses that the control point device
may be @ handheld portable device, such as a PDA. See RX-0082 (Encarnacion) at col. 8, Ins.
£4-28. Dr. Almeroth testified that it would have been straightforward for one of ordinary skill 10
implement control point functionality on a mobile phone. See RX-0460C (Almeroth DWS) /A
108. The industry was already moving in the direction of building into mobile phones the
features used in laptop computers and PDA devices, and by the late 1990s and carly 2000s

several companies released mobile phones with wireless-Internet capability, See id.
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Dr. Almeroth also testified that one of ordinary skill in the art would have been motivated
to combine Encamacion with the Weast reference, which deseribes an implementation of UPaP
AV 1.0, to gain a more complete understanding regarding the mamner in which the UPnP AV
Architecture may be implemented. See id. Weast states that the UPnP Control Point may take
the form of a mobile phone. See RX-0075 (Weast) at col. 5, Ins. 10-15.

ii. Encarnacion Alone or in Combination with UPnP AV
1.0 or Weast

Dependent clabims 8, 22 and 37 cach specily that the claimed first device is capable of
adjusting the volume on the second device. See JX-0003 (8§73 patent).

Dr. Almeroth testified that using a control point to adjust the volume of a media renderer
would have been obvious to one of ordinary skill in view of the common knowledge in the art,
See RX-0460C (Almeroth DWS) Q/A 236, For example, he testified that at the time of the
purported inventions. one of ordinary skill would have known that the control point, which is
described in Encarnacion as controlling the media rendered on a media rendering device, might
also be used 1o adjust the volume, tone, or balance of the media rendering device. See jd. UPnP
AV 1.0 and Weast both disclose that a contrel point may be used to adjust the volume of a media
rendering device. See RX-0140 (UPnP AV 1.0) (UPnP_000056); RX-0075 (Weast) at col. 8,
Ins. 53-64. Mr, Almeroth further testified that one of ordinary skill in the art would have been
motivated to combine Encarnacion with cither of these references to obtain a more complete

understanding regarding the manner in which the UPnP AV Architecture may be implemented.

See RX-0460C (Almeroth DWS) Q/A 236.
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Js Secondary Considerations
With respect to secondary considerations of nonobviousness, BIIM's expert relics on the

_allcged commercial success achieved by devices manufactured by Respondents and BHMs
licensees. See CX-1401C (Loy RWS) Q/A 174-185. The alleged evidence of commercial
success, however, is given little wéight with regard to an obviousness determination, because Dr.
Loy has not 1dentified the required nexus between any aﬂeged commercial success and the
specific inventions claimed in the "873 patent, See Muniauction, Inc. v. Thomson Corp., 532
F3d 1318, 1327-28 (Fed. Cir. 2008).

For example, any commercial success of the Respondents’ accused products could be due
to the various noninfringing uses of the accused devices and components. See, e.g., RX-0671C
{Lipoft RWS) Q/A 334-45; RX-0673C (Polish RWS) Q/A 229-30; RX-0667C (Goldberg RWS)
(/A 348-34, 384; RX-0674C (Schonfeld RWS) Q/A 105, 118-22. Alternatively, the alleged
commercial success of the accused products could be due to other factors, such as other
unclatmed leatures of the accused products, brand recognition and reputation for producing
high-quality products, or the advertising and marketing of the aceused products, The same holds
true for the § ] products alleged o practice the asserted patents.

Accordingly, it is determined that the evidence of secondary considerations adduced by
BHM would fail 1o overcome a finding that the asserted claims of the "873 patent are obvious.
V1.  The 652 and *952 Patents

A Overview of the Technology

The "652 and *952 patents were filed November 27, 2006, share a common specification,
and are continuations of U.S. Patent Application No. 09/805,470 filed March 12, 2001, TX-0009

{("652 patent), .IXJ)QO? (7952 patent). Each claims priority to U.S. Provisional Application No,
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60/246,842, filed November 8, 2000. JX-0009 (652 patent); 1X-0007 (7952 patent); see
RX-0463C (Jeffay DWS) Q/A 14, 16; CX-1067C (Zatkovich DWS) Q/A 38, The 7652 and "952
patents disclose “a network-enabled audio device for listening to a variety of audio sources.”
IX-0007 (7952 patent) at col. 1, Ins, 15-17; RX-0463C (feftay DWS) Q/A 18. The audio sources
include music identified by a playlist assigned 1o an electronic device and Internet radio
broadcasts streamed from a website, RX-0463C (Jeffay DWS) Q/A 18; IX-0007 (*932 patent) at
col, 2, Ins. 33-62. Software modules stored on the audio device provide the claimed playlist
and/or Internet radio broadcast. RX-0463C (Jeffay DWS) Q/A 19; JX-0007 (*952 patent) at col.
2, Ins. 33-56.

One software module is “configured 1o use the modem to connect {o an Internet service
provider 10 receive assignments of playlists™ that include “references to audio.” RX-0463C
(Jeffay DWS) /A 19; JIX-0007 (C952 patent) at col. 2, Ins, 37-45. After receiving a playlist, the
soflware module “connect|s] through an Internet service provider to web sites to download audio
files.” RX-0463C (Jeffay DWS) Q/A 19; IX-0007 (C952 patent) at col. 2, Ins. 37-45. Another
module for Internet radio is “configured to use the modem to connect to an Internet service
;?:‘oviclcr‘ to receive digitized audio broadeasts from the Internet service provider” such that, “to
the user, reception of a broadeast {from the World Wide Web is no more complicated than
Histening to a local FM or AM radio station.”™ RX-0463C (Jeftay DWS) /A 19; IX-0007 (952
patent) at col. 1, Ins. 29-42; col. 1, Ins. 44-51; col. 2, Ins. 47-56. The internet radio broadeast
functionality is discussed in the first half of the specification, and the playlist functionality is
discussed in the remaining portion. See FX-0007 ("952 patent) at col. 7. In. 28 - col. 16, In. 28;

col, 16, In. 29 - col, 33, In. 67.
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B. Claim Construction
1. Level of Ordinary Skill in the Art
... As proposed hy Respondents, it is determined that one of ordinary skill in theart as of the

priority date of the 7952 and *632 patents would have a Bachelor of Science degree in electrical
engineering, computer engineering, computer science, or equivalent thereof, and one to two
years of experience with computer and multimedia networking. See RX-0463C (Jeffay DWS)
Q/A 14, 16. More education could substitute for experience, and that experience, especially
when combined with training, could substitute for formal college education.™ See id.

2. Disputed Claim Terms

a. “agsigned to the electronic device” (*652 patent claim 1/°952
patent claims 9, 14)

Claim Complainants’ Respondents and' | Staffs Proposed
Term/Phrase Proposed Intervenor’s Proposed Construction
Construction Construction
“assigned to the | “directed to the “freceive the playlist] Playlist is
electronic electronic device™ designated for use on the | directed/instructed to
device” speceitic electronic selected electronic device
device™

The claim term “assigned to the electronic device™ appears in claim 1 of the "652 patent
and claims 9 and 14 of the "952 patent. BHM and Respondents contend that the plain and
ordinary meaning of this term should apply, but also provide proposed constructions in the event
it is determined thal construction is necessary. See Compl. Br. at 280-83: Resps. Br, al 112-14,

BHM construes the term “assigned to the electronic device” to mean “directed to the electronic

* BHM's expert Mr. Zatkovich testified that there is no material difference between his opinion
regarding the relevant field and the appropriate level of ordinary skill in the art and that of
Respondents™ expert Dr. Jeffay, CX-1400C (Zatkovich RWS) /A 11.
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device,” and Respondents construe this term to mean “{receive the playlist] designated for use on
the specific electronic device.™ Compi. Br. at 280-83; Resps. Br. at 112-14. 'The Stal¥ argues
that the claim term “assigned to the electronic device™ “limits the playlist to one which has been
purposefully directed/instructed o a selected electronic device,” See Staly B3r. at 137-40,

As proposed by Respondents, the claim term “assigned to the electronic device™ is
construed 1o mean “[receive the playlist] designated for use on the specific electronic device.”
This construction is supported by the intrinsic evidence, comporis with the understanding of a
person having ordinary skill in the art, and is consistent with the Stail”s proposed construction,

The specitication describes assigning each particular playlist for use on a specific
electronic device. See RX-0463C (Jeffay DWS) Q/A 79; JX-0007(°952 patent) at col. 3, Ins.
51-54; col. 22, Ins, 36-48; col. 24, Ins. 44-60; col. 28, Ins. 11-20; Figs. 17C; Fig. 193, As
itlustrated in Figure 17C. a “user can choose the menu option of *“Make Available On' 1o assign
the playlist” to a selected device in the drop down menu, IX-0007(°952 patent) at col. 24, Ins.
S0-33; Fig. 17C. Likewise, Figure 17 E illustrates a schedule playlist feature wherein a playlist
is sclected for a particular time and “on a particular device™ by the user from a drop-down menu.
Id. at col. 25, Ins. 3-10; Fig. 17E.

The adopted construction is also consistent with the way in which the inventors described
and developed a product that allegedly embodicd the claims. For example, named inventor
Sheppard testified that a user would assign a playlist by selecting the specific device on which he
wanted the playlist to appear. IX-092C (Sheppard Dep.) at 132, 133, Once a user selected the
device (o which the playlist would be assigned, the playlist was associated with that device. /.
The product that allegedly embodied the invention operated in a similar way. An AudioRamp

Document explains that “Playlists can be flagged for download 1o specific devices.” RX-0387C
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(AudioRamp) at BHM-ITC-093715. This is illustrated in one of the figures, showing that a user

may select a playlist for use on specific devices by selecting cheek boxes corresponding to those

deviees. -fd.at-17.-A user may also select the "Send To™ button show in this figure to“execute

the Exporter System to let the user select a personal audio device to send the current playlist to.”
Id. at 19.

BHM argues that the adopted construction excludes a “preferred”™ embodiment. See
Compl. Br. at 282. BHM cites to column 22, lines 47-48 of the specilication as disclosing that a
playlist is assigned to a device when the device connects to the network. Compl. Br. at 282 n.26.
The specification, however, fails to indicate that this embodiment ts “prelerred” over any other
embodiment. See JX-0007 (952 patent). Further, the surrounding discussion makes clear that a
user assigns the playlist 10 the device before the device connects to the network, JX-0007 (°952
patent) at col. 22, Ins. 39-41. Moreover, Dr. Teffay testitied that this portion of the specification
explains the timing of the assignment and does not imply that establishing a connection results in
the assignment of a playlist. Jeffay Tr. 906-907. He testified that the specification “isn’t saying
that log~in or connections results in assignment. 1t just says when the assignment occurs,” /d.

BHM also cites to column 25, lines 54-56 in support of its proposed construction, See
Compl. Br. at 282, This portion of the specilfication describes “new files and updates
automatically downloaded™ to a device when such device is added to the network. JX-0007
(*952 patent). BHM argues thal this passage teaches automatic downloading of a playlist. See
Compl. Br. at 282. Contrary to BHM’s position, the patentee drew a distinction between
“playlists” and “files™ throughout the specification. See Resps. Br, at 114, Specifically, this
passage from the specification demonstrates that the new “files” refer to “andio files,” and not
playlists. IX-0007 ("952 patent) at col. 25, ins. 55-58, The next sentence in the specification
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makes this clear, explaining that a “device can become a dedicaled MP3 server by downloading
files to the device every time an qudio file is downloaded to any other device,” IX-0007 (*952

patent) at col. 25, Ins. 56-58 (emphasis added). Thus, this portion of the specification does not

support BHM's proposed construction.

Therefore, the claim term “assigned to the electronic device™ is construed to mean

“{receive the playlist] designated for use on the specific electronic device.”

b. “obtain|ing] the ones of the plurality of songs |that are not
stored on the electronic device] from [the] at least one remote
source” (652 patent claim 1 /7952 patent ciaims 9, 14)

Clam
Term/Phrasc

“Complainants’

Proposed
Construction

Respondents and
Intervenor’s
. Propesed
‘Constraction

Staff’s Proposed
-Construction

“obtainfing] the
ones of the plurality
of songs [that are
not stored on the
electronic device]
{rom [the] at least
one remote source”

Plain and ordinary
meaning, no

construction required.

Not clear what
Respondents wish to
construe.

I a construction is
necessary: “receiving
from the at least one
remofe source the at
feast one of the
plurality of songs that
is not stored on the
electronic device™
“wherein ones of the
plurality of songs are
not stored on the
electronic device”
means:

“wherein at Jeast one
of the plurality of
songs 1s not stored on
the clectronic device”

“downloading and
storing on the
clectronic device all of
the songs on the
playlist, that are not
already stored on the
electronic device, from
a source that is separate
from the electronic
device™

obtain = “download a
file” (e.g. download
file equivalent to those
“stored"/identified as
“not stored™)
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The claim term “obtain[ing] the ones of the plurality of songs [that are not stored on the
clectronic device] from {the] at least one remote source™ appears in claim 1 of the 652 patent
and-claims 9-and 14 of the *952 patent,

BHM argues that the plain and ordinary meaning of this term should apply and that no
construction is needed. See Compl. Br. at 266. 11t 1s determined that construction is necessary.
BHM proposes that the “obtain . . . claim term should be construed as “receive from the at least
one remote source the at least one of the plurality of songs that is not stored on the electronic
device.” Compl. Br. at 267, BLIIM also proposes that the related “obtaining . . . claim term
should be construed as “receiving from the at least one remote source the at least one of the
plurality of songs that is not stored on the electronic device.” Jd. BHM hurther proposes that the
antecedent claim term “wherein ones of the plurality of songs are not stored on the electronic
device” should be construed to mean “wherein at least one of the plurality of songs is not stored
on the electronic device.” [d.

Respondents propose that the claim term “obtam[ing] the ones of the plurality of songs
[that are nof stored on the electronic device] from [the] at least one remote sowrce” should be
construed to mean “downloading and storing on the electronic device all of the songs on the
playlist, that are not already stored on the electronic deviee, from a source that is separate from
the electronic device.” See Resps. Br. at 266-71. The Staff"s proposal is that the term “obtain”
should be construed to mean “download.” See Statf Br. a1 122-23,

As proposed by Respondents, the claim term “obtain]ing] the ones of the plurality of
songs [that are not stored on the electronic device] from [the] at feast one remote souree” is
construed to mean “downloading and storing on the electronic device all of the songs on the

playlist, that are not already stored on the electronic device, from a source that is separate from
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the electronic device.” This construction is.consistent with the intrinsic evidence, comports with
the understanding of a person having ordinary skill in the art, and is consistent with the Staff’s
proposed construction,

The claim language reflects that the “obtained” audio files are ones that are not
previously stored on the device. See RX-0463C (Jeffay DWS) Q/A 46; 1X-0007 (*952 patent) at
claim 9. The purpose oi“‘obta;ning” audio files is to store them on the device. See RX-0463C
(Jeffay DWS) Q/A 46. The specification describes the clatmed invention the same way, by
referring to different ways to download songs or audio files not yet stored on the device.
RX-0463C (Jeffay DWS) Q/A 46; 1X-0007 (952 patent) at col. 2, Ins, 41-45: col. 4, In. 60— col.
5.1n. 3;col. 17, Ins. 10-31; col. 22, Ins, 49-58; Figs. 19A-C. These disclosures demonstrate that
the intended purpose of the claimed invention is to download the audio files or songs not yet
stored on the device.

By contrast, BHM’s proposed construction of the dispited claim term contradicts the
claim language. For example, claim 9 recites “receiving” and “obtaming™ as different acts with
different meanings. See RX-0463C (Jeffay DWS) Q/A 48; IX-0007 (952 patent) at claim 9.
Indeed, BHM’s expert Mr. Zatkovich testified at the hearing that the terms “oblaining” and
“recelving” apply to different steps and have different meanings. Zatkovich Tr. 115.

BHM takes the position that “obtaining” does not require downloading and storing
because the specification includes an embodiment where the audio content corresponding to
items of the playlist is streamed to the electronic device and not stored when, for example, the
electronic device “has no disk for data storage space.” See Compl. Br. at 269-70 (citing 1X-0009
at col. 4. Ins. 4-9; IX-0007 at col. 3, Ins. 57-58). The passage cited by BHM in support of this

argument, however, {ails to state that the device completely lacks storage, but rather states that

[
—
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the device has no disk. RX-0463C (Jeffay DWS) (/A 49, Lack ol'a disk in a specific
embodiment does not mean that the device is incapable of storage, and does not preclude the
-application of the adopted-claim construction proposed by Respondents. See id. -1 the opposite
were true the diskless embodiment would either not be enabled or would not be covered by the
clabims, because the device would be unable to exceute sofiware or receive playlists, all of which
would require storage. See id.

Accordingly, the claint terim “oblain]ing] the ones of the plurality of songs [that are not
stored on the electronic device] from [the] at least one remote source” is construed to mean
“downloading and storing on the electronic device all of the songs on the playlist, that are not
already stored on the electronic device, [rom a source that is separate from the electronic

device,”

e “playlist” ('652 patent claim 1 /7952 patent claims 9, 14)
Claim: Complainants’ Proposed Respondents and Staff’s Proposed
Term/Phrase Construction Entervenor’s Construction
' : Proposed
Construction
“playlist” Plain and ordinary meaning or | “a list of one or more | One or more audio
“a list referencing media items | audio files for files listed for audio
arranged to be played in a playback™ playback
sequence’”

The disputed term “playlist™ appears in claim | of the "652 patent and claims 9 and 14 of
the 7952 patent. BHM takes the position that the plain and ordinary meaning of the term should
apply and that this term does not need construction, but if it is determined that the term requires
construction, that it should be construed to mean “a list referencing media items arranged to be

played in a sequence.” See Compl. Br. at 275-79. Respondents argue that the term should be




PUBLIC VERSION

coustrued 1o mean "a list of one or more audio files for playback.” See Resps. Br. at 66-67. The
Staff takes the position that the term should be construed to mean “one or more audio files listed
for audio playback.” See Stalf Br. at 115-121.

As proposed by Respondents, the claim term “playlist™ is construed to mean “a list of one
or more audio files for playback.” This construction comports with the understanding of a
person having ordinary skilt in the arl, and is consistent with the construction proposed by the
Staff. See RX-0463C (Jeffay DWS) Q/A 42-43.

The "932 patent feaches that a playlist “is a list of audio files and associated URLs of
where the audio files were retrieved from.” JX-0007 ("952 patent) at col. 21, Ins. 62-65;
RX-0463C (Jeffay DWS) Q/A 42, The 952 patent explains that the URLs within the playlist
“indicate the location from which the audio files associated with the song tittes in the playlist can
be downloaded.” JX-0007 (7952 patent) at col. 22, Ins. 47-50; RX-0463C (Jeffay DWS) Q/A 42.
Inasmuch as the playlist includes a list of audlio files that have been (or will be) downloaded. one
of ordinary skill in the art would understand that the list references audio files or songs to be
played back from the device. RX-0463C (Jeftay DWS) Q/A 42

The construction proposed by BHM provides that a “playlist” encompasses “media
ilems” as opposed 1o “songs” or “audio,” See Compl. Br. at 275-79. This proposed construction
contradicts claim language that recites songs, and not “media items.” See RX-0463C (Jeffay
DWS) Q/A 44, Morcover, the "952 patent specification references “songs™ and “audio files”
when describing the content of a playlist, such that construing the claimed “playlist™ ag
referencing such ilems is consistent with the intrinsic evidence.

Furthermore, evidence adduced at 1he hearing demonstrates that one ot ordinary skill in

the art would not interpret the term “playlist” as limited to “items to be played in a sequence,”™ as

215



PUBLIC VERSION

proposed by BHM. See RX-0463C (Jeffay DWS) Q/A 44. As support for its position, BHM
identitics the patent specification’s reference to an optional, single embodiment in which a “user
~ean click the shuffle button to ‘randomize’ the playlist as opposed to playing the playlist in the
same order.” JX-0007 (7952 patent) at col. 24, Ins. 38-40; see RX-0463C (Jeffay DWS) Q/A 44.
This single, optional disclosure, however, does not mandate that a “playlist™ be limited (o items
“arranged to be played in a sequence.”
Accordingly, the claim term “playlist” is construed to mean “a list of one or more audio

files for playback.”

d. *Internet radio broadcast” (*652 patent claim 1)
Claim . Complainants’ Respondents and Staff’s Proposed
Term/Phrase | Proposed Construction Intervenor’s Construetion
' Proposed
Construction
“Internet radio | Plain and ordinary “a radic broadeast | “radio broadeast (e.g. M,
broadcast” meaning or “broadcast streamed for AM, sateilite broadeasts)
audio progranuning listeners via the transmitted via the internet for
made available over the | Internet” fisteners (e.g. people in a car
Internet” listening to FM, AM, satellite
radio)”

The claim term “Internet radio broadcast”™ appears in claim 1 of the 7652 patent. BHM
takes the position that the ;.Jlain and ordinary meaning of the term should apply and that this term
does not need construetion, but if it is determined that the term requires construction, that it
should be construed to mean “broadcast audio programming made available over the internet.”
See Coripl. Br. at 288. Respondents argue that the term should be construed to mean “a radio
broadeast streamed for listeners via the Internet.” See Resps, Br. at 119-20. The Stafi takes the

position that the term should be construed to mean “radio broadcast (e.g. FM, AM, satellite
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broadceasts) transmitted via the internet lor listeners (e.g. people in a car listening to. FM, AM,
satellite radio).” which reflects the plain and ordinary meaning of the term. See Staff Br. at 127-
28.

The parties’ proposed constructions for the term “Internet radio broadcast™ are similar,
and it does nol appear that any issue raised in this investigation would be affected by adopting
one proposed construction over another.” ! Therefore, the claim term “Internet radio broadeast”

is construction to mean “a radio broadcast streamed for listeners via the Internet,”

e. “playlist mode of eperation™ (’652 patent claim 1)
Claim Complainants’ Proposed | Respondentsand - | Statf’s Proposed
Term/Phrase Constroction : Intervenor’s Constraction
Proposed
Construgtion

“playlist mode | Plain and ordinary meaning | “a mode of operation | Plain and ordinary

of operation™ | or “a uscr selectable mode of the clectronic meaning — such as user
of operation of the electronic | device where the selectable mode of
device, where the electronic | electronic device operation where
device is capable of playing | carries out playback electronic device plays
audio content indicated by a | of audio files on 2 audio 1iles indicated by
playiist” playlist” playlist

The claim term “playlist mode of operation” appears in claim 1 of the *652 patent. BHM
takes the position that the plain and ordinary meaning of the term should apply and that this term
does not need construction, but if it is determined that the term requires construction, that it
should be construed to mean “a user selectable mode of operation of the electronic device, where
the electronic device is capable of playing audio content indicated by a playlist.” Sev Compl. Br.

at 289-90. Respondents argue that the term should be construed 1o mean “a mode of operation of

* The partics all agree that an “Intemet radio broadeast” does not include podeast-type
programmung. See Compl. Brat 288; Resps. Br. at 119-20; Staff Br. at 127-28.

217




PUBLIC VERSION

the electronic device where the electronic device carries out playback of audio files on a

playlist.” See Resps. Br. at 120-21. The Staff takes the position that the term should be

—gonstrued to mean-*user selectable mode of operation where electronic device plays andio files

indicated by playlist,” which reflects the plain and ordinary meaning of the term. See Stafl Br. at

128-29.

As proposed by Respondents, the term “playhist mode of operation™ is construed to mean

“a mode of operation of the clectronic device where the electronic device carries out playback of

audio files on a playlist.”™ This construction reflects the understanding of a person having

ordinary skill in the art, especially in hight of the constructions adopted above for the terms

“playlist” and “obtaining . . ." See RX-0463C (Jelfay DWS) Q/A 39. This construction is also

consistent with the construction proposed by the Staft. See RX-0463C (Jeffay DWS) /A 60.

f. “Internet radio mode of operation” (*652 patent claim 1}

Claim
Term/Phrase

Complainants’ Proposed
Construction

Respondents and -
Intervenor’s
Proposed
Construction

Staff’s Proposed
Construction

“Internet radio
mode of
operation”

“a user selectable mode of
operation of the electronic
device, where the
electronic device is
capable of playing an
Internet radio broadcast”

“a mode of operation
of the electronic device
where the electronic
device receives and
plays an Internet radio
broadcast™

Plain and ordinary
meaning — such as user
selectable mode of
operation where
electronic device plays
Internet radio broadcast

The claim term “Internet radio mode of operation” appears in claim 1 of the 652 patent.
] Pf P

BHM takes the position that the plain and ordinary meaning ol the term should apply and that

this term does not need construction, but if it is determined that the term requires construction,

that it should be construed (o mean “a user selectable mode of operation of the electronic device,
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where the electronic device 18 capable of playing an Internet radio broadeast.” See Compl. Br. at
290-91. Respondents argue that the tenm should be construed to mean “a mode of aperation of
the electronic device where the electronic device receives and plays an Inlernet radio broadeast.”
See Resps, Br, at 121-22. The Staft takes the position that the term should be construed to mean
“user selectable mode of operation where electronic device plays Internet radio broadcast,”
which reflects the plain and ordinary meaning of the term. See Staff Br. at 128-29,

As proposed by Respondents, the term “Internet radio mode of operation™ is construed to
mean “a mode of operation of the electronic device where the electronic device receives and
plays an Internet radio broadcast.” This construction is supported by the specification, which
does not use the term “Internet radio mode of operation,”™ but does reference “a Web radio mode”
wherein the device receives a list of Web broadcasts and access to the Internet so that the various
Web broadcasts are received. RX-0463C (leffay DWS) Q/A 62, 63; JX-0009 (*652 patent) at
col. 10, Ins. 49-63. The adopted construction is also consistent with the Staff’s proposed
construction. See RX-0463C (Jeffay DWS) Q/A 64.

£ “playback” (*652 patent claim 1)

Claim Complainanis’ Proposed Respondents and o Staffs
Term/Phrase - Construction Intervenor’s Proposed.
L IR ~Proposed . | Constraction -
Construction
“playback™ The claim language is “enable “playing audio “playing back
playback.” Plain and ordinary content stored on the | audio content™

meaning, no construction required, | electronic device”
If a construction 1s necessary:

“enable playback™ means “capable
of placing media into a form
suttable for presentation 1o an
output device such as a speaker”™




PUBLIC VERSION

The claim term “playback™ appears in claim 1 of the '652 patent. BHM takes the

position that the claim at issue is “enable playback™ and that this term does not need

construction, but proposes the construction-of “capable of placing media into a form suitable for -

presentation to an output device such as a speaker™ in the event it is determined that construction
is needed. See Compl. Br.at 271-75, Respondents argue that the term “playback” should be
construed to mean “playing audio content stored on the electronic device,” See Resps, Br, at
122-23. The Staff proposes that the term “playback™ should be construed to mean “playing back
audio content,” which is the term’s plain and ordinary meaning. See Staff Br. at 129-30,

As an initial matter. the disputed claim term briefed by BHM (7.e., “enable playback™)
differs from the disputed claim term briefed by Respondents and the Staft (i.e.. “playback™).
Ground Rule 11].a requires that “the claim terms briefed by the parties must be identical.” Order
No. 4 (Amended Ground Rules) (Aug. 6, 2013). The Joint Qutline of Issues filed by the parties
identifies the claim term in dispute as “playback.” | See Joint Outline of Issues at 14,
Accordingly, this initial determination shall construe the term “playback,” and BHM’ s
arguments with respeet to the construction of “enable playback™ are disregarded. €. Order Ne,
14 (Amended Ground Rules) at G.R. 11.a (Aug. 6, 2013) (“For example, if the construction of
the claim term ‘“wireless device’ is disputed, the parties must brief that exact claim term. Ifa
party briefs only a portion of the claim term such as *wireless’ or *device.” that section of the
brict will be stricken.™).

Having considered the arguments of Respondents and the Stafl with respect to the
consiruction of “playback,” it is determined that this term should be construed to mean “playing
audio content stored on the electronic device.” This construction is consistent with the
specification and the claim language. See, e.g., RX-0463C (Jellay DWS) /A 66-69. In
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particular, the language of claim 1 specifies that the control “system enabl{es] playback of andio
content from a playlist” as “indicated by the playlist.” Jd; IX-0009 (7652 patent) at claim 1. As
explained in the context of the term “obfaining,” the claims specify that the audio files obtained
are the ones that are not yet stored on the device. See RX-0463C (Jetfay DWS) Q/A 67. Thus,
the purpose of the “system enabling playback™ is to play the songs from the device’s storage,

including those songs that will eventually be obtained by the device. Id.

h. “central system” (*652 patent claim 1)
Claim Complainants’ Respondents and Staff’s Proposed
Term/Phrasc Proposed Intervenor’s Proposed Construction
Constraction ' :Construction
*central “server hardware “hardware and/or software | Plain and ordinary
sysiem” and/or software™ that is separate from but meaning - such as
connected to the electronic | component (i.e. hardware
device” with software)

The claim {erm “central system™ appears in claim 1 of the "652 patent. BHM takes the
position that that the plain and ordinary meaning of the term should apply and that this term does
not need construction, bat if it is determined that the term requires construction, that it should be
construed to mean “server hardware and/or software.™ See Compl. Br. at 291-92. Respondents
argue that the term should be construed to mean “hardware and/or sofiware that is separate from
but connected to the electronic device.” See Resps. Br. at 124, The Staff takes the position that
the term should be given its plain and ordinary meaning: “An example of such a meaning could
be a specific component that transmits an assigned playlist and “mformation enabling the device
o obtain.”™ See Staff Br. at 136.

The constructions proposed by the parties are similar, the major difference being that

Respondent’s proposed construction requires that the hardware and/or sofiware be separate but
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connected to the claimed electronic deviee, a reguirement not found in the constructions

proposed by BHM and the Staff.

<18 determined-that the-claim term “central system™ is construed to mean “hardware

and/or software that is separate from but connecled to the electronic device.” This construction

is consistent with the patent specification, which discloses a server or server site including

hardwarc and/or software that is shown as separate but connected to various electronic devices,

RX-0463C (Jeffay DWS) Q/A 71; JX-0009 (*652 patent) at col. 3, Ins. 35-42; col. 16, Ins. 56-60;

col. 21, Ins. 40-61; Fig. 2; Fig. 15,

i “enable J-ing]” and “adapted to” (’652 patent claim 1)

Claim .
Term/Phrase

Complainants’ Proposed
Construction

¢ Respondents and
Intervenor’s Proposed
- Construction

Staff’s Proposed.
Construction

“cnable [-ing}”
V8.

“adapted to”

Plain and ordinary
meaning, no construction
required.

“enable™ “to put [putting]
into an operative condition
for”

“adapted to”: “configured

3

0"

Enable = having
functionality

Adapted to =
specific for

The terms “enable [-ing}” and “adapted to” appears in ¢laim | of the "652 patent. BHM

takes the position that the plain and ordinary meaning of thesc terms would be understood by a

person having ordinary skill in the art, and that no construction is required. See Compl. Br. at

287. Respondents argue that “enable” should be construed to mean “to put mto an operative

condition for,” and that “adapted to” should be construed 1o mean “configured to.” See Resps.

Br, at 124-25. The Stalf contends that “enable™ should be construed to mean "having

functionality,” and that “adapted 0™ should be construed to mean “specific for.” See Stafl Br. at

136-37.
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It is determined that the term “enable™ is construed (o mean “to put into an operative
condition for,” and that the term “adapted {0™ 1s construed to mean “configured to.” The adopted
constructions are consistent with the language of the claim and supported by the specification,
which discloses a system “enabling™ playback that performs some ﬁmctiqn 10 put the electronic
device in an operative condition to play back songs. RX-0463C (Jeffay DWS) Q/A 83. In
pariicular, receiving information that provides directions to the location of a particular audio file
puts the electronic device in operative condition to oblain the songs. RX-0463C (Jeffay DWS)
Q/A 83.

Moreover, a system 1s “adapted to” pertorm a series of tasks when that system is
configured to, or has ali the necessary functionshty to, perform thé series of tasks. RX-0403C
(Jeffay DWS) Q/A 83, In the context of the claimed invention, one of ordinary skill would
understand that an electronic device is “adapted to” or “configured 10” perform a serics of tasks
when it contains computer code or program instructions sufficient to perform the operations

recited without additional modification or the addition of further program instructions. [d

IS
S
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i- “identifving” 652 patent claim 1}

Claim Complainants> |* Respondents and - Staff’s Proposed .
Term/Phrase Propesed . | Intervenor’s Proposecd - Construction.
“identifying” | Plain and ordinary | “[the playlist] identifying | “playlist identifying a

meaning, no |a plurality of songs]” plurality of songs™ —
construction means: “identifying” as performed
required. by playlist is different from

“Ithe playiist] indicating | 7 P70 e
[a plurality of songs]” identifying as method step
“identifying ones of the
plurality of songs in the
plavlist™ - “identifying™ here
1s operation performed by
device performing the
method

“identifying {ones of the
plurality of songs in the
playlist that are not stored
ont the electronic deviee]”
means:

determining [ones of the
plurality of songs in the
play list that are not
stored on the electronic

1

device]

The claim term “dentifying” appears in claim 1 of the "652 patent. BFHM takes the
position that that the plain and ordinary meaning of the term should apply and that this term does
not need construction. See Compl. BI;. at 283-86, Respondents argue that the term “identifying,”
which appears in iwo separate contexts within claim1, should be construed two different ways
depending on the context. See Resps. Br. at 125-26. Specifically, Respondents argue that “[the
playlist] identifying [a plurality of songs]” should be construed to mean “[the playlist] indicating
[a plurality of songs],” and that “identifying |ones of the plurality of songs in the playlist that are
not stored on the electronic device]” should be construed to mean “determining {ones of the
plurality of songs in the play list that are not stored on the electronice device].” See id. The Staff

also argues that the two instances of “identifying” should be construed differently depending on

conlext, See Stalf Br. at 133-35.
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It is determined that the two instances of the term “identifying” should be construed
differently depending on its context within the claim. The phrase “[the playlist] identifying [a
plurality of songs]™ is construed to mean “{the playlist] indicating [a plurality of songs].” and the
phrase “identifying {ones of the plurality of songs in the playlist that are not stored on the
electronic device]” is construed 10 mean “determining [ones of the plurality of songs in the play
list that are not stored on the electronic device].” These constructions reflect the understanding
of a person having ordinary skill in the art when reading the claim language, See RX-0463C
(Jeftay DWS) Q/A 75.

k. Order of Steps (*652 patent claim 17952 patent claim 9)

Claim Complainants’ Proposed ~Respondents and -~ - Staff's
Term/Phrase Construction - .| Intervenor’s Proposed - Proposed
Construction Construction

“user sending | “information indicating “information indicating, “playing back
status” whether the user hag selected, | whether the device is audio content”™

or the device is configured, to | currently able to send data

send data 1o or respond o or requests to other mobile

requests from other mobile communications devices or

communication devices or the | the central server™

server”

With respect to whether the claim elements need to be performed in any specific order,
BHM argues as follows:

The clatm elements are not required to be performed in any specific order.
First, claim 1 of the *652 Patent is an apparatus claim, not a method claim,
As a result, there is no specific order of steps at issue. Second, with
respect to ¢laim 9 of the *952 patent, which s a method claim, the use of
antecedent basis alone to refer back 1o previously recited claim terms does
not necessarily limit the claims to a specitic order of steps. Here, nothing
in the claim or specification requires & specific order (e.g.. there is nothing
in the claim that would prevent the “playlist” and the “information
enabling ...”" lrom being received simultaneously).

]
[
L
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Compl. Br. at 286.

The Staff argues that, “with respect to certain elements, but not all elements, the syntax of
the-claims requires a particular order.”™ - Staff Br.-at-131<33: Nevertheless, “the Staff'is not
proposing that the claim requires completion of the steps prior to advancing in a particular order.
The Staff’s position merely reflects that reversing, or rendering ineffective, certain claimed steps
would not be logical in light of the language of the claims.™ /d. at 132.

The Respondents did not brief the issue of whether or not the elements recited in the
asserted claims requive a certain order. See Joint Outline of Issues at 15.

Having reviewed asserted method claim 9 of the "952 patent, it is the determination of the
admuinistrative law judge that the “receiving . . . information enabling the electronic device to
obtain the ones of the plurality of songs” step needs to be performed before the “obtaining the
cnes ol the plurality of the songs™ step, but there is no requirement that one “recelving” step
needs to be performed before the other “receiving” step, or vice versa,

3. Undisputed Claim Terms™
a, “network interface” (*652 patent claim 1)

The claim term “network interface” appears in claim 1 of the "652 patent. The parties

agree that this claim term should be construed to mean “hardware and/or software to couple the

electronic device 10 a communications network.™ See Joint List of Proposed Constructions at 18,

>* As before, although this initial determination construes only the disputed claim terms set forth
in the Joint Qutline of Issues, the parties” proposed construction of undisputed claim terms
identitied as needing construction s included here for completeness.
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b. “gystem® (652 patent claim 1)

The claim term “system™ appears in claim 1 of the 652 patent. The parties agree that this
claim term should be construed to mean “hardware and/or soliware.” See Joint List of Proposed
Constructions at 18,

c. “control system” (*652 patent claim 1, 11, 13}

The claim term “control system™ appears in claims 1, 11, and 13 of the '652 patent. The
partics agree that this term should be construed to mean “hardware and/or software for
controlling operations on the electronic device.” See Joint List of Proposed Constructions at 19.

d. “remote source” (652 patent claim 1 /7952 patent elaims 9, 14)

The claim term “remofe source™ appears in claini 1 of the 632 patent and claims 9 and
14 of the "952 patent, The parties agree that this term should be construed to mean “a source that
is separate from the electronic device.” See Joint List of Proposed Constructions at 9.

C. Infringement Analysis of Samsung Accused Products

1. Accused Applications and Functionalities

As summarized above, BHM accuses certain Samsung devices of infringing the "952 and
652 patents when combined with one or more software applications or functionalities,
Specifically, BHM has accused the following combinations of devices and applications or
functionalities of infringing the 952 patent;

e Samsung Mobile and Player Devices with “DLNA™ - claims 9 and 14
e Samsung Player Devices with Spotify or Pandora - claim 9
¢ Samsung Mobile Devices with Slacker - claim 9

v ’ * . . - 5( .
¢ Samsung Mobile Devices with Google Play Music™ - claims 9 and 14

S epe P . . - . . . - -
" The infringement analysis of Samsung products incorporating Google Play Music is set forth
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See CX-0669C (Houh RWS) (/A 342,

BHM also accuses the following combinations of devices and applications of infringing

~-elaim-1-of the 2652 patents
»  Samsung Player Devices with vuner and “DLNA.” Spotify or Pandora
¢ Samsung Player Devices with a web browser and “DLNA.” Spotify or Pandora
s Samsung Mobile Devices with Slacker

See CX-0669C (Houh RWS) Q/A 342,

Asserted claims 11 and 13 of the 7652 patent depend from claim 1. Although BHM has
also accused combinations including “DENAY and Slacker of infringing claim 1, BHM has only
accused Spotify, Pandora and Google Play Music of meeting the additional limitations of
dependent claims 11 and 13, Specifically, BHM has accused the following combinations of
infringing these dependent claims:

s Samsung Player Devices with Spotify and vTuner or a web browser - ¢laims 11
and 13

s Samsung Player Devices with Pandora and vTuner or a web browser - claims 11
and 13

s Samsung Mobile Devices with Slacker and Google Play Music - claim 11
CX-0669C (Houh RWS) Q342.
a. DILNA (Mobile and Player Devices)
BHM has accused Samsung Mobile and Player Devices with what it refers to as “DLNA”
of infringing claims 9 and 14 of the 952 patent and, when combined with other accused
applications, ¢laim 1 of the '652 patent. Under the heading “DLNA BHM groups several

applications, libraries, and functionalities together, including Nearby Devices, AllShare,

in a scparate section below,

(]
1~
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AllShare Play, and Samsung Link. BHM, however, has not specified how it contends any one of
these technologies meets all the limitations of any asserted claim. RX-0669C (Houh RWS)
(082-83.

As discussed above in connection with the “873 patent, DLNA refers to a set of
suidelines incorporating preexisting public standards that define a set of interoperability
protocols that allow devices to communicate and share media, even when the devices are
designed and manufactured by different companies. RX-0669C (Houh RWS) Q84.

BHM’s allegations regarding infringement of the "952 and "652 patents focus on the
“two-box model” implementation of DLNA. RX-0669C (Houh RWS) Q88. The two-box niodel
inciudes a server, which is a device that stores the content, and a renderer or a player, which isa
device that can display or play the content. |

] RX-0669C (Houh
RWS)Y Q87-88, 156. |
]. Jd.
b, Slacker (Mobile Deviees Only)

BHM has accused Samsung Mobile Devices with Slacker of infringing claim 9 of the
952 patent, claim 1 of the "652 patent alone or in combination with other accused applications,
and claims 11 and 13 of the "652 patent when used in combination with Google Play Music.
Slacker is a network-based streaming music service provided by Slacker, Inc. that atlows users to
browse a library of digital music, listen to songs, and create playlists. RX-0669C (Hoult RWS)
(093-97. Users can also listen to custom radio stations personalized for an individual user’s
account based on song ratings provided by the user of that account. Id. Slacker offers a free

option and two levels of paid service: Slacker Radio Plus and Slacker Premium. Jd.
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e Spotify (Player Devices Only)

BHM has accused Samsung Player Devices with Spotify of infringing claim 9 of the "952

~patent.and, when used tn combination with vTuner or the web browser, of infringing claims.}b, ... .

11, and 13 of the 652 patent. Spotily is a network-based streaming music service provided by
the Swedish company Spotify AB. Spoti.fy has both a free service and two tiers of paid service,
including “unlimited” and “premium’” services. RX—U_669C (Houh RWS) Q100-05. The
“prepvium” account costs $9.99 per month and allows users of mobile devices to download
music and listen to that music offline. Jd. lu order to use Spotity on the Samsung Player
Devices, the user must have a premium paid account. /d.
d. Pandora (Player Devices Only)
BHM has accused Samsung Player Devices with Pandora of infringing claim 9 of the
952 patent and, when used in combination with vTuner or the web browser, of infringing claims
1, 11 and 13 of the 652 patent. Pandora s a nctwork-based streaming music service, which may
be personalized for an individual account based on song ratings provided by the user of that
account. RX-0669C (Houh RWS) at Q106-08. Pandora is oftered as a {ree service and as a
premium service called Pandora One. [d.
e, vTuner (Player Devices Only)
BHM has accused vTuner on Samsung Player Devices of infringing claims 1, 11 and 13
of the 652 patent, but only when used in conjunction with either Pandora or Spotify. viuneris a
network-based streaming service that allows users to stream audio via various Internet-based

sources. RX-0669C (Itouh RWE) at Q109,
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f, Welb Browser (Player Devices Only)

BHM has accused the web browser on Samsung Player Devices, in conjunction with
either Pandora or Spotify, of infringing claims 1, 11 and 13 of the '652 patent. RX-0669C (Houh
RWSYyat QI10-11. BITM has alleged that the web browser on Samsung Player Devices meets
the Internet radio broadeast limitations of the these claims. Specifically, BHM has alleged that
[nternet mdié broadcasts can be plaved {rom www.showcast.com using the web browser. The
web browser on Samsung Player Devices is similar to those commonly used on personal
computers and other web-enabled devices to access websites on the Internet. f¢. Nevertheless,
Samsung’s expert, Dr. Houh, was unable to use the web browser on several of the accused Player
Devices to play the alleged Internet radio broadeasts from www.shouteast.com. Jd.

2. Importation of the Accused Applications and Functionalities

The record evidence demonstrates that many of the software applications accused of
infringing the *952 and 652 patents are not installed on the accused Samsung devices prior to
importation. As discussed above, they therefore cannot form the basis of a claim for direct or
induced infringement in this investigation because the accused functionality is not present at the
time of importation.

The record evidence further shows that BFIM's expert Mr. Zatkovich did not
imdependently determine which applications are preinstalled on the accused devices al the time
of importation. Mr, Zatkovich testified that he was not present when many of the devices he
tested were unpacked and activated, and that he did not provide any record indicating which
devices, il any, he participated in unpacking and activating. Zatkovich Tr. 102-103, 104-106.
Therefore, he was upable to determine which applications, il any, were preinstalled on the

devices at the time of importation. See id. Moreover, Mr. Zatkovich updated the software on
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some devices, meaning that the software he tested was not the sofiware present on the device at

the time of importation. See Zatkovich Ty, 104, My, Zatkovich relied upon Samsung’s verified

interrogatory responses {o determine which-software applications come preinstalled onthe oo

Samsung products, and those responses show that |

] See CX-1183C (Samsung Supp. Responses to Interrogatory Nos. 57 and 60, includes
Appendix B); CX-1185C {Samsung Appendix C to Supp. Responses to Interrogatory Nos, 57,
60, 70, 71, 723 CX-1189C (Samsung Supp. Responses to First Set of Interrogatory Nos. 1-10,
29-32, 49, 54 and 57).

Once installed on the accused products, each of the applications requires that users take
additional steps before accessing the accused functionality. For example, in cases where a paid
account is needed, the user wouid need to sign up for a paid account and log in to that account,
an action that could occur only after importation into the United States. Mr. Zatkovich testified
that he analyzed only paid accounts for Pandora, Stacker, and Spotify. See Zatkovich Tr.
106-107, 136.

In addition, all of the asserted claims of the "952 and "652 patents require interaction with
anctwork. For Samsung Mobile Devices, users need to either activate the device on a mobile
network with a data plan from a carrier, such as AT&T, or connect the Mobile Device to a
network, such as a Wili network, by selecting a router and, if required, entering a password.
RX-0669C (Houh RWS) Q/A 114, Similarly, for Samsung Player Devices, users need to take a

series of active steps, such as entering passwords and/or connecting cables, in order Lo connect

o]
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the device to a network. Jd af /A 118, Only when set up correctly do such Mobile and Player
Devices have the required network connectivity and/or device functionality fo carry out the
allegedly infringing functions of the accused applications. fd at Q/A 155.

A, Third Party Applications on Samsung Mobile Devices
(Slacker, Google Play Music)™’

The record evidence shows that [

1.
CX-1185C (Samsung Appendix C to Supp. Responses to Interrogatory Nos. 87, 60, 70, 71, 72);
CX-1189C (Samsung Supp. Responses Lo First Set of Interrogatory Nos. 1-10, 29-32, 49, 54 and

574 1): RX-0669C (Houh RWS) Q/A

116-18, 221-22. |

1. Id.

i . 7d. A stubis an icon that can be used to
download the application if the user chooses to click on il I the Slacker application is not
preinstalled on the device or is not offered as a stub, the user would have to search for the
application and download it to the device. See¢ Samsung Br. at 63-64.

Once installed, the user must take additional steps post-importation to access the accused
functionality of the Slacker applications. In order to use Stacker in the manner accused by BHM
of infringement, the user must connect the device to the Internet, set up a user account, fog into

that user account, purchase a premium Slacker account, and take some action on the device that

57 o C - . _
" Google Play Music is discussed in a separate section below,
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causes it to interact with one or more servers over the Intermet. RX-0669C (Houh RWS) Q/A

93-97, 221-222. All of these required actions occur after importation. Jd. at Q/A 155-58.

Pandors, vTuaner, web browser)
The record evidence shows that the accused third-parly applications |
1. CX-1183C (Samsung Supp. Responses 1o inferrogatory Nos.

57 and 60, includes Appendix B); RX-0669C (Houh RWS) (YA 116-18, 281-85,310. |

I See RX-0669C (Houlh RWSY /A 116-18, 281-83, 310, Hnot
[ }. the application will only be installed on the accused product if the
end user elects to search for and download the application after importation. See id. The user is
not required to download an accused application, but instead may choose to watch TV or Blu-ray
discs without enabling the network-based features. See id.
BIHM’s expert Mr. Zatkovich argues that |
1. CX-1067C (Zatkovich DWS) /A 184, The evidence

shows, however, that a user of a Samsung Player Device |

. RX-0669C (Houh RWS) Q/A 101-05. 1n order to use Spotify

on a Samsung Player Device, |
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| 1, alt of which must be done after importation. Jd. |

1. Jd.

In order {o use Pandora on a Samsung Player Device, the user must |

]. RX-0669C
(FMouh RWS) Q/A 106-08; RX-0491 (Houh Pandora TV opening screen); Zatkovich Tr. 136,

1. See RX-0669C (Houh RWS) Q/A 106-08.

The evidence also shows that a viuner |

1. RX-0669C (Houh RWS) Q/A109.
In addition, in order to use the accused functionality of the web browser on Samsung
Player Devices, the user would need to |
]. RX-0669C (Houh RWS) Q/A 110,
c. DLNA on Samsung Player and Mobile Devices
BHM accuses DLNA functionality on the Samsung accused devices of infringing the

652 and "952 patents. Although the evidence shows that |
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1. RX-0669C (Houh RWS) Q/A 91. |

ld. |
IR A
1od
In order 1o share nmedia using the Samsung S4 phone, the “File Sharing”™ option had to be turned
on as shown in Mr. Zatkovich’s test video. /oy CPX-0275 (video of DLNA testing done by

BHM); RX-0069C (IHouh RWS) Q/A 92. Further, Dr. Houh testified that he had to |

J. RX-0669C (Houh

RWS) Q/A 92. Only then was he able to | 1. Id. The
same was true for | . fd.
3 Direct Infringement Analysis
a. BHM's ldentification of Representative Products

BHM’s expert, Mr. Zatkovich, identified two representative products, a Samsung |
| phone, model number | ], and a Samsung TV, model number
| 1, when he then analyzed for infringement. CX-1067C (Zatkovich DWS) Q/A

107-08. BHM relies on this analysis to argue that all accused Samsung products infringe the
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952 and "0652 patents. Id. BHM has failed to show. however, that the “representative’™ products
are the same as the other accused products in all relevant respects. Samsung did not stipulate
that any particular products are “representative,” and the evidence does not support BHM’s
contentioﬁ that all accused devices are the same.

As Samsung’s expert Dr. Houh testified, there are differences across different models
with respect to the state of the device at the time of importation. RX-0669C (Houh RWS) Q/A
112-15: Houh Tr. 1198-1200. For example, a phone is not representative of atablet, and a TV is
not representative of a Blu-Ray player or a Home Theatre, as there are necessartly hardware
differcnees. 1. Morcover, one specific phone or TV is not even necessarily representative of all
other phones or TVs because these deviees also may differ with respect to hardware, operating

systems, and/or other software installed at the time of importation. /d. For example, the

[
|. {d. Inaddition, Dr. Houh's testing indicated that |
I 1d.
Therefore, it is determined that the Samsung | 1
and the Samsung TV [ ] that BHM analyzed for infringement

purpases is not representative of all accused Samsung Mobile Devices and Player Devices,
respectively. Any finding of infringement with respect to these two accused Samsung products
will be limited solely 1o these two products, and will not be extended to the entire corpus of

Samsung accused products.
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h. Assignment of Playlists to Aceused Devices
The evidence adduced by BIHM at the hearing fails 10 shows that the accused products
. satisty. the “playlist assigned-to the efectronic device™ limitation recited in all-asserted claims of

the 952 and "652 patents. The evidence does shows that |

The construction of “playlist assigned to the electronic device” adopted above is
“designated lor use on a specific electronic device.” The playlists identified by Mr. Zatkovich

are |

|. Moreover, Mr. Zatkovich very little evidence or analysis of the “assigned to
an electronic device” limitation under the adopted construction of this term. RX-0665C (Houh
RWS) 235-36.
BHM and Mr. Zatkovich have held various positions as to when and how they allege that
a playlist ts assigned to a device. First, Mr. Zatkovich testified that playlists are |
1, consistent with BHM's
proposed construction, which equates “directing” and “assigning.” CX-1067C (Zatkovich DWS)
QI60-61, 175, 178, 198, 216. During cross examination, however, he testified that |
1. See Zatkovich Tr. 93-94.
During cross examination, Mr. Zatkovich also testified that the “playlists” in the accused
applications | . See Zatkovich Tr. 119-122,
124125, 174-175, 175-176. Mr. Zatkovich, however, also testified that |

. Zatkovich Tr. 125,127,134, 136-137, 150.
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Indeed, Mr. Zatkovicli testified that playlists |

1. Id. Mr. Zatkovich further testified that a playlist |
}. See Zatkovich Tr. 152.
As Dr. Houh explained, one of skill in the arl would not consider the mere receipt of |
] to mieet the “assigned 10 the electronic device™ limitation.
RX-0669C (Houh RWS) Q43-44. When a user uses a device (o access an online service, data is
necessarily sent 1o or received by that device. /. When a user [
1. 1d.
Similarly, il a user |
|- Jd.; Zatkovich Tr. 125, 175-176.
In some instances, Mr. Zatkovich also relied on |
] CX-1067C (Zatkovich DWS) Q175. Such reliance 15
misplaced. As Dr. Houh explained, |

1o RX-0069C (Houh RWS) Q291 |

As detailed below for each ol the accused applications, the evidence establishes that
playlists | |. Therefore,
the accused Samsung Devices do not mect the “playhist assigned to the electronic device” under

limitation under any proposed construction of the term, including the construction adopted
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above, and therefore cannot infringe any asserted claim of the *952 or *652 patents. See
RX-0669C (Houh RWS) (3234-39, 297-302, 311-331,.
iv o -Slacker
The record evidence shows that Samsung Mobile Devices with Slacker do not satisty the
“playlist assigned to an clectronic device™ hmitation of claim 9 of the "952 patent or claim 1 of

the "652 patent. Slacker |

1. RX-0669C (Houh RWS) 096, 223. |

1. ld atQ223. |

1. Ll at Q223

In his allegations regarding Samsung Mobile Devices with Slacker, Mr, Zatkovich relies
on packet trace evidence from an LG device, which cannot prove how a Samsunyg device
operates, RX-0669C (Houh RWS) Q224; CX-~1067C (Zatkovich DW8) Q160; CX-0224C
(Slacker packet trace for LG). Mr. Zatkovich does not identify any device-specific identilier
used by the Slacker application, and he does not identify a device-specific identifier associated
with requests made to the server that result in the receipt of an alleged playlist. Instead, Mr.
Zatkovich points to the mode! number of the device, which is not device specific, and to
[ I CX-1067C (Zatkovich DWS) Q160; RX-0669C (Houh RWS) Q227. Mr.
Zatkovich testified, however, that he assumed that there was some unique identitier passed when
a playhist was requested, and that he was not sure because he would need to Jook at the source
code to do that analysis. See Zatkovich Tr. 151, Yet, Mr. Zatkovich did not review any Slacker

source code in this investigation. See id. Further, the LG packet trace he relies on fails to show
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that the playlist request includes a unigue identifier for the device because it only included the

model number | 1o RX-0669C (Houh RWS) Q226. |

| id at
0225-28; CPX-0217 (165_Slacker LGE970): Zatkovich Tr. 93-94; RDX-0525C.018-019,

Moreover, |

1. RX-0669C (Houh RWS) Q230-33; RX-05355C (Slacker
APl document) at SLACK001-0000176.

Mr. Zatkovich also points 1o photographs of a Samsung phone that appears o be running
the Slacker application to prove satisfaction of this claim limitation. CX-1067C (Zatkovich
DWS) Q160; RX-0669C (Houh RWS) Q224. These photographs show only what is displayed
on the device at a particular moment in time, and do not provide any evidence that any
limitation, including the “assigned to an electronic device™ Himitation, of the asserted elaims is

met. fd. Mr. Zatkovich also points to |

1 RX-0669C (Houh RWS) Q395.
it Spotify
The record evidence shows that Samsung Player Devices with Spotity do not satisfy the
“playlist assigned to an electronic device™ limitation of claim 9 of the "952 palent or claim 1 of

the "632 patent, A user must log in to a Spotify account, via Spotity or Facebook, before using
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any accused Spotify functionality. RX-0669C (Houh RWS) Q287; RPX-0255 (Spotily video
produced by BHM); Zatkovich Tr. 172. Spotify |

}.-Id -In tact; the evidence shows that [

| CX-1403C (M. Ericsson Decl) 412: Zatkovich Tr. 174. As with the

other accused applications, Mr, Zatkovich testified that |

1. See Zatkovich Tr. 175-176.
Samsung’s expert Dr. Houh tested the application on Samsung devices, analyzed the
source code; and determined that the | 1
RX-0669C (RWS Houh) Q288-93. Mr. Zatkovich peints to

T as evidence in support of his infringement analysis, but [

| fd at Q291; CX-0661C ([ 1)
(SPOT-BHM-00094), In fact, the user |
Lo dd |
]. RX-0669C (RWS
Houh) Q292-95; RPX-0174C (Spotity Source Code) (SPOT-BHM-SC-000876); RPX-0083C

(Spotify Source Code) (SPOT-BHM-5C-000232-242).
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il Pandora-
The record evidence shows that Samsung Player Devices with Pandora do not satisfy the
“playlist assigned to an electronic device™ Hmitation of claim 9 of the '952 patent or claim 1 of

the *652 patent. Pandora |

|. See Zatkovich Tr. 137, According to BHM s expert Mr.
Zatkovich, |
1. See Zatkovich Tr. 137,

As explained by a Pandora representative, |

J. See IX-0015C (C. Edwards Decl) 4 7(i). As Mr. Zatkovich testified, |

Lo Jd; Zatkovich Ty, 143, 144, Moreover, as shown in the |

J. See JX-0015C (C. Fdwards Decl) § 7(i), CX-0383C (Pandora AP1)

(PNDRA_000029-31, 75-76); RX-0669C (Houh RWS) Q311-17.

Mr. Zatkovich also points to |

]. CX-1067C (Zatkovich DWS) Q214. The evidence shows

that |

1. CX-0383C (Pandora AP

[y
£
lad
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(PNDRA_000080-83); RX-0669C (Houh RWS)Q311-17. |
1. CX-0383C.(Pandora API) (PNDRA_000082-83). |
I 1d ([PNDRAMOOOOB'?—IBS); RX-0669C (Houh RWS)Y Q314. |

1w |

| Id. |

. CX-

0383C (Pandora API} {PNDRA _000080-81); RX-0669C (Houh RWS) Q317. |

1. Id.
| iv. DLNA
With respect to the accused “DLNA” functionality, Mr. Zatkovich has not identificd a
“playhist” that is sent to a device, and has not established that a playlhist is "‘assigned to an
electronic device™ as required by all asserted claims of the "952 and 652 patenis. RX-0669C

(Houh RWS) Q185-90. [

. RX-0669C (Houh RWS)YQ171. |

1. Id.
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Dr. Houh examined the source code for Samsung’s implementations of “DLNA.”
reviewed the testimony of Samsung’s witnesses, and conducted testing of Sainsung’s devices.
As a result, he concluded that |

1. RX-0665C (Houh

RWS) Q171-90. For example, |

VoJd at Q171-72. |

J. RX-0669¢C (Houh RWS) Q171-72; RPX-0077C (AllShare Framework

Source Code); RPX-0078C (AliShare Framework Source Code); RPX-0081C (AliShare

Framework Source Code). |

1odd |

. Jd.

Similarly, for Samsung Link and AllShare Play, |

RX-0669C (Houh RWS) Q174. [

A

1. Jd.
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Dr. Houh also conducted a test in which he |

1:-RX-0669C (Houh RWSYyQ177-81;
RX-0548 (Houh photographs of TV during “DLNA” testing); RX-0549 (Houh photographs of
[ 1during "DLNA” testing). |

1. Zd. This test demonstrates that |

I 1d.
<. Download and Storage of Songs

Each of the asserted clabms of the "952 and "652 patents require that the device either
carry out or be adapted to carry out the following functions: 1) receive a “playlist,” 2) the playlist
identifying a plurality of songs, wherein ones of the plurality of songs are not stored on the
electronic device, and 3) obtain the ones of the plurality of songs.

Ali proposed constructions of the term “obtaining the ones of the plurality of songs,”
inciuding the construction adopted above, requires that the songs be downloaded and stered on
the device. Further, the adopted construction of “playlist,” which is “a list of one or more audio
files for playback,” includes the term “playback™ that is construed to mean “playing audio
content stored on the electronic device.” Therefore, under the adopted constructions, the term
“playlist”™ also requires that the songs be downloaded and stored on the device.

As discussed further below, BHM has not provided evidence establishing that the
accused applications download and store songs. BHM also has not provided evidence
establishing that an entire song is stored on any accused Samsung device i connection with any

accused application, let alone that multiple songs are stored as required by the claims. On the
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conlrary, {

i. DLNA

Mr. Zatkovich provides no evidence to show that songs are downloaded and stored on the
accused Samsung Mobile and Player Devices using any of the functionalities or applications he
refers to as "DLNA RX-0669C (Houh RWS) Q191. M. Zatkovich does cite to photographs
{ 1. but neither the photographs nor the |

1. CX-1067C (Zatkovich DWS) Q117-18.

Dr. Houl’s own testing and examination of the Samsung AllShare Framework sotrce

code confirms that [
1L RX-0669C (Houh RWS) 194 RPX-0099C (Source code for

AliShare Framework); RPX-0079C (Source code for AllShare Framework); RPX-0080C (Source

code for AllShare Framework). Dr. Houh conducted several tests where he |

} RX-0669C
(HMouh RWS) Q195-97. Inasmuch as the evidence establishes that |
1, when using the accused “DLNA” functionality, Samsung Mobile
and Player Devices with the accused “DLNA™ {unctionality do not infringe any asserted claim of
the 932 or 7652 patents, See¢ RX-0669C (Fouh RWS) Q191-211,
ii. Slacker

Similarly, Mr. Zatkovich does provide evidence showing that |
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| 1. RX-0669C (Fouh RWS) Q240-42; IX-0076C
(Kindig Dep.) at 46-47. Inasmuch as the evidence establishes that |
-} Samsung Mohile Devices with the Slacker application
do not infringe any asserted claim of the *952 or '652 patents, See RX-0669C (IHouh RWS)
Q240-44,
iii. Spotify
Mr. Zatkovich does not provide evidence showing that songs are downloaded and stoved
using the accused functionality of the Spotify application. Dr. Houl testified that, |
1. RX-0669C
(Houh RWS) Q303-04. | ] 1d.
Samsung Player Devices with the Spotify application thus do not infringe any agserted claim of
the 7932 or "652 patents. RX-0669C (Houh RWS) Q303-006.
iv. Pandora
Mr. Zatkovich also does not provide evidence to show that songs are downloaded and
stored using the accused functionality of the Pandora application. Dr. Houh testified, consistent
with the Pandora Declaration, that | 1. RX-0669C (Houh RWS) Q335-36;
JX-0015C (C. Edwards Decl.) § 7 {v-vii). |
1. fd. Samsung Player Devices with the Pandora application thus do not infringe any
asserted elaim of the "952 or 7652 patents. See RX-0669C (Houh RWS) Q335-36, 339-40.
d. Receipt of a Playlist
i. DLNA

Mr. Zatkovich and BHM have not established that Samnsung Devices with “DLNA”

receive a “playlist” as required by all of the asserted claims, They instead point to the display of
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alleged playlists. As Dr. Houh explained, Mr. Zatkovich mischaracterized the testing that he
relies on for his opinion that the alleged “playlist” is received by an electronic device using
Samsung Link, See CPX-0278 (video of test 502 without audio). In that test, which was actually
condueted by Dr. Loy, a folder 15 labeled “Test Playlist™ is copicd into the shared Music folder
on the PC. Jd. Mr, Zatkovich claims that the test shows that the playlist is then received by
electronic device. CX-1067C (DWS Zatkovich) Q112. On the contrary, the {older was not a list
of audio files but rather a folder containing wcrual audio files. RX-0669C (RWS Houh) Q202;
CPX-0278 (video of test 502 without audio). Dr. Houh attempted to replicate test 502 and

[

] RX-0669C (RWS Houh) Q203-11; RX-0550 (Houh photographic evidence
regarding DINA)Y;, RX-055] (Houh photographic evidence regarding DINAY; RX-0552 (Houh
photographic evidence regarding DINA); RX-0553 (MHouh photographic evidence regarding
DLNAY; RX-0690 (Screenshot of Windows Media Player); RX-0691 {Screenshot of files in
ZatkovichTestPolder); RX-0692 (Screenshot of files outside ZatkovichTes(IFolder). Further, the
audio files themselves are not transferred 1o the device in the step Mr. Zatkovich poits 1o and he
presented no evidence of what data 1s actually transferred or in what form it is transferred. /d.,

Furthermore, as discussed above with respect to the *873 patent, BHM argues that Weast
fails to disclose the playlist limitation of the ‘873 patent because the system disclosed in Weast
“merely lists the files available.” CX-1401C (DWS Loy) Q107 Tr. (Loy) 406:12-407:20.
Applying that same argument to the ‘952 and ‘652 patents, where BHM proposes the same
construction for playlist, Samsung Link and AllShare Play do not provide or receive a “playlist”
under BHM’s construction because these applications |

1. RX-0678C (RWS Yook) Q48 Likewise. applications that use
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the AliShare Framework, AllShare, or Nearby Devices |

]. Stmilarly, Mr.

~Latkovich has-attempted to distinguish the Ninja Jukebox reference from-the *952 and 652

patents by arguing that “{a] catalog of songs is not a playhist . . . Rather, the full catalog, by
deliniti