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Patentability Of Proposed Claim 47 Over Harlan. 

Petitioners contend that proposed claim 47 is somehow obvious in view 

of U.S. Patent 6,076,084 to Harlan (“Harlan”) when considered in 

combination with either Williams or Balcha. Opp. at p. 12. In making this 

assertion, Petitioners offer no explanation of how these combined teachings of 

these references would satisfy all elements of proposed claim 47, nor do they 

offer any reasoned explanation of why a person of ordinary skill in the art 

would make such a combination. While Dr. Hutchinson’s remarks that a 

person of ordinary skill in the art may “look to efficient techniques” for 

dividing blocks into subblocks, Ex. 1018 at ¶ 14, efficient techniques are not 

synonymous with optimal techniques, as claimed. Ex. 1019 at 48:21 – 49:8. 

The rationale to support a conclusion that the claim would have been 

obvious is that all the claimed elements were known in the prior art and one 

skilled in the art could have combined the elements as claimed by known 

methods with no change in their respective functions, and the combination 

would have yielded nothing more than predictable results to one of ordinary 

skill in the art at the time of the invention. “[I]t can be important to identify a 

reason that would have prompted a person of ordinary skill in the relevant field 

to combine the elements in the way the claimed new invention does.” KSR Int'l 
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