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2111 Ciaim Interpretation; Broadest Reasonable Interpretation [R-11.2013]

CLAIMS MUST BE GIVEN THEIR BROADEST REASONABLE INTERPRETATION IN LIGHT OF THE
SPECIFICATION

During patent examination, the pending claims must be “given their broadest reascnhable nterpretation consistent with the
specification.” The Federal Circut's en banc decision in Fiifips v. AWH Corp., 415 F.3d 1303, 1318, ¥5 USPQ2d 1321, 1329
(Fed. Cir, 2005] expressiy recognized that the USPTO employs the *broadest reasonable interpretation” standard:

The Patent and Trademark Qffice {"PT(Q") determines the scope of claims in patent applications not solely an the basis of the
claim language, but upen giving claims their broadest reasonable construction "In hght of the specification as it would be
Interpreted by one of ordinary skill in the art." fn re Amr Acad. of Soi. Tech. Gir, 367 F.3d 1358, 1364[, 70 USPQ2d 1827,
1830] (Fed. Cir. 2004} Indeed, the rules of the PTO require that application claims must “conform to the invention as sat forth
in the remainder of the spocification and the terms and phrases used in the claims must find clear support or antecadent basis
in the descriptian so that the meaning of the terms in the claims may be ascertainable by refarence to the description.” 37
CFR1.T5(d}{1} Imbep-9020-appx-r.htmIkd0eI20268) .

See also i re Hyatt, 211 F.3d 1367, 1372, 54 USPQ2d 1664, 1567 (Fed, Cir. 2000). Because applicant has the opportunity to
amend the claims during prosecution, giving a «aim its broadest reasanable interpretation will reduce the possibility that the claim,
onee issued, will be interpreted mare broadly than is justified. fn re Yamamolo, 740 F.2d 1569, 1571 (Fed. Cir. 1984); In re Zleiz,
893 F 2d 319, 321, 13 USPQ2d 1320, 1322 {Fed. Cir. 1983} ("During patent examination the pending claims must be interpreted
as broadly as their terms reasonably aliow."); In re Frater. 415 F.2d 1383, 1404-05, 162 USPQ 541, 550-57 (CCPA 1969) (Claim 9
was directed to a process of analyzing data generated by mass spectrographic analysis of a gas. The process comprised selecting
the data to be analyzed by subjecting the data to a mathematical manipulation. The examiner made rejections under 35 .5.C.

101 _tmpep-3015-appx-L htamid0e302376) and 36 U.S.C. 102 impoep-9015-appx-) ltmifd0e302383) . In the 35 U.8.C. 102 {mpep-8015-
appx-Limigd0e302383) rejection, the examiner explained that the claim was anticipated by a mental process augmented by penci
and paper markings. The court agreed that the claim was not limited to using & machine to carry out the process since the claim
did not explicitly set forth the machine. The eourt explained that "reading a claim in light of the spacification, to thershy interpret
limitations explicitly recited [n the claim, s a quite different thing from ‘reading linitations of the specification inte a claim,' to
thereby narrow the scope of the claim by implicitly adding disclosed limitations which have no express basis in the cfaim.” The
court found that apphcant was advocating the latter, i 2., the impermissible imporiation of subject matter from the specification 1nto
the claim ). See also {n re Morrs, 127 £.34 1048, 1054-55, 44 USPQ2d 1023, 1027-28 {Fed. Cir. 1997 {The court held that the
PTO 15 not required, in the course of prosecution, to inlerprat claims in applications fa the same manner as a court would interprat
claims v an infringement suit. Rather, the "PTO applies to varbiags of the proposed claims the broadest reasonable meaning of
the words i1 thewr ordinary usage as they would be understond by ene of ordinary skill in the art, taking into.account whatever
enlightenment by way of definitions or othenwise that may be afforded by the written description contained in applicant’s
specificatian.”).

The bBroadest reasonable interpretation of the claims must also be consistent with the interpretation that those skilled in the ant
would reach. In re Coriright, 165 F.3d 1353, 1358, 49 USPQ2d 1464, 1468 (Fed. Cir. 1899) {The Board's construction of the claim
limitation “restore hair growth” as requiring the hair to be returned to its oriinal state was held to be an incarrect interpretation of
the limutation. The court held that, consistent with applicant's disclosure and the disclosure of three patents from analogous arts
using the same phrase to require onfy soms increase in hair growth, one of ardinary skilt would construe “restore hair growth” to
mean that the claimed method increases the amount of hair grown on he scalp, but does not necessarily produce a full head of
hair). Thus the focus of the inquiry regarding the meaning of a claim should be what would be reasonabte from the perspective of
one of ordinary skill i the art. fn re Suitce Surface, inc., 803 F.3d 1255, 1260, 94 USPQ2d 164Q, 1644 (Fed. Cir. 2010}, fn re
Buszard, 504 F.3d 1364, 84 USPQ2d 1749 {Fed. Cir 2007). In Buszard, lhe claim was directed to a flame retardant compuosition
comprising a flexible polyurethane foam reaction mixture. 504 F.3d at 1265, 84 USPQ2d at 1750. The Federal Circuit found that
the Board's inlerpratation that equated a “flexible” foam with a crushed "rigid” foam was not reasonable {d. at 1367, 84 USPQ2d at
1754, Persuasive ergument was presented that persons experienced in the fiald of polylrelhane feams know that a flexible
mcture is different then a rigid foam mixture. 1d. at 1366, 84 USPQ2d at 1751.

=21 7598} for further discussion of claim interpretation in the context of analyzing claims for
sep-9015-anps-Lhtmiral J1085b_2a065 215) or pre-AtA 36 11.5.C, 112 impen-8015-appx-

2111.01 Plain Meaning [R-11.2013]

[Editor Note: This MPER section is appifcable fo applications subject to the first inventor to fife (FITF} provisions of the AIA except
thaf the refevant date is the “effective fing dafe” of the claimed invention instead of the "time af the a‘nvennbn " wihich 15 only

applicable to applications subject fo pre-AlA 35 U.5.C. 102 (mpep-3015-appx-f.
S015-appx-fhtmigal 14317 Theft i) and MPER § 2150 {22150 hits

[. THE WORDS CF A CLAIM MUST BE GIVEN THEIR “PLAIN MEANING” UNLESS SUCH MEANING
IS INCONSISTENT WITH THE SPECIFICATION

Under a broadest reasonable nterpretation, words of the claim must be given their plain meaning, unless such meaning is
inconsistent with the specification, The plain meaning of & term means the ordinary and customary meaning given to the term by
those of ordinary skill in the art at the tirne of the invention. The ordinary and customary meaning of & term may be evidenced by a

variety of sources, incluting the words of the cdaims themseives, the specification, drawings, and prior art. However, the best
source for determining the meaning of & claim term is the specification - the greatest clarity is obtained when the specification

http://www.uspto.gov/web/offices/pac/mpep/s2111.html 5/20/2014

DMC Exhibit 2084 001

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

serves as a glossary for the cialm terms. The presurmption that a term is given its ardinary and customary meaning may be
rebutted by the applicant by clearly setting forth a different definition of the term in the specification. In re Morris, 127 F.3d 1048,
1064, 44 USPQ2d 1023, 1028 (Fed. Cir. 1597} (the USPTO fooks to the ordinary use of the claim terms taking inte account
definitions or other “enhightenment” contained in the written description}; Buf ¢.f. In re Am. Acad. of 5¢i. Tech. Cir., 367 F.3d 1359,
1369, 70 USPQ2d 1827, 1834 (Fed. Cir. 2004} (*We have cautioned against reading limitations inta a ¢laim from the preferred
embodiment described in the specification, even if it is the only embodiment described, absent clsar disclaimer in the
specification.”). When the specification sets a cfear path to the claim language, the scope of the claims is more easily determined
and the public notice funchion of the claims s best served.

Although claims of issued patents are interprated in light of the specification, prosecution history, prior art and other claims, this is
not the mode of claim interpretalion to be applied during examination Dunng examination, the ¢laims must be intarpreted as
broadly as their terms reasonably allow. In re American Academy of Science Tech Center, 367 F.3d 1359, 1368, 70 USPQ2d
1827, 1834 (Fed. Cir. 2004) {The USPTO uses a differant slandard for construing claims than that used by district courts; during
examination the USPTO must give claims their broadest reasonable Interpretation in light of the specification.), This means that
the words of the ¢laim must be given their plain meaning untess the plain meaning s inconsistent with the specification. in re Zlelz,
893 F.2d 319, 321, 13 USPQ2d 1320, 1322 {Fed. Cir. 1889) {discussed below);, Chef Americs, Inc. v. Lamb-Weston, inc., 358
F.30 1371, 1372, 68 USPQed 1857 (Fed. Cir, 2004} (Ordinary, simpie English wards whose meaning is clear and unquestionable,
absent any indication that their use in a particutar cantext changes their meaning, are consirued to mean exactly what they say.
Thus, “heating the resulting batter-coated dough to a temperature in the range of about 4003F lo 850°F" required heating the
dough, rather than the air inside an aven, to the specified femperature.).

il. ITIS IMPROPER TO IMPORT CLAIM LIMITATIONS FROM THE SPECIFICATION

"Though understanding the claim language may be aided by explanations contained in the written description, it is important not to
import inte a ¢laim limitalions that are not part of the ctaim. For example, a particular embodiment appearing in the written
description may nat be read into a claim when the claim language is broader than the embodiment.” Superguide Camp. v. DirecTV
Enterprises, inc., 358 F.3d 870, BF5, 65 USPQ2d 1865, 1868 (Fed. Cir. 2004). See also Liebel-Flarsheim Co. v. Medrad Inc., 358
F.3d 898, 908, 68 USPQ2d 1801, 1807 (Fed, Cir. 2004} {discussing recent cases wherein the court expressly rejected the
contention that if a patent describes enly a single embodiment, the claims of the patent must be construed as being himited to that
embodiment), E-Pass Techs, Inc v. 3Com Corp., 343 F.3d 1364, 1369, 87 USPQ2d 1947, 1950 (Fed. Cir. 2003) {"Interpretation
of descriptive statements In a patent's written description is a difficult task, as an inherent tension exists as to whether a statement
is a clear lexicographic definition or a description of a preferred embodiment. The problem is to interpret claims ‘in view of the
specificalion’ withaut unnecessartly importing timitations from the speaification into the claims.™); Aftiris inc. v. Symantec Comp., 318
F.3d 1363, 1371, 65 USPQ2d 1865, 1869-70 (Fed. Cir. 2003} {Although the specification discussed enjy a single embodiment, the
court held that it was impraper to read a specific arder of steps into methed claims where, as a matter of logic or grammar, the
language of the method claims did not impose a specific order on the performance of the method steps, and the specification drd
not direclly or implicitly require a particular order) See alse subsecll‘an W, befow When an slement is claimed using Ianguage

appa.htmifd0e302824) , Elh paragraph {often bmadly refened o as means- {or step-) plus- funchon Ianguage) the SpeleICath'n
must be consulted to determine the structure, material, or acts corresponding to the function recited in the claim. fn re Donaldson,
16 F.5d 1189, 29 USPQ2d 1845 (Fed. Cir 1984) (see MPEP § 2181 (5218 1.himitdGe215279) - MPEP § 2186

{52186 Hm#¥d0o220531) }.

In in re Zigtz,supra, the examiner and the Board had interpreted clalms reading “normally-solid pelypropylene” and “nermally solid
polypropylene having a erystalline polypropylene content” as being limited to “narmally salid linear high homopolymers of
propylene which have a crystalline polypropylene cantent.” The court ruled that limitations, not present in the claims, were
impraperly imported from the specification. See alse In re Marosi, 710 F.2d 799, 802, 218 USPQ 288, 292 (Fed. Cir. 1983)
{"'claims. are not to be read in a vacuum, and fimitalions thergin are to be interpreted in light of the specification in giving them their
‘hroadest reasonable interpretation.” (quoting in re Okuzawa, 537 F.2d 545, 548, 1840 USPQ 464, 466 (CCPA 1976})). The court
Ipoked to the specification to construe "essentially free of alkali metal” as including unavoidable levels of impurilies but no more.)
Compare In re Wefss, 989 F.2d 1202, 26 USPQ2d 1885 (Fed. Cir. 1993) {unpublished decision - cannot be cited as precadent}
{The claim related to an athletic shoe with cleats that “break away at a pressiected level of force™ and thus prevent injury to the
wearer. The examiner rejected the claims over prior art teaching athietic shoes with cleats not Intended to break off and
rationalized that the cleats would break away given a high enaugh force. The court reversed the rejection stating that when
interpreting a claim term which is ambiguous, such as “a preselected level of foree," we must look to the specification for the
meaning ascribed to that tarm by the inventor.” The specification had defined “preselected leve] of force™ as that level of force at
which the breaking away will prevent injury to the wearer during athletic exerlion.)

. *PLAIN MEANING"” REFERS TO THE ORDINARY AND CUSTOMARY MEANING GIVEN TO THE
TERWM BY THOSE OF ORDINARY SKILL IN THE ART

"[Tlhe erdinary and customary meaning of a claim ferm is the meaning that the term would have o a person of ardinary skill in the
art in question at the time of the invention, i.e., as of the effective filing date of the patent application.” Phillips v. AWH Corp., 415
F.3d 1303, 1313, 75 USPQ2d 1321, 1326 (Fed. Cir. 2005) {#n banc); Sunrace Roots Enter. Co. v. SRAM Corp, 336 F.3d 1298,
1302, 67 USPQ2d 1438, 1441 {Fed. Cir. 2003); Brookii-Witk 1, LLC v. Intuitive Sargical, Inc., 334 F.3d 1254, 1288 67 USPQ2d
1132, 1136 {Fed. Cir. 2003) (*In the absence of an express intent to impart a novel meaning to the claim terms, the words are
presumed Lo take on the erdinary and customary meanings attributed to them by those of ordinary skill in the art.”). It is the use of
the words in the context of the wntten description and customanty by those skilled in the relevant art that accurately reflects both
the ~ordinary™ and the "customary” meaning of the terms in the claims. Ferguson Beauregard/Logic Controls v. Mega Systems,
350 F.3d 1327, 1338, 69 USPG2d 1001, 1009 (Fed. Cir. 2003) (Dichonary definitions were used to detemmine (he ordinary and
customary meanng of the wards “normal” and "predetermine” to those skilled in the art. In construing claim terms, the general
meanings gleaned from reference sources, such as dictionaries, must always be compared against the use of the farms in contaxt,
and the intrinsic record must always be consulted to idenbfy which of the different possible dictionary meanings is most consistent
with the use of the words by the inventor), ACTY, Inc. v. The Wall Disney Company, 346 F.3d 10B2, 1092, 68 USPQ2d 1516,
1624 (Fed. Cir 2003} (Since there was no exprass definition given for lhe term “URL" in the specification, the term should be given
its broadest reasonable interpratation consistent with the intrinsic recard and take on the ordinary and customary meaning
attributed to it by those of ordinary skill in the art; thus, the term "URL" was held to encompass both relative and abselite URLs.);
and E-Pass Technolegies, inc. v. 3Com Corporation, 343 F.3d 1364, 1368, 67 USPQ2d 1947, 1948 (Fed. Cir. 2003} (Where no
explicit definition for he term “electronle multi-funclion card” was given in the specification, this term should be given its ordinary
meantng and broadest reasonabte miterpretation; the term should not be fimited to the industry standard definition of credit card
where there is no suggestion that this definition applies to the etectronic multi-function card as claimed, and should not be limited
to preferred embadiments in the specification ),

http://www.uspto.gov/web/offices/pac/mpep/s2111 . himl 5/20/2014

DMC Exhibit 2084 002

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

The ordinary and customary meaning of a term may be evidenced by a variety of sources, including “the words of the claims
themselves, lhe ramainder of the specification, the prosecution history, and extrinsic evidence concerning relevant scientific
principles, the meaning of technical terms, and the state of the art.” Phillips v. AWH Corp., 415 F.3d at 1314, 75 USPQ2d at 1327
If sxtrinsic reference sources, such as dictionaries, evidence mare than one definition for the term, the intrinsic record must be
consulted to ldentify which of the different possible definitions is most consistent with appllcant's use of the terms. Brookhill-Witk 1,
334 F.3d at $300, 67 USPQ2d at 1137; see also Renishaw PLC v. Marposs Societs’ per Azioni, 158 F.3d 1243, 1250, 48 USPQ2d
1117, 1122 (Fed. Cir. 1998) {"Where there are several commen meanings for a claim term, the patent disclosure serves to point
away from the improper meanings and toward the proper meanings.”} and Vitronics Corp. v. Concepironic ing., 90 F.3d 1576,
1583, 39 USPQ2d 1572, 15677 (Fed. Gir. 1998) {construing the term “solder reflaw temperature” 1o mean “peak reflow
temperature” of solder rather than the “liquidus temperature” of solder [n order to remain consistent with the specification.). If more
than one extrinsic definition is consistent with the use of the. words in the intrinsic record, the claim terms may be conslrued to
encompass all consistent meanings. See e 0., Rexnord Corp. v. Laitram Conaz, 274 F.3d 1336, 1342, 80 USPQ2d 1851, 1854
{Fed. Cir. 2001) {explaining the court’s analytical process for determining the meaning of disputed claim terms). Toro Co. v White
Consat Indus., ine., 199 F.3d 1295, 1299, 53 USPG2d 1065, 1067 (Fed. Cir. 1999) ('[W]ords in patent claims are given their
orcinary meaning in the usage of the field of Lhe invention, unless the text of the patent makes clear that a word was used with a
special meaning."). Compare MSM fnvestments Co. v. Carofwoad Corp., 259 F.3d 1335, 1336-40. 59 USPQ2d 1856, 1858-80
{Fed. Crr. 2001} (Claims directed to a method of feeding an animal a beneficial amount of methylsulfonylmethane (MSM) to
enhance the animal's diet were held anticipated by prior oraf administration of MSM to human patients to relieve pain. Aithough
lhe ordinary meanig of “feeding” is limited o provision of food or nourishment, the hroad definition of "food” in the written
descrption warranted finding that the claimsd method encompasses the use of MSM for both nuiritional and pharmacological
purposes.); and Rapoport v. Dement, 254 F .34 1053, 1059-80, 59 USPQ2d 1215, 1219-20 {Fed. Cir. 2001) (Both intrinsic
evidence and the plain meaning of the term “method for treatment of sleep apneas” supperted construction of the teim as being
limited to treatment of the undetlying sieep apnea disorder tself, and not encompassing treatment of anxiety and other secondary
symptomns related to sieep apriea }.

IV. APPLICANT MAY BE OWN LEXICOGRAPHER

An applicant is entitied to be his or her own lexicographer and may rebut the presumplion that claim terms are to be given their
ordinaty and customary meaning by clearly setting forth a definition of the term that is different from its ordinary and sustomary
meaning{s). See in re Pauisen, 30 F.3d 1475, 1480, 31 USPQ2d 1671, 1674 (Fed. Cir. 1984) (inventor may define specific ferms
used to descritre inventian, but must do so "with reascnabie clanty, deliberateness, arid precision” and, if done, must "set out his
uncommen definiion in some manner within the patent disclosure’ so as to give one of ordinary skill in the art notice of the
change" in meaning) (quoting infeftcall, Inc. v. Phonemetrics, tnc, 952 F.2d 1384, 1387-88, 21 USPQ2d 1383, 1386 {Fed Cir.
1992)). Where an explicit definition is provided by the appiicant for a term, that definition will control interpretation of the term as it
is used in the claim. Tore Co. v. White Consolidated tndustries Inc., 189 F.3d 1285, 1301, 53 USPQ2d 1065, 1069 (Fed. Cir. 1999}
{meaning of werds used in a claim is not cansirued in a “lexicographic vacuum, but in the context of the specification and
drawings"). Any special meaning assigned to a term “must be sufficiently clear in the specification that any departure from
cammon usage would be so understood by a person of experience in the field of the invention.” Muftiform Desiccants fnc. v.
Medzam Lid., 133 F.3d 1473, 1477, 45 USPQ2d 1429, 1432 (Fed. Cir. 1998). See also Frocess Controf Corp. v. HydReclaim
Corp., 190 F.3d 1350, 1357, 52 USPQ2d 1028, 1033 (Fed. Cir. 1999} and MPEP § 2173.05(a} (52173 Mm|#d0e217838) . The
speciication shouid also be relled on for more than just explicit {exicography or clear disavowal of claim scope to datermine the
meaning of a claim term when apphcant acts as his or her own lexicographer; the meaning of a particular claim term may be
defined by /mplication, that is, according to the usage of the term in the context in the specification. See Fhillips v. AWH Corp., 4156
¥ 3d 1303, 75 USPQ2¢ 1321 (Fed. Cir. 2005) (en banch, and Vitronies Corp. v. Conceptronic Inc., 80 F.3d 1378, 1583,

30 USFQ2d 1573, 1577 (Fed. Cir. 1898}, Compare Merck & Co., Inc, v. Teva Pharms. USA, Inc., 385 F.3d 1384, 1370, 73
USPO2d 1641, 1646 {Fed Cir. 2005) {the court held that palentee failed to redefine the ardinary maaning of "about” to mean
"gyacty" In clear encugh terms to justify the counterintuitiva defintion of "about’ stating that *When a patentee acts as his own
lexicographer in redefining the meaning of particutar claim terms away from their erdinary meaning, he must-clearly express that
intent in the written description.”™}.

See also MPEP § 2173.05ta) (s2173Mmi#c00217439)
2414.02 Effect of Preamble [R-08.2012}

The determination of whether a preamble limits a cfaim is made on a case-by-case basis in light of the facts in each case; there is
no kitmus test defining when a preamble limits the scope of a claim. Catalina Mklg. Inttv. Coolsavings.com, Inc., 289 F.3d 801,
808, 62 USPQ2d 1781, 1785 {Fed. Cir. 2002), See id. at 808-10, 62 USPQ2d at 1784-86 for a discussion of guideposts that have
emerged from various decisions exploting the preamble’s effect on claim scope, as well as a hypotheticsl example iHustrating
these prnciptes,

“{A] claim preamble has the import that the claim ag a whole suggests for IL* Belf Communications Research, Inc. v. Vifalink
Communications Corp., 55 F.3d 615, 620, 34 USPQ2d 1816, 1820 (Fed. Cir. 1995). *If the claim preamble, when read in the
conlext of the entire claim, recites Iimitatiens of the claim, or, if the claim preamble is ‘necessary 1o give [ife, meaning, and vitality'
to the claim, then the claim preamble should be construed as if in the balance of the claim.” Pitney Bowes, inc. v. Hewlett-Fackard
Co., 182 F.3d 1288, 1305, 51 USPQ2d 1161, 1165-66 (Fed. Cir. 1899). See aiso Jansen v. Rexall Sundown, nc., 342 F.3d 1328,
1333, 88 USPQi2d 1154, 1158 (Fed. Cir. 2003)(In consideting the effect of the preamble in a claim directed to a method of trealing
or preventing pemicious anemia in humans by administering & cerfain witamin preparation to "a human in need thereof” the court
held that the ciaims’ recitalion of a patient or a human *in need” gives life and meaning to the preamble’s statement of purpose.).
Kropa v. Robie, 187 F.2d 150, 152, B8 USPQ 478, 481 {CCPA 1951) (A preamble reciting “An sbrasive article” was desrmed
assential to point out the vention defined by claims to an articte comprising abrasive grains and a hardened binder and the
process of making it. The court stated "It 1s only by that phrase that it can be known that the subject matter defined by the claims is
comprised as an abrasive article. Every union of substances capable inter afia of use as abrasive grains and a binder s not an
'abrasive article.”” Therefore, the preamble served to further define the structure of the article produced.}.

I. PREAMBLE STATEMENTS LIMITING STRUCTURE

Any ferminclogy in the preamble Lhat imits the structure of the clainied invention must be lreated as a claim limitation. See, e.g.,
Commg Glass Works v. Sumitomo Efec. U.S.A., Inc., 868 F.2d 1261, 1257, 9 USPQ2d 1962, 1966 (Fed. Cir. 1989) (The
determination of whether preamble recitations are struciural limitations can be resolved only on review of the entirety of the

applicalion “to gain an understanding of what the inventors actually invented and intended to encompass by the claim ), Pac-Teg
ine, v. Amerace Corp., 903 F.2d 786, 801, 14 USPQ2d 1871, 1876 (Fed. Cir. 1990) {determining that preamble language that
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