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intervenor Michelle K. Lee. Also represented by NATHAN
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Before MOORE, WALLACH, and TARANTO, Circuit Judges.
WALLACH, Circuit Judge.

Appellant NuVasive, Inc. (“NuVasive”) appeals the fi-
nal written decision of the U.S. Patent and Trademark
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Office’s (“USPTO”) Patent Trial and Appeal Board
(“PTAB”), finding claims 1-14, 19-20, and 23-27 of U.S.
Patent No. 8,361,156 (“the '156 patent”) invalid as obvi-
ous. See Medtronic, Inc. v. NuVasive, Inc., No. IPR2013-
00506, 2015 WL 996352, at *2 (P.T.A.B. Feb. 11, 2015).
We have jurisdiction pursuant to 28 U.S.C.
§ 1295(a)(4)(A) (2012). We vacate and remand.

BACKGROUND

NuVasive is the assignee of the '156 patent, which
generally relates to “[a] system and method for spinal
fusion comprising a spinal fusion implant of non-bone
construction releasably coupled to an insertion instru-
ment dimensioned to introduce the spinal fusion implant
into any of a variety of spinal target sites.” 156 patent,
Abstract. The 156 patent includes one independent claim
(claim 1) and 26 dependent claims (claims 2—-27). Illustra-
tive claim 1 recites in relevant part:

A spinal fusion implant of non-bone construction
positionable within an interbody space between a
first vertebra and a second vertebra, said implant
comprising:

at least first and second radiopaque mark-
ers oriented generally parallel to a height
of the implant, wherein said first radio-
paque marker extends into said first side-
wall at a position proximate to said medial
plane, and said second radiopaque marker
extends into said second sidewall at a po-
sition proximate to said medial plane.

Id. col. 12 1l. 32—67 (emphases added).
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In response to Medtronic, Inc.’s (“Medtronic”) peti-
tion,! the PTAB instituted the subject inter partes review
to determine whether claims 1-14, 19-20, and 23-27
would have been obvious over, inter alia, a Synthes Ver-
tebral Spacer-PR  brochure (“SVS-PR  brochure”)
(J.A. 769-70), a Telamon Verte-Stack PEEK Vertebral
Body Spacer brochure (“Telamon brochure”) (J.A. 771-72),
a Telamon Posterior Impacted Fusion Devices guide
(“Telamon guide”) (J.A. 773-82), and U.S. Patent Applica-
tion Publication No. 2003/0028249 (“Baccelli”) (J.A. 744—
51). See Medtronic, Inc. v. NuVasive, Inc., No. IPR2013-
00506, 2014 WL 1253040, at *11-12 (P.T.A.B. Feb. 13,
2014). The PTAB later issued the Final Written Decision
concluding the claims would have been obvious over
various combinations of, inter alia, the SVS-PR brochure,
the Telamon brochure and Telamon guide (collectively,
“the Telamon references”), and Baccelli. See Medtronic,
2015 WL 996352, at *14.

DI1sScUSSION

NuVasive argues that the PTAB’s Final Written Deci-
sion should be reversed for two reasons: (1) “the [PTAB]
erred in concluding that the SVS-PR brochure and Tela-
mon references are printed publication prior art”; and
(2) “the [PTAB] erred in concluding it would have been
obvious to include radiopaque markers proximate to the
medial plane.” Appellant’s Br. 22, 26 (capitalization
omitted). After articulating the applicable standard of
review, we address these arguments in turn.

I. Standard of Review

1 Medtronic initially opposed NuVasive's appeal,
but later withdrew as Appellee. The USPTO intervened
pursuant to 35 U.S.C. § 143 (2012) and, although it did
not file a brief, participated at oral argument.
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We review the PTAB’s factual determinations for sub-
stantial evidence and its legal determinations de novo.
See In re Gartside, 203 F.3d 1305, 1316 (Fed. Cir. 2000).
“Substantial evidence is something less than the weight of
the evidence but more than a mere scintilla of evidence.”
In re Kotzab, 217 F.3d 1365, 1369 (Fed. Cir. 2000) (cita-
tion omitted). It is “such relevant evidence as a reasona-
ble mind might accept as adequate to support a conclu-
conclusion.” In re Applied Materials, Inc., 692 F.3d 1289,
1294 (Fed. Cir. 2012) (internal quotation marks and
citation omitted).

II. NuVasive Waived Its Arguments as to
the PTAB’s Treatment of the Prior Art References as
Printed Publications

As an 1nitial matter, the court must consider whether
the SVS-PR brochure and Telamon references were pub-
licly accessible such that they qualify as printed publica-
tions pursuant to 35 U.S.C. § 311(b)2 and 35 U.S.C. § 102
(2006).3 Pursuant to § 311(b), “[a] petitioner in an inter
partes review may request to cancel as unpatentable [one]
or more claims of a patent only on a ground that could be

2 Congress amended § 311 when it enacted the
Leahy-Smith America Invents Act (“AIA”). Pub. L.
No. 112-29, § 6(a), 125 Stat. 284, 299 (2011). Although
the amendments to § 311 did not take effect until Sep-
tember 16, 2012, the amendments “apply to any patent
issued before, on, or after th[e] effective date” and, thus,
apply to the ’156 patent. See id. § 6(c)(2)(A), 125 Stat.
at 304.

3 Congress amended § 102 when it enacted the AIA.
Pub. L. No. 112-29, § 3(b)(1), 125 Stat. at 285-87. Howev-
er, because the application that led to the 156 patent was
filed before March 16, 2013, the pre-AIA § 102 applies.
See id. § 3(n)(1), 125 Stat. at 293.
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raised under [§] 102 or [§] 103 and only on the basis of
prior art consisting of patents or printed publications.” 35
U.S.C. §311(b). Section 102 provides that prior art
includes “printed publication[s]” describing the invention
either “before the invention thereof” or “more than one

year prior to the date of the [patent] application....” 35
U.S.C. § 102(a), (b).

We first must determine whether NuVasive preserved
its public accessibility arguments for appeal. In appeals
from the PTAB, “we have before us a comprehensive
record that contains the arguments and evidence present-
ed by the parties and our review of the [PTAB]’s decision
1s confined to the four corners of that record.” In re Waits,
354 F.3d 1362, 1367 (Fed. Cir. 2004) (internal quotation
marks and citation omitted). While the court “retains
case-by-case discretion over whether to apply waiver,”
Harris Corp. v. Ericsson Inc., 417 F.3d 1241, 1251 (Fed.
Cir. 2005) (citations omitted), we have held that a party
wailves an argument that it “failed to present to the
[PTAB]” because it deprives the court of “the benefit of the
[PTAB]’s informed judgment,” Watts, 354 F.3d at 1367—
68.

NuVasive waived its public accessibility arguments
before the PTAB and may not raise them on appeal.
NuVasive challenged the public accessibility of the prior
art references during the preliminary proceedings of the
inter partes review, J.A. 159-63 (section of NuVasive’s
Preliminary Response that addresses public accessibility),
but failed to challenge public accessibility during the trial
phase, J.A. 227-93 (NuVasive’s Trial Response that fails
to address public accessibility). In fact, during oral argu-
ment before the PTAB, NuVasive explicitly declined to
make further arguments as to public accessibility of the
Telamon references:

[PTAB Judge]: I take it you no longer are disput-
ing the public availability of the Telamon refer-
ence(s]?
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