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 Medtronic, Inc. (“Petitioner”) petitions for Inter Partes Review (“IPR”) 

under 35 U.S.C. §§ 311-319 and 37 C.F.R. § 42 of claims 1-14, 19, 20, and 23-27 

of U.S. Patent No. 8,361,156 (the “‘156 patent”) (Exhibit MSD 1013).  As set forth 

below, Petitioner demonstrates there is a reasonable likelihood of prevailing in its 

challenge of at least one of claims 1-14, 19, 20, and 23-27 identified in this petition 

as being unpatentable. 

I. MANDATORY NOTICES UNDER 37 C.F.R. § 42.8 
A. Real Party-in-Interest Under 37 C.F.R. § 42.8(b)(1) 

Petitioner is the real party-in-interest for the instant petition.1 

B. Related Matters Under 37 C.F.R. § 42.8(b)(2) 

Petitioner is not aware of any reexamination certificates or pending 

prosecution concerning the ‘156 patent.  Petitioner is a named counterclaim-

defendant in litigation concerning the ‘156 patent, Warsaw Orthopedic, Inc. et al. 

v. NuVasive, Inc., originally filed in the Northern District of Indiana as Case No. 

3:12-cv-00438-JD-CAN on August 17, 2012, and transferred to the Southern 

District of California on November 8, 2012, as case No. 3:12-cv-02738-CAB-

MDD.  The ‘156 patent was added by counterclaim filed on March 7, 2013.  

                                                 
1 Other parties that have an interest in the instant petition include Petitioner’s co-
counterclaim defendants in Case No. 3:12-cv-00438-JD-CAN; including: 
Medtronic Sofamor Danek U.S.A., Inc. and Medtronic Sofamor Danek 
Deggendorf, GmbH. 
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