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I. Introduction 

Patent Owner seeks to exclude evidence submitted in support of Petitioners’ 

reply (Paper No. 40), filed on September 5, 2014.  Particularly, Petitioner’s reply 

was accompanied with a 267 page reply declaration (Ex. 1028) that presents 

evidence and/or arguments for the first time.  Admission of this evidence unduly 

prejudices Patent Owner since the statute (35 U.S.C.) and rules (37 C.F.R. 42) do 

not permit Patent Owner to submit a reply rebutting this inadmissible evidence.1 

II. Legal Standard 

A motion to exclude evidence must explain why the cited evidence is not 

admissible.  Liberty Mutual Insurance Co. v. Progressive Casualty Insurance Co., 

CBM2012-00002, paper 66, at 61 (PTAB January 23, 2014) (citing 77 Fed. Reg. 

48765, 48767 (Aug. 14, 2012)).  The motion to exclude evidence must also: (a) 

identify where in the record the objection originally was made; (b) identify where 

in the record the evidence sought to be excluded was relied upon by an opponent; 

(c) address objections to Exhibits in numerical order; and (d) explain each 

objection.  Id.   

                                           

1 Patent Owner’s Motion to Exclude is in compliance with the Board’s order 

clarifying that a motion to exclude that seeks to strike a reply would be improper.  

IPR2013-00481, Paper 41, at FN 1 (September 12, 2014).  
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Furthermore, under 37 C.F.R. § 42.23(b), a “reply may only respond to 

arguments raised in the … patent owner response.”  The accompanying comments 

clarify that“[r]eply evidence … must be responsive and not merely new evidence 

that could have been presented earlier to support the movant’s motion.”  77 Fed. 

Reg. 48612, 48620 (Aug. 14, 2012).  Additionally, indications of new evidence 

include “evidence necessary to make out a prima facie case of patentability …, and 

… evidence that could have been presented in a prior filing.”  Office Patent Trial 

Practice Guide, 77 Fed. Reg. 48756, 48767 (August 14, 2012). 

III. Fox Reply Declaration (Ex. 1028) 

In reply to Patent Owner’s response to the petition (Paper No. 31), 

Petitioners submitted the reply declaration of Edward Fox, Ph.D.  (Ex. 

1028)(hereinafter “Reply Dec.”).  Patent Owner timely served on September 12, 

2014 the following objections on Petitioners for Ex. 1028:2 

Evidence Submitted by 
Petitioners 

Patent Owner’s Objections 

Exhibit 1028 (Fox Reply 
Declaration) 

Paragraphs 269, 272, 273, 275-276, 278-281, 285, 
286, 288, 290, 292, 293, 296-299 -- new 

                                           

2 Patent Owner is providing the objections made of record, but is not seeking 

exclusion of each paragraph of the Reply Dec. to which an objection was made.  

The particular paragraphs of the Reply Dec. that Patent Owner seeks to exclude are 

stated in more detail below. 
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