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l. INTRODUCTION
Fox SMART (Exhibit 1005) and Fox Thesis (Exhibit 1008) anticipate claims

1 and 5 and 14-16 of U.S. Patent No. 5,832,494 (“the 494 patent”), the only
claims that remain at issue in this proceeding.” A decade before the applicants
filed the parent application for the *494 patent, those references disclosed
clustering and clustered searching based on co-citation (cc) and bibliographic
coupling (bc) relationships between documents in a digital database, exactly as
claimed.

Patent Owner argues that Fox SMART and Fox Thesis discussed
relationships between “paper” documents only, not electronic ones, because the
test collection that Dr. Fox used for his research (the CACM collection) contained
only the abstract and other information for each article, not the full text. See Resp.
1, 26. But this argument is irrelevant; nothing in the claim limitations requires
textual objects in the database that cite to each other.

Patent Owner raises other objections that argue irrelevant points, such as
whether the claimed step is “required” or only disclosed in the prior art. See, e.g.,

Resp. 41-42 (admitting that Fox SMART discloses that documents are displayed in

! After the Board instituted this inter partes review, Patent Owner cancelled

challenged claims 8, 10, 11, 35, and 40. See Resp. 12. Petitioners do not oppose.
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response to a user query, but suggesting that the system also had a “batch” mode).
As explained in more detail below, none of Patent Owner’s objections refute the
art’s clear teachings.

Il.  CLAIM CONSTRUCTION

For the purpose of this proceeding, Petitioners use the constructions adopted
by the Board in its Institution Decision. See Paper 17 (“Inst. Dec.”) 9-13.
Petitioners disagree with Patent Owner’s claim that the Board made a “technical
error” when it construed “indirect relationships in the database.” See Resp. 21-23.
The Board construed that term consistently with its construction of “indirect
relationships” in the co-pending IPRs, because the *494 patent contains
continuation material that substitutes “links and nodes” language for the “citation

relationship” language of the *352 patent.” But this issue is academic, because the

° The 494 patent application was a continuation-in-part of the 352 application,
and its new matter included disclosure of using “links and nodes to index and
search a database.” Compare *494 Patent, Abstract, with 352 Patent, Abstract.
Thus, where the *352 patent refers to citation relationships, the 494 patent uses the
more general language of links and nodes. See, e.g., 494 Patent 51:38-39 (claim 1
preamble: “indirect relationships, using links and nodes”) (emphasis added). It is
therefore entirely appropriate that, in the *494 patent, the Board construed “indirect

relationships in the database” as relationships “characterized by at least one
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