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REQUEST FOR INTER PARTES REEXAMINATION 

Mail Stop Inter partes Reexam 
Hon. Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Dear Sir: 

Pursuant to the provisions of35 U.S.C. §§ 311-318, David L. McCombs ("Requester") 

hereby requests inter partes reexamination of claims 1-16 (all of the claims) of United States 

Patent No. 7,490,151 that issued on February 10,2009, to Munger et al. ("the '151 patent," Ex. 

A), on behalf of Cisco Systems Inc., the real party in interest. In accordance with 37 C.F.R. 

§ 1.915(b)(7), Cisco Systems Inc. hereby certifies that the estoppel provisions of 37 C.F.R. § 

1.907 do not prohibit this request for inter partes reexamination. 

This request presents prior art references that are better than and non-cumulative of the 

prior art that was considered during the original prosecution of the '151 patent. Claims 1-16 (all 

of the claims) are invalid over these new references. Requester asks that reexamination be 

ordered and that all of the claims be rejected and ultimately canceled. 

The '151 patent is the subject of a co-pending request for reexamination, control number 

95/001,697 ("the '697 request"), filed on behalf of Apple, Inc. The '697 request cites different 

references and proposes different rejections than in this request. The '151 patent is also the 

subject of pending litigation, styled VirnetX Inc. v. Cisco Systems, Inc., Case No. 6:10-cv-417 

(E.D. Tex. filed Aug. 11, 2010). No final decision has been entered in that case. 
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I. Introduction 
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U.S. Patent No. 7,490,151 

The claims of U.S. 7,490,151 describe a Domain Name Service ("DNS") module that 

intercepts DNS requests and automatically initiates an encrypted channel when a requested 

domain name corresponds to a secure server. In the original prosecution, the Applicants 

successfully argued these features to distinguish over the Examiner's rejections. 

Unknown to the Examiner, however, other people developed and publicized the same 

technology more than a year earlier than the Applicants for the ' 151 patent. This request shows 

how four references raise substantial new questions of patentability and invalidate claims in the 

'151 patent. For example, the Kiuchi reference describes a firewall computer with a DNS proxy 

module that intercepts all requests for communication outside the network. The proxy looks up 

the IP address corresponding to the request and determines whether the request targets a 

computer that is part of a secure, closed network. If so, the proxy server automatically creates an 

encrypted tunnel to allow that the client to communicate with the secure server. Thus, Kiuchi 

teaches a DNS proxy module that intercepts DNS requests and automatically initiates an 

encrypted channel between the client and the server when a request corresponds to a secure 

server. 

Another reference, Blum, teaches a client computer with an enhanced name service 

provider that intercepts DNS requests from client applications. When a DNS request relates to a 

remote server, the name service provider engages a transparent proxy to automatically initiate a 

tunnel to the remote network. The client application can then communicate securely with the 

remote server through the transparent proxy. Blum describes using Secure Sockets Layer (SSL), 

an encrypted protocol, as a tunneling protocol between the client and server. Thus, Blum also 

teaches a DNS proxy module with the features mistakenly believed to be absent from the prior 

art during the original prosecution. 

Two other references also provide highly relevant teachings that were not considered 

during prosecution. The Wesinger reference describes using virtual hosts and a specialized DNS 

module to automatically create secure, transparent connections between and among networks. 

And the Aziz reference similarly teaches a DNS system that automatically provides a target 

server's encryption keys to a requesting client, which then encrypts messages sent to the target 

server. Although Wesinger and Aziz are listed on the face of the '151 patent, their teachings 

were never discussed or analyzed by the Applicants or Examiner during prosecution. 
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Request for Inter partes Reexamination 
U.S. Patent No. 7,490,151 

These references provide new, non-cumulative disclosures of intercepting a DNS request 

and automatically initiating an encrypted channel. They undermine the arguments that led the 

Examiner to allow the '151 patent claims and raise substantial new questions of patentability. 

Requester therefore asks that the Office issue an Order for Reexamination and that the 

reexamination proceed to reject and cancel claims 1-16 of the '151 Patent. 

II. Description of the '151 Patent 

The ' 151 patent has 16 total claims and three independent claims-claims 1, 7, and 13. 

Each of the independent claims describes a data processing device that performs a method (claim 

1), or a computer readable medium holding instructions that perform a method (claims 7 and 13). 

Thus, while not written as a method claim per se, the body of each claim recites method steps. 

Fig. 27 "shows steps that can be carried out to implement transparent VPN creation based 

on a DNS look-up function"1
: 

2701 

2702 

2704 

2706 

1 '151 Patent, 7:22-23. 
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'151 Patent, Fig. 27 
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Claim 1 is representative: 

Request for Inter partes Reexamination 
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1. A data processing device, comprising memory storing a domain 
name server (DNS) proxy module that intercepts DNS requests 
sent by a client and, for each intercepted DNS request, performs 
the steps of: 

(i) determining whether the intercepted DNS request corresponds 
to a secure server; 

(ii) when the intercepted DNS request does not correspond to a 
secure server, forwarding the DNS request to a DNS function that 
returns an IP address of a nonsecure computer, and 

(iii) when the intercepted DNS request corresponds to a secure 
server, automatically initiating an encrypted channel between the 
client and the secure server. 

III. History of the '151 Patent 

A. Prosecution of the '151 Patent 

U.S. 7,490,151 was filed September 30,2002, as application no. 10/259,494. The '151 

patent is a divisional of application no. 09/504,783, now issued as U.S. 6,502, 135, which is itself 

a continuation-in-part of application no. 09/429,643, now issued as U.S. 7,010,604. The '151 and 

its parents all claim priority to two provisional applications, no. 60/137,704, filed June 1999, and 

no. 60/106,261, filed October 1998. 

During the prosecution of the application that issued as the '151 patent, the Examiner 

rejected the original twenty claims as being obvious over Strentzsch et al., U.S. 6,256,671, under 

35 U.S.C. § 103(a).2 The Examiner also noted that an "encryption feature is a well-known 

feature in the art."3 In response, the Applicants argued that Strentzsch was a non-analogous 

reference because Strentzsch "provides a method and apparatus for preventing network access by 

manipulating a domain name system," whereas the "claimed invention establishes secure 

network connections. "4 

2 See Ex. B-1, Non-Final Rejection mailed June 24, 2004, pp. 2-3. 
3 See Ex. B-1, Non-Final Rejection mailed June 24,2004, p. 3. 
4 Ex. B-1, Applicant Arguments/Remarks Made in an Amendment, September 13,2002, p. 10 
(emphasis in original). 

Page 5 of24 
Page 5 of 24 f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Real-Time Litigation Alerts
  Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

  Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
  With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

  Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
  Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

  Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


