
UNITED STATES PATENT AND TRADEMARK OFFICE 

__________ 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 

__________ 

CARL ZEISS SMT GMBH 

Petitioner 

v. 

NIKON CORPORATION 

Patent Owner 

__________ 

Case IPR2013-00362 

Patent 7,348,575 

__________ 

PETITIONER’S REPLY TO PATENT OWNER’S RESPONSE 

 
Mail Stop "PATENT BOARD" 
Patent Trial and Appeal Board 
U.S. Patent and Trademark Office 
P.O. Box 1450 
Alexandria, VA 22313-1450 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Attorney Docket:  24984-0056IP1 
Proceeding:  IPR2013-00362 

i 
 

 
TABLE OF CONTENTS 

 

1.  Nikon’s unsupportably narrow constructions for “boundary lens” and the 

claim preamble ................................................................................................. 1 

2.  Nikon does not and cannot establish that a POSITA would not have had a 

reasonable expectation of success to modify Terasawa to implement 

immersion ........................................................................................................ 5 

3.  A POSITA in 2003 would have been able to use optical design software to 

modify the lens prescription in Terasawa to implement immersion to 

increase NA and/or DOF ............................................................................... 11 

4.  There was motivation to modify Terasawa to increase DOF ........................ 14 

 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Attorney Docket:  24984-0056IP1 
Proceeding:  IPR2013-00362 

ii 
 

 

TABLE OF AUTHORITIES 

CFMT, Inc. v.Yieldup Intern. Corp., 349 F.3d 1333, 1383 (Fed. Cir. 2003) ............ 8 

GE Lighting Solutions, LLC v. Agilent, Inc., CAFC No. 2013-1267, slip. op. (Fed. 

Cir. May 1, 2014) ............................................................................................. 3 

In re Antor Media Corp., 689 F.3d 1282, 1288-89 (Fed. Cir. 2012) ......................... 5 

In re Mouttet, 686 F.3d 1322, 1344 (Fed. Cir. 2012) .............................................. 15 

Muniauction, Inc. v. Thomson Corp., 532 F.3d 1318, 1328 n.4 (Fed. Cir. 2008) ..... 5 

SRI Intern., Inc. v. Internet Sec. Systems, Inc., 511 F.3d 1186, 1194 (Fed. Cir. 

2008) ................................................................................................................ 6 

Thorner v. Sony Computer Entertainment America LLC, 669 F.3d 1362, 1365-7 

(Fed. Cir. 2012) ................................................................................................ 2 

Verizon Services Corp., 602 F.3d 1325, 1337 (Fed. Cir. 2010) ................................ 5 

 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Attorney Docket:  24984-0056IP1 
Proceeding:  IPR2013-00362 

iii 
 

EXHIBITS 

ZEISS 1001 U.S. Patent No. 7,348,575 (“the Omura Patent”) 

ZEISS 1002 U.S. Patent No. 7,309,870 (“the Omura ’870 Patent”)

ZEISS 1003 
Judgment, Paper No. 49, Interference No. 105, 678 
(“the ’678 Judgment”) 

ZEISS 1004 
Judgment, Paper No. 157, Interference No. 105, 749 
(“the ’749 Judgment”) 

ZEISS 1005 
Judgment, Paper No. 41, Interference No. 105, 753 
(“the ’753 Judgment”) 

ZEISS 1006 
Judgment, Paper No. 291, Interference No. 105, 834 
(“the ’834 Judgment”) 

ZEISS 1007 
PCT Patent Publication WO 02/035273 (“Takahashi 
PCT”) 

ZEISS 1008 
US Patent Application Publication No. US 
2002/0024741 A1 (“Terasawa”) 

ZEISS 1009 US Patent No. 5,825,043 (“Suwa”) 

ZEISS 1010 

M. Switkes and M. Rothschild, “Resolution 
Enhancement of 157 nm Lithography by Liquid 
Immersion,” Proc. SPIE Vol. 4691, pp. 460-465 
(2002) (“Switkes”) 

ZEISS 1011 
Willi Ulrich et al., “The Development of Dioptric 
Projection Lenses for DUV Lithography,” Proc. 
SPIE Vol. 4832, pp. 158-169 (2002) (“Ulrich”) 

ZEISS 1012 PCT Patent Publication WO 99/49504 (“Fukami JP”)

ZEISS 1013 

Satori Asai et al., “Resolution Limit for Optical 
Lithography Using Polarized Light Illumination,” 
Jpn. J. Appl. Phys. Vol. 32, pp. 5863-5866 (1993) 
(“Asai”) 

ZEISS 1014 
European Patent Application Publication No. EP 1 
336 887 A1 (“Takahashi”) 

ZEISS 1015 
Certified English translation of PCT Patent 
Publication WO 99/49504 (“Fukami”) 

ZEISS 1016 Expert Declaration of Richard C. Juergens 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Attorney Docket:  24984-0056IP1 
Proceeding:  IPR2013-00362 

iv 
 

ZEISS 1017 
Wikipedia, “Optical Power,” 
https://en.wikipedia.org/wiki/Optical_power 
(downloaded May 20, 2013) 

ZEISS 1018 

Willi Ulrich et al., “Trends in Optical Design of 
Projection Lenses for UV- and EUV-Lithography,” 
Proc. SPIE Vol. 4146, pp. 13-24 (2000) (“Ulrich 
2000”) 

ZEISS 1019 
Eugene Hecht, Optics (4th ed.), Addison Wesley 
(2002), pp. 171-173. 

ZEISS 1020 
Wikipedia, “Optical Axis,” 
https://en.wikipedia.org/wiki/Optical_axis 
(downloaded May 20, 2013) 

ZEISS 1021 
File History Excerpts from U.S. Serial No. 
11/266,288 (“the Omura Application”) 

ZEISS 1022 
File History Excerpts from U.S. Serial No. 
11/513,160 (“the Omura Continuation Application”) 

ZEISS 1023 
Decision, Paper No. 40, Interference No. 105,753 
(the “753 Decision”) 

ZEISS 1024 
Wikipedia, “Refractive Index,” 
http://en.wikipedia.org/wiki/Refractive_index  
(downloaded May 20, 2013) 

ZEISS 1025 U.S. Patent No. 4,346,164 (“Tabarelli”) 

ZEISS 1026 
Omura Reply 1, Paper No. 200, Interference No. 
105,834 

ZEISS 1027 
European Patent Application Publication No. EP 1 
069 448 B1 (“Suenaga”) 

ZEISS 1028 Curriculum Vitae of Richard C. Juergens 

ZEISS 1029 CODE V sequence data 

ZEISS 1030 
US Patent Publication 2013/0329283  
(cited as exhibit 1030 during May 7, 2014 cross-
examination of Dr. Sasian) 

ZEISS 1031 
US Patent No. 5,650,877 
(cited as exhibit 1031 during May 7, 2014 cross-
examination of Dr. Sasian) 

ZEISS 1032 
United States Court of Appeals for the Federal 
Circuit decision in GE Lighting Solutions, LLC v. 
Agilent, Inc., Appeal No. 2013-1267 (May 1, 2014) 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Real-Time Litigation Alerts
	� Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

	� Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
	� With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

	� Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
	� Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

	� Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


