
Filed on Behalf of: Patent Owner John H. Stephenson 
By: Daniel W. McDonald 
 Robert A. Kalinsky 
 Merchant & Gould P.C. 
 Counsel for Patent Owner 

P.O. Box 2903 
 Minneapolis, Minnesota 55402-0903  
 Telephone:  (612) 332-5300 
 Email: dmcdonald@merchantgould.com 
 

UNITED STATES PATENT AND TRADEMARK OFFICE 

____________ 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 

____________ 

GAME SHOW NETWORK, LLC AND WORLDWINNER.COM 

Petitioners 

v. 

JOHN H. STEPHENSON 

Patent Owner 

____________ 

Case IPR2013-00289 

Patent 6,174,237 

____________ 

JOHN H. STEPHENSON’S 
PATENT OWNER’S RESPONSE 

UNDER 35 USC §316(a)(8) AND 37 C.F.R. §42.120

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Case No. IPR2013-00289 
U.S. Patent No. 6,174,237 

Patent Owner Response 
 

iii 
 

Table of Contents 
 
I. INTRODUCTION ...................................................................................................1 
 
II. STATEMENT OF PRECISE RELIEF REQUESTED ............................................5 
 
III. BACKGROUND .....................................................................................................6 
 
 A. Procedural Background ................................................................................6 
 
 B. The '237 Patent is Directed to Playing Games in a Format that Allows 
  Indexing The Absolute Skill of Players, Not Merely Playing Games Over 
  the Internet Administered By A Computer ..................................................8 
 
 C. Walker Lacks Disclosure of Key Limitations and Is Fundamentally 
  Different From The '237 Patent's Claimed Inventions. ..............................16 
 
  i. Walker fails to disclosure a player competing against a host 
   computer opponent. ........................................................................16 
 
  ii. Walker does not disclose a qualifying round that determines 
   a player's performance level based on a single player's 
   performance. ..................................................................................18 
 
  iii. Walker does not disclose performance level award increases 
   as a player qualifies for higher performance level classifications .19 
 
IV. ARGUMENT ........................................................................................................20 
 
 A. Level of Ordinary Skill In The Art ............................................................20 
 
 B. Claim Construction ....................................................................................21 
 
  1. "Game of Skill." .............................................................................22 
 
  2. "Playing A Game Of Skill In A Qualifying Round Between 
   A Single Player And A Host Computer." ......................................23 
 
   i. The claim language requires competition between a  
    single player and a host computer. .....................................23 
 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Case No. IPR2013-00289 
U.S. Patent No. 6,174,237 
Patent Owner’s Response 

 

iv 
 

   ii. The specification supports the claim language's  
    requirement of competition between the human player 
    and a host computer. ..........................................................25 
 
   iii. Petitioners' basis for its proposed constructions ignores 
    the claim language, the specification and ignores  
    applicable claim construction principles. ...........................26 
 
  3. "Playing Said Game Of Skill In A Playoff Round Between Said 
   Player And The Host Computer Simultaneously Along With 
   Other Players." ...............................................................................29 
 
  4. Claim 1 Does Not Require An Order Of Steps (b) And (c). ..........31 
 
  5. "Said Game of Skill Is Based On The Memory Reaction Of  
   The Player." ...................................................................................32 
 
V. WALKER DOES NOT ANTICIPATE OR RENDER OBVIOUS ANY  
 CLAIM OF THE '237 PATENT. ...........................................................................33 
 
 A. Ground 1:  Claims 1-3, 5, and 8-19 Are Not Anticipated By Walker 
  Because Walker Does Not Disclose Qualification Based On Only a  
  Single Player's Performance in a Qualifying Round .................................33 
 
 B. Ground 1:  Claims 1-3, 5, and 8-19 Are Also Not Anticipated By Walker 
  Because Walker does Not Disclose Performance Of All The Method 
  Steps Including Playing "Between" A Player And Host Computer And 
  Thus Does Not Anticipate Any Claim Of The '237 Patent. .......................36 
 
 C. Grounds 2 And 3:  Claims 4, 6 And 7 Are Not Obvious In View of 
  Walker Because Walker Is Missing Claim Elements and The Claimed 
  Inventions Are Fundamentally Different. ..................................................38 
 
  1. Claim 4 is not obvious in view of Walker. ....................................38 
 
  2. Claims 6 and 7 are not obvious in view of Walker under the 
   proper constructions proposed by Stephenson. ..............................40 
 
VI. CONCLUSION ......................................................................................................43 
  

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Case No. IPR2013-00289 
U.S. Patent No. 6,174,237 
Patent Owner’s Response 

 

v 
 

Table of Authorities 
 
Aerotel, Ltd. v. T-Mobile USA, Inc., 2010 U.S. App. LEXIS 
   25835, 4-8 (Fed. Cir. Dec. 20, 2010) ......................................................... 31 
 
Ferguson Beauregard/Logic Controls v. Mega Systems, 
  350 F.3d 1327, 1338 (Fed. Cir. 2003) ........................................................ 22 
 
Interactive Gift Express, Inc. v. Compuserve, Inc., 
  256 F. 3d 1323 (Fed. Cir. 2001).................................................................. 31 
 
Phillips v. AWH Corp., 415 F.3d 1303, 1316 (Fed. Cir. 2005) ........ 21, 31, 32 
 
Other cites: 
 
MPEP §21111.01(I) ...................................................................................... 21 
  

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Case No. IPR2013-00289 
U.S. Patent No. 6,174,237 
Patent Owner’s Response 

 

vi 
 

EXHIBIT LIST 
 

Exhibit Description Filed 
Ex. 2001 Definitions from Merriam-Webster’s Collegiate Dictionary (10th 

ed. 1993) 
 

Ex. 2002 U.S. Patent No. 6,174,237 B1  
Ex. 2003 November 19, 2013 Decision re Institution of Inter Partes Review  
Ex. 2004 Rules of Card Games:  Double Solitaire  
Ex. 2005 Web page Solitarie.com  
Ex. 2006 CV of Jim Whitehead  
Ex. 2007 Expert Declaration of Stacy A. Friedman and Attached Exhibits A 

and B 
 

Ex. 2008 Deposition Transcript of E. James Whitehead, January 10, 2014  
Ex. 2009 Definitions from Merriam-Webster’s Collegiate Dictionary (10th 

ed. 1993) 
 

 
 
 
 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Real-Time Litigation Alerts
  Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

  Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
  With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

  Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
  Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

  Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


