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UNITED STATES PATENT AND TRADEMARK OFFICE 

____________ 
 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 

____________ 

 
MOTOROLA MOBILITY LLC 

Petitioner, 

 
v. 

 

SOFTVIEW LLC 

Patent Owner 
____________ 

 

Case IPR2013-00256 
Patent 7,461,353 

____________ 

 

 
 

Before, SCOTT R. BOALICK, BRYAN F. MOORE and, 

BRIAN J. McNAMARA, Administrative Patent Judges. 

 
McNAMARA, Administrative Patent Judge. 

 

 
DECISION ON 

MOTION FOR JOINDER 

37 C.F.R. § 42.122(b) 
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INTRODUCTION 

 

Motorola Mobility LLC (Motorola) filed the instant petition for inter partes 

review of U.S. Patent 7,461,353 (the ´353 Patent) on April 29, 2013 (the Motorola 

IPR petition).  With its petition, Motorola filed a Motion for Joinder with Kyocera 

Corporation v. SoftView LLC, IPR2013-00007, instituted on March 29, 2013 (the 

Kyocera IPR).  In a separate decision, entered today, we grant the Motorola IPR 

petition, which was limited to the same claims and the same grounds of 

unpatentability for which the Board instituted the Kyocera IPR.  For the reasons 

that follow, we also grant Petitioner’s Motion for Joinder. 

BACKGROUND 

On April 23, 2103, at the request of Apple, Inc. (Apple), the Board held a 

teleconference in the Kyocera IPR concerning the possibility of Apple filing a 

petition for inter partes review and a motion for joinder with the Kyocera IPR.  On 

April 24, 2013, the Board issued an order in the Kyocera IPR authorizing Apple to 

file a motion for joinder.  Paper No. 15, Kyocera, Inc. v. Softview LLC, IPR2013-

00007.  (April 24, 2013 Order).  The Board’s April 24, 2013 Order identified the 

following matters to be addressed in a Motion For Joinder:  (1) an explanation of 

the reasons why joinder is appropriate, (2) identification of any new ground of 

unpatentability raised in the proceeding sought to be joined, (3) how the impact of 
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the joinder on the schedule and costs of the proceeding would be minimized, and 

(4) how briefing and/or discovery could be simplified to minimize schedule 

impact.  Although Apple elected not to file, on April 29, 2013, Motorola filed the 

Motorola IPR Petition and Motion For Joinder. 

On May 1, 2013, during a previously scheduled initial telephone conference 

in the Kyocera IPR, the Board authorized Kyocera and SoftView to file 

oppositions to Motorola’s Motion for Joinder.  Both SoftView and Kyocera timely 

filed oppositions to Motorola’s Motion for Joinder.  

DISCUSSION 

The Leahy-Smith America Invents Act (AIA) permits joinder of like review 

proceedings.  Thus, an inter partes review (IPR) may be joined with another inter 

partes review.  The statutory provision governing joinder of inter partes review 

proceedings is 35 U.S.C. § 315(c), which reads as follows: 

(c) JOINDER.--If the Director institutes an inter partes review, the 

Director, in his or her discretion, may join as a party to that inter 

partes review any person who properly files a petition under section 
311 that the Director, after receiving a preliminary response under 

section 313 or the expiration of the time for filing such a response, 

determines warrants the institution of an inter partes review under 
section 314. 

 

As the movant, Motorola bears the burden to show that joinder is 

appropriate.  37 C.F.R. § 42.20(c).  In its Motion for Joinder, Motorola addresses 
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the subjects the Board outlined in its April 24, 2013 Order in IPR 2013-00007.  

Motorola represents that its petition asserts the same grounds of unpatentablity on 

which the Board had instituted the Kyocera IPR.  Motion for Joinder, pp. 4-5.  

Motorola argues that joining the instant proceeding to the Kyocera IPR would 

enhance efficiency by consolidating issues, avoiding duplicate efforts, and 

preventing inconsistencies among the pending proceedings, without delaying the 

schedule of the Kyocera IPR and without prejudicing either Kyocera or SoftView.  

Motion for Joinder, pp. 5-8.  Motorola also argues that joinder is appropriate 

because the Motorola inter partes reexamination has been stayed and Motorola’s 

participation in the Kyocera IPR would allow Motorola to protect is interests.  Id. 

p. 7-8 

In exercising its discretion to grant joinder, the Board considers the impact 

of both substantive issues and procedural matters on the proceedings, as well as 

other considerations. 

SUBSTANTIVE ISSUES 

1. Alleged New Grounds of Patentability 

SoftView opposes joining the instant proceeding to the Kyocera IPR and 

argues that the Motorola IPR petition includes new grounds of unpatentability.  

SoftView Opp. pp. 5-6.  The Board previously determined that the Motorola 
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petition is limited to asserting the same grounds of unpatentability as those on 

which the Kyocera IPR was instituted and granted SoftView until June 17, 2013 to 

exercise its option to file a Patent Owner’s Preliminary Response to the Motorola 

petition.  Paper No. 8, IPR2013-00256, June 13, 2013 (confirming order in 

teleconference of May 29, 2013).  SoftView did not file a Patent Owner’s 

Preliminary Response.  In a separate decision, entered today, we instituted an inter 

partes review in the instant proceeding on the same grounds of unpatentability as 

those on which the Board instituted the Kyocera IPR.  Id. Paper No. 9.  Substantive 

issues in the Kyocera IPR would not be unduly complicated by joining the 

Motorola proceeding because the joinder does not introduce new grounds of 

unpatentablity into the Kyocera IPR. 

2. Request for Privity Discovery 

In its opposition to joining the Motorola IPR proceeding and the Kyocera 

IPR, SoftView also argues that discovery would be complicated by the need to 

inquire whether Motorola is acting on behalf of Apple and whether Apple is a 

“real-party-in interest” or a “privy” of Motorola.  SoftView Opp., p. 6-7.
1
  

Speculating on the outcome of the Kyocera IPR, SoftView notes that, if joined, the 

                                         
1
  Apple, Inc., which is a defendant in pending patent infringement litigation 

brought by SoftView, has filed reexaminations 95/000,634 involving the ´353 

patent and 95/000,635 and 90/009,995 involving related US Patent 7,831,926.  On 

December 21, 2012, the Board stayed these reexaminations while related cases, 
IPR2013-00004 and IPR2013-00007, are in progress. 
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