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Application No. , Applicant(s)
09/521,163 DAVIES ET AL.
Office Action Summary Examiner = — R URR

ALEX, NOGUEROLA 1743

=- The MAILING DATE of this communication appears on the cover sheet with the correspondence address -
Period for Reply

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE MONTH(S) FROM
THE MAILING DATE OF THIS COMMUNICATION.

Extensions of lime may be available under the provisions of 37 CFR 1.136(a). In no evenl, however, may a reply bo timaly filed
after SIX (B) MONTHS from the mafling date of this communication.
= I the period for reply specified abova is lass than thidy (30) days, a reply within the stalutory minimum of thirty (30) days will be considered limely.
= If NQ periad for reply I1s specified abave, the maximum statutory petiod will apply and will expire SIX (8) MONTHS from the mailing dale of this communication.
- Failure to reply within the set or extendad period for reply will, by stalute, cause the application 1o become ABANDONED (35 U.5.C. § 133).
- Any reply recelved by the Office later than thiso months afler the malling dale of this communicalion, even if limely filed, may reduce any
eamed paten term adjusimeni. See 37 CFR 1 704(b).
Status

1 Responsive to communication(s) filed on 22 April 2002 ,
2a){ This action is FINAL. 2b)[] This action is non-final.

3)[J since this application is in condition for allowance except for formal matters, prosecution as to the merits is
closed in accordance with the practice under Ex parte Quayle, 1935 C.D. 11, 453 0.G. 213,
Disposition of Claims

$B4 Claim(s) 21-42 isfare pending in the application.
4a) Of the above claim(s)
5B Claim(s) 40-42 is/are allowed.
6)Bd Claim(s) 21-39 is/are rejected.
7 cClaim(s) ____ isfare objected to.

8)[1 Claim(s)
Application Papers

is/are withdrawn from consideration.

are subject to restriction and/or election requirement,

9)[] The specificalion is objected to by the Examiner.
10y The drawina(s) filed on _____isfare: a)[] accepted or b)[] objected to by the Examiner.
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a)
11)[J The proposed drawing correction filed on is: a)(] approved b)[] disapproved by the Examiner,
If approved, corrected drawings are required in reply to this Office action.
12)[] The oath or declaration is objected to by the Examiner.
Priority under 35 U.S.C. §§ 119 and 120

13)[] Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).
a)JAll b)[d Some " ¢)[J None of:
1.0] cCertified copies of the priority documents have been received.
2.0 Certified copies of the priority documents have been received in Application No, _____

3.0 Copies of the certified copies of the priarity documents have been received in lhis National Stage
application from the International Bureau (PCT Rule 17.2(a)).
* See the attached detailed Office action for a list of the certified copies not received.

14)] Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(€) (to a provisional application).

a) [] The translation of the foreign language provisional application has been received.
15)] Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121,

Attachment(s)

1) @ Metice of References Cited (PT0O-892) 4) ) Interview Summary (PTO-413) Paper Ne(s)

2) [ Notice of Draftsperson's Patent Drawing Review (PTQ-948) 5) ] Notice of Informal Patent Application (PTO-152)

3) [ information Disclosure Statement(s) (PTO-1443) Paper No(s) 6) ] Other:
U'S Patert and Trademark Office B
PTO-326 (Rev. 04-01) Office Action Summary Part of Paper No &
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Application/Control Number: 09/521,163 Page 2

Art Unit: 1743
Response to Amendment

1. Applicant’s amendment of April 22, 2002 does not render the application allowable.
Response to Arguments

2. Applicant's arguments with respect to claims 1-20 have been considered but are moot in

view of the new grounds of rejection, It will be noted that although Horii “relates to a liquid
environment and electrode failure, rather than filling sufficiency”, as stated by applicant, the
device of Claims 21-29 and that of Claims 30-36 do not have determination of filling sufficiency
as even intended use and the method of Claims 37-39 does not have a step of determining filling

sufficiency.
Claim Rejections - 35 USC § 112

3. Claim 28 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite for
failing to particularly point out and distinctly claim the subject matter which applicant regards as
the invention:

a) Claim 28: what structure is implied by having the device of Claim 21 arranged to
measure the currents after a predetermined time following application of the sample? This seems

like a method step.
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Application/Control Number: 09/521,163 Page 3
Art Unit: 1743

Claim Rejections - 35 USC § 102

4 The following is a quotation of the appropriate paragraphs of 35 U.8.C. 102 that form the

basis for the rejections under this section made in this Office action:

A person shall be entitled to a patent unless —

(b) the invention was patented or desctibed in a printed publication in this or a foreign country or in public use or on
sale in this country, more than one year prior to the date of application for patent in the United States.

5. Claims 21-27 and 30-35 are rejected under 35 11.S.C. 102(b) as being anticipated by
newly cited Yee (US 5,672,256).

Addressing Claim 21, Yee teaches a device for measuring the concentration of a
substance in a sample liquid, the device comprising

a first working sensor part for generating charge carriers in proportion to the
concentration of the substance in the sample liquid (col. 3, Il 33-37 and col. 4, 1. 29-42,
especially lines 31 and 40-41);

a second working sensor part also for generating charge carriers in proportion to the
concentration of the substance in the sample liquid (col. 3, 1. 33-37 and col. 4, Il. 29-42,
especially lines 31 and 40-41); and

a reference sensor part which is a common reference for both the first and second
working sensor parts (col. 3, II. 33-37 and col. 4, 1. 28-32), wherein the first and second working
sensor parts and the reference sensor parts are provided on a disposable test strip (Figure 3 and

col. 1, 11, 16-20).
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