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In a Decision dated August 9, 2016 (attached hereto as Exhibit 

WARSAW2065), the U.S. Court of Appeals for the Federal Circuit (“Federal 

Circuit”) has remanded claims 17-23 (including independent claim 17) of U.S. 

Patent No. 8,251,997 (“’997 patent”) to the Board for further consideration in light 

of U.S. Patent No. 4,545,374 to Jacobson (“Jacobson”).   

The Federal Circuit indicated that it cannot be readily discerned “that the 

PTAB’s decision as to the ‘elongated portions’ limitation in claim 17 followed the 

proper path” to making its decision, because “[t]he PTAB’s affirmative narrative in 

support of its finding that Jacobson discloses the subject limitation in claim 17 

consists of a single sentence,” and “[t]he PTAB’s conclusory assertion that Figure 

5 of Jacobson ‘appears to’ support its finding does not equate to the reasoned 

explanation needed to support its conclusion.”  (Exhibit WARSAW2065 at page 

13.)  As such, the Federal Circuit indicated that this issue is remanded “to the 

PTAB for additional explanation.”  (Exhibit WARSAW2065 at page 14.)   

In an Order dated November 16, 2016 (“November 2016 Order”), the Board 

determined that additional briefing was warranted in view of the remand from the 

Federal Circuit, and indicated that “Patent Owner is authorized to file a brief 

limited to ten pages for the sole purpose of addressing the ‘elongated portions’ 

limitation of [independent] claim 17,” and “Patent Owner may file as exhibits 

briefs presented to the Federal Circuit, and may also cite to evidence of record.”  
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