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L INTRODUCTION

- Patent Owner, Personalized Media Communications LLC (“PMC”) submits
the following preliminary response to the petition filed by Zynga, Inc.
(“Petitioner”) on February 26, 2013 requesting inter partes review of claims 1-3, 6,
11-13, and 15 of U.S. Patent No. 7,908,638 (the ‘““638 Patent”) (Zynga Ex. 1001)
(the “petition”). ' Petitioner has failed to establish that there is a reasonable
likelihood that it will prevail as to at least one claim. - Accordingly, PMC - -
respectfully requests that the Patent Trial and Appeal Board (the “Board”) decline
to institute inter partes review of the ‘638 Patent purstlant to 37CFR.

§ 42.108(b).

A. Personahzed Med1a Commumcatlon LLC and the Zvng_ o
thlgatlon o : : : . :

PMC is the owner of a fundamental intellectual property portfoho developed

over thirty years by inventor and founder J ohn C Harvey Durmg the last two
years, flfty—elght 6] 8) new patents from thrs portfollo have 1ssued mcludmg the
"638 Patent These patents cover numerotls aspects related to the use of control
and 1nfomrat1on srgnals in electromc medla content to generate output for dlsplay
The mvennons c.overled by tllese patents have a Wlde 1ange .of apphcanon across
many flelds and can be dellvered via the Internet c.ellulat ereless cable/satellrte

and other networks and on any number of platforms 111clud1ng personal computers,



1IPR2013-00162
Patent No. 7,906,638 B1
Atty. Docket: PMC-005

televisions and other electronic-media delivery systems. The PMC inventions
enable publishers, advertisers, social networks, businesses and consumers to enjoy
the benefit of new media content in a varlety of ways and have been licensed to a
wide range of technology companies including Sony Corporation, Motorola
Mobility and Cisco Systems.

On February 13, 2012, PMC filed a patent infringement suit in the United
States District Court for the Eastern District of Texas against Zynga, Inc., a
developer and provider of social computer games, for the infringement four of
PMC’s patents, United States Patent Nos. 7,797,717; 7,908,638; 7,734,251; and
7,860,131, generally relating to the use of control and information signals in
electronic media content to generate output for display that is personalized or
customized and relevant to users. Zynga has filed a petition for inter partes review

for each of these patents.

B. Overview of the ’638 Patent

The claims of the 638 Patent are directed to a method of communicating
subscriber station information from a subscriber station to one or more remote
stations. The claims relate to multiple embodiments in the specification. In one
example described in the "638 Patent, a signal processing system provides viewers

of a cooking television show, “Exotic Meals of India,” with a number of enhanced



IPR2013-00162
Patent No. 7,906,638 B1
Atty. Docket: PMC-005

features through the communication and processing of signals at subscriber
stations. Ex. 1001 at Col. 24, I1. 25-45. In this example, subscriber specific
information is stored at the subscriber station in the form of dietary preferences,
family size, and geographic location. Id. at Col. 240, 1. 60-Col. 241,1. 1. During
the Exotic Meals program, the audience is invited té order recibes which can be
delivered and tailored at individual subscriber stations. /d. at Col. 241, 1. 65-C01.
243. 1. 59. For instance, the subscriber station may receive a signal in the .
transmission that causes the generatioﬁ énd printing of a recipe that is tailored or
customized based on the size, taste and dietary hab1ts of the famﬂy membels Id.
at Col. 241,1. 65-Col. 243. 1 59 Ata Iater time, a transtmssmn 1ece1ved at the
subscnber stat1on$_ .cointe_uns_ a message th.at causes the output of a _squrmarkf;t
commercial coﬂté_ini_ng 'aﬁ ixﬁagg 0V¢flay 1£Sfi11g 'the. éost of the ingrédients for that
consumer and the phone m_xr@berfor the nearest_sﬁ_pg;mafl%eiz, as well .as_ an éudio
message that states the specific amount of the discgﬁﬁt .available to tﬁ.at consumer.
See e.g., Ex. 1001 at Col. 249, 1L. 6-Col. 250, 1. 24; Col. 252, 1. 40 — Col. 253, 1. 32,
Finally, the subscriber is invited to order the ingredients through an automatic
phone call to .t..Ile..:lt.)cal sﬁpérméfi{et providing. the Sul.asc:ﬂb:er sPecific ingiediéhts.
Id. at Col. 262, 1. 15-Col. 263, 1. 44. Upon confirmation, the subscriber station

transmits the ingredients to the local supermarket. Id. These various operations
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are initiated through instructions that can be in the program transmission or in a
separate transmission.

Claims 1 and 6 are set forth below:

1. A method of communicating subscriber station information
from a subscriber station to one or more remote stations, said method
comprising the steps of:

(1) storing first data which are subscriber specific data at said
subscriber station;

(2) receiving and detecting at said subscriber station, in an
information transmission received from said one or more remote
stations, one or more instruct signals;

(3) computing second data at said subscriber station by
processing said first data in accordance with said one or more instruct
signals;

(4) processing said one or more instruct signals to cause at least
a portion of a combined medium presentation to be outputted at an
output device at said subscriber station, wherein said outputted portion
of combined medium presentation includes (1) at least one of an image
and a sound received at said subscriber station from a remote
transmitter station and (ii) a portion of said second data;

(5) receiving a subscriber input in response to said outputted
portion of a combined medium presentation; and

(6) transferring said portion of second data from said subscriber
station to said one or more remote stations based on said subscriber
nput.

6. A method of communicating subscriber station information
from a subscriber station to one or more remote stations, comprising
the steps of:
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receiving an information transmission at a transmission station,
wherein said transmission station comprises a programmable
controller, a switch, a computer, a memory, areceiveranda - -
transmitter;

generating one or more instruct signals at said transmission
station, said one or more instruct signals being effective to cause said
subscriber station to compute second subscriber specific data by
processing first subscriber specific data stored at said subscriber
station and transfer said second subscriber specific data to said one or
more remote stations based on a subscriber response to a combined
medium presentation output at an output device at said subscriber
station, said combined medium presentation including (1) at least one
of an image and a sound received at said subscriber station from a
remote source and (i1) a portion of said second subscriber specific
data; and : :

transmitting said information transmission and said one or more
instruct signals from said transmission station to said subscriber

~ station.

THE PETITION SHOULD BE DENIED

The Board should deny the Petition and decline to institute a trial. The

petition has failed to meet the minimum threshold requirement required under 35

U.S.C. § 314 for the institution of inter partes review. See also 37 CF.R. .

§ 42.108. In particular, “The Director may not authorize an inter partes review to

be instituted unless the Director determines that the information presented in the

petition filed under section 311 and any response under section 313 shows that

there is a reasonable likelihood that the petitioner would prevail with respect to at

least 1 of the claims challenged in the petition.” 35 U.S.C. §314(a) (2013). This
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requirement, instituted with the passing of the America Invents Act, 1s a
heightened standard.’

The Petitioner challenges claims 1-3, 6, 11-13, and 15 of the 638 Patent
over a convoluted combination of three markedly distinct references, U.S. Patent
No.4,572,509 to Sitrick (“Sitrick™) (Zynga Ex. 1008); U.S. Patent No. 4,204,206 to
Bakula et al. (“Bakula™) (Zynga Ex. 1009); and U.S. Patent No. 5,270,922 to

Higgins (“Higgins”) (Zynga Ex. 1010). As shown below, the Petitioner fails to

' The “reasonable likelihood” standard was intended by Congress to be a
substantially higher barrier to patent validity challenges than the former
“substantial new question of patentability” test used for inter partes reexamination
proceedings. See H.R. Rep. No. 112-98 (part 1) at 47 (2011) (“The threshold for
initiating an inter partes review is elevated from ‘significant new question of
patentability’ — a standard that currently allows 95% of all requests to be granted —
to a standard requiring petitioners to present information showing that their
challenge has a reasonable likelihood of success.”). Accordingly, inter partes
review is available only in exceptional cases where serious doubts about the
patent’s validity are raised and where a prima facie case has been established by
the petitioner. See 157 Cong. Rec. S1375 (Mar. 8, 2011) (statement of Sen. Kyl

(D-Ariz)).
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establish that there is a reasonable likelihood that it will prevail as to at least one
challenged claim and therefore the petition should be rejected.

A. The Petition Fails to Establish a Reasonable Likelihood that at
Least One of Claims 1-3. 6,11-13 and 15 is Anticipated by Sitrick

The Pet1t10ner Challenges claims 1- 3 6, 1-13 and 15 of the "638 Patent under
35 U.S.C. § 102(b) over S1tr1ck Petltlon at 7-25.

The pet1t1on faﬂs to demonstrate that the claims are ant1c1pated by Sitrick.
“A claim is antlc1pated only if each and every element as set forth in the claimis
found, either explessly or 1nhe1ently descnbed n a.smgle pnor.ert refeleﬁce
Verdegaal Bros. v. Union Oil Co. of Callforma 814 F.2d 628 631 (Fed Cu |
1987), see also MPEP § 2131. 02 “The 1de11txca1 invention must be shown in as B
complete detaﬂ as 18 contamed in the cIaIm 7 chha; dson V. Suzukz Motor C'o
868 F.2d 1226 1236 (Fed. Cir. 1989). Acco1d1ngly, “thele must be no dlfference
between the clalmed mventmn and the reference dlsclosure as v1ewed by a person
of 01d1nary Sklll in the fzeld of the 1nvent10n Scrzpps Clzmc & Research F ound
V. Genenrech Inc 927 F 2d 1565 1576 (Ped Clr 1991) Thus in order to |
detemune whet_her_ a refer_ence ant1c1pate_s a claim one must look to the elemente of
the claim an_d s..ee whether they are _discloseq by fhe referenee. | : o ..

Sitri_ek dees eot discl_es_e or teach the_pfesentlj c_laini_ed inventions including

many key limitations and features. The flaw of the Petitioner’s proposed rejection
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can ultimately be traced to an unsupportable and often contradictory reading of
Sitrick, which describes the function of a video game network system at a
distinctly high level. The Petitioner consistently relies on the broad assertions of
functional capabilities provided in Sitrick (e.g., that stations can communicate
game data with one another) to teach specifically articulated claimed steps
involving particular components (e.g., the receiving and detecting of at least one
instruct signal in an information transmission that causes additional computation).
Such a reading results in a proposed rejection of the claims of the *638 Patent that
is vague, difficult to decipher, and ultimately fails to demonstrate that the cited
reference teaches each limitation of the claims.

Sitrick is generally directed to a networked interactive game system
containing a number of linked video game stations, each having a joystick and
keyboard input. Ex. 1008 at Abstract. The reference lists a number of features that
the video game stations can perform. For instance, the reference states that each
game station can display a composite view of a global game involving a plurality
of game stations, or in an alternative embodiment, each game station can display
individual peer game information. Id. at Col. 4, 1l. 1-28. The reference describes
that a master controller can control displays at selected user game stations. Id. at
Col. 4, 1. 68-Col. L. 14. The reference then goes on to describe that individual user

game stations can communicate directly and/or through a master controller to
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facilitate the display at the individual consoles and/or at the master display. Id. at
Col. 5, 1. 1-18. In one portion, the reference discusses that the individual stations
can communicate data including game ID, game type, and game data with each
other so that the composite game information can be updated. Id. at Col. §, 1l. 19-
29.

Sitrick also describes that players can create a user image or icon that can be
used to represent him or her within the video game output presentation. Id. at Col.
11, 11. 15-51. Petitioner’s proposed rejection is centered around this user-created
user image feature. See Petition at 8-10. In essence, Petitioner argues that
Sitrick’s process of outputting a video game image containing the user-created user
image corresponds to the claimed invention. However, a general process of
displaying a user image within a video game display does not disclose or suggest
the present invention regarding instruct signals causing the generation and output
of subscriber specific data through the processing of stored subscriber specific
data, thereby causing the output of a generated data with remotely-originated audio
or video content in a combined presentation.

Sitrick fails to teach a number of limitations of the claims. The petition,

accordingly, is unable to demonstrate that the reference anticipates the claims, as

alleged.
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Petitioner opens its analysis alleging that the claimed “first subscriber
specific data” is the user image (user icon) created by a user. Petition at 8 (“The
first subscriber specific data includes an image, color, or shape used to represent a
user...”).

Sitrick does not disclose the step of computing second subscriber specific
data by processing first subscriber specific data stored at the first subscriber
station, as recited in independent claim 6, and similarly claimed in independent
claim 1. Petitioner refers to “data used to form the overall image that is displayed
at the subscriber station, which includes the user’s image, color or shape within the
global gaming environment” as teaching this step. Petition at 8. It is difficult to
understand what that statement means and, importantly, how it relates to the claim
limitation at issue. There is no disclosure of “data used to form the overall image.”
Referring to the cited portion of Sitrick does little to clarify the Petitioner’s
position as this section generally describes exemplary displays (e.g., radar) that can
be shown by the master controller.

Not only 1is there no reference to any generated “data used to form the
overall image,” but there is no description in Sitrick related to specific operations
at an individual video game station to support Petitioner’s assertion. Indeed, the
reference describes in the cited portions that the various exemplary displays (e.g.,

radar) can be provided by the master control, rather than being computed at a

10



IPR2013-00162
Patent No. 7,906,638 Bl
Atty. Docket: PMC-005

receiver station. See Ex. 1008 at Col. 5, 1l. 36-44 (“The master controller can
provide . . . audiovisual imagery . . .”). Even if one assumed, arguendo, that
Sitrick teaches the generating of a “data used to form the overall image,” Petitioner
fails to explain how this “data” constitutes the computed second subscriber data, as
claimed.

The petition also fails to demonstrate that Sitrick teaches that the computing
of the second subscriber data is in accordance with the one or more instruct
signals received, as recited in independent claim 1, and similarly in claim 6.
Petitioner argues that the claimed instruct signal is taught by Sitrick’s “game data .
.. that are processed at the subscriber station in order to synchronize the game data
at the subscriber station.” Petition at 8. However, Petitioner fails to demonstrate
that computing of the “data used to form the overall image” (the alleged second
subscriber data in claim 1) is'in accordance with this “game data.” Tellingly,
Petitioner asserts that the “game data’ are communicated “to synchronize game
data at the subscriber station,” rather than to cause a subscriber station to compute-
any second subscriber data as claimed. Petition at 8. Thus, even if the “game
data” could be interpreted as instruct signals, as Petitioner argues, there 1s no
showing that the game data has the claimed capabilities.

Furthermore, Petitioner fails to demonstrate that Sitrick teaches the

processing of the one or more instruct signals to cause a combined presentation

11
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that includes (i) at least one of an image and a sound received at said subscriber
station from a remote transmitter station and (ii) a portion of said second data.
Petitioner, in fact, refers to a presentation that includes the alleged first subscriber
specific data (user image) rather than any portion of the alleged second subscriber
specific data. See Petition at 9 (“the combined medium presentation can include . .
. “(1) image, color, or shape associated with the user within the global game
environment”); Petition at 8 (“Sitrick discloses storing first ‘subscriber specific
data’ . . . [tihe first subscriber specific data includes an image, color, or shape used
to represent a user of the console in global gaming environment.”). Petitioner
applies the reference in a manner that contradicts the claim language so that the
argument collapses onto itself.

Claim 1 further recites a step of transferring the second subscriber data to
one or more remote stations based on the subscriber input received. Claim 6
includes a similar limitation. Petitioner here fails to demonstrate that Sitrick
teaches these limitations at all. Petitioner, in particular, contends that based on the
input at a joystick during game play, “signals including game data, game type
game 1D, game visuals and game score are transferred to other consoles.” Petition
at 9 (citing to Ex. 1008 at Col. 8, 11. 15-29). PMC first notes that Sitrick does not
teach the transferring of “game visuals” to other video game stations. The cited

portion of Sitrick describes that the communication is limited to “signals

12
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representing . . . game L.D., game type and game data.” Ex. 1008 at Col. 8, II. 15-
29.

Furthermore, such signals do not include the generated second subscriber
data. When a player makes a move using a joystick, the output at the game station
would change in response, and accordingly, the game station would communicate
to the other game stations data describing the updated movement. Sitrick does not
disclose, nor would 1t make sense, that the game station communicates the “data - -
used to form the overall image” (which is what Petitioner asserts is the claimed -
second subscriber data) generated prior to the player’s movement of the joystick
(to the extent any such data exist at all) as such alleged data would not be useful to
update the other players of the latest state of the game.  In other words, the game -
.station does. not commuanicate the g.enera'ted secoﬁé subécn'b’er 's'peeific dete tola..
remote station since the second subscriber specific data, under the petitioner’s
reading of a second_subs_criber spec_ific, 1is effectively outdated and{or redundant ¥
game information. - | | | B |

Dependent claims 2_'3’ 11-13 and 15 further Iimit mdependent,_:claims 1 and 6
and fhe petition fe.ils.to demonetfate that..thefe .is a{'Qéaséngblguk;ﬁﬁebd that if -
welile sueceecll.es. to these ciajfns for :zziti leaét .the:sar.ne. re.a.s“ens. zlls. dlscussedabove |

with regard to the independent claims.

13
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Petitioner further fails to demonstrate that Sitrick discloses the limitations of
dependent claim 2, which further provides that the “instruct signals include one or
more of a software module and a data module” and “subsequently presenting a
combined or sequential output of mass medium programming and one or more of
data generated in accordance with said software module and data included in said
data module.” Petitioner contends that the claimed software module and a data
module are “game data” and “audiovisual works that define the presentation of
information on the video display unit VDU” respectively. Petition at 13-14.

Petitioner does not explain what are “audiovisual works that define the
presentation of information on the video display unit VDU.” The cited passage in
Sitrick refers to “predetermined audiovisual works . . . responsive to data,” not a
software data module.” The “game data” and the “audiovisual works that define
the presentation” in Sitrick are one and the same. That is, the “game data” are
utilized to create the audio visual presentation at the individual video game station.

See e.g., Sitrick at Col. 8, 11. 19-23 (describing communication between consoles as

? Sitrick’s description is not entirely clear, but apparently “audiovisual works that
define the presentation” refers to software running on the user stations. That could
not meet the claim limitation which provides that the claimed “instruct signals™ are

in an information transmission received at the subscriber station.

14
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including signals representing, “game data, etc., representing changes to its I/O
structure affecting game visuals . . .”).

Claim 3 further recites “identifying . . . a software module and a data
module” in the instruct signals from the transmission. Petitioner fails to make a
showing that a software data module in a transmission is identified at a receiver
station. Petitioner only states that “master controller 3100 transfers requested
audio v1sual works and related data . . . to the connectéd consoléé (Petifion at 15).

The petition further fails to demonstrate that Sitrick teaches dependent claim
15, which claims the method of claim 13, further comprising the step of
“incorporating into the ‘modified onie or more of a software module and a data
module an identifier which enables said subscriber station to initiate
cormnﬁnicaﬁohs with at least one of said.b.r.ie: or more feniété stations associated
with said identifier.” Petitioner contends that Sitrick teaches that the master
controller 3200 ihcmpdr&tes an “identifier” into communications s:ent. td consoles.
Petition at 24 (f:iting to Sitrick at Col. 10.',' 1L, 28-33). 'Hbv&}evér, the cited 'poﬁi.on |
does not refer'ence any sﬁc.h “identifier” that is'incofpéfated into communications
from the master controller. The cited poftio'ns of Sitrick vaguely describes thata
communications 'maneltger can proviaé functions of 'interfaciﬂ'g between “individual
games and the master control.” Not only is there no identification of an identifier

that is incorporated into communications, but the referenced communications

15
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manager’s functionality is [imited to the interfacing between games, rather than
any initiation of communication with at least one or more remote stations.

For the foregoing reasons, the Petitioner has failed to demonstrate that there
1s a reasonable likelihood that it will prevail as to at least one claim based on its

proposed rejection over Lockwood under 35 U.S.C. § 102(b).

B. The Petition Fails to Establish a Reasonable Likelihood that at
Least One of Claims 1-3, 6, and 11-13 is Anticipated by Higgins

The petitioner challenges claims 1-3, 6 and 11-13 of the *638 Patent under
35 U.S.C. 102(e) over Higgins. Petition at 39-55.

Higgins is directed to a financial system made up of regional computers,
branch computers, and trader work station computers that receive stock
information as it is generated by the various markets. Ex. 1010 at Col. 2. 2, 11. 27-
57. The trader work stations include a display that can provide multiple windows
of financial information to be displayed based on user control. For example, a
trader can set a ticker window to display only specific stocks of interest by
inputting stock identifiers, a list of which is stored in local RAM. Id. at Col. 4, 1.
60-Col. 5,1. 5. A window may also be configured to display stocks that have
exceeded an upside or downside limit. fd. at Col. 5, 11. 7-15. The trader work

station may also include a RAM that automatically stores updated stock

16
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information for the 300 stocks most recently queried by the trader (called the
“LRU list”). Id. at Col. 5, 1. 16-21, 48-64.

Petitioner contends that the claims of the 638 Patent are taught by Higgins’s
filtering of stock information received at the trader work station and the subsequent
display of such information to the traders. Petitioner, for instance, relies on the
stocks-of-interest list and the upside/downside limits set by the trader as teaching
the claimed “first subscriber specific data” and contends that such data are
processed to compute information that is displayed to the user (i.e., screen
containing stock name and price). The Petitioner contends that this displayed
information teaches the computed second subscriber specific data.. Petition at 40.
The Petitioner’s position does not withstand scrutiny. -~ - -

The petition fails to identify any instruct signél that is detected in an
information transmission by the trader work stations. Petitioner contends that
“stock symbol, price, volume and related information” are instruct signals without
any support that such information teaches the claimed ins_t;‘__uct signals. Unlike the
stock information of Higgins, the claimed instruct sign_als__a_re effective at _th__e
subscriber station to cause the computing of second subscriber data, and are
processed to cause the output of a combined medium presentation including some
second subscriber data. The petition fails to show Higgins disclosing stock

information being detected and processed as instruct signals that compute second

17
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subscriber data. Higgins simply describes that this stock information requested is
stored and then displayed in the user’s display window. Ex. 1010 at Col. 6, 1. 61-
Col. 7, 1. 2; Col. 7, 11. 8-24.

In fact, the Petitioner fails to demonstrate that in Higgins there is any
computing of second subscriber data in accordance with one or more instruct
signals. That is, Petitioner fails to explain how the mere outputting of the very
stock information received at the trader work station teaches any computing of a
second subscriber data. Even if the stock information received is filtered such that
only some of the stock information is displayed, Petitioner fails to show that such
filtering teaches computing of a second subscriber data. For example, if a current
price for stock X meets an up/down limit setting, there is no second subscriber data
that is computed and displayed—stock X is displayed. Petitioner acknowledges as
much in stating that *“the display is updated with a stock symbol and price for a

security that was above or below a user-specified limit.” Petition at 40.

Petitioner’s basic argument 1s that received stock price data acts as an
instruct signal causing processing of existing user specific data and outputting of a
combined media presentation. But Petitioner only makes a generalized assertion.
Petitioner fails to show computed second subscriber data in Higgins. Petitioner

fails to show the next link in the chain, i.e., that at least some of the computed
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second subscriber data is displayed in the combined presentation, as the claim

provides.

Petitioner does not demonstrate Higgins discloses the outputting of a
combined medium presentation that contains (i) at least one of an image and a
sound received at the subscriber station from a remote transmitter station and (i)
a portion of the computed second subscriber data. Petitioner contends that this
limitation is taught by the multi-window display containing (i) a non-user specific
stock ticker and (ii) and the stock information of interest to the user (i.e., alleged
second subscriber specific data). Petition at 40-41. But each window in the multi-
window disp.lay of Higgins is displaying the same thing—stock name & price—
and Petitioner does not explain how stock name & price can be “at least one of an
image and a sound received . . fi‘dm 4 remote transmitter station” in one instance
and *“a portion of the computed second subscriber data” in the other.

According to the claim, a subscriber input is received in response to the
combined medium presentation. Based on this input, independent claims 1 and 6
recite that the second subscriber data are transferred to one or more remote
stations. Petitioner contends that Higgins teaches that a user viewing the window
display “may wish to receive historical price information for stock included in the
display,” Whéreuboﬁ'thé user will mpul the stock symbols for the security of
interest.” Petition at41. This entry of the desired stock syrr.lbol', according to the
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petition, “causes the stock symbol included in the combined medium presentation
(e.g., a portion for the second data) to be transferred to an area-serving or branch
computer.” Id. Higgins, however, does not teach this.

The reference does not disclose that any data computed for display is
subsequently forwarded to the area or branch computers in response to a user’s
stock price inquiry. After all, to retrieve stock information, only the requested
stock symbol is needed to be provided. Higgins at Col. 6, 11. 46-52. In other
words, only the stock symbol, as entered by the trader using keyboard 112, would
be needed for stock information retrieval. Id.

Dependent claims 2, 3, and 11-13 further limit the independent claims
analyzed above and are not rendered unpatentable for at least the reasons discussed
above. In addition, Petitioner fails to demonstrate that Higgins teaches the
limitation of dependent Claim 2, which provides that the “instruct signals include
one or more of a software module and a data module.” Petitioner contends that
second subscriber specific data is generated in accordance with the stock
information. However, no such generation takes place, but rather, the stock
information that is received at the trader work station is described to be directly
stored in RAM and then displayed on the user’s display window. Higgins at Col.
6,1. 61-Col. 7, 1. 2; Col. 7, 1. 8-24 (operation 227 stores the securities information

just obtained in the user’s work station variable memory 111 . .. As before, the
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quotation information is displayed . . .”). Also, Petitioner makes no showing

regarding the software module recited in claim 2.

In addition, petitioner fails to demonstrate that Higgins teaches the
limitations of dependent claim 13, which claims the method of claim 6, wherein
said one or mdré ins.tmc.t. signals include one or moré .of a sbftWére module and a
data module, said method further comprising the steps of: modifying said one or
more of a software module and a data module at said transmission station by
incorporating data that serve as a basis for outputting said combined medium
presentation at said subscriber station; and transmitting the modified one or more
of a software module and a data module to said subscriber station.

Petitioner, in particular, contends that Higgins teaches that its branch
computer “selects between two signals received at the antennas 80 and 81 based on
which of the two signals has the least amount of noise.” Petition at 53. However,
claim 13 recites two distinct elements: (1) one or more of a software module and a
data module and (2) data to be incorporated (into element (1)). The petitioner
identifies a single element as teaching both limitations: the signal received from
the ticker plant 35 containing stock information. /d. No incorporation or
modifying of a software module takes place as the Petitioner contends. At best,
Higgins discloses that the data received at the branch computers are subsequently

forwarded to the trader work stations for display.
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For the foregoing reasons, the Petitioner has failed to demonstrate that there
is a reasonable likelihood that 1t will prevail as to at least one claim based on its

proposed rejection over Higgins under 35 U.S.C. § 102(e).

C. The Petition Fails to Establish a Reasonable Likelihood that at
Least One of Claims 1-3, 6, 11-13 and 15 is Rendered Obvious by
Higgins in view of Sitrick

Recognizing that Higgins does not teach the step of processing one or more
instruct signals to cause at least a portion of a combined medium presentation to be
outputted including not only a portion of the second data but also at least one of an
image and a sound received at said subscriber station Jfrom a remote transmitter
station, the petition cites to Sitrick to make up for the deficiency of Higgins and
challenges claims 1-3, 6, 11-13 and 15 under 35 U.S.C. § 103(a) over Higgins in
view of Sitrick. Petition at 56-58.

Here, the Petitioner does not contend that Sitrick makes up for all of the
deficiencies of Higgins identified in Section II.B. Hence, even if the teachings of
Sitrick asserted in the Petition are true, it temains the case that the combined
teachings of Higgins and Sitrick still would not yield the subject matter recited in
claims 1-3, 6, 11-13 and 15 and therefore, these claims remains patentable over

Higgins and Sitrick for at least this reason.
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In addition, the petitioner has failed to set forth a prima facie case of
obviousness as required under 35 U.S.C. 103(a). Petitioner contends that it would
have been obvious to a person of ordinary skill in the art to combine the stock
distribution and display system of Higgins with the video game network system
described in Sitrick and, in particular, contends that a person of ordinary skill in
the art would have combined the multi-window stock information display of
Higgins with the alleged teaching of Sitrick of outputting an image that is
applicable to all users such as an image of a race track (as described in Sitrick,.
Petition at 56). However, Higgins is directed to the display of financial market
information, including trading information such as execution prices and volume,
and quotations. As seen in the exemplary user interface of the trader work station
displayin Fig. 3, the user’s rhultiuwindow display contains outpufs of stock
information including the stock symbols, prices, quotations, tickers, etc., all of
which are in text form. This is consistent with a trader’s essential need for rapid
access to 'stock-déta, as described for Higgins: |

The composite apparatus of FIGS. 1A ‘and 1B operates flexibly to

monitor and display only that information which each work station

110 user wishes stored and displayed and to provide rapid access

to a limited portion of the very large mass of securities data which

serves the ‘particular user pattern and personality of each work station
operator, providing I'apld access to mformatlon whlch that user is

most likely to require.:
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Ex. 1010 at Col. 9, 11. 43-50 (emphasis added). Modifying the multi-window stock
display to include pictures, as the petitioner contends, would not deliver a “more
rich viewing experience,” but rather would run counter to an underlying principle
under which Higgins’s system was designed to operate. [n re Ratti, 270 F.2d 810,
123 USPQ 349 (CCPA 1959). Accordingly, a person of ordinary skill in the art at
the time of the invention of the 638 Patent would not combine Higgins with
Sitrick in the manner alleged.

The petition further contends that it would have been obvious for a person of
ordinary skill in the art to make use of Sitrick’s teaching the use of an identifier to
modify Higgins as to render claim 15 unpatentable. Dependent claim 15 claims
the method of claim 13, further comprising the step of incorporating into the
modified one or more of a software module and a data module an identifier which
enables said subscriber station fo initiate communications with at Ieast one of said
one or more remote stations associated with said identifier.

The petitioner alleges that Sitrick teaches that the master controller 3200
incorporates an “identifier” into communications set to consoles. Petition at 24
(citing to Sitrick at Col. 10, 11. 28-33). However, the cited section does not
reference any such “identifier” that 1s incorporated into comumunications from the
master controller. The cited portions vaguely describe that a communications

manager can provide functions of interfacing between “individual games and the
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master control.” Not only is there no identification of an identifier that is
incorporated into cornmuniea'ti'ons., but fhé refer‘eheed eomrnunicetioos. rnanager’s
functionality is limited to the interfacing .b.etweerr game.s, feithéf than any Initiation
of communication with at least one or more remote stations.

For the foregoing reasons, {he peﬁtiolier has failed to demonefrete fhet there
isa reasonable}likeli.hood that 1t w111 prevaill .as. to af least one cleirn.l.aase.d on 1ts
proposed rejeetion over Higgins in Viewl of Humble .und.er 3.5. USC § iOB(a).

D. The.Petition Feils fo Establish a .Reasona.l.)le Likelihoori that at |

Least One of Claims 2-3, 13 and 15 is Rendered Obvious by
Higg_ins in view of Si_trick and Baku_la

Petitioner challenges claims 2—:3, 13 an_d 15 based on Higg__ips_in_ _view_of
Sltnck and Bakula under 35 U S C 103(&) Pet1t1on at 5 8 N

The petmoner 111 partmulzu proposes thls reJectlon as an attempt to make up.
for the deficiency of Higgins reg_ardi_n_g the modifyir}_g and traosrrritri_ng of a one or
more software modules at a tran_sm_igter s_tgtioq and the _receiying apd__proces_sjng of
one or more s_oftware_mod}lles ata _sobsc_ﬁbe_r_station. Higgins and Sitrick are
deficient for a numb_er_of _a_d_ditiopal reasons, as Qescribeq above in Sec_ti__op I_I_.:_A_a_nd |
IL B Therefore for at least those Ieasons re01ted ‘the comblnanon of ngglns o

Sitrick, and Bakula also fa1ls to render clalms 2, 3 13 and 15 unpatentable
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E. The Petition Fails to Establish a Reasonable Likelihood that at
Least One of Claims 1-3, 6, and 11-12 is Anticipated by Bakula

Petitioner challenges claims 1-3, 6 and 11-12 under 35 U.S.C. 102(b) over
Bakula. Petition at 24-39.

Bakula 1s directed to a *video display system,” where a central host
computer may provide an editor terminal with a program to allow a newspaper
editor to perform word processing. Ex. 1009 at Abstract. After the word processor
program is loaded at the terminals, the editor terminal can request from the host
processor one or more specific news stories for editing. /d.; Ex. 1009at Col. 5, 11
10-14. In one embodiment, the editor terminal can display two articles using a
dual window display feature. Jd. at Col. 1,11. 50-61.

The Petitioner’s challenge is centered around Bakula’s display and editing of
the news story. See Petition at 25-27. In particular, Petitioner contends that
Bakula discloses a word processor program loaded at a terminal allowing for the
editing of a news story in a dual screen mode. If that is what Bakula teaches, it
does not correspond to the claimed invention, which is directed to the processing
of subscriber specific data to compute additional subscriber data at a subscriber
station that are displayed in a combined medium presentation containing not only
the locally-computed subscriber data, but also image or sound received from a

remote system.
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As a result, the petition is unable to demonstrate that the limitations of
claims 1-3, 6 and 11-12 are disclosed by the reference. For instance, the petition
fails to demonstrate that Bakula teaches the computing of second subscriber data
by processing the first subscriber specific data in accordance with one or more
instruct signals. Petitioner alleges that Bakula teaches the generating of a second
subscriber specific data in the form of an “edited version of the news story” where
the first user specific data is an unedited version of the news story. Petition at 26.
However, the Petitioner does not explain how either news story can be considered
subscriber specific data or the result of processing subscriber specific data, as -
presently claimed. -

Furthermore, Petitioner fails to show that the first story is processed in
“computing” the edited story at all. Petitioner refers to a portion of Bakula that
describes that the news story is stored in random access memory M and further -
refers to another portion of Bakula that describes operations taken in outputtin_g_a
news story on the cathode ray tube (CRT). Petition at 26 (citing to Bakula at Col. "
4, 11. 10-13, Col. 5, 11. 14-40). Neither of these cited portions of Bakula, however,
describes that the news story, as stored in the random access memory M, is
processed to compute a modified version of the story. Rather, Bakula describes
that changes to the story, such as those made during the editing phase, may be

stored in other portions of memory. For instance, Bakula describes that “[als the -
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terminal 1s used, data . . . in the Iine vectors change.” Ex. 1009 at Col. 16, 1I. 3-15.
As described by Bakula, the line vectors “refers to the starting RAM address of a
line of character.” Id. at Col. 15, 38-39. Thus, as the characters of the text change,
the line vectors are changed to refer to the new portions of text within memory.
Therefore, the original news story as stored in memory is not accessed, much less
processed.

The petition further fails to demonstrate that Bakula teaches a combined
medium presentation including at least one of an image and a sound received at
the subscriber station from a remote transmitter station and a portion of the
computed second data. Petitioner asserts, but fails to make a proper showing, that
the dual display feature of Bakula where an edited version of the news story is
shown with another news story received from a news source teaches such a
combined medium presentation. Petition at 26-27. Each window in the dual
display of Bakula would be displaying a story, and Petitioner does not explain how
the one story is “at least one of an image and a sound received . . . from a remote
transmitter station” and the other story is “a portion of the computed second
subscriber data” in the other.

Moreover, Petitioner’s position 1s not consistent across the claim.
Petitioner’s assertion that Bakula’s news story and the edited version of the news

story teach the “first subscriber specific data” and the computed “second subscriber
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data” of the claim, but then a third news story would teach at least one image or
sound part of a combined medium presentation, is wholly inconsistent.

Dependent claims 2, 3, and 11-12 further limit the independent claims
analyzed above and are not rendered unpatentable for at ieas_t_ _the_reasons discussed
above. The Petitioner further fails to démcinétrat’e_ _t:hat'Bakul_a teaches_claim 11,
which further includes “receiving generally applicabl_e informa_ti_on in respect of
said combined medium pz'esentqtion at said transmission station; processing a first
portion of said generally appl_i_qab_le infqrmatiqn in o_rdc;r to generate or __assemb_le_at |
least some of said one or more instruct signals at said t_ransn:_liss_ipn .stat_ion; and o
transmitting a second portion of said generally applicable ipfor@étion from said
transmission _stat_i(_)n to said subsc;ribe_r station:.” The _Petit_ic__)per ;;Qn_tgnds_tl}at _th_e o
reference teaches the “processing by the host compﬁ_te_r ntiac.e_s_si_r—._i_;‘y to transfer the
terminal program from the data base system DBS to the _syswm_multipl_exgr MX_.
and finally to the editing terminal.” Even if taken as true, however, such
processing does not include processing of a news story (the alleged first portion of
the generally applicable information as presently claimed). The news stories are

not processed in order to generate at least some of the word processing terminal

prograr.
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For the foregoing reasons, the petitioner has failed to demonstrate that there
is a reasonable likelihood that it will prevail as to at least one claim based on its

proposed rejection over Bakula under 35 U.S.C. § 102(b).

F. The Petition Fails to Establish a Reasonable Likelihood that at
Least One of Claims 2-3, 13 and 15 is Rendered Obvious by
Sitrick in view of Bakula

Petitioner further challenges claims 2, 3, 13 and 15 under 35 U.S.C. 103(a)
over Sitrick in view of Bakula. Petition at 55-56. The proposed rejection is an
attempt to make up for the deficiency of Sitrick regarding the modifying and
transmitting of a one or more software modules at a transmitter station and the
receiving and processing of one or more software modules at a subscriber station.
Sitrick is deficient for a number of additional reasons, as described above in
Section II.A. Therefore, for at least those reasons rectted, the combination of

Higgins and Bakula also fails to render claims 2 3, 13 and 15 unpatentable.
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In view of the above remarks, PMC respectfully submits that the Petitioner

has failed to establish that there is a reasonable likelihood that it will prevail a.s to

at least one claim. Accordmgly, PMC respectfuﬂy requests that the Patent Trial

and Appeal Board (the “Board”) decline to institute inter partes review of the ‘638

Patent.

Dated: May 10, 2013

Respectfully submitted,

By /Thomas J . Scott, Jr./

-Thomas J. Scott, Jr.

Registration No.: 27,836

~Stephen T. Schreiner
- Registration No.: 43,097
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