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Application No. Applicant(s)

08/480,392 Harvey et al.

—-|IIIIIllllllllIIIIIIIIIIIIII
— The MAILING DA TE of this communication appears on the cover sheet with the correspondence address —

Period for Reply

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM
THE MAILING DATE OF THIS COMMUNICATION
-Extensions of time may be available under the provisions of 37 CFR 1.136 (a) In no event however may a reply be timelyIfiled after SIX (6) MONTHS from the

mailing date of this communication
. If the period for reply specified above is less than thirty (30) days. a reply within the statutory minimum of thirty (30) days will be considered timely.
- If NO period for reply is specified above. the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication.
- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 USC. § 133).
- Any reply received by the Office later than three months alter the mailing date of this communication, even if timely filed, may reduce any
earned patent term adjustment, See 37 CFR 1.704(b).

Status

1)I Responsive to communication(s) filed on Jun 18 2002

2a)D This action is FINAL. 2b)I This action is non-final.

Office Action Summary

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is
closed in accordance with the practice under Ex parte Quay/935 CD. 11; 453 0.6. 213.

Disposition of Claims

4)I Claim(s) 3-15 17 18 20-22 30-40 42 45 46 51-64 68 72-74 82-89 and 9: is/are pending in the applica

4a) Of the above, claim(s) is/are withdrawn from considers

5)EI Claim(s) is/are allowed.

6). Claim(s) 3-15 17 18 20—22 30-40 42 45 46 51-64 68 72-74 82-89 and 93 is/are rejected.

7) E] _C|aim(s) is/are objected to.

8) El Claims are subject to restriction and/or election requirem

Application Papers

9):] The specification is objected to by the Examiner.

10) :l The drawing(s) filed on is/are dB accepted or b)CI objected to by the Examiner.

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a).

11) :I The proposed drawing correction filed on is: aD approved b)Ddisapproved by the Examiner.

If approved, corrected drawings are required in reply to this Office action.

 
12)I:I The oath or declaration is objected to by the Examiner.

Priority under 35 U.S.C. §§ 119 and 120

13) :1 Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).

a) All b) CI Some" c) I:None of:

1. CI Certified copies of the priority documents have been received.

  

  
 

2. CI Certified copies of the priority documents have been received in Application No.

3. CI Copies of the certified copies of the priority documents have been received in this National Stage
application from the International Bureau (PCT Rule 17.2(a)).

*See the attached detailed Office action for a list of the certified copies not received.

14) CI Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e).

a)I:I The translation of the foreign language provisional application has been received.

15) El Acknowledgement is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121.

Attachment(s)

1) mmfice of References Cited (PTO-892) 4) Dimerview Summary (PTO-413) Paper No(s).

2) EINotice of Draflsperson's Patent Drawing Review (PTO-948) . - » 2 5) BNét'IUe of Informal Patent Application (PTO-152)

3) [:Ilnfonnation Disclosure Statement(s) (PTO-1449) Paper No(s). 6) DOther:

 
Ur S. Patent and Trademark Office

PTO-326 (Rev. 04-01) Office Action Summary Part of Paper No. 33f 
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Application/Control Number: 08/480,392 Page 2

Art Unit: 2614

SECTION I:

During the present prosection, many of the same issues have been raised

in different ones of the many copending applications. In at least some

cases, these issues appear to have been handled and addressed

inconsistently between applications. Thus, the following “list” of positions

taken by the examiner/Office in regard to such overlapping issues has been

created, and will be maintained by the Office, in an attempt to ensure

consistency in the way that these issues are handled between applications

in the future.

THE EXAMPLES:

1) In lines 2—8 on page 142 of the amendment filed on 1/28/2002 in

application SN 08/470,571, applicant suggests that the examiner has

objected to the fact that applicant provided citations showing dual support

for the claims with respect to both the 1981 and 1987 disclosures. No such

objection has ever been raised by the examiner. To the contrary, the

examiner found applicant’s citations of dual support to be one of the most

helpful aids that applicant has provided to date (i.e. when presented in the

form of claim charts).

Having said this, the fact remains that examiner/Office was

unquestionably misled by the many statements made by applicant

concerning the “consequences” of Section 120 “priority”. The reason that
these statements misled the examiner/Office seems to be self evident from

the statements themselves. For example, in the last 7 lines on page 24 of

the Appeal Brief filed in SN 08/113,329 on 9/17/1996, applicant states:

“The case law makes clear that the only inquiry concerning

claims filed in a subsequent continuation application pursuant

to Section 120 is whether they are adequately supported in

under Section 1 12, first paragraph, in the initial application. If

the support exists, the inquiry is at an end.”
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And statements made in the remarks section of many amendments in

which applicant states:

“The present application claims priority under 35 USC §120 of

the following applications..... Consequently, Applicants will

demonstrate disclosure only with respect to the ‘81 case,...”
[e.g. see lines 9-21 on page 000507 of the Appendix in the document mailed on 9/10/01 in SN
08/474,139]

These statements misled the examiner/Office into believing that, as a

consequence of Section 120, applicant was permitted to use the disclosure

of his 1981 parent application alone, e.g. in place of the instant 1987

disclosure, to fulfill section 112 requirements when addressing/replying to

Section 112 rejections. However, the examiner/Office now understands

that, because applicant’s past 1981 parent disclosure was not incorporated

into the instant disclosure, the 1981 specification cannot be relied upon by

applicant for showings of section 112 support when addressing/responding

to rejections made under Section 112; i.e. all section 112 Support must
come from the instant “1987" disclosure alone.

The “objections” made by the examiner in 08/470,571 were raised

because the examiner perceived a continuation, on the part of the

applicant, of the same arguments that misled the examiner/Office in the

first place. By raising these “objections”, the examiner hoped to elicit a

response from applicant acknowledging the fact that the instant “1987"

disclosure was the only disclosure which could be used to fulfill the

requirements of section 112 with respect to the limitations of the currently

pending amended claims (the significance of the 1981 disclosure is

relegated only to the secondary issue of Section 120 priority). The

examiner wanted to be sure that the examiner and applicant were now on

the same page concerning this issue. And, on at least one occasion, such

an acknowledgment appears to have been provided by applicant [see the

last 5 lines on page 141 of the amendment filed on 1/28/2002 in SN

08/470,571].
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2) Applicant does not believe that “common subject matter” is required

for “priority” under Section 120. Instead, according to applicant, the only

thing that applicant needs to do in order to obtain the earlier 1981 filing

date for his pending amended claims is to show that each of his pending

amended claims can be given different 1987 and 1981 claim interpretations

which allows each claim to be supported, in parallel, by “different subject

matter” from the 1981 and 1987 specifications.

“[Section] 120 does not require an applicant to

demonstrate that the disclosures relied upon under §120

have anything in common besides their ability to

separately comply with §112-1 with respect to the claims

for which priority is sought. Accordingly, the Examiner’s

focus on comparing the support from the two applications

for similarity or common subiect matter is improper and

irrelevant because all applicants are required to do is

satisfy §120 is show that each'disclosure meets the

requirements of §112-1 for a given claim.” (emphasis

added)
[Page 141 of applicant's response filed on 1/28/2002 in application S.N. 08/470,571]

“Accordingly, the law requires a two part test in which the

applicant separately demonstrates § 1 12 support for each

application. In the FDA, the examiner distorts this

straightforward test by imposing a third element of the

test whereby the § 112 support from each application

consists of ‘common subject matter.
[see the last 10 lines on page 137 of the response filed on 1/28/2002 in SN 08/470,571].

Applicant’s position seems to be wrong.

“However, as mentioned earlier, a continuing application

is entitled to rely on the earlier filing date of an earlier

application only with respect to subiect

matter common to both applications” (emphasis added)
‘ [In Transco Products, Inc, v. Performance Contracting, Inc, 32 USPQZd 1077 [”18]]
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