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L Introduction

Petitioner requests cancellation of claims 1, 3, 4, 6, 9, and 11 of U.S. Patent
No. 7,860,131 (“the ‘131 patent”) as unpatentable under 35 U.S.C. § 102. In
initiating the trial, the Board correctly found that, unless rebutted by the Patent
Owner, Personalized Media Communications, LLC (“PMC”), the applied
references invalidate these claims of the ‘131 patent. In response, PMC filed a
Motion to Amend the claims of the ‘131 patent and a Patent Owner Response.

PMC’s Motion to Amend should be denied as PMC has failed to meet its
burden of showing that the amended claims are patentable over the prior art of
record and those not of record but known to PMC. Further details of the Motion’s
shortcomings are detailed in Petitioner’s Response to PMC’s Motion to Amend.

With respect to the Patent Owner Response, PMC repeatedly argues for
overly narrow claim constructions, unrelated to its Motion to Amend, that are
inconsistent with the broadest reasonable interpretation standard to be applied in
this inter partes review proceeding. In effect, PMC asks the Board to treat the claims
as if they had been amended without PMC having done so itself. But if PMC had
wanted the claims to be construed more narrowly, then it should have included claim
language in accordance with its narrow claim constructions in its Motion to Amend. As
explained by the Federal Circuit, a Patent Owner’s ability to amend claims to avoid

prior art — which exists in these proceedings pursuant to 37 C.F.R. §42.121 -

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

distinguishes Office proceedings from district court proceedings and justifies the
broadest reasonable interpretation standard. In re Yamamoto, 740 F.2d 1569, 1572
(Fed. Cir. 1984).

The Board should reject PMC’s requests to improperly import limitations into
the claims via its proposed overly narrow claim constructions. Accordingly, because
PMC has failed to distinguish the claims as written from the cited prior art, the Board’s

institution decision was correct and claims 1, 3, 4, 6, 9, and 11 should be invalidated.

II. Claims1,3,4,6,9,and 11 Are Anticipated by Higgins (Pat. No. 5,270,922)

A. Higgins discloses “storing programming ... comprising a computer
program and a portion to be completed”

Higgins discloses a workstation controlled by a computer program for generating
and displaying personalized stock information. (See Exhibit 1007, Abstract.) An
example of the display is depicted in Figure 2 of Higgins, which contains multiple fields
(e.g., labels 142, 147, 149, 151, 153, and 157), populated with stock data received from
remote sources (e.g., ticker plant 35). The fields are populated under the control of a
computer program stored in ROM 109 or RAM 111 (which may store “programs or
program portions”). (See Exhibit 1007 at 2:18-26, 6:16-24, 8:16-24, Figs. 3-4; Ex. 1012
at 9 6-13.) PMC argues, however, that Higgins does not disclose the “storing
programming” limitation.

PMC begins by providing an overly narrow construction that would require the

programming be completed “as stored.” (See Response at p. 18). Claim 1 has no such
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restriction, however, as it merely specifies a step of storing the programming and a
computer program’s operability to “place information ... into said portion to be
completed” when executed. (See Exhibit 1001, Claim 1). Nothing in the claim
language suggests that the “programming” and its “portion to be completed” must
remain “as stored” when being completed by the computer program. PMC’s own
citation to the specification (i.e., Exhibit 1001 at 252:11-253:55) shows that the step of
“completing” can be performed as the “programming” and the “information” used for

completing the programming are being outputted. Specifically, the specification

describes placing selected audio segments into audio RAM (see Exhibit 1001 at 252:11-
14) and calculated prices into video RAM (see id. at 250:54-58), and outputting the
stored audio and video while programming Q is simultaneously being outputted (see id.
at 253:17-23, 254:5-17). Thus, absent an explicit amendment to the claim, PMC has no
basis to construe the claim to require the programming be completed “as stored.”

Based on its faulty claim construction, PMC next mischaracterizes Petitioner’s
reading of the “programming” limitation to be confined to Higgins’ display 107 itself
and argues that the display cannot “be a portion of this alleged programming as if is
stored .....” (See Response at pp. 19-20, emphasis original.) First, as discussed supra,
the claim does not require the programming to be completed “as stored.” Second, the
display itself is the visual manifestation evidencing a portion of Higgins’ computer

program (“programming’’) being completed. (See Ex. 1012 at 9 8-13.)

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




