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I. INTRODUCTION

In its Petition for Inter Partes Review of U.S. Patent No. 5,614,906
(“Petition”), Petitioner alleges that various claims of U.S. Patent No. 5,614,906
(““906 patent™) are anticipated by German Patent DE 3313493 to Telefunken
(“Telefunken™). Petitioner further alleges that various claims of the ‘906 patent are
rendered obvious by seven different combinations of prior art: (1) Telefunken in
view of Japanese Patent JP 6311567 to Casio (“Casio”); (2) European Patent
Application EP 0577267 Al to Sony (“Sony”) in view of Telefunken; (3) Sony and
Telefunkun in view of Casio; (4) GoldStar GHV-300 VCR Operating Manual
(“GHV-300") or GoldStar GHV-500 VCR Operating Manual (“GHV-500")
(collectively “GHV”) in view of Rauland-Borg MRH7700 IR Remote Control
Manual (“MRH77007); (5) GHV-300 (or GHV-500) and MRH7700 in view of
Telefunken; (6) GHV-300 (or GHV-500) and Pioneer VSX-5900S Receiver
Operating Instructions (“Pioneer”) in view of Casio; and (7) GHV-300 (or GHV-
500) and Pioneer in view of Telefunken.

The Board should decline to institute inter partes review proceedings based
on each of the above grounds because each suffers from one or more fatal defects.
For example, four of Petitioner’s bases rely upon references that are not prior art
to the ‘906 patent. Further, five of Petitioner’s bases rely upon the Telefunken

reference that the patent owner referred to and discussed in the “Description of
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Related Art” portion of the ‘906 patent specification. Finally, even ignoring these
defects, the allegedly anticipatory Telefunken reference and each combination of
references upon which Petitioner relies for its obviousness analysis fails to teach or
suggest at least one limitation of each of the Claims of the ‘906 patent for which
Petitioner claims the reference or combination of references invalidate.

II. CLAIM CONSTRUCTION

At the outset, Patent Owner agrees with Petitioner that because the ‘906
patent has not expired, the Board must construe its claims under the “broadest
reasonable interpretation” standard. In re Am. Acad. Of Sci. Tech. Ctr., 367 F.3d
1359, 1364 (Fed. Cir. 2004); MPEP § 2111. Thus, during examination, “claims ...
are to be given their broadest reasonable interpretation consistent with the
specification, and ... claim language should be read in light of the specification as it
would be interpreted by one of ordinary skill in the art.” Sci. Tech. Ctr., 367 F.3d
at 1364; MPEP § 2111.

Patent Owner disagrees, however, with Petitioner’s application of this

standard to the Claims of the ‘906 patent at issue in this Petition.
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