
4820-2215-6821.2

UNITED STATES PATENT AND TRADEMARK OFFICE

__________________

BEFORE THE PATENT TRIAL AND APPEAL BOARD

__________________

XILINX, INC.
Petitioner

v.

INTELLECTUAL VENTURES I LLC
Patent Owner

__________________

Case IPR2013-00112
Patent 5,779,334

____________________

INTELLECTUAL VENTURES’ PATENT OWNER MOTION TO AMEND

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Patent Owner Motion to Amend IPR2013-00112
U.S. Patent No. 5,779,334

4820-2215-6821.2 i

Table of Contents

I. STATEMENT OF PRECISE RELIEF REQUESTED ...................................1

II. CLAIM LISTING............................................................................................1

III. CLAIMS 15 AND 16 DO NOT ENLARGE THE CLAIM SCOPE………..2

IV. WRITTEN DESCRIPTION SUPPORT..........................................................8

V. CLAIMS 15 AND 16 ARE PATENTABLY DISTINCT OVER THE
ART ...............................................................................................................11

VI. CONCLUSION AND RELIEF REQUESTED……………………….........15

VII. LIST OF EXHIBITS......................................................................................16

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Patent Owner Motion to Amend IPR2013-00112
U.S. Patent No. 5,779,334

4820-2215-6821.2 ii

Table of Authorities

Cases

Ameranth v. Pizza Hut, Inc., U.S. Dist. Lexis 20483 (S.D. CA 2012)……………..6

Anthony v. Office of Personnel Management, 58 F.3d 620 (Fed. Cir. 1995)………7

Commissioner v. Keystone Consol. Industries, Inc., 508 U.S. 152 (1993).……..…7

Envtl. Def. v. Duke Energy Corp., 549 U.S. 561 (2007) …………………………..4

In re Freeman, 30 F.3d 1459 (Fed. Cir. 1994)……………………………………..6

Idle Free v. Bergstrom, IPR2012-00027 (PTAB 2013)……………………...passim

Novo Nordisk v. Caraco Pharmaceutical Labs., Ltd., 601 F.3d 1359 (Fed. Cir.
2010)…………………………………………………………………………….….4

Quantum Corp. v. Rodime, PLC, 65 F.3d 1577 (Fed. Cir. 1995) ……………….5, 6

In re Ruth, 278 F.2d 729 (CCPA 1960)…………………………………………….4

Taurus IP, LLC v. DaimlerChrysler Corp., No. 2008-1462 (Fed. Cir. Aug. 9,
2013)………………………………………………………………………….…….8

Tillotson, Ltd. v. Walbro Corp., 831 F.2d 1033 (Fed. Cir. 1987)…………………..4

Thermalloy, Inc. v. Aavid Eng’g, 121 F.3d 691 (Fed. Cir. 1997)…………………..6

Wahpeton Canvas Co. v. Frontier, Inc., 870 F.2d 1546 (Fed. Cir. 1989)……….2, 8

Statutes

35 U.S.C. § 112 ……………………………………………………………………2

35 U.S.C. § 251....……………………………………………………………passim

35 U.S.C. § 305………………………………………………...………………..5, 6

35 U.S.C. § 314………………………………………………………………….6, 7

35 U.S.C. § 316………………………………………………...……………..1, 3, 8

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Patent Owner Motion to Amend IPR2013-00112
U.S. Patent No. 5,779,334

4820-2215-6821.2 iii

Regulations

37 C.F.R. § 42.22 .......................................................................................................1

37 C.F.R. § 42.121 ............................................................................................ 1, 3, 8

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Patent Owner Motion to Amend IPR2013-00112
U.S. Patent No. 5,779,334

4820-2215-6821.2 1

I. STATEMENT OF PRECISE RELIEF REQUESTED

Patent owner Intellectual Ventures I LLC moves pursuant to 35 U.S.C. § 316

and 37 C.F.R. §§ 42.22 and 42.121 to cancel Claim 3 and to substitute Claim 15 in

its place, contingent on Claim 3 being found unpatentable by the Board, and

similarly to cancel 12 and to substitute Claim 16 in its place, contingent on Claim

12 being found unpatentable by the Board. Patent owner submits that Claims 3 and

12 are patentable as issued. Nonetheless, if the Board rules otherwise, then patent

owner urges the Board to grant this motion.

Patent owner submits that Claims 15 and 16 do not introduce new subject

matter and that each of Claims 15 and 16 is fully supported by at least the

originally filed specification of U.S. Patent No. 5,779,334 (“the ‘334 patent”) as

discussed in the written description support section below. Patent owner also

submits that Claims 15 and 16 do not enlarge the scope of the patent claims.

II. CLAIM LISTING

3. (Canceled)

12. (Canceled)

15. (Proposed substitute for Claim 3) The video projector system of claim

2, wherein the three color filters comprise one each of red, green, and blue filters,

and wherein the video projector system further comprises:
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