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UNITED STATES DISTRICT COURT

DISTRICT OF VERMONT
ARNOUSE DIGITAL DEVICES, CORP,, )
Plaintiff, )
)
V. ) Case No. 5:11-¢cv-155
)
MOTOROLA MOBILITY, INC. )
Defendant. )

ARNOUSE DIGITAL DEVICES, CORP.’S REPLY TO MOTOROLA MOBILITY’S
RESPONSIVE CLAIM CONSTRUCTION BRIEF
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IV. CONCLUSION

The Law Requires A Clear And Unmistakable Disavowal Of Claim Scope

In Order For Prosecution Disclaimer To Apply. ....ccovevvereervinniicieneenienininan.

The Patentee’s Statements During The Prosecution Of The '484 Patent Do
Not Amount To An Unambiguous Disavowal

i The Patentee’s Statements Do Not Refer Directly To The Phrase

L TBBUIE ...ocommmmunnsmsnmensnsmsssnnommsnnsnnsansanssssnsanid sonsnnsibsmsnh fiinsbuiiinneanbiads sane it
ii. The Patentee’s Statements Are Subject To Multiple Reasonable

IOEETPTCEITIONG . ... oo s mcmsmmaemesasshomanni 5 mmmsmiimsnn Gbismss b 6ime 55 i Ehnmn i idismmasl it
Defendant’s Claim Constructions Are Too Broad And Merely An Effort
To Avoid Infringement, Not To Reach The Proper Claim Construction............
i Defendant’s Construction Of The Preamble Is Woefully

TREGIIPLELE: ......noanmmoesmmmsmmnrs sommmns s i i sk A5 A i s s b
ii. Defendant’s Construction Of “Non-Functioning Shell” Is

INGTESEIISTEAL. . om0 im0 55 0505 435 A R RS AR A

iii. Defendant’s Construction Of “wherein the readers are configured
so that they will not operate with a computer other than a portable

computer of the system™ IS INCOITECE.......ccceeerreerruieieirrnieceerecereeenne

iv. Defendant’s Construction Of “wherein the reader and portable
computer are configured to become a fully functioning computer
when connected” Is At Odds With Claim 15 And The Specification

OF ThE "484 PAENL. vttt s e e sessesnsnanes
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I. SUMMARY

Defendant Motorola Mobility, LLC’s, formerly known as Motorola Mobility, Inc.,
(“Defendant’) arguments rest on claims of “common sense” and a steady dose of hand waving
around the prosecution history of U.S. Patent No. 7,516,484" (“the '484 patent”). Defendant’s
claim constructions, however, are not consistent with relevant case law and the facts at hand.
Moreover, Defendant’s characterization of the prosecution history fails to both elucidate the
requirements under the law and explain how any statements made therein meet the standard of
prosecutorial disclaimer. Accordingly, Plaintiff Arnouse Digital Devices Corp. (“Plaintiff”)
requests that the Court adopt its constructions for the reasons set forth below and in Doc. No. 47,
Arnouse Digital Devices, Corp.’s Markman Brief Regarding Construction of the Disputed Claim
Terms in U.S. Patent No. 7,516,484 (“Doc. No. 47”) and reject the constructions proposed in

Doc. No. 50, Motorola Mobility’s Responsive Claim Construction Brief (“Doc. No. 507).

II. ARGUMENT

A. The Law Requires A Clear And Unmistakable Disavowal Of Claim Scope In
Order For Prosecution Disclaimer To Apply.

Defendant’s central argument rests on the proposition that certain statements made by the
patentee of the '484 patent requires construction of disputed claim terms (referred to as
prosecution disclaimer) in the manner asserted by Defendant. Yet, Defendant failed to discuss
important requirements under the law for prosecution disclaimer and failed to apply the facts in
this case to those requirements. A full and proper evaluation of the patentee’s statements
demonstrates that there has been no prosecution disclaimer that would alter the meaning of the

disputed claim terms as asserted by Defendant.

! The '484 patent issued on April 7, 2009, and is based on U.S. Patent Application Serial No. 12/099,032, filed with
the USPTO on April 7, 2008 (“the '032 application”). For the purposes of this brief and for clarity, “the '484 patent”
will be used to refer to both the issued patent as well as the '032 application.
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As Defendant surely is aware, prosecution disclaimer applies only when an applicant
“clearly and unmistakably” disclaims claim scope or meaning during the prosecution of the
patent. See, e.g., Aventis Pharma S.A. v. Hospira, Inc., 675 F.3d 1324, 1331 (Fed. Cir. 2012);
Abbott Labs. v. Sandoz, Inc., 566 F. 3d 1282, 1289 (Fed. Cir. 2009); Computer Docking Station
Corp. v. Dell, Inc., 519 F.3d 1366, 1375 (Fed. Cir. 2008); Purdue Pharma LP v. Endo Pharms.,
Inc., 438 F.3d 1123, 1136 (Fed. Cir. 2006). Statements made that “describe[] features of the
prior art” but do “not distinguish the claimed invention based on those features,” see Computer
Docking, 519 F.3d at 1375, or lead to multiple interpretations are not enough to constitute
prosecution disclaimer. Id. (citing N. Telecom Ltd. v. Samsung Elec. Co., 215 F.3d 1281, 1293-
95 (Fed. Cir. 2000) (holding that prosecution disclaimer did not “support the judicial narrowing
of a clear claim term” because the inventors’ statements were amenable to multiple reasonable
interpretations). Similarly, prosecution disclaimer cannot be found if the “specification
expressly defines a claim term and ‘remarks made to distinguish claims from the prior art are
broader than necessary to distinguish the prior art, [because] the full breadth of the remark is not
‘a clear and unambiguous disavowal of claim scope as required to depart from the meaning of
the term provided in the written description.’”” Id. ((quoting 3M Innovative Props. Co. v. Avery
Dennison Corp., 350 F.3d 1365, 1373 (Fed. Cir. 2003) and Storage Tech. Corp. v. Cisco Sys.,
Inc., 329 F.3d 823, 833 (Fed. Cir. 2003)). Thus, the courts have insisted that the patentee’s
disavowal must be clearly unambiguous. See Grober v. Mako Products, Inc. (Fed. Cir. 2012)
“while the prosecution history can inform whether the inventor limited the claim scope in the
course of prosecution, it often produces ambiguities created by ongoing negotiations between the
inventor and the PTO. Therefore, the doctrine of prosecution disclaimer only applies to

unambiguous disavowals.” (citing Abbott Labs., 566 F.3d at 1289)(emphasis added).

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




