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L. Background

On October 2, 2012, Motorola Mobility LLC (“Petitioner”) filed a Petition
for inter partes review of U.S. Patent No. 7,516,484 (the “’484 patent”). (Paper 2.)
The Patent Trial and Appeal Board (“PTAB”) instituted the inter partes review on
February 12, 2013, finding that the Petitioner had shown a reasonable likelihood
that claims 1, 3, 7, 15, 16, 18, and 20 of the 484 patent are anticipated by U.S.
Patent No. 5,463,742 to Kobayashi (“Kobayashi,” Ex. 1003) and U.S. Patent No.
5,436,857 to Nelson (“Nelson,” Ex. 1004). (See Paper 21.)

The Scheduling Order provided, inter alia, that the Patent Owner could file a
Response to the Petition on or before May 13, 2013 and that Petitioner can reply
on or before August 12, 2013. (Paper 22.) On May 6, 2013, the Patent Owner filed
a Response to the Petition. (Paper 33.) Accordingly, Petitioner files this Reply.

II. Statement of Material Facts

The Patent Owner argues that Petitioner did not submit a statement of
material facts and, thus, the Patent Owner could not properly submit a statement of
material facts in dispute. (Paper 33, p. 6.) There is no requirement that Petitioner
submit a statement of material facts in a petition for inter partes review. 37 C.F.R.
§ 42.22(c) states that “[e]ach petition or motion may include a statement of
material fact.” (emphasis added.) “A party is not required to submit a statement of

material fact in its briefing.” 77 Fed. Reg. 48756, 48763 (August 14, 2012)
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(emphasis added.) Thus, Petitioner did not include a statement of material facts in
its Petition.
III. Statement of Relief Requested

Pursuant to 35 U.S.C. § 311, Petitioner requests cancellation of claims 1, 3,
7, 15, 16, 18, and 20 as being anticipated under 35 U.S.C. § 102(b) by Kobayashi
and/or Nelson.'
IV. Response to Patent Owner’s Arguments
A.  Overview

The Patent Owner first addresses the Board’s construction of “the portable
computer excludes means for a user to interact directly with the portable
computer,” stating that the Patent Owner objects “to any inference or conclusion
that this phrase limits the capabilities/configuration of the reader of claim 1.”
(Paper 33, p. 7, fn. 2.) (emphasis added.) Petitioner respectfully notes that this is a
claim limitation which, by definition, limits the claim. Moreover, the Board relied

on this claim limitation to exclude the Warren prior art reference. (Paper 21, pp.

! Petitioner also asserted that claims 1, 3, 7, 15, 16, 18, and 20 should be canceled as anticipated
under 35 U.S.C. § 102 by U.S. Patent No. 6,029,183 to Jenkins (“Jenkins”) and/or, under Patent
Owner’s interpretation of the 484 patent in parallel litigation and U.S. Patent No. 6,999,792 to
Warren (“Warren”). Petitioner further asserted that claims 1, 3, 7, 15, 16, 18, and 20 should be
canceled as obvious under 35 U.S.C. § 103 over the combination of Kobayashi, Nelson, or
Warren in view of Jenkins. The PTAB did not reach the issue of whether Jenkins or the
referenced combination invalidated the claims at issue because it found them cumulative of the
Kobayashi and Nelson references. However, in the event that either Kobayashi or Nelson are not
found to anticipate the claims at issue, Petitioner reserves the right to rely on each ground of
rejection detailed in its petition for inter partes review. (Paper 2.)
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10-11.) Thus, this limitation means that the 484 Patent does not cover systems
involving a portable computer that includes means for a user to interact directly
with the portable computer.”

The Patent Owner then alleges that the phrase “connector for connecting” as
recited by independent claims 1 and 15 is not limited by the phrase “wherein the
readers are configured so that they will not operate with a computer other than a
portable computer of the system.” (Paper 33, pp. 14-17.) The Patent Owner argues
that “connector” is broadly described in the specification and at the same time
argues that the broadest reasonable construction of “connector for connecting”
requires an independent component, e.g., a USB dongle. (Paper 33, pp. 14, 16.)

Moreover, the Patent Owner asserts that “wherein the readers are configured
so that they will not operate with a computer other than a portable computer of the
system” requires that the “portable computers and readers are matched via security
protocols so as to eliminate the possibility of access to the portable computers by
just any reader.” (Paper 33, p. 22.) Such a construction is far narrower than the
broadest reasonable interpretation of this claim limitation. Even the Patent Owner

advocated for a broader construction in the litigation, where narrower construction

? Petitioner notes that in the co-pending litigation, Arnouse Digital Devices Corp. v. Motorola
Mobility, Inc., No. 5:11-cv-00155-cr (D. Vt.), the Patent Owner has alleged that this element is
infringed by Motorola smartphones coupled to a Motorola Lapdock. These smartphones clearly
include the same type of input/output means found in the device disclosed by Warren, and
excluded by the plain language of the claims of the 484 Patent. (See, e.g., Ex. 1009, pp. 22-23.)
Patent Owner’s transparent attempt to preserve its meritless infringement claim against these
devices should be rejected.
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