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(N.D. Cal., filed September 27, 2012)

MG 2005 Banner & Witcoft, Ltd.’s “Messenger Log”
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PATENT OWNER’S REQUEST FOR REHEARING ON DECISION TO
INSTITUTE INTER PARTES REVIEW UNDER 37 C.F.R. § 42.71

Rehearing of the Board’s Decision to institute an inter partes review trial
over the statutory bar in 35 U.S.C. §315(b) is respectfully requested. The Patent
Owner’s Preliminary Response asserted that inter partes review based on
Petitioner Synopsys’ Petition was barred by 35 U.S.C. §315(b), because Synopsys
is in privity with EVE' and EVE was served with a Complaint alleging
infringement of the ‘376 patent more than one year before the date on which the
Petition was filed. The Board disagreed, finding that Synopsys’ Petition was not

barred under §315(b).

I. The Standard for Rehearing Is Met

This request is authorized by 37 C.F.R. § 42.71(c) and (d). The standard of
review is abuse of discretion, and the burden of showing that a Decision should be
modified lies with the party challenging the Decision. Id. Here, it is respectfully
submitted that the standard for rehearing on the Decision to institute a trial is met
on the basis of legal error because, as demonstrated below, the Decision

misapprehends the privity requirement of §315(b), including when the privity

"EVE-USA, Inc. and Emulation and Verification Engineering, S.A., the defendants

in the 2006 litigation, will be referred together as “EVE.”
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