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I. Statement of Relief Requested

Patent Owner Xilinx, Inc. (“Xilinx”) filed a Response (Paper No. 15) and a
Motion To Amend (Paper No. 17) on May 7, 2013. On August 23, 2013, the
Petitioner filed a Reply (Paper No. 22, “Reply”) and an Opposition to the Motion
to Amend (Paper No. 21, “Opposition”) . Xilinx provides this paper as a reply to
Petitioner’s Opposition under 37 C.F.R. § 42.23. Xilinx’s Motion to Amend was
and is procedurally correct, and presents the claims in a patentable form.
II.  Xilinx’s First Motion to Amend is Procedurally Correct

Petitioner’s first argument is to assert that Xilinx did not affirmatively state
that substitute claims 20 and 21 are patentably distinct over “prior art known to the
patent owner.” Opposition at 1, citing Idle Free Systems, Inc. v. Bergstrom, Inc.,
IPR2012-00027, Paper 26 at p. 7. First of all, Xilinx notes that substitute claims 20
and 21 include each and every element of issued independent claim 1, as well as
elements from dependent claims 8 and 2, respectively. So, unlike the situation in
Idle Free, substitute claims 20 and 21 do not present any new claim “features” that
were not previously being considered in the inter partes review, only adding
features from dependent claims into base claims. /d.

Petitioner’s second argument is directed to the support for each proposed
substitute claim. Opposition at 2. Xilinx’s Motion to Amend identified original

claims (which are part of the specification), along with paragraphs and drawings
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from the application as originally filed, to support each of the proposed substitute

claims as a whole. In its Opposition, the Petitioner did not identify any claim
elements that were missing from the identified support.

Petitioner’s third argument is that the claims fail to narrow the scope of the
claims that they replace. To be clear, the rule is that a motion to amend should be
denied when “the amendment seeks to enlarge the scope of the claims of the patent
or introduce new subject matter.” 37 CFR 42.121(a)(2)(ii). Substitute claims 20
and 21 do not enlarge the scope of the claims or introduce new subject matter.
Substitute claims 20 and 21 each include every word and limitation of claim 1.
Substitute claim 20 also includes limitations previously recited in dependent claim
8; substitute claim 21 also includes limitations previously recited in dependent
claim 2. Thus, the substitute claims do not “enlarge the scope of the claims” of the
‘609 patent, per the former part of the rule. (As for the latter part of the rule, it is
unquestioned that substitute claims 20 and 21 do not introduce new subject matter.)
III. Substitute Claims 20-34 Are Patentable

A. Proposed Claims 20 and 22-29 are patentable

As discussed in the Patent Owner’s Motion to Amend, substitute claim 20
includes a layer of interleaved “conductive elements” that are connected to the first
and second “capacitor nodes,” and another layer of “conductive elements” that are
connected only to the “first node” — thereby making the capacitor unbalanced.
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The Petitioner presents a new argument in its Opposition, stating that “Paul teaches

both ‘balanced’ and ‘unbalanced’ capacitors.” Petitioner’s Reply at 10, cited at
Opposition at 4. Specifically, the Petitioner refers to FIG. 8 of Paul, which shows
a shield portion on the left side (as shown in the figure) of the core capacitor. The
Petitioner then argues that the existence of the shield makes the capacitor of FIG. 8
unbalanced (the shield is on the left side of the figure).

The capacitor in FIG. 8 of Paul is balanced. Paul explains that a shield that
is connected to one of the nodes A or B only provides a minimal amount of “shunt
capacitance,” and “does not affect value of the capacitance between nodes A and
B.” Paul at 3:50-56.' That is, any “shunt capacitance” that is provided by the
shields is “very small,” as compared to the core capacitance. Id. Furthermore,
Xilinx’s counsel, Dr. Blanchard, has repeatedly asserted that FIG. 8 of Paul is
balanced. Blanchard Decl. at §26; IVM1014 92:14-93:16.  Thus, the capacitor of
FIG. 8 of Paul is balanced.

Substitute claims 22-29 are patentable over the prior art for the reasons

discussed with reference to substitute claim 20, upon which claims 22-29 depend.

! This section of Paul is discussing FIG. 4, which like FIG. 8, has shields
around the capacitor core. Also in FIG. 4, like FIG. 8, the shields are connected to
the capacitor nodes A and B.
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