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INTRODUCTION

Patent Owner Xilinx, Inc. (“Xilinx”) submits this reply to Petitioner’s
Opposition to Patent Owner’s Second Substitute Motion to Amend (Paper 29).

I. The Second Substitute Motion Complies with the Board’s Order
A. Added Features Were Removed to Comply with Idle Free

Idle Free states that “[a] desire to obtain a new set of claims having a
hierarchy of different scope typically would not constitute a sufficient special
circumstance” to permit a Patent Owner to present amendments to dependent
claims. P. 6. Patent Owner’s Second Substitute Motion to Amend (“Second
Substitute Motion”; Paper 26) removed dependent claim amendments that would
have provided a hierarchy of different scope originally proposed in Patent Owner’s
Substitute Motion to Amend (“First Substitute Motion™; Paper 22). Therefore, the
changes comply with the Board’s Order (Paper 24).

B. Claims 14 & 22 Were Reworded to Comply with Idle Free

Patent Owner’s First Motion to Amend (Paper 19) included amendments
that both added and removed language from the claims. The First Substitute
Motion (Paper 22) included those same amendments, but also included a
processing error that removed the strike-through font relative to the First Motion to
Amend. See Paper 22; XLNX-2009. Idle Free states that “[a] patent owner may

not seek to broaden a challenged claim in any respect” and that “a substitute claim
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may not enlarge the scope of the challenged claim it replaces by eliminating any

feature.” Idle Free, P. 5. To comply with Idle Free, the Second Substitute Motion
reworded claims 14 and 22 in a manner that avoided elimination of any feature.
Therefore, the changes comply with the Board’s Order.

C.  Elastomer was Moved to Claims 14 & 22 to Comply with Idle Free

ldle Free states, “if the patent owner also proposes to add further features
into proposed [dependent] substitute claims 5 and 6, the patent owner should
provide meaningful reasons to establish a special circumstance for adding these
features.” P.9. As indicated above, a desire for a hierarchy of different claim
scope typically is not a special circumstance. See id. at 6. The elastomer feature
was introduced in substitute claims 15 and 23 in the First Substitute Motion. Since
these were dependent claims, and in order to comply with /dle Free, Patent Owner
moved the feature to the proposed independent claims in the Second Substitute
Motion. Therefore, the changes comply with the Board’s Order.

II.  Substitute Claims 14-20 are Sufficiently Clear to be Valid

Claim 14 recites “an interposing structure” and later refers back to it as “the
interposer” consistent with issued claim 1. Since the use of “the interposer” to
refer to “the interposing structure” was not a ground of unpatentability involved in
the trial, it could not be corrected in the substitute claim. See 37 C.F.R. § 42.121.

The Patent Office did not address the limitation during prosecution and therefore
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appears to have had no difficulty understanding that the “interposer” refers back to

the “interposing structure.” See XLLNX-2001. Further, Dr. Niekirk understood it
to refer back to the “interposing structure.” See IVM-1013, p. 37, 11. 14-21.

III. Alexander Has No Bearing on Patentability (Grounds 10-13)
A.  The Second Substitute Motion Complies With Idle Free

The petitioner suggests that Patent Owner failed to comply with Idle Free by
not including a representation of “the specific technical disclosure” of Alexander
(IVM-1016). Idle Free indicates that Patent Owner should provide reasons why
“the proposed substitute claim is patentable over the prior art of record, and over
prior art not of record but known to the patent owner.” Idle Free, p. 7.

Patent Owner complied with /dle Free when it identified and discussed
Chakravorty *362, Siniaguine, and Ma as the most relevant, or closest prior art.
Alexander does not anticipate the substitute claims under 35 U.S.C. § 102 because
it does not teach at least “an array of solder balls disposed on an outside surface of
the integrated circuit package” and “an interposing structure disposed inside the
integrated circuit package.” Also, this Reply makes clear that Alexander cannot be
used to preclude patenting under 35 U.S.C. § 103. See infra, Section I11.B.
Therefore, Alexander has no bearing on whether the Patent Holder is entitled to
entry and allowability of the substitute claims. As such, the Patent Holder

complied with /dle Free when it identified and discussed Chakravorty "362,

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




