
 

 

 

 

UNITED STATES PATENT AND TRADEMARK OFFICE 

____________ 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 

____________ 

 
GAIN CAPITAL HOLDINGS, INC., 

Petitioner 
v. 

OANDA CORPORATION 
Patent Owner 

____________ 

 
Case No. CBM2020-00021 

Patent 8,392,311 
____________ 

 
PATENT OWNER’S PRELIMINARY RESPONSE TO THE PETITION 

FOR COVERED BUSINESS METHOD REVIEW 
 
 
 
 

 
 

 

 

 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Case No. CBM2020-00021 
Patent Owners’ Preliminary Response 

 i 

 

TABLE OF CONTENTS 

I. INTRODUCTION ........................................................................................... 1 

II. BACKGROUND ............................................................................................. 3 

A. OANDA AND ITS VISION OF MAKING CURRENCY TRADING MORE 
ACCESSIBLE FOR RETAIL INVESTORS. ............................................................... 4 

B. THE STATE OF THE PRIOR ART AT THE PRIORITY DATE OF THE ’311 PATENT.... 6 
1. Order Types ................................................................................................... 6 
2. Real-Time Pricing ......................................................................................... 9 

C. HOW THE ʼ311 PATENT ADDRESSED DEFICIENCIES IN THE PRIOR ART 
CURRENCY TRADING SYSTEMS. ......................................................................11 

III. LEVEL OF ORDINARY SKILL IN THE ART ........................................19 

IV. GAIN FAILS TO ESTABLISH THAT THE ʼ311 PATENT IS 
ELIGIBLE FOR CBM REVIEW. ..............................................................19 

A. PETITIONER’S TECHNOLOGICAL INVENTION ANALYSIS IS INSUFFICIENT AS A 
MATTER OF LAW. ...........................................................................................21 

B. EVEN IF GAIN HAD ANALYZED THE CLAIMS AS A WHOLE, THERE IS NO 
BASIS TO CONCLUDE THAT THE ʼ311 PATENT IS NOT A “TECHNOLOGICAL 
INVENTION.” ...................................................................................................25 

1. The Claimed Subject Matter Recites a Technological Feature that is 
Novel and Non-Obvious Over the Prior Art ...............................................26 

2. The ʼ311 Patent Solves a Technological Problem Using a Technical 
Solution .......................................................................................................28 

V. THE CLAIMS OF THE ʼ311 PATENT ARE PATENTABLE 
UNDER 35 U.S.C. § 101. ..............................................................................32 

A. ALICE STEP 1: GAIN CANNOT ESTABLISH THAT THE ʼ311 PATENT CLAIMS 
ARE DIRECTED TO AN ABSTRACT IDEA ...........................................................33 

B. ALICE STEP 2: PETITIONER DID NOT SATISFY ITS BURDEN TO SHOW THAT THE 
PARTICULAR CLAIM IMPLEMENTATION DETAILS WERE WELL KNOWN, 
ROUTINE, OR CONVENTIONAL. ........................................................................35 

VI. CONCLUSION .............................................................................................43 

  

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Case No. CBM2020-00021 
Patent Owners’ Preliminary Response 

 ii 

 

TABLE OF AUTHORITIES 

 Page(s) 

Cases 

Alice Corp. Pty. Ltd. v. CLS Bank Int’l, 
573 U.S. 208 (2014) .......................................................................... 32, 33, 35, 39 

Apple, Inc. v. ContentGuard Holdings, Inc., 
No. CBM2015-00046, Paper 12, 2015 WL 3523684 (P.T.A.B. 
June 3, 2015) ....................................................................................................... 21 

Bascom Glob. Internet Servs., Inc. v. AT&T Mobility LLC, 
827 F.3d 1341 (Fed. Cir. 2016) .................................................................... 35, 39 

Belden Inc. v. Berk-Tek LLC, 
805 F.3d 1064 (Fed. Cir. 2015) .......................................................................... 25 

Berkheimer v. HP Inc., 
881 F.3d 1360 (Fed. Cir. 2018) .............................................................. 35, 40, 43 

Bloomberg L.P. v. Quest Licensing Corp., 
No. CBM2014-00205, Paper 16 (P.T.A.B. Apr. 7, 2015) .................................. 24 

DDR Holdings, LLC v. Hotels.com, L.P., 
773 F.3d 1245 (Fed. Cir. 2014) .................................................................... 34, 35 

Emnos USA Corp. v. Dunnhumby Ltd., 
No. CBM2015-00162, Paper 7 (P.T.A.B. Dec. 30, 2015) .................................. 21 

Enfish, LLC v Microsoft Corp., 
822 F.3d 1327 (Fed. Cir. 2016) ........................................................ 33, 34, 39, 40 

IBG LLC v. Trading Techs. Int’l, Inc., 
757 F. App’x 1004 (Fed. Cir. 2019) ............................................................. 25, 26 

Inv’rs Exch. LLC v. Nasdaq, Inc., 
No. CBM2018-00038, Paper 9, 2019 WL 323691 (P.T.A.B. Jan. 
22, 2019) ............................................................................................................. 24 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Case No. CBM2020-00021 
Patent Owners’ Preliminary Response 

 iii 

McRO, Inc. v. Bandai Namco Games Am. Inc., 
837 F.3d 1299 (Fed. Cir. 2016) .............................................................. 32, 33, 35 

Metalcraft of Mayville, Inc. v. The Toro Co., 
848 F.3d 1358 (Fed. Cir. 2017) .......................................................................... 24 

Old Republic Gen. Ins. Grp. v. Intellectual Ventures II, LLC, 
No. CBM2015-00184, Paper 7 (P.T.A.B. Apr. 15, 2016) .................................. 21 

In re Sang-Su Lee, 
277 F.3d 1338 (Fed. Cir. 2002) .......................................................................... 28 

In re Stepan Co., 
868 F.3d 1342 (Fed. Cir. 2017) .......................................................................... 24 

Tate & Lyle Ams. LLC v. Cargill, Inc., 
No. IPR2014-00084, Paper 12, 2014 WL 1440440 (P.T.A.B. Apr. 
1, 2014) ............................................................................................................... 28 

Teradata Operations, Inc. v. Berkeley*IEOR, 
No. CBM2019-00009, Paper 7, 2019 WL 2306753 (P.T.A.B. May 
30, 2019) ....................................................................................................... 24, 30 

Other Authorities 

37 C.F.R. § 42.65 ..................................................................................................... 28 

37 C.F.R. § 42.301 ............................................................................................passim 

37 C.F.R. § 42.304 ................................................................................................... 20 

PTAB Consol. Trial Prac. Guide (Nov. 2019)  ....................................................... 20 

  

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Case No. CBM2020-00021 
Patent Owners’ Preliminary Response 

 iv 

 

PATENT OWNER’S EXHIBIT LIST 

2001 Declaration of Erik Dykema In Support of Patent Owner’s Motion for Pro 
Hac Vice Admission of Erik Dykema Under 37 C.F.R. § 42.10(c) 

2002 Declaration of Ivan Zatkovich 

2003 “Matchbook FX Holdings Inc. Trading Policies” – archived at 
https://web.archive.org/web/20000817031251/http://www.matchbookfx.co
m/pdf/tradingpol.pdf on August 17, 2000 

2004 “Deal Station 2000 Demo FAQ” – archived at 
https://web.archive.org/web/20001218073000/http://www.mgforex.com/d
emo/default.asp?loc=DemoFaq on December 18, 2000 

2005 Declaration of Dr. Michael Stumm 

2006 “Reuters Launches the Reuters 3000 xtra Service” – Reuters, March 23, 
1999, available at https://ir.thomsonreuters.com/news-releases/news-
release-details/reuters-launches-reuters-3000-xtra-service 

2007 “Reuters 3000 Xtra” – Reuters 2003, available at https://zbook.org/reuters-
3000-xtra-brochure_MTYyMTAz.html 

2008 “About Forex” – archived at 
https://web.archive.org/web/20000815201214/http://www.matchbookfx.co
m/index/aboutforex.html on August 15, 2000.  

2009 “Investing in Forex vs. Stocks” – Investopedia, 2020, available at 
https://www.investopedia.com/articles/forex/11/forex-or-stocks.asp 

2010 U.S. Patent No. 7,496,534 

2011 Dacorogna, Michel et al., AN INTRODUCTION TO HIGH-FREQUENCY 
FINANCE, pp. 1-9, Academic Press (2001)   

2012 C.V. of Ivan Zatkovich 
    

 

 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


Real-Time Litigation Alerts
	� Keep your litigation team up-to-date with real-time  

alerts and advanced team management tools built for  
the enterprise, all while greatly reducing PACER spend.

	� Our comprehensive service means we can handle Federal, 
State, and Administrative courts across the country.

Advanced Docket Research
	� With over 230 million records, Docket Alarm’s cloud-native 

docket research platform finds what other services can’t. 
Coverage includes Federal, State, plus PTAB, TTAB, ITC  
and NLRB decisions, all in one place.

	� Identify arguments that have been successful in the past 
with full text, pinpoint searching. Link to case law cited  
within any court document via Fastcase.

Analytics At Your Fingertips
	� Learn what happened the last time a particular judge,  

opposing counsel or company faced cases similar to yours.

	� Advanced out-of-the-box PTAB and TTAB analytics are  
always at your fingertips.

Docket Alarm provides insights to develop a more  

informed litigation strategy and the peace of mind of 

knowing you’re on top of things.

Explore Litigation 
Insights

®

WHAT WILL YOU BUILD?  |  sales@docketalarm.com  |  1-866-77-FASTCASE

API
Docket Alarm offers a powerful API 
(application programming inter-
face) to developers that want to 
integrate case filings into their apps.

LAW FIRMS
Build custom dashboards for your 
attorneys and clients with live data 
direct from the court.

Automate many repetitive legal  
tasks like conflict checks, document 
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks 
for companies and debtors.

E-DISCOVERY AND  
LEGAL VENDORS
Sync your system to PACER to  
automate legal marketing.


