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l. INTRODUCTION

Rather than responding substantively to the instituted invalidity grounds set
forth in the Petition, Patent Owner devotes nearly all of its Patent Owner Response
to attacking the constitutionality of the AIA’s post-grant review system. This
argument was previously addressed by the Federal Circuit, see, e.g., MCM
Portfolio LLC v. Hewlett-Packard Co., 812 F.3d 1284, 1293 (Fed. Cir. 2015), is
already pending before the United States Supreme Court in Oil States Energy
Servs., LLC v. Green’s Energy Group, LLC, No. 16-712, and in any case, would
not be within the Board’s statutory authority to adjudicate. See, e.g., Thunder
Basin Coal Co. v. Reich, 510 U.S. 200, 215 (1994) (“[a]djudication of the
constitutionality of congressional enactments has generally been thought beyond
the jurisdiction of administrative agencies”). As such, Petitioners do not address
these arguments in this Reply, but reserve all rights to make rebuttal arguments
should Patent Owner renew its constitutional argument on appeal.

Patent Owner’s only challenges to the grounds consist of unsupported,
conclusory assertions that the challenged claims are not CBM claims and are
patent eligible. For the reasons set forth below, Patent Owner’s assertions are

without merit, and the Board should find the challenged claims unpatentable.
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II. THE CHALLENGED CLAIMS ARE CBM CLAIMS
As set forth in Section IV of the Petition, challenged claims 1, 2, 15, 19,

20, 34, 40, 47, 48, 52 and 53 are directed to a covered business method and not
a technological invention. Patent Owner raises two arguments in its Response:
(1) that the Examiner’s decision to allow the claims demonstrates that they are
directed to novel and unobvious technological inventions (Patent Owner
Response at 7-9); and (2) that the claims allegedly provide technological
solutions to the drawbacks of prior art systems set forth in the patent
specification (id.). Both of these arguments are without merit.

Patent Owner’s first argument is patently unsound on its face. The
Board and the courts routinely invalidate patent claims that were previously
allowed by an examiner; indeed, the only patent claims that are eligible for
review in inter partes review, CBM review, post-grant review proceedings, or
federal court litigation are claims of issued patents. If an Examiner’s decision
to issue a challenged claim were dispositive of whether the claim is novel and
nonobvious, then no claim in an issued patent would ever be eligible for CBM
review, nor would the Board ever find an issued claim unpatentable as anticipated
or obvious under § 102 or § 103.

Patent Owner’s second argument similarly does not withstand scrutiny.

Patent Owner cites the patent’s description of purported drawbacks of prior art
2
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