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l. INTRODUCTION

The Petition as filed on September 12, 2016 is woefully deficient, and
Petitioner Ford Motor Company failed to satisfy its burden of persuasion at every
turn. Regarding CBM eligibility, Ford’s characterization of the claims as
“financial” are a stretch at best, and are based solely on a “test” that the Federal
Circuit has described as insufficient and misaligned with the CBM eligibility
statute. Ford also completely failed to address an entire prong of the “technological
invention” test, providing no discussion of the claimed invention’s technical
problem or technical solution.

Regarding subject matter eligibility, in its “analysis” of an alleged abstract
idea, Ford created a strawman abstract idea that does not actually map to the
language of the claims. And Ford’s allegation that the claims recite routine and
conventional functionality is based solely on attorney argument that includes no
supporting evidence of what actually was routine and conventional. Any one of
these deficiencies presents sufficient reason to deny the Petition outright; the
combination of deficiencies renders the Petition fatally inadequate.

Further, Ford’s ground of unpatentability of claims 16 and 20 under 35

U.S.C. 8§ 112, second paragraph, is mooted by statutory disclaimer.
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For the reasons summarized above and explained in more detail below, Ford
has failed to establish that U.S. Patent No. 8,805,825" is eligible for CBM review
and has also failed to establish that it is more likely than not that at least one of the
claims of the ’825 patent is unpatentable. The Board should therefore deny
institution of this CBM review proceeding against any of the claims of the ’825

patent.

Il. THE 825 PATENT TECHNOLOGY

The 825 patent generally relates to computer assisted configuration
technology. (Ex. 2002, Franke Decl., para. 23; Ex. 1001, ’825 patent, 4:39-43.)
Computer assisted configuration technology relies on a set of configuration rules,
which can be queried using configuration questions to provide a set of valid
answers. (Franke Decl., para. 25; Ex. 1001, 1:61-2:30) For example, when building
a vehicle using a configuration model for that vehicle, it is possible to ask whether
the parts ‘red” and “V6 engine’ are compatible with each other, and receive an
answer from the model. (Franke Decl., para. 26; Ex. 1001, 1:61-2:30.)

Configuration processing becomes particularly complex when configuration

queries can include attribute-based configuration processing. Versata developed

1 U.S. Patent No. 8,805,825 is marked as Ford’s exhibit 1001. Versata will

refer to this patent as “the *825 patent.”
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