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February 28, 2011

WA) if enhpmsagrepli {B} does not supply.
the actual filing date of the patent or the ap-
plication for the patent containing. a claim
to the invention; or

"(B)_ the filing. date of th'e.eer1ieet applioav
than for which the patent or application is
entitled, an to -such invention. m a. right of
priority under section 1l9. 365ml. or 35511:: or"
to the henefit of an-earlier filing date Lmder
section 120-. 121-. o1'365(ti.

"I21 The effective filing rlnte for it claimed
invention in an .a.ppJicn.tion {hr raiheuo or ra-
ieaiied patent 8113,11 be determined by deem-
ing the claim to the invention to have been
contained in the patent for which reissue
wan-taught.

"in ‘The term ‘claimed invention‘ means-
tihg subject matter defined ‘try a.- cleiin in a.
patent or an application fora. imtentf‘.

(hi UDNPTIIONS ton PM-eNrr.Lc_iIn-tit.-
(I) IN GlDNERAL.—Saoti0n 1112 of tit-.1e._3fi.United States Code. is amended to read ne-

follows:

“ii 102. Condition: -ibr patentahility: novelty
"lei No.vEi.1“:: Pnion An.'I.'.—-A ‘_pBl'E.0rl shall

be entitled to a. patent unless-
":-1! the claimed invention was patented,

described in a. printed puhucetion. or in pub-
lic use. on sale. or ctlierwiae available to the
public before the effective filing date of the
s:1'e.im.edinventis:IJ1: or

“{2} the claimed invention was described in
a. patent issued under section .151, or in no ep-
plication for patent published or deemed
published under section 123th). in which the
patent or application. as the once may he.
names another inventor and was effectively
filed before the effective filing date of '|311_E
claimed invention.

“(hi EXCEP-"I'IOfis-.—
"(ll Disotocunne .\MlJE 1 YEAR on Leeann-

FORE Tim Em"-'nc'I'Jv.p pmnvo DATE on THE‘.
CLAIMED INVEN'1‘Io'N.—A disclosure made 1
year 111'! less l'lfifi]'I"R the gt"l’flr,:_fu*V$ filing (late of
a. cladined invention 511311 not lie pfior art to
the claimed invention under subsection (e.J(1)
j_f_

“LA: the iiiecloeurc was made by the inven-
tor or Joint inventor or by smother who ob-
tained the cuhjeot m.ot_ter -disclosed directly
or indirectly from the inventor or a. joint in--
ventor: or

“(B3 the subject rnatter cfisolonod had-. be-
fore such disclosure. been publicly disclosed
by the inventor 01' a. joint inventor or am
other who--obtained the subject matter c1ts—
closed directly or indirectly from the inven-
tor or it Joint inventor.

“(E3 Diecposonnc APPEARING IN n:=¥=1.1cn—
'I"iON$ AND P.-i.Pi‘El~T’I“$.—.A. disclosure shall not
be prior art to a claimed invention under
subsection {a.'lI'2l i:t‘—

'-‘(AI the subject matter dlcclcced was ob-
tained ilirect-15? 01' lndireotly mm the" inven-
tor or 2:. joint. in-ventor:

“ml the subject nietter iiieoineed had. ‘be-
{are such subject matter was effectively filed
under subsection ta-1(2). been publicly dic-
cltnaed' by the inventor or a Joint inventor or
another who obtained theeutjent matter dia-
oloeetl directly or 1ndire_ct1:v from the inven-
tor or a. joint inventor: or

“(Cl the eubleot matter -Illa-‘closed and the
claimed invention. not later than the effee—
tive filing date of the (!l'a.l.l1'l.EId invention.
were owned by the tame pl?-i‘$.D‘I1 or subject to
an obligation of assignment to the same per-
BOB.

“to! common: owmensnm Imocn -Jonvr RE-
el-‘..e.n:::I-! Aonooii-u':N'Ie.—Subjsot matter die.-
oloeed and a. claimed invention shall be
deemed to have been owned. try the some per-
son or -subject to an-obligation of assignment
to the came person in applying the previ-
sions of subsection -:'b_Ji2}l.Gl

"11: the subject matter disclosed wee de~
Veloiicd and the olalnlttl invention was made
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by. or on behalf of. 1 or more pa.t“l;ieB to :1
joint r.‘ceea:r.'l::h agreement that was in effect
an or before the effective filing date of the
claimed. invention:

‘-‘I21 the ola.1med invention was made as a.
result oi‘ activities undertaken Within the
scope of the joint reeeamh egreenient. and

"{3} the application for potent for the
claimed invention discloses -or is amended to
disclose the Hanna of the parties to the joint
renoarch agreement.

"tdl PA'ri2N're AND Poenrsimo Appniomrionc
EI5‘ti'Ec'I'li.?l§ AS PRIOR AH.'i'.—Fo:' purposes of
I1ete1'n1iI‘.I;l_ng whether a. patent .01‘ application
for patent is prior art to c. claimed invention
under ci._1'l:eeot.ion [al(31. with patent or appli-cation shall he considered to have l:een-ei‘feo-
tively filed. with respect. to any subject mat-
ter dofleribod in the patent or application-—

“{1} if paragraph {El does not apply. ea or
the actual filing date of the patent or the ap-
plication for patent: or

"{2} it‘ the patent or application for patent
is entitled to oi:-um Ii. l‘l.g'ht of priority under
section 119. 3551a). or win). or to ulairn the
benefit of an earlier filing data under eeotlon
126. 121. or 365(e:. based upon 1 or more prici-
filed applications for potent. as of the i‘lli'n,I1r
date of the ea.1*1i'eet euoh application that cle-
eeribee the nuhjeot mettc:.'..“.

(3) (:'o.w.r.vcn-"r or t:\"."'.E.'.-\'.'I" muse.-a ms Cesare
Ac'i*.—Th-e enactinesvi of section l02{c) ti title 35.
United States -Code. under the preceding parse
graph". is done with the-some talent .-to promote
joint reaeorch. ocilniiiee that was erprenvod. in-
cliiding in the legislative history. through the
emcmtt-I of the Cooperative Research and
Technology Enlmntohenl Act of 2094 (Public
Law 1034-455‘: the "CREATE Act”), the crucial-
mem.-; of which are stricken by subsection (9);
The United States Eaten-I cm? Trademarlc Office
shall administer section 132(3) of title. 5'5. United
States Code. in o manner consistent with the
legislative history .o)"£F1E CREATE‘ Ant that was
relevant to its cdrriimeirtzlion by use Uniled
Stereo Pittem‘. and Trademark flfflee.

[21r3) Gonvocmnio !LMENE|MENT.—T]1B item
re1s.1;1ng- to section lot! in the table of eco-
‘tione for chapter in of title 35. IIniI1cc‘..Sta.tec
code. is amended to reed as follows:
"102. Conditions for pntentcbility; ‘cove-1t,v.".

{:2} Commons FOR: PA'r1aNT.-un1.I'I”?: NcN—

oevioue so‘cacc'r_ 1\'1A_T'T'i‘llEl-.—SxfiE»‘l$iDlJ. 103 of
title 35. United States Code. 15 amended to
read Etc follows:

"ll-I03. Conditions for pafimtahflity; mm-
ohvious. subject matter
"A patent for B. claimed invention may not

he obtained. _r1otwitl1sta.ndi.I:Lg‘ that the
olnimed invention is not identically die-
nloaetl an eel. for-.{.h in section 102. If the 11L!’-
Ierencce between the claimed invention and
the prior art are such that the claimed in-
vcnti'c11_ no :1. whole would have been obvious
‘before theeflfeotiiro date of the "claimed
invention to -a. person having 0I"diIJ.E.l‘j' -skill
in the art to which the clnizned invention
pertains. Potentitbilitsr nl1a.11 not he negated
by the n1e'nnai- in which the invention was

(ii) HEPEAL ct‘ REQ B ma INVEN-
-rrone Moot oH_RoA.n.—Bee1:ion 104 of title 35.
United States code. and the item relating’ to
that section in the table of sections for chap-
ter Iii of title 35-. United Stetee Codes. are re-
peeled.

(B) REPEa-\1. DB‘ S'I'A‘1"Ll‘l‘OR’Y INVENTIQN REG-
I.c-'1‘_m.'.rIoN.—

(1.) IN (:1lll€Emil..—5ection 15‘!-' of title 35.
United states Gods, and the item relating to
that section in the table of sections for chap
ter 14 of title 35. United States Code. are re-
peeled.

(3) R.nM.ovn.i. or ocean’ R£':1P'l§fi.ll'.Nt:t1:§.-SBl3v-
tion 11.-l(h'J{B'J of title 35, United States Code.
is amended by etrikmg "eeonionn 115. 131. 135.
and 15 " "mid inserting "sections 131 and 1351

S937

is; Eel-no-nvn_ l3A']_['ilI,~—'I'he eanendmenrn
made be this subsection shall take eitreet. 1
year after the date of the enactment of this
Act, and shall E-Dilly to ‘R113’ request for a.
statutory invention registration filed on or
after that date.

I 1'! Ea.1=.1.1:eii FLLJNG DATE FOR INVE.-N'i'D_R. mu
JOINT I-NvEN'ron.—i3eotion 120 of title 35.
United States Code, is amended by striking
“which is filed by an inventor or inventors
partied" and inserting‘ "vrh.ic.t1 names on in—
vector or joint inventor“.

(g; Gcneocmnc AMENDMENTS.-
(1i Rice-r no F'&1‘GH.lT’\r‘.—SoGt.inn 172 of title

35. United States Code. is amended by -strilt
1:1: ‘and the time specified in section
1ll2ltl)".

(21 LIMITATION on n.e_1vmnine.—.?saetion
23".-‘Ii-:=lf-1.) of title 35. United States code. is
amended by striking "the earliest efieotive
filing date of which is 1:'II'loI' to" and inserting
“which has an effective name date before".

:31 IN1‘ERNi\TIDN.AL APPLJUATION niacin-
NATENG '1‘H.E um-mo em-i-inc: EPE'Et‘.'i‘.—Scot.‘lon
363 of title 35. United States Code. in amend-
ed by etriking "except an otherwise provided
in ofloti-on 102m} of this title".

(4) I‘L1n1.1c,A'i'IoN IZIF 11\.I'1f£_=itlm*I'io1nL APPLICA-
'i'1oN_: EFFECT.-Eeetion 3‘-M oi‘ title 35, United
States Code. is amended by striking "e'eo-
tiona icons: tmd iii-no.1" and inserting "EGG-
tion lfiildl“.

(5) PATENT ieecnn UN INTERNAEIDNAL appu-
o'.A"I'IoN: EFFEoT.—'E'he cecond eentcnoe of eco-
tion 375(3)" of title 35. United states (lode. is
amended by striking Wsulaject to neotion

103$? of this title. such" and inserting
(6) him? on mom‘ or PiucR1'I'Y.—Seot1on

Helm of title 35. United states code. is
amended‘ by striking ": but no patent shall
he grente " and all that follows through
"one year prior to such filing".

t-71 INVENTIDNS mine wrm FEHERAL .~i.ee:e*r~
ANcs.—Beotion 2ll2Ecl cl‘ title 35. Unlterl
Sultan Code, ie.emended~—

(A) in paragraph (2J—
in by striking "publication. on sale. or

public. use." and all that follows through
"obtained in the United‘ States" and ineert—
log "the lr-year period referred to in section
1820:) would-and before the and of that 2-year
period": and

(ill by striking “the statutory" and insert-
ihg‘.“tha.t1-I333"; and

(B) in pm-"a-era.i=fi:l (31. by striking stat-
utory her date that may occur under this
title -due to publication. on sale. or public
use" and inter-ting‘ "the expiration of the 1-
yedr period referred to in section iaziur‘.

{hi DERIVED PATBKTS.-Section 291 of title
35. United States Code. is amended to readers
follows:
‘@391. Derived vatnflts

"‘(e.J IN G-E.'NERAL.—-'I'l:ic owner of a. patent
may have relief by civil action against the
owner of another patent .tha.t claims the
some invention and hoe. an car-l'ier effective
1'i.li_ng date if the invention claimed in such
other patent. was derived from the inventor
of the invention claimed in the patent owned
by the person seeking relief under this sec-
tlon.

“(bl FILING L1M1TfiL‘I‘10’N.—AI1 action under
this section may only be filed Within 1 your
after the issuance of the fircft patent oon~
teining a claim to the allegedly iierivod i.n~
ventinn and naming on indi'vidim.1 n]Jcecd_ to
have derived erich invention" an the inventor:
or joint invent.or.".

(1) DERIVMION Paoclr.oDINGs.—$ecti.on 135
of title 35, United .85‘-ates Code‘. is amended to
read no follows:
“Si 135. Derivation {proceedings

“Lei”: Inennmon on Pn;ocnp'nINo.—A-n appli-
cant for patent may file at petition to inetl—
Elite a derivation proceeding‘ in the office.
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The petition shall set forth with horticu-
l&I'iiJ.Y the basis for finding tln-it en Inventor
named in an earlier s.pplica._ti0n derived the
claimed invention train an inventor named
in the pot.iticnor‘e application and. without
authorization. the earlier application claim-
ing such invention was filed. Any such peti-
tion may only be filed within 1 your after the
first pu-blication of a. claim to an invention
that is the same or eubetsntielhv the some as
the 'ea.rlicr a.ppIIca.tion‘s claim to the inven-
tion. .chs.l:l be made under -oath. and shall be
Bi1m}bl’tad by substantial _BVii1Bi1GB. W'1l8l.'.l&‘W}‘l‘
the Director def.erm‘ines that ll. petition filed
l.2|.£lU.9I.' 13111-E subsection (LB3'l101JEtt‘fi.'lJGB that the
standards for instituting -a. deI'1‘Vfi.‘i3lElIl pro-
ceeding-are. met. the Director may institute
a. derivation proceeding. The determination
by the Director whether to Institute at deri-
vetlcn proceeding shall be final and non-
dppeolable.

"(bl DE'rnR.Mnve'rLoN er Pivrslvr TRIAL: Ame
A_FPE.oL B0l\ll.o.—In a. derivation proceeding‘
instituted under subsection (oi. the Patent.
Trial and Appeal Board nbsll determine
Whether an inventor named in the ea.l:IiB1' sp-
piljcation derived tlle claimed invention from
an inventor named in the petitioner's appli-
'co.tion and, without authorization. the ear-
lier application claiming such invention was
filed. The D:lrectcir shall prescribe regula-
tions setting forth standards for the conduct
or derivation 1:I1'oceedlnge_

“(cl Dsrnnnnh or IJ_no1s1oN.—Tl1e Patent
'I‘1'is.l and Appeal Board may defer action on
a. petition for a derivation proceeding until 3
months after the date on which the Director
issues a patent that includes the claimed in-
vention tllat is the subject oi‘ the petition.
The Patent ‘Trial and Appeal Board also may
defer ecticlll on a petition‘ for a. derivation
proceeding. or stay the proceeding sjteii it
has been instituted. until the termination of
a‘. proceeding under chapter SI}. 31. or 32 in-
volving the patent oftha earlier applicant."({1} EFFECT 01?‘ FINAL DEl'.IllSION.-—The final
decision of the Potent 'I'1'la.1 and Appeal
Board. ifadveise to cladins in an application
for patent. shu.1'l constitute the final refusal
by the Office on -those claims-. The final (leci-
sion of the Patent Trial and Appeal Board. it
adverse to claims in a. patent. shall. if no no-
peel or other review of the decision has been
or no.1": be taken or had, constitute cancella-
tion or those cis.i.'o1s. and notice of such cun-
ceilstion shall be endorsed on -copies -of the
potent distributed after such cancellation.

“(ea SlH'I'LEM'ENT.—P'a.l'i‘.ies to a proceeding.‘-
instituted under subsection (9.) may termi-
nate the proceeding by filing 3. written state-
ment reflecting the agreement of the parties-
as to the correct inventors of the claimed in-
ventiun in dispute. Unless the Patent Trial
and Appeal Bcdrcl finds the agreement. to be
inconsistent with the evidence of record, if
MW. it shall take action conlstent with the
agreement. Any written settlement or under-
standing of the parties shall one died with the
Director. At the request of a. party to the
proceeding. the agreement or understanding
shall be treated as business confidential 111-
iormstion, shell be-kept separate from the
file of the involved patents or applications.
and shall be made available only to Govern-
ment agencies on written request. or to any
person on aehowing of good cause. _

“(fl Aesrm-A'1‘1oN.——Pa.rtios to a proceeding
instituted under subsection is) may. within
such time us may to specified by the Direc-
tor by regulation. (Ietcrmine such contest or
ensr aspect thereoftsr a.rbit.re.tion. Such arbi-
tration shall be governed by the provisions
of title 9, to the extent such title is not ill-
ccusistent with this section. The parties
shall give notice of any arbitration award to
the Di_recto1*. and such award shall. as be-
tween the parties to the arbitration. be dis-
positive of the issued to which it relates. The
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arbitration .swa.ru shall be unenforceable
until such notice is elven. Nothing in this
subsection shall preclude the Director from
determinizig the patentubility of the claimed
inventions involved in the proceedings“.

(ji EI.IMJN.B.TlON or Rnrnnnucns TD heron-
FERENCES.—~(li auctions--11.134. 145. 196. 154.
305. end 31%; oi’ title 35. Uniteul States Code.
are each srnonded by striking "Board or Pat-
ent Appaels snd- I.utorferences" each place it
appears and inserting "Patent Trial and An
pool Board".

(filth! Sections 1&6 and 154' of title 35.
United States code. are each a.mended—

:11 by striking "an interference" each place
It appears and inserting "a. derivation pro-
I:-eedi'rI'€"’; and

{iii by striking “ln'tcrference“ each addi-
tional place it appears -end inserting “derive-
ticn proceeding". _

£13] The eubpsi-egl-aph heading for section
15-ii,b}[1)(Cl oi‘ title 35. United States (lode, as
amended. by this p.a.ra.grs.]ih. in further
amended. hr-

(l}.'Et1'iI-11313‘ "us" and inserting "or": and
(iii strflu‘.-1:5 "Sirocco? Oman" and insert.-

ing “SE_GREi’.L"i' ORDERS".
(-31 The sectluil l1EH.lUflB' for section 134 or

title 35. United States Code. is amended to
read as follows:

"§ 134. Appeal to the Patent Trial and Appeal
Board".
(4) The section heading "for section lid of

title 35. United States Bode, is amended to
read us follows:

‘i fill. civil action in case of derivation pro-
needing".
(5) Section ‘i54€_bl'l'1)lCl of title 35, United

States Code. is amended by striking "INT-EH-—
Fnl=.t‘.ucns" and inserting -"oemv.u~ro1sr onc-
CEEDl‘NGEi"'.

L3) The item relating to section 6 in the
table of sections for chapter 1. of title 35.
United ‘states Code. is amended to read as
follows:
*6. Patent Trial and Appeal Bca.i'd.“.

_tT‘_l The items relating to sections 13-: and
135 in -the table of sections for chapter 12 of
title 35. United States Code, are amended to
read as follows:

“134. Appeal to the Patent Trial and Appeal
Board.

“i35. Derivation prunes-d.l.ngs.".

(E) The item relating to section 1&6 in the
table of sections {or chapter 13 of title 35-.
United States Code. is amended to read as
follows:

“I46; Civil action in case or derivation pro-
ccediug.".

(kl FALSE lilIl\!iJC1NG.—
(1') IN ccNnmL.—Ssction 292 of title 35.

United States code. is amended-
iA.J in subsection ifl-II. b.v adding at the end

the following:
“Only the United States may sue for the

penalty authorized by this subsection": and
(Bi by striking subsection it} and inserting

the following:
‘-‘(bl Any person who has suffexed a. com-

petitive injury as it result of e violation of
this :=,IEI:!'|';inn may file I!» civil action in a dis-
trict court of the United States for recoveltv
oi damages adequate to compensate for the
ii'IJ'uvy.“.

(2.1 El?‘F‘ED"l‘IVE Dlvrrs.-—'I‘n.-2 amendments
manic by this subsection shall apply to all
cases, without exception. pending on or a.£te1:
the date of th_e'eIia.ctment of this Act.

(I; STATUTE or L[Ml’i‘A'I'lONS-.—-
{1} In GENERAL.—-—E-iactiolil 32 of title 35.

United States Code. is amended by inserting
between the third and fourth sentences the
following: "A proceeding under this section
shall be commenced not leter than the ear-
lier of either 10 years sitar the date on which

February .23, 2011
the misconduct forming the basis for the
pi-oceedillg occurred. or 1 areal‘ after the date
on which the misconduct forming the basis
for the DI'ucecdi.ng is made known to an offi-
cer or emplopeeof the Office as. prescribed in
the regulations established under section
2i’b"l(2ltDJ.".

('2) REPORT "PC! ceNc£t't:ss.—The Director
shall provide on a. bi'ennia.1 basis to the Judi-
c:la«i‘S* Committees of the Senate and House of
E.epresents.tivee a. report providing a. aiiort
description of incidents made known to on
oilicer or employee of the -Offioe as pro-
scriheri in the regulations ssta.hiisil'1cri under
section 2(bit2liDl of title 35. United States
Code. that reflect substantial evidence oi"
misconduct before the Office but for which
the Office was iaerled from commencing a
proceeding under section 3% of title 35..
United {States Code. by the time limitation
established by the fourth sentence oi‘ that
section.

(ill EFPEUIWE IiA.'I‘l-‘..—'I'i1e amendlnent
made by paragraph 1'1) shall apply in all
cases in which the time period for insti-
tuting st proceeding under section 32.01’ title
35. United State Cloris. had not lapsed prior
to the date of the enactment of this Act.

in!) S.M.u..L BUSINESS S'rm:nr.—
(1) DEFItII'I'IoNs.—In this subsection-
ml the term. "Chief Counsel" means the

Chief Counsel for Advocacy oi’ the Small
Business Adniinistiution-:

031 the term "General Counsel" means the
General Counsel of the United States Patent
and Trademark times: and

iii) the term “small business concern“ has
the meaning given that term under secticnii
of the Small Business Act (15 'I;l”.S..I':J. 532.}.

(2Il$‘I‘i.1'D‘i".—
(AJ IN GBNERlu...—‘I"ho Chief Counsel. in

consultation with the General Counsel. shall
conduct a study of the effects of e1_in1i_n'ati.ng
the use of dates of invention in determizning
whether an applicant is entitled to a. potent
under title 35-. United Siieuluiss Gods.

-(Bl AREAS or sTUoY.—'I'he study conducted
under s.ul1pe1iag1~e1:uh ii-A} shall ‘include caram-
lnation cf the effects of elilnimating the use
of invention dates, including examining-

ilj how the change would street the -ability
of small business concerns to obtain patents.
and their costs of obtaining patents:

([1] whether the ohmtge would create. miti-
gate, or crscerbotc any disadvantage for so-
plicsnts -for patents that are small business
concerns relative to applicants for patents
that are not smell business concerns. and
whether the change would create any advan-
tages for Blailiilietiints for patents that are
small business concerns relative to appli-
cants for patents that are not small business
ocucems:

(iii) the cost savings and other potential
benefits to small business concerns of the
change: and

(W1 the feasibility: and costs and ‘benefits
to smo.l_l business conoenns of alternative
menace or determining whether an -applicant
is entitled to a patent under title 35. United
States code.

:3) R‘.E'.PCIR."1’.—No1: later than 1 year after
the date of enactment of this Act. the Chief
Counsel shall submit to the Committee on
Sms.l‘1 Business and Entreprenem-ship and
the Gcmmitteo on the Judiciary oi’. the Son-
ate‘ and the Committee on Small Business
and the Committee on the Judloiecuv of the
House of ‘Representatives 9.. report regarding
the results oi‘ the study under paragraph {BL

(rs) EEPDRTDN Peioe User: R.1cn'rs.—
(1) IN oltNl‘.R.liL.——l~lct later than 1 your after

the (lots of the enactment of this Act. the
Director shall report. to the Committee on
the Judicial‘)! oi‘ the Senate and the Com.-
mittea on the Judiciary of the House of Rep-
resentatives. the findings and recommends.-
ticno of the Director‘ till the operation or
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Februargy 23, 201}
prior user rights in sclsobnd countries in the
industrialized worl (1. ‘Rue report shall Include
the following:

{A} A comparison between patent laws of
the United States and the lows of other ‘In-
dustrialized -countries. including members or
the European Union anti Japan. Canada. and
Australia.

(13) An analysis of the effect of prior user
rights on innovation rates in the -selected
countries.

(Cl An analysis of the correlation. if any.
between prior user rights -and startmp enter-
pnflses and the ability to attract -venturs cap-
itol to start new companies.

(D) on analysis cl‘ the affect oi’ priol‘ user
rights. if any. on sliinll businesses. univer-
sities. and individual inventors.

(El An snslsrsis or legal and-constitutions]
issues. if any. that arise [rem placing trade
secret law in paatontlsw.

(5') An analysis of whether tho change to s
first-to~fi1e patent system creates s. par-
ticular need for glint" user rights.

(ii) COREULTAEEON Vu'1'l'-‘H OTHER. AGENCIES,-—-In
prepsrins the report required under para.-
Eroph (13. the Director shall consult with the
United States Trade Representative. the Sec-
retary of Etat_c; and the Attorney General,

to} EF‘F'EC'1‘WE IJ.UI'lJ.—
|.'1l IN 'c:e:NE:oAL.—Excspt as otherwise pro-

vided by this section. the amendments made
by this section shall take effect on the dots
that is 13 months otter the 511.158 of the enact-
ment of this Act, and she.'Ll apply to any sp-
pljostion for patent. and to any patent
issuing thereon. that contains or contained
at any time-

isdl .a. claim to n. claimed invention that has
an ollfcctive filing date as defined in ssction
item of title 35. United States Code. that is
18 months or more sitar the date of the en-
actment-ol’ this Act; or

(13.1 a specific roisrenoc t1JlI:1_eI' scctitln 130.
121, or 365(5) of title 35, United S1.a.t£Ia.{2.ude.
to any patent or application that contains or
contained at any time such a. claim.

:2) Inrnmrnnoxo Ps*I'ENTs.—Tl1o provisions
of sections lllilrgl. 135; and 291 or title 35.
United States Bods. in effect on the day
prior to the da.l:,e of the onitollmcnt of this
Act. shall apply to-such claim -of an applica-
tion for patent. and any patent issued there-
on. for which the amendments made by this
seotioll. also apply. if E'El_'(.'Il application or list-
ent contains or contained at any time-—

on a claim to an invention having an ef-
fective filing (tats-as deilned in section Illoljl
or titls 35. United 8;tstn_a's Code. "earlier than18 months sfter the date of '-the enactment of

this Act: or _
(B) a. specific reisi.-once under section 120.

121. or 3650;) -of title 35. United Staten Code.
to any patent or application that contains or
contained at any time such as claim.
sec. 8. owns-ms-s can on nscmnnnon.

cal mvnnmrs on-on on Imo1.sn.~u11oN.—
(1) In GENE:RsL.—Ssction 115 of title 35.

United States Code. is amended to read so
follows:

“Si115. Inventor‘: or declaration
"I-9.] Nslvlmo '1'!-IE 1nvs:m'ou;. INVEN'1‘DII.'a

flaws on DEcLaan'I1ol¢.—An application for
patent that is. filed under section llllsl or
commences the national stage under section
3'31 shall l.nc1l1d's, or be amended to" includs.
the name of ‘tho invsnimr for any invention
claimed in the dpplicntidn. Except as other-
wise provided in. tint section. anon individual
who is the inventor or £1. .j0i.nt inventor of a.
claimed invention in an a1:ip1i'oation for pat-
ent shall execute an satin or declsratrlon in
c-collection with the application.

“In: Rsunmsn SrlwrnMnN.'rs.—An oath or
declaration under subsection rsl shall oun-
taln statements that-
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"{1} the application was made or was an-
thorised to he made by the affiant or £inoia.1-
ant: and

_ "[21 such individual believes himself or
herself to he the c_1'igInaI inventor or an
original joint Inventor of a. olailzned inven-
tion in the application.

"(cl A.lJDI'I'IOll-AI: RE-Q.UTREMEhl‘TS.—T'ilE Di-
:'ecto_'r may specify additional infci-motion
relating to the inventor and the intention
that is lrequlred to be included in an oath or
declaration under suhsechian (:11.

"Id: sonsrmrrsi SI'ATEM'EN'1‘.— _
“{1} In om:Es.A1..—Iu lieu of execution on

with or declaration under subsection ts). the
applicant for patent may provide a. sub-
stitute statomont under the ci1'oumsta.nces
described in paragraph (2) and -such addi-
tional oinnunstuncss that the Dine-ctor may
specify by regulation.

"{2} PnnMr'1'rEl:l cutooMsTANcss.=—A sub-
st.it'uts statement -under psrngmph :1: is per-
mitted with respect to any individual who-

"(Al is unable to file the oath or declara-
than under subsection is] because the indi-
vidua.i——

"(ii is decanted:
"(l'fl)1fi under ltlgfil incapacity". or
null.) cannot be found or reached after dili-

gent effort: or
“(B) in under an obligation to assign the

invention but has rsiused to make the oath
or declaration required under subsection (ad.

"[3; C-'oN'I'£:m's.—A substitute statement
under this subsection simil-

"im identify the individual with 1‘E313Bt'.I. to
whom the statement applies:

"col set rerun the oircumfittlnoes rep-
resenting the permitted oasis for the 111332‘ of
the substitute statement in lieu oi’ the oath
or .dsc1su'a.t_.ion under subsection oil; and

“((2) contain any additional ‘1ni‘o1'mstin,n.
including any showing, required by the Di-
rector.

“tel Malnnc Rmotmso s-mmnmvrs In As-
EIGNMENT on R-EooH.D.—An individual who is
under an obligation of assignment oi‘ an ap-
pllostion for patent may include the re-
quirsd statements under subsections (‘hi and

{c} in the ssslgnmsut executed by the Indi-

'Vi.%l.11a.I. in lieu of filing such statements seps-1.‘a.B S.
"10 TIME roe Fn.m:}.—A notice of allow-

nnon under section l5l may be provided to an
applicant for patent only if the applicant for
patent has filed each required oath or dec-

larntiou under subsection 118.; or has filed asubstitute statement under subsection I I1] or
recorded an assignment meeting the require-
ments of subsection Isl.

“ts-1 E;1ELtsR—FLt.so A.PPL1‘cA"1‘ION Don-
'I'AINI.'\Io REQUTRED B'I‘ATEMENT3 on SUB-
s-m-u'I'n E-r;u'nivrs1~rr.—

"tll EXC:EPTlflN.——Tbe requirements under
1l]J_ifl'3a£i‘if-I011 shall not apply to no individual
with respect to an application Rn‘ potent in
which the individual is named as the inven-
tor or a joint inventmr and who claims the
benefit under section 120. 1-21. or 335cc"-.5 oi’ the
filing of on earlier-illa~:1 application. if—_

“ulnl an oath. or declaration meeting the re-
qu:i'1'emcz1ts- of subsection in} was executed by
the individual and was filed in connection
with the as.-i1‘ii_ai-.filod 8'p[i}i£tu.tinn;

"(B1 a substitute statement nicotine tho
:‘e'I:.[uiren'1ents -of subsection (dl was filed ‘in
the earlier filed application with respect to
the Individual: or

"CC! on assignment Iliilothis the roouiro
masts of subsection cc: was executed with re-
spect to the earlier-filed application by the
individual and was recorded In connection
with the earlier-filed spplication.

“(El Goerss or owns. onctsnsrlons.
fiTATle‘.ME~N°il‘E. on AS5lGNMlilNTB.—I\1otW1t1l.—
standing paragraph [1]. the IJi:c_ectc1' may ra-
ouire that a. copy of .the.- sxscuted. oath or
declalittion. tll_s.cuh‘sti_tuts statement. or the

S939

assignment filed in the ea.I‘1ie1'-riled spun:-.2.-
tlull be included in the later-Ellod applica-
tion.

"('11) SUP-'FLEMEN'I'A.L.AND Coma-lcrso STATE-MEN‘I\S‘: FILING ADl::l‘l'IoN;-11.. ST.& .—
":1; IN csnnmt..-—An:r person making a

stste'ment required under this section may
withdraw. replace. or other-wise correct thestatement at any time. If a change is made
in the naming of the inventor 1'eul.1i1'1'n8"1'a1"1c

filing. of 1 or more additional statements.
under this section. the Director shell estab-
lish regulations under which such additional
statements m-aw he filed.

"{2} SUPPLEMIINTALI. STATEMENTS NOT RE-
Qll1BEl£l.—-If an individual has executed an
oath or daclamtion meeting the require-
ment; of subsection _(-6|-I or an sssignmsnt
meeting the requirements oi! subsection can
with respect to an application for patent. the
Director may not ths1'sn1‘teI' require that 111-
dividnsl to malts any additional orsth. dec-
lamtion, or other stntslnent equivalent to
those required by this section In connection
with the |=1ePI11It.'£I.l.'lLJll for pstenl. or any osL.snL
issuing t-hereon.

"{3} SAVINGS oL..u:I'sE.—No patent :s'bn‘l_l be
invalid or unenforceable based upon the fail-
ure to comply with a. requirement .u;1:lI:1or this
section If the isiluxe is remedied as provided
under osxag-rsph m.

"in AEKNDWLEDGLIENT or PE_NAL'l'lES.——AJ11_.'
dsc_1nrstion -or statement filed pursuant to
this section shall contain all a.ck:I1ow1edg-
merit that any willful false statement made
in such declamtcion or statement is punish-
shlo under section 1001 of title 13 by line or

lgllhtisotlmsnt of not more than 5 years. oro'r.h.“.
(2) Rnusrwnsnir 'IlO DIVISIONAL .A1=PL.IcA-

'1=1o1~;s.—Eecticn 12:1 of title 35. United States
Code. is amended by striking "If a divisional
application" and all that follows through
“‘inventor.".

(3) Rscuicsncws l-‘UH. NUN1=ltU\I'I.E:'nLUNAL. AP‘-
PIi1ElA'l‘i0NB.--B€1ct.i.on 11l(s.l out title 35, United
stems (lode. is amended-

(A? in Ils1‘ngL‘s.p1I. (2)66). liar sL1.'lls'l'ug “by |.rllE
-a.pp.lios.n1:." and insorting "or declaration“;

:3) in the bending tor paragraph (SJ. by 111-
sertine "on DI?-GL5}?-§.‘I'£DN”‘ sitar “AND own“:
and

(C! by inserting “or declaration" a.i‘te1-
"a.m:I oath" each place it appears.

(4: Gonrcmnno .lu-lnNnm':1NT.—'I‘he item re-
l_sting- to section. 115111 the table of sections
for-ch9.1:Itsi' 11 of title 35. United States Code.is amended to read as follows:

"1-15. lnvsntcx-‘s oath or decle.r_s.t1on.“.

(bl FILn~_lc BY OTHER. THAN INvnN'ron.—
(11 IN ci:N.i:n.aL.—3scticn 118 of title 35.

lilnitod States. (lode. is -amended to read its
(allows:
“M18. Filinglw other than inventor

"A person to wllom the inventor has as-
signed or is -under an obligation to assign the
invention may mnko on application for pair.-
ent. A person who otherwise shows sufficient
proprietary interest in the matter may make-
an application for patent on "behalf of and as
agent for L119 -inventor! (III Dl:'CIDf' Of 1218 ‘pEI'T;‘i-
nent facts and 8. showing that sue}; notion is
sppropiinte to preserve the rights oi the par-
ties. If the Directcar Brnnts a. patent on an ap-
plication filed nntler this scctionzl by a person
other than the inventor. the patent 3112111 be
granted to the res! party in interest and
upon such notice to the inventor as the Di-
rector considers to be sui'£i;oicnt.“.

(2) com-onminc _slur.Nnm1.'N.'r.—Sect1on 951
of title 35. United States Code. is s.n'.1'ende(I in
the third undsslgnnted paragraph by insert"-
lng "or the sm:I1icn.t_ion for the o1'ig'insl pat.-
cnt wss. filed by the asslgnse of the entire in-
terest" sift-or "claims of the -original potent“.

(cl S?st'It'1oA'I'IoN.—Section 112 of title '35.
United Stotssflodo. is amended-
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3940

:1‘: in the first paragraph— _
(Al by striking “The spec-il1os.tlon“ and 131-

serting "lei IN Gni~mnAi...—The specifica-
tion"; and

(Bi liv striking “of-carrying out his inven-
tion“ and inserting "or jointinventor of-cer-
rying out the invention":

(21 In the second peragra.p'h——
(A? by striking “The specification” and in~

sorting “(bi CoNc1.osIoN.—The specifics-
tion“: and

(335 by striking “applicant regnrds as his
invention“ -and inserting‘ "inventor or a joint
inventor regards as the invention":

till in the third paragraph. by striking: "A
claim" -and inserting “icj Fons-1.—e c1a.im“:

(4) in the fourth 133-1‘5a.?1"3-I313‘. by striking
*-subject. to the. following paragraph.“ and
inserting‘. "ttll Rm-thence IN Dernnpsnv
-Fonius.—_Subject to subsection let“:

(5.) in the fifth" peregiuph. by striking “A
claim" and inserting "(eh REFERENCE in MUL-
TIPLE DE?ENDnnT FoRM.—A claim": and

(6) in the last paragraph. by striking “An
element" and inserting “if! ELEMENT IN
cm-in eon. A C0_ME_li€.\i'I'ION.—lKn element",

to} GoNronM11vo_AetoNoMn:~:rs.—
(11 Sections 111(‘o)t1}tAl is amended by

striking; "the first paragraph of section 112 of
this title” and inserting "section 1l3{a.l".

(2) Section l.i.1'(b-ifs) is nmendeul by striking
"the second through fifth paragraphs of sec-
tion 113.” and inserting “subsections lb]!
t]Ji'oil5‘11 is!) of section 112.".

(e'} Errecrwe DAT'E.—'TlJ.'B smendxnents
mode bit this section shall take effect 1 year
after the date of the enactment of this Act
and shall apply to patent, spplkzations that
are filed on or.s1‘ter that effective date.
SEC. 4. DAMAGES.

ta-l DAMAG.E5.—SeGt-ion 234 of title '35.
United States ‘Code. is amended-

tll by striking “Upon finding" and insert-
ing the following: "{3} TN G-Ii'.lvERnL.—Upon
finding":

(21 by striking "fixed by the court“ and all
that follows. throurh “When the ds.rnsees“
and iI1seI'ti:I‘ng.' the following: “fixed by the
court. When the damages":

(.31 by striking “shall assess them." and all
that follows through "The court may re~
delve" and inserting the following‘: "shell as-
sess them. In either event the court Indy in-
crease the damages on to 3 trees the mucus!
found or clssessed. Increased dullness under this
subsection shall‘ not apply to provisions! rights-
nn-der section Jami) of this title. The court
may receive": end

:41 by edding at the end the following:
"(tn Pnocnpnns roe DETERMJNING DAM-

AGES.-
"(II In BENERAL.—T'hB com-t shell identify

the inethodulceics end. teeters that are rel-
evant to the deterhnnation of dsnisees. and
the court or juiw _s_h.s_.ll consider onljv those
methodologies and factors relevnnt to mak-
ing‘ such determination.

“is! Discnosnnh or cL.uMs..—By no later
than the entry or the final pretrial order. un-
less otherwise oidoled by the court. the par-
ties shall state. in Writing and with particu-
larity. the methodologies and fse.to.rs the
parties propose for iristructtiou to the jury in
deterniining den-is,-gee under‘ this section".
specitving: the relevant underlying legal and
factual hoses for their csaertions.

"{3} surrici-snow or EY'lIlENGE.—Pr'lo:‘ to
tho in'l:x"I:IIiu_otion of 9.11.5’ Gvidoiloo oonoomiinfl‘
the determination of damages. upon motion
oi’ either party or sun spontc. the court shall
consider whether one or more of n party"s
damages contentions locks a. legally’ enth-
cient evidentinry basis. After providing a.
nonmovant the opportunity to he he-a.r:d. and
after sill? further proffer of evidence. brief-
ing. or argument that the court may deem
appropriate. the court shall identity on the
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record those methodologies and factors as to
which there is n legally snriiclent evi-
dcntiery basis. and the court or jury shall
consider only those methodologies and fac-
tors in making the determination of dam-
nges under this section. The‘ court shall only
permit the -introduction of evidence relating
to the determination or damages that is rel-
evant to the methodologies and factors that
the court determines may be conelrlered in
making the dninugee detenninntinn.

"fol SE‘-Q'U1=:Ncnvc}.—Anr pear!’-3' may I'sdue_‘5't
that a patent-infringoinont trial he
sequenced no that the trier of fact decides
c1.1eeti'ons oi’ the ps.tent's inn-ingam-ant -and
validity before the issues of damages and
willful infringetnent are tried to the court or
the jury. The court shall grant -such a. re-quest absent good cause to reject the re-
quest. such as the absence of issues of 313'-
niflccnt damages or infringement and valid-
ity. The sequencing of s. trial pursuant to
this subsection shall not affect other met-
ters. such as the timing of discovery. This
subsection does not authorise a. 1:-a.rt._v to re-
quest that the issues ‘of damages and willful
infringement he tried "to a jury cih“fei'_ent than
the one that will decide questions of. the pot»
on t’s.Inn-ingernent and validity.

["(.d] Wn_.1.r1:n. Irrrsnvcen-I:n1vT.—
["(1l in oENE:R.s_L.—’.L‘he court may

damages up to 3 times the amount found or
assessed if the cc-nrt or the jury. as the case
may be. determines that the 1'.nf1'iI1.EB:nent of
the patent was Wiilful. Increased damages
under this subsection shall not apply to pro-
visional rights under s'ecti'on 15401}. I:d£r'in.g'e—
‘ment is not willful unless the olaimant
proves by elesrend convincing evidence that
the accused inl'ringer's conduct with respect
to the patent was objectively reckless-. Azn
accused iniringerh conduct was objectively
reckless if the iniiringfer was acting despite
an objectively high tclgelihood that his ac-
tions constituted infringement of a. valid
patent. and this objec1:.ive1y—de£‘iJ1ed risk was
either known or so obvious that it should
have been known to the accused infringer.

["t2) PLEADING s'mNp.ui.os.—A claimant
s.sse1'ti.ng that in. patent was inn-lnged will-
fully she.-11 comply with the pleading‘ require-
ments set forth under Federal Rule of Oivil
Procedu.t'e Mb].

['’‘(3) Knomatoos ALONE lN5UFZfi'It‘iSENT.—In—
fringement of a. patent may not be found to
he willful solely on the basis that the in—
hunger ‘had knowledge of the iniriiiged put-
ant.

_["f4) PR-EIDTT No'rIncs'rIoN.—A claimant
seeking to .Bs.t.a.l::lish willful infringement
may not rely on evidence of pre—s1JJt notifi-
Qntion oi‘ infringement. unless that notifica-
tion identifies with particularity the es-
serted patent. identifies the product or proo-
css accused. and explains with particularity.
to the extent possible following a‘. reasonable
investigation or inquiry. how the product or
process infringes one or more claims of the
patent.

["(5) Goose cAse.—'i.‘he court shall not in-
crease damages L111d.o1' this etllieeotion if the
court determines that there is a. close case as
to iniringerrient. validity. or enforceability.
on the motion of either party. the court
shall determine whether a close case es to
infringement. validity. or eniorcesbflity ex-
ists. end the court shall explain its decision.
Once the court determines that suclin tllose
csso exists. the issue -of willihl inhinlgement
shall not t»h'ercs.i‘ter be tried to thejury.

[“(8l Account DAM.-*\l°.iltlL-—If' s. court or joizv
finds that the infiingemant of patent was
willfhl. the court may increase only those
1.‘-axoasee that scorned after the infringement
became vrill£‘nl.".I

(bl Bernese to INfi'tII<FGIt’h(ItN'I' Bests on
EARLIER IlW'EN'Poli.—.Sectlo_tl 2'f3(b}(6l of title

February 28, 2011
35. United States. Bode. is amended to read as
follows:

"{6} Pitnsonst onrnnsc.—The defense
under this section may be asserted only by
the person who pciicrmed or caused the per-
Iorinance of the s.c1:'s necessary to establish
the defense as well as any other entity that
controls. is Chbtrollléil hi’. or is undel‘ com-
mon -control with such person and. except for
aenr transfer to the intent owner. the right
to assert the defense shall not be licensed or
335133-'lB|i 151'.‘ t.Z£'£t11BfB1‘I‘B(1 50 another person 63
cent as an encillarsr and subordinate part of
synod .fe.ith assignment or transfer for other
reasons of the ‘entire enterprise or line of
business to which the defense relates. Not-
withhtendlng the preceding sentence. any
person may. on its own behalf. assert a. (16-
fenxc based on the exhaustion of rights pro-
vided under paragraph (3:-. including our nec-

eloments thereof.".
to} VIRTUAL MA1?J£rN(}.—Section 28'i’(a.} of

title 35. United States Code. is. amended by
inserting “. or by fixing thereon the word
patent" or the abbreviation ‘put: together
with on.-address of a. posting on the Internet.
accessible to the public without aha;-gs for
accessing the sddl-ass. that .a.seocl_ates the
patented article with the nurnber or the pet
ent" before or when". _

id} ADVIGH. DE‘ UOIUNBEL.-—{i_hnptnr 29 of title
35. United States Code. is amended by adding
at the end the following:
“#298. Advice of Counsel

“'.l:'he failure or on inirlngsr to obtain the
advice of counsel with respect to my alleg-
-edly infiringed patent or the failure or the in-
fringer to present -such advice to the court or
jury may not be used to prove that the sc-
cusecl iniringer willfully inn-inged the patent
or that the iniringer intended to induce in-
fringement of the pa.1'.cn't.":

tel lilF'Fso'rlVF.‘.' D.|i'I'E.—'Tl1e amendments
made by this section shall apply to any civil
notion commenced on or after the ante of the
enactment of this Act.
SEC. 5. POST-GRANT REVIEW PROCEEDINGS.

(n) INTER PARTEE H.EvLsw.—Chapte1‘ B1 of
title 35, United States Code. is amended to
read as follows:

“CHAPTER 31--INTER PABTES BEVTEW
"Sec.
“311. Iilt-E1‘ ‘1J£!.I'lJ€5 review.
"312. Petitions.
“S13-. Preliminary response to petition.
53141. Institution of inter peaches review.
“315. Relation to other proceedings or so-

tlons.
“315. Conduct.-of inter parses review.
'''31‘':'. Settlement.
"318-. Decision 0! the board.
"3153. Appeal.

“i311. Inter partes review
"(al IN G-ENERAL,—Subject to the provi~

sions of this chapter, a person who is not the
patent owner may file witli the Office a. peti-
tion to institute an inter pertea review for a
patent. The Director shall establish. bl?’ 1'BE\1-
lation. fees to he paid by the person request-
ingthc review. in such amounts as the Direc-
tor determines to be reasonable. considering.‘
the aggregate costs of the review.

“(bl SoDPE.—.A. petitioner in an inter parted
review may request to cancel as
nnpntentnble l or more claims of a. patent
only on a ground that could be raised under
section 1112 or 103 and only on the basis of
prior amt consisting of patents or printed
publications.

“to: Finn-to DE.Ai:Ji..._i.NE.——A_. petition for inter
pnrtes review shall he filed after the later oi‘
either-—

"!-il 9 months after the grant of a. patent or
issuance-o'1'-s. reissue oi a. patent: or

"{2} if Ia. post-grant review is instituted
under chapter 32'. the date of the termination
of such post-grant review.
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February 23, 201}
"$9312. Petitions

"tel Rmomemmre or PE'I"I"I'IGN',——A pati-
tion filed under section 311 may he .con3icl—
cred only lf--

"tll the petition is accompanied by pay-
ment of the fill? established by the Director
under caution 311:

"(ill the petition identities all real parties-in interest:
"{3} the petition identified. in writing and

with particularity. each cIa.i.1:u challenged-.
the erounozs on which the challenge to each
claim is based. and the evidence that eup-
portes the grounds for the challenge to each
claim. including-

"uil copies of patents and yrtnted publica-
tiono that the petitioner relies 1.1.po.n in sup-
port. of the petition: and

"(By dffidavitn or declarations of eco-
oorting evidence and opinions. if the potl-
tioner relies on expert. opinions;

""(-ii the petition provides ouch other ‘Infor-
mation’ he the Director may require or reg'1J.-lotion: and

"[5}1.:he 1_:Ietit.iol.1e1' provides copies of any of
the documents required under pa.I'a.gre.p1n-112.1.
{BL and [43 to the potent owner or. if applica-
ble. the clee1.e'uated representative of the pet-
ect owner.

"(bl Ptremc Aw.ILAe1LI'm'.—Ae soon as
practicable after the l'cce.=l1ll. of a. petition
under section 311. the Director. shall make
the petition available to the public.
“§3I3- Preliminary response 10 petition

"(cl Pnh1.o1INarI.Y Reerofioh-.—If on inter
pm-tc_e review petition is filed I;1ncle1'-section
311. the patent owner shall have the ‘right to
file 9. preli.m'inarpr response within a. time po—
rich set on the Director.

"(in Oo:t."mIrI' or REE.PUl\lBE.—A prclimhmry
response on 84 EIB’G1t1oh- -ier inter heroes review
shell oat forth reasons why no inter pcrtea
review should be instituted hosed upon the
i’ai_l’dl‘e oi’ the petition to meet one require“-
ment of this chapter.
"-§ 31¢. Institution of inter partes review

‘‘(.-3.-) TEERESHDLD.-—ThB Director may not
aauthori-ze an inter parted review to com-
mence unleee the Director lieterminee that
the infcimation presented in the petition
filed under section 3.11 and any response filed
under section 313 shows that there is "a. roe»
e-cnoible likelihood that the petitioner would
prevail‘ with respect to at least 1 of the
eladlrle challenged in -the petibiml,

“( bl TIM1NCl.—'Phe ‘Director shall determine
whether to institute an inter partee review
under this chapter within 3 months after ra-
ceiving a. prelimina-_!Y response under‘-section
313 or. it‘ com‘: is mad. Within three months
dftcr the oxpiratiml of the tdrnx: for -filing
such a. response.

“(oi NoPr1cE;.—The'Dircctor' shall notify the
petitioner and patent owner. In writing. of
the Directors deIermina'tioh- under eut-
eectioh (cl. and shall make each notice avail»
able to the public gig seen no is practicable.
Such notice s.h'e.‘iI list the date on which the
review shell -commence.

-‘u-11 No APP1i'.M...—The determination by
the Dirwtor whether to imtltotc an inter
parted review under this section shall be
final and nonnppealehle.
“‘§81‘fi. Relation to other p or no-

tiona
"ta! INl‘R‘lNGER'5 Ac'rIoN.—An inter parted

review men! not be instituted or maintained
if the petdhioner or real party in interest has
filed it civil action challenging the validity
or 3 claim of the potent.

["lhJ PATENT Ownewe Ac'I'IoN.-—.A.n inter
p-az-tee 1-eview may not be inetitlnted if the
petition requesting the proceeding is filed
more than 3 months etlliei‘ the date on which
the petitioner. restl party in interest. or his
privy is required toreeponcl-to a civil action
alleizine Infringement of the 'Datehi'..]
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"(hi PATENT t)mw=:r_e'.s* A('."!‘!0N.—.«hl inter
games review may "col be instituted If Ute 1Je£'i-
tiec requesting the proceeding Erfiled more than
6' months after the date on which its petitioner.
real pony 1'1: interest. or his purity in served with
o romploim allegmg mfrtilocmefl-t cfihe patent.
The lime limiiciimi set forth in cite go-receding
sentence shall nu: choir to c fewest for is-leader
under subsection (c).

"(cl Jonmi-':e..~—If the Director imstitutee an
inter carter review. the Director. in lilo cliar
oration. may join as a party to that inter
partes review any person who I$ll.‘DpB‘1‘1¥ files a.
petition under section 311 that the Director.
aitnr receiving a preliminenr response under
eection 313 or the expiration oi‘ the time-for
filing cool: a. response. deterrhi'nee- 'wa1'ro.nts'
the institution of an inter pnrtee review
under section 31%.

"id: MULTIPLE Pooch!-:hnio:a.—15lotv.rIth—
standing _ sections 135(3). 351. and S52. and
chapter 30,. during the pendeucy of an inter
partes review, if another proceeding or mat-
ter 1uvoivi.ng- the patent is before the Office.
the Director may determine the manner in
which the inter pertes review or other pro-
ceeding or mdttw proceed. including
providing for step. tmilefer. consolidation. or
teL'rn!.heticn of any each matter or pro-
ocedlog.

"(cl Ee'rcrro1..———
“:1; Pnoceenmoe eeroma: TEE crs'Ic:e.——'1’he

petitioner in an inter partes review under
this chapter. or his real party in interest or
priiry, may not request or maintain it pro"-
ceekling before the lattice with respect to a
claim on any Eroluid tliat the cetitioner
r'a.isetl or reasonably could have raised. during
on inter portee review of the claim that re-
sulted in a. final written decision u11der.ecc-
tion 31Bia.:.

"{2} CIVIL ACTIONS .-mo omen reo-
oce.c1Nce.—The petitioner in an inter partes
review tlntler this chapter. or his real party
in interact or privy. may not either in
a civil action arising in whole or in cart
under section 1333 of title 28 or in a pm
oeeding before the International 'I"x'm1e Gom-
mieslon that e oloirn in a. potent is: invalid on
any ground that the petitioner raised or rec-
sonahly could have raised during an inter
pen-tee review of the claim that resulted in a.
final written decision under section 318taJ.

“M18. Conduct of inter parbea review
"tel REGU1.A_'1'IONs.—-—The Director shall pre-

scribe 1‘egu1o.t'1one—
"£11 providing that the file oi’ any pro-

ceeding under ‘this. chapter £113.11 he made
a.va.ila.l:Ile to the public. -except that-a.n.y peti-
tion or document filed with the intent that

it be cooled ellell he accompanied by :1. mo-tion to 5735.1. and such petition or document
new be treated as sealed pending the out-
come of the rohng on the motion:

"("21 setting forth the standards for the
showing of sufficient grounds to institute a.
review under section 314(a.,l-:

"£31 eetahliehing procedures for the sub-
mission of supplfifllehtal information after
the petition is filed: _"(-1) in accordance with section 2(b)(2). os-
Lehlishiine and governing inter pertee review
minder this chapter‘ and the relnt.io_1‘I$hip of
such review to other proceedings under this
title:

"(5'l Bat?!’-1113‘ -3.. time period for requesting
Joinder under section .'ll5(c.l:

"{6} oott-iris forth standards-and p,:'ccc'duree
for discovery of relevant evidence. including
that such dieccvery si1a.1l_lJe limited to-

"[A} the deposition of witnesses submit-
tLng affidavits or decIarations:1zu1d

“(Hi what is -otherwise neceseaarsr in the in-
terest oi‘ justice:

"[71 p1'-cecitihing sanctions for chose"-of dis-
covery. abuse -of process. or any other Im-
proper uee of the DI'ocee£lln.8:. ouch as to ha-'1"~

3941

ads or to cause unnecessary rlcla.\7_o1' an un-
necessary increase in the coat oi‘ the pro-
ceedingt;

"{3} providing for protective 'o_I'CIere gov-
erning the exchange and at-lbmiceion of con-
fidential infonhetioir.

"[9] allowing the patent owner to file a. re-
sponse to the petition after an inter cameo
review has been instituted. and requiring
that the patent owner file with Entch re-
sponse. through ofildavite or dccinmtlone.
any adu:1lti.cnc.1 factual evidence and expert
opinions on which the patent owner relies in
support of the response:

"fllll setting forth stander-de and proce-
dures for showing the potent owner to move
to amend the pa.tent- udder euheectlou oil to
cancel‘ a. challenged claim or propose a rea-
sonable number of substitute claims. and an-
suring that any in;foriua.ti_o11 eul3mit_ted by
the patent. owner in support of any amend-
-ment entered under euheection (L1) is made
available to the public as part of t-he proo-
ccutlon history of the patent;

“(ill providing either party with the right
to an oral hearing .o.a.1ua.rt or the proceeding:and

"1121 requiring‘ that the final determine.-
ticn in an inter partes review be issued‘ not
later than 1 year after the date on which the
Director notices the inotitutiorl oitu. review
under this chapter. except .tha't— the Director
may, for good cause shown; extend the 1-year
period by not more than 5 months. and may
adjust the time periods in this paragraph in
the case of jolnder under section 315(cl.

"(bl c'cNemeH.A'rIo'ne.—-in prescribing reru-
latione under this election. the Director shall
consider the effect or any-such regulation on
the economy, the Integrity of the pa_.tent sys-
tem, the eiflcient adminisudticc of the Of-
fice, and the ability of the office to timely
"complete proceedings instituted under this
chapteth.

“l'c') Pmrow Tour. we APPEAL. 1313.43.13.-
The Patent Trial and Appeal Boa.-111 shell. in
e.ecorda.nI::e with section 6. conduct each pro-
ceeding: authorized by the Hirector,

“id; AMEND:-uorr or THE PATENT.-
"{1} IN oE\lERA1..—D'u.t'.'i.'ug an inter portee

review instituted under ‘chic GhB.rP$B1‘-. the
patent owner may file 1 motion to amend the
patent in 1 or more oi‘ the following ways:

"(AiIUI=t,ucel any L-lldllengell pa.Iioul..ula.l1r_1.
"(B3 For each challenged claim. propose at

reasonable number of eul:etitute- claims.
"{2} ADDPPIGNAL Mo'1'IcNe.—-Additional mo-

tions to amend may be permitted upon the
Joint request of the petitioner and the patent
owner to matcrie.lLv' advance the eettlement
of a. proceeding‘ under section 31?. or as her-
mitoed by regulations prescribed by the Di-
rector.

"I3! score or c1.arMs.—An "amendment
under thia subsection may not enlarge the
scope -of the claims of‘ the patent or Intro-
duce new matter.

"(el Evmnn-nut: STANi)'ARDS.—In on inner
pm-tee 1-eview instituted under this chapter.
the petitioner shall have the burden of pmv—
ing a. proposition of unpahentuhility by apro-
pcndcranoe of the evidence.
“§ 3113'. Settlement

"cal IN’ Gll:'N1mAL.—-An inter portes review
instituted under this chapter shall he t.crmi~
noted with respect t_o any petitioner upon
the joint request of 1:he- petitioner and the
patent owner. 1_.I:I'11t::'3n_t- the Clffioc has decided
the merits of the proceeding before the re-
quest for terrnmaticn is ffled. If the inter
partee review is to-rmineted with respect to o
petitioner under this section. on eatohhel
undereecticn 315{el ehall apply to that peti-
tioner; II‘ no petitioner remedne in the inter
pa.1‘te'e review. the Office may terlrulnete the
review or proceed to a. final written decision
under section ante).



PAGE 7 OF 18

      
    

      
      

      
      
      

        
          

      
        

        
        

        
        

       
      

         
    

      
      
       
       

       
        

      
       

 
      
       

        
       
       

       
     

       
       

       
       

 
  

       
       

       
       

        
          
    

        
        

        
   

         

    
     
          

        
         
      
     

 
      
        

          
         

       
     

     
         
        

      
        

         

 
   

         
       

         
       

        
         

       
          

  
 
       

     

   
   

        

     
        

       
      

        
       

        
  

       
       

      
       

       
        

  
       
      

       
     

       
       

       
        

         
      

         
    

    
        

       
         

        
  

      
        
     

   
 

   
  
     

      
      

 
      

  
     
  

    
     

          
        

        
      
        

        
      
       

      
      

        
       

         
       

      
       

         
      
   

    
       
  

      
        
   
       

  
       

     
        

       
        
 

      
       

     
     

     
        
  

      
       

  
         
      
         
      
  

     
       

       
      

      
    
       

         
       

      
     

        
        
       

       
    
     
     

      
      

       
     

         
         

   
   

      
        
       
        

  
     

      
       

      
          

     
      

       
    

         
        

       
        

        
       

 
     

      
        

  
       

 
    

        
        

       
      

    
         

      
          

        
         

    
     
        

         
        

          
       

S942

“lbl AGREEMENTS IN WR‘I'I‘1NG.—lKi1Y acrea-
mcnt or understanding between the Dafgellt
owner and s petitioner. luoludingeny collat-
erai agreements r-e_i'er1-ed to in such agree-
ment or understanding. made in connection
with, or in contemplation of. the termi-
nation of an inter pertes review under this
section shall be in writing and a true copy of
such agreement or understanding shall be
filed in the Dflico before the termination of
the inter pcrtcc review as between the par-
ties. 11': any party filing such agreernent or
understanding so requests, the copy shall be
kept separate from the file of the inter
partes review. and shall be made eveilebie
only to Federal Govemn-oent ageilloies upon
Written '1‘equ'est. or to any other person on a.
showing of good ‘cause.
‘§ 313. Decision of the board

"Isl Four. WR.I'I"I'EN Deoi:sIo.N.—If an inter
pas-has review is instituted and not ':1ismi_ssI:d
under this chapter. the Patent Trial and App-
peal Board shell issue a. final written deci-
sion with respect to the putentshility of any
patent claim challenged by the petitioner
and any new claim added under sect-ion
Bldicli.

"(b) CER'I‘l'FIGATE'.—If the Patent Trial and
Appeal Board issues a final written decision
under subsection -In} and the time for appeal
has expired or any appeal has terminated.
the Director shall issue and publish a certifi-
cate canceling any claim of the patent fi-
nally determined to be unpatentable. con-
finning any clans cf the patent determined
to be pa"-tsn1:a.b1c-. and incorpoisting in the
patent by operation oi.‘ the certificate any
new or amended claim dotcrn_'i.i.1:lcd' to be put-
enta.bls_

"§319.Appeal.
“A party dissatisfied with the fined written

decision of the Patent Trial and Appeal
Board unci.er- section 31B[e) may appeal the
decision pursuant to sections 141 through 144.
A133? Party to the into!‘ homes review shall
have the right to be "a. party to the s.ppes.l.".

rs} Too:-uncut nun CGNFUIRMING Annun-

MENT.r-The table or chapters. for part III or
titis 35. United States Code. is amended by
striking the item relating‘ to chapter 31 end
inserting the following:
‘"31. Inter Fortes Review 311.".

[o1REG‘I:J'l...A'I'1oi-I3 AND Errncrrvn Dem.-
ili IE.s.coL.-iTIo:vs.——'I‘ite Director shall. not

later than tlio date that is 1 your after’ the
date of the enactment of this Act". issue regu-
lations to carry out chapter 31 of title 35.
United States Gods. as amended by sub-
section to] of this s'e.ct'ion.

(2) AI'r'I.uIono'3mITir.—
{A} IN 0liiNER.n1..—Tl:1e a.nicndIn3ntis made

by subsection to! shall take eflect on the
date that is 1 year after the date of the en-
actment of this Act and shall apply to ell
patents issued before. on, or si‘t'et- the effec-
tive Pints of subsection (ail.

(B1 Exonr-ri'oN.—Th_s provisions flf chapter
31 of title 35. United States Code. -as emended
by paragraph :31. shall continue to apply to
requests for inter partes reexamination that
are tiled prior to the effective date or sub-
section (s.:- as if sulisectiqn (EL) hari not been
enacted.

(C) GMDUATED I1\iPLnsI:I:.1v'm'i'IoN.—Tbe Di-
rector may impose It lixoit on the number or
inter pertes reviews that may be instituted
storing‘ ouch of the first in yours following tho
effective date of subsection is). Provided that
such number shell in each year be equivalent
to or greater than the number of inter partes
reexauiinations that are ordered in the 13.51:
mil fiscal year prior to the effective date of
subsection (on.

(3) TR..ANsmoN.—
(Al IN‘ oENi1RuiL.—Chapter 31 of title 35.

Unitedflbates Bode. is amended-
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('1! in section 312--

(II in subsection taJ— _
(as! in the titer. sentence. by -striking "a

substantial new question of patentabzlity af-
fecting any claim of the patent concerned is
raised by the request." and inserting “the in»
formation presented in the request shows
that there is a reasonable likelihood that the
requester would prevail with respect to at
least 1 of the claims challenged in the re-
quest“: and

(lab: in the second sentence. by striking
"The existence of a substantial new question
of pet_ents.hllity" and inserting "A showing‘
that there is a. reasonable likelihood that the
rcqiisstsr would prevail with respect to at
least 1 "of the claims challenged in the re-
qu'est"::nntl

(ID in subsection (0). in the second son-
tel1oe.. by striking "no substantial new clues»
tion of patontahility has been rs.iseui,“ and
inserting “the showing required by sub-
section is) has not been ms.cle.": and

(iii in section 313.1}? striking‘ "a. substan-
tial new question of psteatehility affecting a.
c1'a.irh or the patent is 2_s.ised"- and inserting
"it has been shown that theirs is a. reasonable
Jiicelilbootl that the requester would prevail
with respect to at least 1 or the claims chal-
lenged in the rogues ".

(B) APl?LIGATIl.'.|N.——T11e amo:1d.tncnL.s mode
by this paragraph shall apply to requests for
inter partcs rcexsuninaltion that are filed on
or after the date oi‘ the enactment oi’ this
Act. but prior to the effective date Oi‘ sub-
section lat

(Ii) POST-GRANT RE\‘IEW.—P9.I‘t III of title
35. United States Code, is adnendod by adding’
at the land the following:
“ 32.—POBT~GR.ANT REVIEW

"Sec.
'*321. Poetgmnt review.

‘E322. Petitions.
"1333. Preliminary response to Dfliiition.

Institution or post-grant review.
Relation to other proceedings or so-

tions.
“S26. Conduct of post—;rrant review.
“32'i'. Settlement.
“$.23. Decision of the board.
"3251. Appeal.
“ii 321. Poet-gnmt review

"(ea In GENERAL.—Ei11b1eI:'.lt to the provi-
sions of this chapter. 51. person who is not the
patent owner may file with the Office a. peti-
tion to institute a poe‘t—gI:a.:1t review for a.
patent. The Director shall establish. by regu-
lation. fees to be paid by the person request
iog the review. in such amounts as the _D.ir_ec-
tor determines to be reasonable. considering
the aggregate costs of the post-grout review-.

“(bl SooPE.—A petitioner in a. post-grant
review may request to cancel as
unpstautahle 1 or more claims or at patent on
any -ground that could be raised under pars-
smph (2) or I3} of section seam; rreietiug to
invalidity oftho potent-or any c‘l's.imi-.

"to! Frame DEADLlN'E.—A petition for s.
post-grunt review shall be filed not later
than 9 mon-the after the grant of the patent
or issuance of a reissue potent.
“H122. Perljtione

'-‘cal Rnqfomnmnms or P£lTIT1oN.—A peti-
tlon filed under section‘ "321 ms.,v be consid-
ered only it''-

“r_1} the petition. is accompanied by pay-
mom; of the rec oistablichcd by the Director
under section 321:

"121 the petition identifies all real parties
in interest:

"(Bi the petition identifies, in writing and
with particularity. each claim chad-longed.
tlie grouudsi on which the -challenge to each
claim is hasei and the evidence that sup-
ports the grounds for the challenge to each
claim, including‘-

February 23, 2011
“(AI copies of patents and printed publica-

tions tlmt the-petit.-io1'1er relies upon in sup-
port. of the petition: and

"(El s.fi'id£I.Vits- or {l_eoLa.Ta.tioms of sup-
porting evidence and opinions. if the peti-
tioner relies on other factual evidence or on

expert opinions; _
“(ii the 1:Iet.it_ion provides such other infor-

mation as the Director may require by regu-
lation: and

“[53 the petitioner provides copies of any of
the documents required under porogruphe (2).
(3). and [-13 to the patent owner or. inapplica-
hle. the designated representative of the put-
sot owner.

"to; PUBLIG AvAtoAn1L:T'sr.—As soon as
practicable after the receipt of _a. petition
under section 321. the Director shall make
the petition aveiiabie to the public.

‘ii 323. Preliminary response to petition-
“tel Pnn1.nuINAR.Y Rnsr=oNsn.—Ii a post-

grsut review petition is mad under -section
321. the patent owner shall have the right to
file a preliminary response within 2 rnontlia
of the filing of the petition.

"(in I’.‘ioNTnNT or l‘1‘.i:sPoN$E.—A preiimincry
response to 8- petition for post-grunt review
shall set forth reesonewhy no post—g-.rs.ut re-
view should be instituted based upon the
failure or the petition to meet any require-
ment oi‘ this chapter.
“ill!-24. Institution of post-grant review

"tel ‘I‘rmnsi1oLo.——The Director may not
euthorise s post.-grant. review‘ to commence
unless the Director rle.teru:I.ines that the in‘-
Iormafion presented in the Petition. if such
lnfoimution is not rsbutted. wmild dem-
onstrate that it is more likely than not that
at least 1 "of the olainis challenged in the pe-
tition is oops.-tentahle.

“(bi Anoirioiml. GR.o1.INDs.—The deter-
mination required. under subsection to] may
also be satisfied by a showing that the peti-
tion raises a. novel or unsettled ieoai ques-
tion that is important to other patents or
patent applications.

"fol TIMrNc.—'I‘he Director shall determine
whether to institute s post-grunt. review
under this ohaptcr within 3 months s.i‘l.iei' re-
ceivins -a prelizniuary response under section
383 or. if none is filed. the expiration of the
time for filing such :1 response.

“(iii NOTIGE.—-The Director shall notify the
petitioner and patent owner. in writing. of
the Director's determination under sub-
section {ad or (hi. and shall make such notice
availabie to the public so soon so is _|;I1‘B>|'J-
tionble. The Director shall make each notice
of the institution of s post-grunt review
available to the public. Such notice shall list
the date on Whioh the review shall com-
inches.

'15} No APrmL.—The determination by
the Director whether to institute u post-
s‘1"ant review under this section shall. be final
and nonoppoaletie.
“N136. Relation to otherp 01* ac-

Iions
"(oi INFRINGER’-S ACTION.-——A poet-grant re-

view may not be instituted or maintained if
the petitioner or real potty in interest has
filed s._ civil notion challenging the validity
of s. oieim of the patent.

['*'(bJ P.dTENT OWNER'S AoT:oN.—A post-
g1‘a.nI'- review may not be instituted if the pee
tition requesting; the proceeding is filed
more than 3':rnont11e' after the date on which
the petitioner. real party in ‘interest. or his
privy is required to IBHDDDK1 to a. civil action
-alleging infringement of the ps.ten_t.]

"(bi PATENT C-Juwss-‘.9 _»icr'mN.—A iicst-gran:
review may not be instituted If the goetition re-
oussti-ng the proceeding is flied more limit. 6'
moizms cuter use data on whicii the petitioner.
real party in interest. or his print: is served with
o -complain! cueoiiio inmcgemen-t of its potent.
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February 28, 201 I

The time liinitoiion set forth. in the preceding
sentence silo?! out opply to £1» request for jaimier
1.m.:Is.r.91coo=.-onion to).

"I o.l-JoIND1'slR.—Il' more than 1 petition for a
post-grant review is properly filed against
the some patent and the Director determines
that more than 1 of these petitions warrants
the" institution oi‘ a post-grant review under
section 324'. the Director may con.-so.lida;te
s,-‘ooh reviews into .a single past-grant. review.

"(:11 MULTIPLE PRoooo_omos..—Notwith-
standizlair sections liifilsl. -251. and 252. and
chapter 30. during‘ the pendency of any post-
grdnt review-, if another _1_'u"o'ce'od:Ing‘ or triat-
ter involving the patent is lrefore the Ofllcs,
the Director may determine the manner in
which the post-gr.ant review or other pro-
ceeding or matter niatv proceed. including
nrovidilla‘ for stay. lbmnsfer. consolidation. or
termination of any such. matter or pro-
ceeding. In determining whether to institute
or order" a. ‘proceeding under this chapter.
cliapter 30, or chapter 31. the Director may
take into £\cco_u11t whether, and reject the pe-
tition or request became. the some or sub-
stantially the some prior art or a.rgu_1:rle_nts
previously were presented to the Office.

"(e}EsmPr1tL.—
"Ill PROCEEDJNGS Barons THE orr1ot:.—Tho

petitioner in a post-grant review under this
chapter. or his real party in interest or
privy. may not 1-gqwaest or maintain a pro-
ceeding before the Office with respect. to s.
olairn on any g1'oI1nd— that the petitioner
raised or reasonabllr-could have raised during‘
a. post-grant review or the claim that re-
sulted in is. final writ-men decision o.m:1'e:- sec-
tion Bilflia-J.

"{9} Cllvu. actions we mono rou-
coon1Ncs.—-The petitioner in a post-grant re-
view under this chapter. or his real -party in
interest or privy. may not assert either in a.
civil action arising in whole or in part under
section 1533 of title 28 or in at D1-ooeodinc be-
fore the international Trade commission
tfllat a claim in 3. patent. is invalid on any
ground that the petitioner raised during a
post—3'ranl: review of the c1'ai.tn that resulted
in 3» final written decision umier section
Bflflial.

“tn PRElI..lIMlNAE‘l’ IN.IcnIcT1o1srs.—-If s. civil
action alleging inrrlngemont. of :1 pa-tent is
filedrwitllin 3 months of the grant of the "cat-
ent. the court may not stay its cons.-liderati_on
of the patent owner's motion for s. prelimi-
nary iojune_tio:_1 against infringement of the
Da.l'.en't on the ‘oasis that a. petition for post-
grdnt review has ‘been filed or that such a.
proceeding has been instituted.

"tgj Reissue PA'l'EN‘I'Ei.—-A postdmnt re-
view may not be instltutiéli if the petition re-
quests 'osn'ce1lati-on of ‘a claim in a missile
patent that is identical to or narrower than
a claim in the original patent iron-1 which
the reissue patent was issued. and the time
lirmtations. in section 32l(c.l would bar filing
is petition for a post=grant- review for such
original pa.t'e1:|t.

“§ 326. -Conduct of post-grant review
“(a.) Rsom.ur1o_ss.—The_ Director shall pra-

scribe regulations-.-
“ill providing that the [lie of any pm-

cssdlog under this chapter shall be made
available to the public. exooyrt that any poti-
tion or document [Tiled with the intent that
it be sealed shall be accompanied by a mo-
tion to seal. and such petition oi’! document
shall‘ be treated as. sealed pending the out.-
come of tho on tho motion:

“(El setting forth -the standards for the
showing oi’ suflfioioxlt grounds to institute a.
review under subsections {El and lb‘: of sec-
tion 324:

'-‘{3} establishing‘ procedures for the sub-
mission of supplemental lofonoatlon after
the petition is filed;

"rd! in accordance with section 2-ihllzl. es-
bablleillnii: and governing a post-grant reolew
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under this o‘bsnt.sr and the relationship or

such review to other proceedings un-rlor thist tie:
“{5} setting.’ l’o1'tli standards -and pro_.:edI:u'es

for discovery‘ of relevant evidence. including
that such d1sco"rer_:.r shall be ‘limited to evi-
dence directly related. to factual assertions
advanced by either party Ln the prooesrlllie:

“I63 orcscribing sanctions for abuse of dis-
covery. abuse of process. or any other im-
proper use oftho proceeding. such as to nor
413$" D1‘ {-0 D-flvllflfl ‘l.'l.D11GflBfiE-a.l."§?‘ delay 01:‘ on 11.11.
necessary increase in the cost of the pro-
.oee¢1£.n.3‘:

"ff: providing for protective orders gov-
erning the exchange and -submission of con-
fidential 1nforIl1a-tioii:

“{8} allowing the patent owner to file a.- re-
sponse to the. petition after a post-"grant re-
view has been instituted. and requiring that
the patent owner file with -ouch response.
through aifidavlts or declarations. any addi-
tional factual evidence and expert opinions
on which the patent owner ro-lies in silppori.
oi‘ the response;

“{9} setting i‘o1'th standards-and procedures
for allowing the patent -owner to move to
amend the patent slider subsection ‘(ill to
cancel a challenged claim or propose a rea-
sonable number or substitute claims. and on-
surlng that any information subniltted by
the patent owner in sunport or -any amend-
ment entered under subso'oi.iUn (dl is made
available to the public as part of the pros-
ecution history of the patent;

"fllll providing" either party with the right
to an ore.1'hsa.1'ing as part -of the proceeding:
and

“(Ill requiring that the final determina-
tion ln any post-«gran: review be issued not
later than 1 year after the date on which the

Director notl.ces- the .tnstitut.ion of a pro-
ceeding under this chapter, except that the
Director may. forgood cause shown. extend
the 1-year period 11,-; not more than Ejmonths-.
and may adjust the time periods in this nora-

§1r2;ph in the case of lolnder under section0].
“(hi UD.tl8l.D_E‘:R»ATlUliEl.——1l1 Dl‘aB{.'.).‘lblI1§' regu-

lations under this section. the D1reotcr.s.l1a.1l
ooneider the effect of -any such regulation on
the economy. the integrity or the patent sys-
tem. me efficient. adroinittvstlon or the O!-
fice. and the ability of the Office to timely
tiompleto proc.oedi.l:Ig.s i-nstituted under this
ohapter.

"ml P.P:‘I'ENT TRIAL AND APPEAL Bo.mo.—
The Patent Trial and Appeal Board shall, in
"accordance with section 8. conduct each pros
seeding authorized by the Ili_1-actor,

‘-‘nil A-MENDMEKT or £111 Fi\*r'§:N"I'.-—
'11) IN’ cnm:n.\n.—IIurlng a post-grant. re-

view instituted under this chapter. the cat-
snt owner may File 1 motion to arnend the
patent in 1 or more of the fiollowing ways:

"(Al Cancel any-oha1'lenged patent claim.
“(El For each oballenstd claim. propose a

resso_oa1:Ile numher of substitute claims.
“{2} Aoomotmn Mo'rI'oNs.——Additicna1 mo-

tions to arnemi war be permitted -upon the
Joint request of the petitioner -and the patent
owner to material-13 advance the -settlement
of is proceeding under section 32?. or upon
the request of the patent owner for good
cause shown.

":3: scorn or cm-.rMe.——An amendment
under this subsection may not enlarge the
scope of the claims of the patent or intro-
duce new matter.

“tel Evmrnniav S'nwnARnc.—In a. post
g'm.r1t review inotitlitefi l'mr"Je1' this chapter,
the petitione1+'shs.ll have the burden DZ prov-
ing a. proposition of unpatentabilitr bl’ a pre-
ponderance ‘of the evidence.
“S5327. Settlement

"tal In Gi~1:vs:RAI...—A. post-grant review in-
stituted under this .ohette'r Shall he l‘.dl'l‘l‘l'i-

5943

noted with 1-enoBot_to any netltionoi‘ upon
the Joint request of the pe‘_titionei' and the
patent. owner. unless the Oilfico has decided
the merits of the proceeding before the re-
quest for termlnattirm is filed. If the post-
grant review is terminated with respect to an
petitioner under this section. no estoppe]
under section 325(6) shall apply to that net!-
tioner. If no petitioner vernal-no in the post-
grant review. the: Office may torrninzlto tho
post-"grant review or proceed to a final writ-
ten decision under aeotiotl 3539(1).

"(bl AGREEMEd_’l'i'$' IN WRl‘I‘Ii3iG.——.r1!l1u" 331$!!-
ment or understanding between the patent
‘owner and a petitioner. including am; collat-eral agreements referral! to in such agree-
ment. or understanding‘, made in connection
with. or in contemplation of. the termi-
nation of a goat-grant review under this sec-
tion shall to in writing. and a true copy of
such agreement or onderstannflng shall be
f_ile.d in the Oflloo before the texininabioil of
the post-grant review as between the parties.
If any party filing‘ Such aintemont or undei-—
standing so requests. the copy shall be Kept
separate J1l‘O.J.'n the file‘ or the post-gra.ot re-
view. and shall he made available only to
Federal Government agencies upon written
request. or to any other screen on a showing
of good cause.
“§ 323- IT-lvaaisinn of the Board

“r'a.J TINAL WRPITEN Doc:-sLoN.—If a post-
grant review is instituted and not dismissed
under this chapter. the Patent Trial and An-
peal Board shall issue it final written deci-
sion with respect to one ‘p:I.tehtebili"t,v of any
Intent claim challenged by the ootitioner
and any new claim added under section
32Eld).

“(bl Cna'r1r1ca1'n.—Il’ the Patent Trial and
Appeal Board Issues 5. final written decision
under subsection [al and the time for appeal
has ox'pl-rod or any appeal has toL'm.l'l:latat'l,
the Director shall issue and publish a certifi-
cate cauncollus any claim or the patent fl-
nally datermind to be unpatentablo. con-
i‘i_1-ro3..I3>s 's.n:.v claim of the patent determined
to he patontablc, and locum-poratlag to the
patent by operation of the certificate any
oew or amended claim determined to be pat-sntable.

“§'S29.Appoal
“A party dissatisfied with the final written

decision of the Patent 'l3'r1a.l and Appeal
Board 1:Lmier sootion '328[o.] may appeal the
d_cc_:'ie.:'Lon puissant to sections 1&1 th.1'*oug‘l1 144.
Any party to the postwgranl. review shall
now the right to-be-s. party to the appeals‘.

(cl TEGHNIGAL -AND CflN"F'DRM]NG Ammon-

ME1~rI'.—The table of chapters for part III of
title 3.5=. United States Code. is amended by
adding at the end the following:
“:32. Post-Grant Review ............ .. 321.“.

(fl REoU1.A'.I-Ions mm Errnorivc DA‘I'E.—
ll) F,al':GUL-\'I1ONS.—-The Director shall. not

later than the date that is 1 year is monies
alter the date of the enactment of this Act.
issue regulations to carry out chapter 32 or
title 35. United States Code. as ad_d.ecl by sub-
ssotlon id) of this section.

(2) APP1iIUu\B1I.l'1"Y.-—Thc amendments made
by subsection id) shall take client on the
date 1:11;-a.1: is [1 year] i8.mm:Ni§s asses the date
-of the enactment of this Act and shall apply
only to patents Issued on or after that date-
The Director may impose a limit on the
number of oosogrant reviews that may be
institrlliod during oaoh of the 4 no.1-s fol-
lowing the effective date oi’-subsection Cd).

(31 Prmnmo 11rrt:rcroosNcs:s..-—'The Director
shall cletermine the procedures under which
interferences commenced before the ef£'act'1ce
date of subsection Gd} are to proceed. includ-
ing‘ whether any such interference is“ to be
dismissed without prejudice to the tiling of a
petition for s post.-grant review under chap-
tor 32 of title 35. United Si-.atss.Col.’ie; or is to
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S944-

procesd as if this Act had not been ena.c‘_ted.-.
The Director shall include such procedures
in regulations issued under paragraph (1).
For Purposes of an interference that is com-
monced before the effective date of sub-
section ( K1). the Director may deem the Pet»
em: Trial and Appeal Board to be the Board
of Patent Appeals and Intericrences. and
may allow the Patent Trial and Appeal
Board to conduct any slfurther proceedings in
that interference. The uuthorieetion to ap-
peal or have remedy from derivation pro-
ceedings‘ in sections lilldl and 146' of title 35.
Unll:-ed States Code. and the jurisdiction to
entertain appeals fire-m derivation pro~
ceadlnsfi in section 1295(ai<4l(A) of title 23.
United States (lode. shall be deemed to ex-
tend to final decisions in inte1‘i‘oi'ence's that
are commenced before the effective date of
subsection {(1) and that are not dismissed
pursuant to this paragraph-.

(El CI‘1‘h'1‘I0.N D15‘ PRIOR. 35.1?!‘ AND WRIITEN
STATEMIEN'l‘S.——

til IN oJ2:NH:s.n.1..—ssction 301 or title 35.
United States Code. is amended to read as
follows;
“s 301. Gitntlon of prior art and written state-

manta

“ta! IN GENERAL.-Any person at any time
may cite to the Office in writing-

"[1} prlr art consisting of patents or
printed publication which that person be-
lieves to have a beefing on the patentabilitv
of any claim of a particular patent: or

'12} ststcinents of the patent owner tiled in
a proceeding before a Federal court or the
(‘mice in which the patent on-roar took a posi-
tion on tho scope ofuny claim of d. portdcular
Patent.

"(bi OPFIGIAL Fn.E.—If the person citing’
prior art or written statements pursuant to
subsection lei explains in writing the porti-
nenoe and manner of applying‘ the prior art
or written statements to at least 1 claim of
the patent. the citation of the prior art -or
written statements and the explanation
thereof shall 1-uecorne a. part of the em:-is-1
flle of the patent.

"Inf: Annmoiuu. INro1o»o.TIon.—A party
that submits a written statement pursuant
to subaecirion {s.l(2l shall include any other
documents. pleadings. or evidence from the
oroceodina in which the statement was filed
that addresses the written statement.

"(oi Litnrnitons-.—A written statement
submitted ourscazutto subsection (aim). and
additional J‘_n:[o1-niation subirlitt-"ed pursuant
to subsection (c). shall not be considered by
the Office for any purpoee other than to do.-
termine the proper meaning of a_ patent
claim in a. _p1'oooeding that is ordered or 111-
etit-uted pursuant to section 304. 314. or 324. If
any such written steternent. or additional in-
formation is subject to an applicable protec-
tive order. it shali be redacted to exclude in-
formation that is subject to that order.

"tel CoNrno:N'r1e.tI'nr.—IJpon the written
request of the person citing prior art. or writ
ten statements pursuant to subsection (a).
that person's identity shall be excluded i‘1'om
the patent file and kept con.1.'idential.".

(2) Errscrrvn oxro.—'I'1e amendment
mass by this subsection shall take effect [1
year] 15 moniiu: after the date of the enaot~
ment of this Act and shall apply to patents
issued before. on. or after that effective date.

(ix) Ruse-mMmsTIon.—
til Dnmnmmnnon HY emotion.-
(Al IN cENERAL.—~Bection Eddie) of title 35.

United States Code. is amended by striking
"section 1101 of this title“ and inserting "sco-
tlon 301 or 302".

(B) EFli'EC'l"IV'E Da'rE.—Tne amendment
made by this paragraph shall take erfeo-t [1
year] Io‘ month-softer the date of the enact-
ment of this Act and shall apply to patents
issued before. on. or after that eifeotlve date.
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:2"; APPEAL.-
(Ai In os:N.en.ax..—$ect1cn and or title 35,

United States Code. is amended by striking
“l45" and inserting “li4".

(Bi EF‘li‘EC."I"IlFE m'rE.—The amendment
made‘ by this panigzrapli shall take -effect onthe date of enactment of this Act and shall

apply to appeals of tcexaroinations that are
pencli__ng' before the Board of Patent Appealsand interferences or the Patent Trial and
Appeal ‘Board on or after the dots of the on-
ootment of this Act.
secs. PATENTTBIALANDAPPEAL BOARD.

ta) G imp D'|.l'l‘I.E5.—EeoL.;un E or
title 35. United States node. is amended to
read as follows:

‘$8. Patent Trial and Appeal Board
"La; There shall be in the Oflllca a. Patent

Trial and Appeal Board. The Director. the
Deputy Director. the Commissioner :or Pat-
ents, the commissioner for '1‘-ra_.d.e1nark's, and
the administrative patent judges shall con—.
stituto the Patent Trial and Appeal Board.
The administrative patent judges shall be
persons of competent. legal knowledge and
scientific ability who are appointed by the
Secretary. in consultation with the Director.
Any reference in any Federal law. Executive
order. rule. regulation. o_r deloddtion of au-
thority. or any document. of or pertaining to
the Board of Patent Appeals" and inter~
ferences is deemed to refer to the Patent

Trial and Appeal Board.
"(bl The Patent Trial and Appeal Board

shall-
“{l] on written appeal of an applicant. rc-

viaw adverse decisions or extarniners upon ap-
plicatlons for patents pursuant to section
lditali

“(El review appeals of reexeminetions nur-
suent to section 134th)!

"{3} conduct derivation proceedings pursu-
ant to section 135: and

“{4} conduct inter pertes reviews and post-
grant reviews pursuant. to chapters 31 and 32.

“(o':. Each B3315.‘-el. derivation proceeding,
push-..g'1's.nL 1-cv1uw.. and Intel‘ carton. review
shall be heard by at least 3 members of the
Patent Trial and Appeal Board. who shall he
desig‘nate.d by the Director. Only the Patent
Trial and Appeal Board may grant. re-
bearings".

"(:11 The Secretary of Commerce may. in
his -discretion, deem the appointment of an
admini'st._rative patent judge who. boiore the
date or the enactment of this subsection.
hold office pursuant to an appointment by
the Director to take effect on the date on
which the Director initially appointed the
administrative patent judge. It she}: be at de—
fence to a. challenge to the appointmenl‘. of an
administrative patent judge on the basis of
the judge’s'l1a.ving been originally appointed
by the Directol‘ that the a-dlninistrative pat-
ent judge so appointed was acting as It do
fecbo of‘f1cer.“. _

{bl Aomnwtsrnmiva Ari=1«:.e1.3.—Section 134
of title .36. United States Code, is amended-

(1) in subsection (hi, by strik1og'“a.ny roex~
erninatlon proceeding” and inserting "a re—
examination"; and

(2) by stiiking subsection to).
to) APPEALS.-
(ii IN osNis'§RAL.—S€ction 113. of title 35..

United States Guide. is amended to read as
follows:

“§ 1111. Appeal to the Court of Appeal‘: for the
Federal Circuit
“tal E.."caMn\’.e'rIoNs.—.An applicant who is

dissatisfied with the final decision 11: an ap—
pool to the Patent Tr-ial and Appeal Board
under section 134(5) may appeal the Board's
decision to the United States Court of A1:-
pools for the Federal circuit. By fllli'l§_8|.'lBl1
so a.ppeal_. the applicant waives his right to
proceed under section 145.

February 28, 2011
“(hi B.nnx.u.n1\:A'I'Ions.—.-A patent owner

who to dissatisfied with the {incl decision in
an appeal of a. 1-eexaminstion to the Patent
Trial and Appeal Board ‘under section 13-ilbj
may appeal the Boaidfs decision only to the
United States Court of Appeals for the Fed-
eral Circuit.

“(in Poor-Gaiuwr one Irrrna Foams RE-
vLsws.—A party to- s. post.-grant or inter-

review who is oiaaatmied with thefinal written decision or the Patent Trial and
Appeal Board under section "Elma! or 323(3)
may appeal the Boardfs decision only to the
United States Court of Appeals for the Fed-
eral Circuit.

“(iii DERWATIDN P‘il‘.€.‘!CEEDINGs.—A party to
a derivation proceeding who is dissatisfied
with the final decision -of the Patent Trial
and Appeal Boand on the proceeding may .ap~
peel the decision to the United States Court
of Appeals for the Federal Uirouit. but such
appeal shall be dismissed ii.‘ any adverse
party to such derivation proceeding. within_
20 days after the a.ppells.nt has illed notice of
appeal in accordance with section J.-12. files
notice with the Director that the party
elects to have all further proceedings con-
ducted as provided in section 1:16. If the ap-
pellant does not. Within 30 days after the Eli-
ing of such notice by the adverse party. me"
a. civil action under section 146. the .'Boa.1'd‘e
decision shall govern the mother proceedings
in the case".

(21 .Jun1scioTIorH.——Section 1295lal(4iLAl oi‘
title 211, United States Code. is arnded to
read as follows:

“(Al the Patent Trial and Appeal Board of
the United States Patent and ‘i‘nademark Of»
fico with respect to patent applications. deri-
vation proceedings. reexaminatioos. post-—
grant reviews. and inter pastes reviews at
the instance of a party who exercised his
right to participate in a proceeding before or
appeal to the Board. except. that an applicant
or ‘a. party to a derivation pinoecding may
also have remedy by civil action pursuant to
section 145 or 145 of title 35. An appeal under
this euhpfl-I-‘I1§’I'aph of a decision of the Board
with respsnot to an applicationor derivation
pi'ocesdi'ng'-shall Waive the right of such an-
plicant or _pertq to proceed under section 145
or 146 of title

{3} PEDGEEDINGB ON !.PPE.A1...—Sec1.ion 143 of
title 35, United States Code. is amended—

(M by striking the third sentence and in-
sorting the following: "In an ex par-to case.
the Director shall submit to the court in
writing the grounds for the decision of the
Patent. and Trademark Office. addressing all
of' the issues raised in the appeal. The Direc-
tor shall have the right to intervene in an
appeal lrcm a decision cnterctl by the Patent
Trial and Appeal Board in a derivation pro-
ceeding ‘under section 135 or in an inter
partcs or post-grant review under chapter 31
or 32."; and"

(Bi by repealing the second of the two-iden-
tical fourth sentences.

(di EFFECTIVE DATE.—'The amendments
made. by this section shall take effect [1
year] Id months after the date of the enact-
ment. of this Act and shall apply to pro»
ocedingn commenced on or after that effec-
tive. date, except that-

ill the extension of jurisdiction to the
United States Court of Appeals for the Fed-
eral Circuit to entertain appeals of decisions
of the Patent Trial and Appeal Board in re-
oxurninutiono under tho eu‘1ondrm:nt.'mo.do by
subsection -:c.l(2l shall be deemed to take of-
fset _cu the date of‘ enactment of this Act and
shall extend to any decision of the Board of
Patent. Appeals and interferences with re.‘-
spect to a reexamination that- is entered be~
Force. on. or ai‘te1' the date. of the enactment
of this Act;

:21 the provisions oi‘ sections 6. 1:14. and 1-11
of title -35. United States code‘. in eiteot on
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February 23, .201}
tlie day -prior to the date of the enuctinent of
this Act shall continue to apply to into:-.
psrtes res:-zsmlnstions that are requested
under section 31.1 prior to the date that is [1
year] M months after the date or the ennui..-
mcnt of this Act;

('3) the Patent 'i‘i'la.1_al'itl. Appeal Board may
be deemed to be the Board or Patent ADD&a.1s
and interferences ior purposes of appeals of
inter 1:Ia.rtcs' reexaminntiune that are re-
questod under section 311 prior to the date
that is H. year] 33‘ months other the flute of
the enactment of this Act: and

ill) the Director's right. under the lust sen-
tence of section 143 of title iii. United States
code. as amended in? Subsection {c)(3i. to in-
tervene in on-anneal fI"o1'n s. -decision entered
by the Patent. 'I?t'*ie.] and Appeal Boa.1'd shall
‘be deemed to extend to inter psrtes reexam-
iustions that are requested under section 31.1
prior to the date that is [1 year] is? months
sitar the date of the enactment of this Act.

SEC. 1. PBEIHSUANGE BlJ!!h[I$l0Na B‘? CIIIIIRDPJRTIES.

(al In GsNsR.sL.—Sootion 122 of" title 35.
United States» Code. is amended by adding. at
the end the Eollowing:

“tel Pll.E'.lSSiJ'ANfl-E BUB-HIEEIDNE BY 'I'li[fll'J
PihB"i'IiiiB.—

"{1} IN ensue.-iL.—An§ third not-to maysubmit for consideration and inclusion in the
record of a patent application. any patent.
published patent application or other print.
ed publication of potential relevance to the
examination of the application. if such sub»
mission is made in writing before the es.rl.leroi‘-

"rAi the date a. notice of u.ll'nrwsnce under
section 151 is given or mailed in the applies.-
tien for patent: or

"fBlths1e.ter of—
"(ii 6 months after the date on which the

applicstioii for patent is flrst published
under section 122 by the Office. or

"(iii the date of the firsrl: rsieotion under
section 132 of any claim by the ezioemirlli.-1‘ dur-
ing the examination of the application for
patent.

“{2} OTHER. eidQUrR.E.ll£E‘.N'I‘s.—Anir' submis-
sion under psmgtnpo {1} shall-

“tdi set forth a concise. description of the
asserted iulevsnca of each submitted. cioou~
ment:

"(Bl be nooompnniedby such fee as the D1-
rector may preecrilis:'s.nd

“(Cl inoliids a. statement by the person
making such submission efilrming that the
submission was made in -compliance with
this -section‘. ".

(oi EFFECTIVE. Ds'rs.—'I‘1ie srnendrnente
nusde by this section shall take effect. 1 your
aftea‘ the date of the enactment of this Act
and shall apply to patent applications filed
before, on, or after that effective date.
sac.-5. VENUE.

is} G1-nines or VEmro.—Seotion non of title
28. United $tatee- Code, is amended by -adding"
at the end the foilowing:

“(cl Gannon on 'VEN'liE.—Fti1‘ the conven-
ience of parties and witnesses. in the interest
of justice, 3. district court shall l;I-a.n.si.'or- any
civil action arising under any Act oi‘ Cone
gmss !‘.n?n.l'.-Eng to pn.i'.nnt;s upon 3. -s'l'I'r‘iw1‘.rIg
that the transferee venue is clearly more
convenient than the venue in which the civil
action is p'encling..".

{bi Tr-Jcnntcm. AML-*.NnMn:~I':s Ron.s‘I'n~zc To
V‘E.NYJ'i1.—SootiD1‘in 33. 1-15. .1=iS..15-iibitdilei. and
893 or title 35. United States Code. and sec-
tion 210110.91} of the Act entitled "An Act. to
provide for the registration and protection of
ti-adeinsrlcs used in commerce. to carry out
the provisions of certain international con-
ventions, and for o'l.he.1‘ purposes". approved
July 5. 1945 (commonly referred to as the
"'l‘z'ademo..rk Act of 19116" or the “Issue-em
At:t.“-: 1.5 U.s.e. 1li'r1n)3(4l'l. are cool: amended
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by st.I’lking‘- "United States District C»"I:i‘l1I‘t for
the llistriot -or Columbia.“ each plane that
town appears and inserting "United States
District Cionrt for the Eastern District of
Virgin-in“.

(cl EF‘FEI:2’I‘-IVE Ds'I‘I-:-~—'l‘hs ecnlendmeots
mode by this section shall take effect "upon
the date of the enactment of this Act and
shall apply to civil notions commenced on or
aiter that date“.
SEGA. FEE BETTING AU'l‘.EOR.l'.l'!'.

(ui Fen S.!'YI"I'lNLii.-—
{-1) In GENliiEl.AL.-—ThE Director shall have

a.u,t.ho1'lt.y to slot or iullusl. by ruin u.n,y Ice es-
tnhlielisrl or changed hy the notice. tm.cle'r sec-
tions -11 and 3'l'6 of title 35. United States
Code. or under section 31 of the "£*1's.den1urk
Act of 1946 (15 U.S.U. 111.3). or uni’ ot.he'r fee
established or charged by the Oifioe under
uuy other provision of law. notwithstanding
the res amounts established or charged
thereiindei". for the Filing or processing oi‘
any submission to. and {or all other services
performed by or materials Diruislied by. the
Office. pi-'or'id8t1 that potent and trademark
fee amounts are in the aggregate set to re-
cover the ssthnated cost to the Eiffice for
1ireosss1u.g'...ect.ivities. services and mn.t.e1'is.1s
relating to patents and trademarks. respec-
tively. including 1:u‘oportionI?.-he shares of the
administrative costs of the Office.

:2) SM_.s1.1. son mono EN'I'iTIE.‘?:.—Tl19: ‘ices
esmblished -under psinsrsph (1: for filing".
processing. issuing. sud innhitaloine patent
applications and patents e_‘hn.11 he reduced by
50 percent. with resilient. to their any-licsticn
to any smell entity that qualities for reduced
fees under section 41thJ(1) of title 35. United
States Code» and -shall be reduced by 75 per-
cent with respect to their appl'ios.tion to our
more entity as defined in section 1%-of that
title.

-:3) REDUCTION or Flies IN. cIiii'l‘.A.IN- riscsh
\'E.eRS.—"-.[n any fiscal year. the Di_reot.o1~— _

(A) shall consult with the Patent Public
Admdsory Committee and the 'I‘i'a.ile.me.rJ:
Public Advisory Committee on the —sclvis-
ability of reducing any fees -described in
pe.1'a._gro.ph I'll: and

('3) after the consultation required under
rsubparegraph LA). may reduce-such fees.

(4) Hour BE‘ THE 1-come ADVISORY con-
Mr1"rnn.—'I‘l1e Director ‘$1151.11-— _

(Al sutrrnit to the Patent ‘Public Advisory
committee or the ‘rs-adorns:-k Public Advi-
sory Committee, or ‘both. as nppinpriete. any
proposed fee under paragraph (1) not less
than in days hefore publishing one Wlilosod
fee-in the Federal Register:

(13) provide the 1’eIeve.n_l; advisers? com—
mittct: described in suhpdmgrsph {A-l a 3!]-
dzty period following" the submission o'i’.a.ny
proposed fee. on which to slsl'1bsi'sI.a-. con-
sider. and comment on such propoosl. and re-
quire that-

_(ii during such 30-day period. the relevant
advisory conunitnee holtl a. public hearing re-
lated‘ to such proposal: and

(ii) the Director shall assist the relevant
adirisory committee in outlying out such
public hearing. including by offering the use
of Office resources to notify and promote the
hearing to the p-uhlic and inosreetefzi sr.a’l-.*e—
holders;

(G1 require the relevant advisory -com-
rrilttoe to make svsilsblc to the public a.
written renort detailing the comments. ad-
vice. and Tuoomnienddtions of the committee
1'egs.rd1ng soy proposed ‘tea;

{I}! consider and analyse amt comrnents.
advice. or recommendations received from
the 1-elevnnt advisory committee before set-
ting or adjusting any ice: and

(E) notify. through the Cha.ir.a.nd Ranking
Member or the Beasts and House JL].d_lG.'li!.l‘y
Committees. the Congress of any final rule-
sett.ing‘.or adjusting‘ fees under parssralih. (11.

$945
[51 PUBI.It-:s'i'1cIN IN THE FEDERAL REG-

isre‘-R..-
t-Ag IN nEN£:Rs1..—Any rules p1=esc1'.lhe_d

under this subsection -shall be published in
the Federal Register.

(3) R4\T'lC|NAL'.EJ.—A.lI3? proposal for a. change
to fees under this section she-l1—

('1': he published in the .Fede1'e.l Register:
and

(ii) include. in such xmhllcetlon. the sins-
oific rationale and purpose for the proposal.
including the possiihle expectations or bene-
fits rcsu-lting ffrorn ‘tho prcposed.che!::a*e.

(G) PIJELIC. CGMMENT i1iIRIrJn'.—li‘o1lowlng
the publication of any proposed tee in the
Fed:-n'_s.l Register pu1'BlJil.Ill3- to subpsis-sTa.-oh
{A}. the Dire'otoi' shell seek public comment
for a period -of not less than 45 days

(6) Cloxcsssslonsi. cosnweiw Pmuon.—1='ol-
lowing the notification described in pure.-
graph {SHE}. Bongress shall have not more
than 45 .daNs to consider and comment on
any i'Im_s.1 rule setting or adjusting fees under
paragraph (11. No fee set or adjusted linden
our-ugrsph (ll shall be‘ cifcctivc prior to the
end of such .-15-day comment‘. period.

1*?) P.I.ILi‘: or C'DNs'I'RUcTIGN.—No rules pre-
ccI'ih'e'd under this subsection may diminish-

ml a.n applicant's rights under title 35.
United States (lode, orthe 'I‘rsxie.rzis.rl: Act of
19-16: or

-:B) any rights under s ratified meaty.
mg: runs one Pimruor SsiwIcus.—Division B

of.Pi1hlio Law 108-491? is amended in title VIII
of the Departments of commerce. Justice,
and State. the JIitliciery. -and Related Agen-
cies Appropriations Ania. 2flD5—

(1; in subsections in). (hi. and _¢cJ of section
301. hr-

IAJ st.1'ik1-ng'_ "During"‘ and all that follows
tlirmish " 2.006. subsection“ and lnseirtiiig
"Subsection": and

{Bi striking‘ "shall he sdiiiinistared ss
though that subsection reeds" and inserting
"'is.a-mended to read":

(21 111 sucsecoion (an of section 801. or Ilt1'1I:-
ing “Du.rins" and all that follows thmusjh -*
2006. subsection” and inserting. “Silh-s'eoi.ion“: and

{3} in subsection (oi of section Bill. by-
(A) striking‘ “l2_iuring" s.nd.ell thnt follows

through "2095. subsection" and inserting
“Su‘oeectioi1‘ ’: and

(B) 3l.:i'1kZl'l1g' "shall he a.dm:i.nist.ered 11$
Izhough that subsection".

{oi Anmernssr or TRADEMARK FEss.—Di—
vision B of Public Law 1oa—-i-17 is amended in
title VIII of‘ the Departments of Commerce.
Justice and St.e.te.- the Judiciary and Related
Aewoles Appropriations Act. 3005. in section
Bllfltu) by striking “During tiscsl ye-sis sous,
iillllfi and 21](l'i"‘. and inserting “‘lZintil such
time as the Dtrezilzor sets or adjusts the fees
oth'e1'v.vise.".

id} Errecnvu Deon, AP__i=1;.icsen..rrr, sun
Tnsosmon Pn_ov1sIous.—D1v'isicn B of Pub-
lic Law 103411‘? is uuiaziderl in title VIII of the
Departments 01? Commerce, Justice and
State. the Ju:licie.r5'_ and Related Agencies
Appropriations Act. sons, in section -Ilflfiisl hi?
striking‘ “slid shall apply only with respect
to- the remaining portion of fiscal your 2005,
2006 end 200?".

re) Snvrurottr _ AIJTI-IDRi"l'Y.——SBDt-1012!
41lti}l1ilAJ of title 35. United States Bode. is
amended by striking ". and the Director may
not increase any such fee t.horoe_afte1"'.

m RULE or GoNs'reocTIoN.—-Nothing in this
section shall be -construed to affect any other
pi‘ov‘lclon of Division B of'Public I.-cw l08r—'*i¢l'f.
including section —BD1u:‘I of title VH1 of the
D6-i13fl.1‘t‘IiJ.e!'.ll3$ of commerce. Justice and
Etate. the Judiciary and Related Agencies
Appropriations Act. .2005.

lg-} Dernirrzoizs-.—In this section. the fol-
lowing definitions shall R_.I}Dl___‘.r'.

ill Di:REc'I*01-'i..—Tho term *‘Di1‘aotor" means
the Director of the United States Patent and
Tredenleriz Office.
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$946

:2) 0FFTEl'-.‘._—ThE term '”Uil3oo" rues-I_is the
United "States Patent and Treuiemawis Omen.

{Bl Tnnonmnnn ..u:'r or nl-iu.—The term
“Trademark Act of 19-16" menus an Act outl-
liled "Act to provide for i‘;he'regist:',a.tlon and
protection of turadomarks used in commerce.
to carry out the provisions of certain inter-
national conventions. and for other pur-
poses". approved July 5. 1945 (15 U.E5.C. 1051
at seq-.l Icommonly referred to es the Trade-
mark Act of lain or the Lu.nha.rn not).

on ELI-:!.D'T.'ilONlc‘ i=‘u..n~:.c I.\lC‘E!|I"I‘1'\FE.—
(ll IN oENERA.h.—Notwithstehdiog any

other provision of this section. it fee of 8401]
shall be est'ahI_isliec1 for each application for
an original potent. except for a design. plant.
or provisional aiiplicat-ion. that is not filed
by electronic means as prescribed by the Di-
rector. The fee established or this subsection
shall be reduced 50 percent for small entities
-that qualify for reduced fees under section
4J.(hJ(1l of title 35. Tlnited States Code. All
fees paid under this subsection shall be do-
positerl in the Treasury as on oiirsetting re-
ceipt that stroll not ‘be available for obliga-
tion or exoenditure.

(2) EFFECTWE n.-u'1:i.—‘I‘l:is subsection shall
become effeulllve GD fluye alter the cute ‘or the
enactment of this Act.

(ii EFl?'ElC'I'IVE }_Dn'rE.—Ei;oopt as provided in
subsection (11), the provisions of this section
shall take effect upon the date of the enuotv
nieni‘. of this Act.
SEC. 10.%PP ‘E1'.dMIlNATION..

lad IN GnNERA1..—Ch.s.pteI" 25 of title 35.
United States Code. is amended by adding at
the and the following:
“$6257. Supplemental to oun-

sider, reconsider. or correct infonnafion
"oil IN GENERAL.—.(\ patent. owner may no-

queet slalllillemental examination of a. patent
in the affine. to consider. reconsider. or corv

root information believed to be relevant to
the patent. Within 3 months of the cats 3 re-
quest for supplemental examination meeting‘
the reqnirerueuts of this section is received.
the Director shall conduct this supplemental
examination and shall conclude such exem-
motion by issuing e_ certifico.to indicating
Whether the ‘information presented In the re—
quest raises a. substantial new question of
ii-atentsbllity.

"(bl Reexsunvswion 0no1;o.oo.—If a sub»
sta.ntis.1 new question of patentahility is
rs.i'seu by 1 or more items of information in
the request. the Director shall order reexam-
ination of the patent. The rsexsroination
shall be conducted according to procedures
established by chapter 30. except that the
potent owner shall not have the right to file
s._ statement pursuant to "section 304. During
the reexs.minstion, the Diieotor shall on-
d_z-ess such substantial new question of pet»-
eutability identified during the supple-
mental examination. notwithstanding the
liniitstilons therein re1s.t.ing to patents. nod
printed publication or any other provision of
chapter 3!).

“(cl EFrn1c'r.—-
“lll IN oENERAI...—A patent shall not be

held .nnenforoc_a.b1e on the basis. of conduct
relating to information that hsd not been
I':‘i0ns‘l£!e1'P.t‘1. was inadequately considered, or
was incorrect in a. prior oxaxninntion of the
patent if the iniorniutlon was considered. re—
conslrierecl. or corrected during a. supple-
mentul examination of the patent. The mak-
ing of a. request under subsection to). or the
absence thereof; shall not be relevant to en-
forceability oi’ the patent under section 382.

"{2} EX{.‘I-lI’I'I0l~lS.—
"LA: Pu-Jon A1..L.£'.oM1ons.-—!1'h_is subsection

shall not aoply to an allegation pletl with
ps.x*tiou1s.i'ity. or set forth with particululity
in a notice‘ received by the patent owner
under section fillorjl-I2iiB).(iv)rlIi of the Fed-
crsl Food. Drug, and Cosmetic Act. (21, U.S.-_G.
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355{3l[2}l,EJ['iV.)(II-ii. before the data of 8. sup-
plemental-enomlnution request under sub-
section {so to consider. reconsider. or correct
infoi-'m.a.tioIi forming the basis for the allega-
tion.

‘-13! Pnrcwr EN‘F‘fJRI3-EIVCFNI‘ Ao'rions.—In no
action brought under section 33'lqs'} of the
'i'a:1.‘1ff Act of 1930 (I9 U..S.G. 1337-rail. or sec-
tion 231 of this title. this subsection shall
not. apply to any defense raised in the action
that is based upon inforrnotion that not con-
sidered. reconsidered. or corrected pursuant
to at supplemental-examination request
under subsection is.) unless the supplements"!
examination. and any reexamination ordered
put-ennui. to the request. are concluded before
the date on which the notion is brought.

"Nil F1-ms sun Bocu1.m1oNe.~—The Duecner
shall. by regulation. establish fees for the
submission of s request for supplemental ex-
amination of s. patent. and to consider eachitem of i'n'for1no.1:ion submitted in the re-
quest. If reexeininetion is ordered pursuant
to subsection in). fees setuoliehmi and appli-
cable to ex parte rsexsxninstion proceodi.ng'e
under chapter 3|] shall be paid. in addition to
fees applicable to supplemental examination.
The Director shall pi-omulgnte regulations
governing the form. content. and other re-
quirements of requests for supplements] ex-
amination. and establishing pro.cedn:*es for
conducting‘ review of iniormstion submitted
in such requests.

“lei RULE or Gous=rnUor1oN.——-Nothing in
this section shall be construed-

"lll to preclude the imposition-of sanctions
based upon criminal or antitrust laws (in-
c.l_ud.i.1'1E suction lllflltnl of title 1B. the first
section of the Clayton Act. and section 5 of
the Federal Trade Connr1ise_i'on Act. to the ex-
icont t.hs..t section ‘relates to unfair methods
oi oompetitioul:

"{2} to limit the authority of the Director
to investigate Italics or possible misconduct
and impose sanctions for inisoomiuct in con-
nection with matters‘ or proceedings" before
the Office: or

“I3! to limit the authority of the Director
to promulgate regumtions under chapter 3
relating to-sanctions for misconduct by rep-
resentotives practicing before the 01'f’1ce.“.

(la) Eroncnvo DA’I'll1.—-This section shall
take effect 1 your after the date of the ensco-
ment of this not and shall apply to patents
issued before. on. or after that date.

[SEC. 11. nesmsncr or FEDERAL CIRCUITJIIDGEB.

[(1%) RElfii]]EN'f!Y.—'I'l1o second sentence of
section 14(0) of title 3. United States. "Code.
is repealed.

libl l?'Acn..1"I'res.—5ectlon =14 of title 23.
United States Code. is amended by adding at
the and the following:

{wen}: The Director of the Admini strative
Offiice oi‘ the United £lr.a.tes= cam-rs shall pro-vide-

I_“tA} 8. Judge of the Federal judicial ‘oil'-
uuit who lives within 50 miles of the District
of Eloiumhia. with appiopriute facilities and
administrative support services in the Dicv
trial: of the Dietiiot of Columbia: and

l"(B) a. judge of the Federal judicial circuit
who does not live within 50 miles of the Dis-
trict of (lolumoiu. with nppr-oprlsI'.e facilities
and administrative support services-

[“(il in the district and tlivlsion in which
then Judge 1‘esid'erS: or

["(-iii if sppropi-into zhcilitios are not avail-
able in the district and division ‘I1’. which
that judge resides. in the district and divi-
sion closest to the residence. of that judge in
which such facilities are available. as deter-
mined by the Director.

[W21 clothing‘ in this subsection may be
construed to authorize or require the con-
struetlon of new £a,o1_litiee.".]

February .23, 2011
see. 11.. seszoxmrr or rooms; cnzcvrl“

moose.
fa.) IN Govs.rc.lL.~—»Set-lion 4--l'l({1J of title 28..

United States Code, i3‘omendeol—
(l) by repealing the second sentence; and
(E) in the more sentence, by striking "store"

and insertion "Stole".
(bl srrscrxvs D.-l::"l€.—T?iis section shall‘ truce

effect on the dues of snoctinerii. of this Act.
mo. in. mono EN'I'.’t1‘i'nt:FIN1:o. _

Chapter 11 of tit.1e.35. United. iitaates Corie.
is amended by adding at the and the fol-
lowing new section:
“§ 12!. Micro entity defined

“(oi IN GunE.esL.—-For purposes of this
title. the term ‘micro entity‘ means an small-
oant who makes 9. certification under either‘
subsection [hi or (oi.

"(oi Uuseslonoo ni=P1.I¢;scriou.——I-‘or an un_._—
assigned application. each applicant shall
certify thud. the-applicant-

“t1) qualifies as s. smell entity. as defined
in regulations issued by the Director:

“{2} has not been named on 5. or more ‘pre-
viously ‘filed potent applications:

“:3: has not assigned. g1-noted. or con-
veyed. and is not under an obligation by con-
tract or law to aesign..g:rs.ut.- or convey. a. li-
cense or any other ownershipinterest in the
particular application: and

"(-1) does not have a gross incccme. as de-
fined in section Bits) of the l'nterns.l Revenue
code 126 {LS-.U. Sllaull. exceeding 2.5 ‘times the
overuse gross income. as reported by the De-
partment -of Lo.bo1:'.. in the calendar year im-
mediately preceding‘ the calendar year in
which the exalnination fee -is being paid.

"to: eaeronsn A.rrI..1oA'riorI.—For so so.-
signed apxilicetion. each “applicant shall ce1'—
tify that the applicant-

"t1} qualifies as s. 31-ns;1l .-entity. as defined
in regulations issued by the Director. and
meets the requirements of eubsectl on (him;

“{2} has not been usmecl on 5 or more pre-
viously filed patent applications: and

"{3} has assigned. granted. conveyed. or is
under an oi:-1'1g9.tiou or contract-. or law to use
sign. grant. or convey. a. license or other
ownership interest in the particular applies.-
tion to an entity that has 5 or fewer: employ-
eas and that such entity has a. g'I'oee- income.
so defined in section Elite.) of the Internal
Revenue Gods £26-U.S.C. E1(s-_.l.l. that does not
exceed 3.5 times the average gross -income. as
reported by the Department oi‘ Labor. in the
os.l.entla.r your immediately preceding the
calendar year in which the examination fee
is being paid.

"((1) INCOME LEVEL A.‘t‘.IJU‘o’I'MEN'I‘.—Th_o
gross income levels established under sub-
sections (11) and tel shall be adjusted by the
Dlreotol‘ on October 1. 2009. and every yourthereafter‘. to reflect any fluctuations occur-
.i"1ng- during the previous 12 months in the
Consumer Price Index. as determined by the
'Sao1'etaI',? of Lsb.oi:'..".
SEC. is. FUNDING Acssenmure.

is: in Gs:Ns:m\L.—Section 2il5lic)(Tl(E.)lll of
title 35. Un.ii:ed- States Code. is amended-

tli by striking "'?5 percent" and inserting
"15- 1JE'1‘oeni_a": and

(2) by striking "35 percent" _s.m:l inserting-
"85 percent".

to) Errucnvu D.A:Tll1.—Tho amendments
made by this section shall take effe oil on the
date of enactment of -this Act and shell apply
to patents issued before. on. or after that
date.
HI‘!-‘G. 1!. T3: 5'rI_{a1TEl'.¥lEH BEEHEI! W1‘I'lI|l'i’ TEE

PRIOR ART.
in} IN _GEN'l‘:‘.RAL.—F0l'.' purposes of erslu-—

sting an invention under section 102 or 103 of
title 36. United States Code, any strategy" for
reducing. avoiding‘. or deferring tax liability.
whether known or unknown at the time of
the invention or oziplicstion for patent. shall
be deemed insufficient to -differentiate as
cluinied invention from the prior art.-.
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February 23, 201 1
(hi DEF"l'N1’I'IDN.——i3‘D1' purposes of this see-

t1o::1,._1;~he teimi “Bax lieibilitf‘ refers to any
liability for ‘B. tax under any Federal. State.
or local law. or the law of any foreign juris-
diction. including any smtute. role. regula-
'I:ion..or'-ordinance that levies. imposes. or as-
eessee sucli tax liability.

(oi Errnonve DATE: AJ?PLIC'ABI[.‘..I'i'Y.—'I‘h1a
section shall take. eifoot on t':i.e' data of enact-
ment of this Aotmitl shall .a.pp1':.r to any pet.-
ent appliqat-inn pending‘ and any ;':o_.t._e'nt
ifiiiillefl ml 01' ‘after that flH.t.rL.
sec. 15.31331 Moon IEEQUIEEBEDPI‘.

in} IN. G-EiNEii.sL..—Sect.ion BB2 of title 35.
United State Code. is amended in its second
undesignetad 1)a.i'a.ma.pl'1 by striking para-
graph (3) and ineortmg the following:

“[3”: Invalidity oi‘ the patent or any olaim
in‘ suit for tenure to comply with-

"re: any requirement of seotion 112, except
titan the failure to disclose the best mode
shall not be a. basis on which any claim of a.
patent may be canceled or held invalid or
otherwise 111']-E‘-11.fOt'£3_E1i.l:|1E: or

‘'03) any requirement of section 251.".
(hi O.oN1'='o1z_ir:mo AMENnMt:H'r.—3eot.ions

119{a',|¢1) and 130 of title -35. United States
Code. are each sxnondael by" striking‘ "the
first psrsgrepn of section 112' of this title."
and inserting "section 112(5) {other than the
requirement to fllenloae the heat mode.‘:''_

to) Erirncmvn D.irm.—'I‘]ie amenzirnents
made by this section shall take effect. upon
the date of the eneotmentef this Act and
shall apply t.o.p1‘ooesd1Jiga_s. commenced on or
after that "date.
SEC. 18. 'I‘El3_fiN1GAL .

is.) Jonrr I1wnN'I'ioNs.—Sect.io'n 116 or title
35. United "States code. is .a.msmie<i—

_(1l in the firet garagraph. by striking-
‘-‘Whe_n" and inserting‘ "in: JOINT INVEN-
T'TDNS_.—W'haI1":

(2)311 the second uareaiiapli. birsisriking “It”
a. joint inventor" and inserting "(in 0MJ‘I"I‘£Ii
InvsNros.—1£ a. joint inventor"; and

(31 in the third DflI‘a.Q'I‘fl.Phr"-
(A) by striking‘ "W1ie,neve1-" and inserting

"toi Uojnnnoriox or Ermose to Aromas-
"rmN..—Wh.enever“: and

(B: by st.ri-king "Mid such error il'.l.'osB with-
out any deceptive intent. on his

_ Lb) rnnno -or APPLIUATJDN IN ii'oREIoN
I'JQUN'I'RY.—S¢<‘-Lion 134 of title 35, United
States-Undo, is-.a'.1'nEmds:d—

(1) in the first 1_m.ra.g_‘ra.11h-—
(A) by striking "Except when‘-' and insert-

ing" '*ua.'_) Fri.-ENG IN Eamon i3uuii'rsr.—l?.xoept
when":-and

(B-) by striking “and without deceptive in-
tent":

(3.1 in the second pnmgirnph. by striking
“The ter1‘ii"' and inserting "ibi a1P'i-'Lli_3A-
‘I‘1oN.—’i.‘I'I.e_ term"; and

(31 in the third pares-I-ooh. by stri-king
"Tile sauna" and inserting ‘in; Esonsnounixrr
Iidonrrroxrione. AMENDMENTS. AND s.1:1=r1.s'-
ME:N'I'B'._—The soc-pa".

(oi Fnlmo Wtmnonr at I..ron1~1r5n.— Section 185
of title 85, United Staten Code. is amended by
striking "and withoutdeceptive intent‘:

id} Rnieaoz-: or DEFECTIVE PsToN1f$.—$eo-
tion 251 of title 35. United States Code. is
amended-

(1) in the first pang-raph—
(A) bar striking "Whenever" and inserting

"(M In G.-1:1vioIt.'s1...—Whenever”; end
(B) by striking “without any deceptive 111-

tention":
(2) in the second pars-gr-mph. by on-iking

""I'11e J3ireo°tor" and inserting’ “(hi MULTIPLE
REISBUEI} PA'i"mE'i‘s,—The Dirac-.to1*“; _

(3) in the third paragraph, by striking
"'I'l1e- provisions“ and inserting "(oi .»_LP1=1._IE:A-
mm 0? 'I‘I'I'r..E.—'I?he ;;rroirisions": and

{-1) in the last. 1.‘ia.l‘a.81'a.1Jh. by etlriking “No
reissued potent" and inserting “id! Reissue
PATENT ENLARG-ING Score or C1.s1Ms.—No re-
lfifiiled Baa’-ant".
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_ to} EFl"l'JC_'I'-|I‘.|F R.n1ssr.rr..—3.eotion an of title.
35. United states code-. is amended-

_ClJ in the titer. paragraph. by striking
"Whenever, without any datieptive inten-
tion" and inserting "£30214 G‘:Ei\1E_R..Iii...-—When-
ever": and

(2) in the seooncl paragraph. by striking‘
like manner“ and inserting “(in AD‘Di'I‘[ONAI.
Discitsiiirrmi on Denies-"moN.—In the manner
set forth in :aub'eechion- tat“. _

(ii CORRECTION or Immtib .mvEn'rocs.—Seo-
tion 256. of titie 35'. United States Code. is
"amended.-

ili In the first para.gr~a.13h—
(A) bar striking “W1;enev_er" and inserting

‘I si Goal!-neT1_oii.—Whonev _ar-“; and
(B) by striking "and such error arose with-

out any deceptive intention on his part“: and
(2) in the second paragraafll. by striking‘

"The error" and inserting “(in PATENT V.fiI.1'D
IF ERROR Cos.nnornn..—'i‘he. error".

LEI PRE'BU'MP'I'101*i OF’ VALl3lJI'I'?.—SEGtiDn. $3-
of title 35. United States‘ Code. is amended-

ili in the rivet undeeiensteci narsg1'e1;uli~—
(A) by st1'i‘Friug "A patent" and inserting

"in; to (ism:-me.u..—A 1:u.tent": and
(B) by striking the t;l'_ii1‘d sentence:
(2) in the second undesignated paragraph.

by striking “The following" sud inserting
“(bl DEFENSE3.—_The following": and

(3) in the third undeeig-noted paragraph. by
striking‘ "In actions" and i-nsertiiig "(oi no-
'i'1c.E'. or Ac'I'IDNEi: AGTIONB DURING EXTENBICIN
.O']?'Pn'rEN'r '.I‘ERM.—-In ac1;:ions.".

(hi Av’-Jinan roe Ii¢remoeMt:1c!r.—'Beetion 283
of title 35. Uiniiied Staten Uncle". is amended by
striking ". without deceptive int.entiun.'".

(ii R.E\rIs'r.R‘s NcI'rEs.—
(1TI Section 3(e}L2i of title 35. ‘United .Sta.i:£=.-E

Code. is amended by striking “this Act.“ and
inserting “t]1s.t. A-£113.".

[(2) S'eGt.1o'n 202i-129(3) of title 35. United
States Code. is. amended by .s_triki11'g “the
section 203(1))“ and inserting “section
203i-bI_r"«1

(ii) Seritfon 202 ojtiiie 3.5. fioiiied .S'totos Code,
is omeode‘d—

(A) in subsection fbJf3). by striking "the" sero-
tion 20sro)".:'mo insert-ing "section 20-?(oJ"‘:-and

(Q) in subsection f-:«)(.’«’_i—:1) in suoporagroph (D). by striioing "amen:
more it ni‘oiies" u'.'i‘i‘l£1' on‘ ow follows ihrmiyfi ":
and" mid inoorflny: “swept where it IS deter-
mined to be infeasible following a reo.1_ow.obleiri-
quiry. a preference in the licensing ofsub1'eoH'wi-
iieiitfoiis shall be given to ma?! business _i'irm.i;
on._c_i"‘=_¢_zn'-ri_ I _ _

(ii) in onoporagvaph (E)-.'i,l. by sirikmg "as :12-
so-filinji above in this clause (D).-" or-mi inserting
"ciesci'flied above-in they oz'oiiss:".

(3! Section EbB9(I:1)i1} of title iifi. United.
Smtes Code. is emenrled by striking"
“nom‘._oa.usferra.b1e" and inserting *‘nuu-
tra.nsferao1e' '.

(.4) -Election 2B'?{'fil~'.3.'It'.C¢') of title 35, United
States code. is amended by striking “any
state" and inserting “any State".

(5) Section 3'i'1['bJ or title 35, United States-
Cndc. is amended-by striking "of the treaty”
and inserting “of the tr$itt;v'.".

(j) UNNEGI-iiissuir R.nrnH-ENi:iE5.—
(11 IN 'oENEiRA.L.-—Tit1e 35. United Btsbee

Code. is amended by stliking "of this title"
each place that term appears.

:12) T-‘.Jcc:_1r121'rm:.—'The.ama_ndment mafia, kw
psrngreplz (1) shall not sppiy to the use 0!‘
see]: term in the. following sections ortitle
35, United State's Code:

(A) Section Mo].
{9} Beotipri 101. _
(C) Subsections tn‘) "and (iii of section 106.
(D3 The Iirst in.s‘aa.n_oe oi‘ the use of such

term in section "i11fli)iB).
(El Section 15513).
{F1-Section 161.
(G) Section 18%.(Hi Section 171.
(Ii Section 251'(oi. as. so designated by this

section.

5947

[J .1 Beotion 2&1.
(K) Subseotions [.31-and I11) oi’ soot-ion 27L
£141 Seotion'3E'I{b Jill.
(M) Seotion 289.
{Hi The first Instanpe oi‘ the use of" suchterm in section 315(3);
tin iiiornorrvo DJ;\'i'E.—'I‘1i.B amendments

‘made by this seotioin-shall take effect. 1 399.1"
a.I‘t.eI-‘ the data of the on,a.oi:m'ont of this Act
and shall apply to proceedings oonunenoed
on or other that -offeot.ii.re'da.to.
sec. :7. cummcsrmn-or Jmuemc-Now.

(ca) Sane? ’I'ri'r.E.—TJ‘w_.£s sect-ion may at cited
co the; “In£e1leo£u-iii Prflrarty Jurisdiction cloni-
ficoiioii Act or'2fli‘I".

(o) sm'i'r Comer Jo.=e:so:c!i‘io.».r.—Ssoiioii
I33fl(d.] of title 23. United States Code. to amend-
ea’ by striiciflzy the second sentence and inserting
the following: "No State com‘: shall ftooe ;:'m'is-
Iiit-iioifi over any claim for relief orisiiiy under
any Act of Congress relating to ziaimii-s. p'icm.i
variety promotion. or copufig-his.".

{cl Co UR?‘ or APPEALS‘ FOR THE Fiioiiiui. CIR-
oi::r.—.Soc-iioii 1'39.-3(o}m of oils as; United
States Code. ‘is timiiiided to read 0-fifoflaios:

“{1} of on omieoi from o fiooi ciacfsla-Ii of u
disirioi court. of the Imited states. the Bionic!
Sour! -oj imam. Hie Disffiof Cami of the Viitgin
Isioiidsfi, or the Disirfct Court of the Northern
Mariana moods. in any civil action arising
under. or In any civil action in ionic): a party
one asserted a. compulsory {ll’J1i?ItEl'f.‘It1I_r?l orisfiig
imdfii‘. any Act" of Congress Yeioiiiig to patents
or plant variety proieoi‘ioii:".

{ti} Rn:.1ovA.:..—
(I) IN G£NEo..-u:.'.—C‘ho_oier-89 oj title 23.. United-

Stote_s' Code. is timeodeo‘. by adding at the and
.'.hefoi1owi'rio new section:

“§.t454..Pateu£. plant varietal protection. andoopynghl cases
‘‘(—:.'.J IN GENEi‘H.4L.—A. civil action in zoiiioii any

party asserts o. oioimfir relief arising under any
Act of Congress relating to iooionts. p-ram: mm”-
siy protociion. or cm:-yrigliii my be reoioreti to
me ziistriot I*icItii'r= of mo United States )0? the
district and xiiiiisiori embracing the plane who're
amok action is pending.

"(bi Sreotii. Rt't.e.i'.——T?oe fernoooi of on or-
Haii "under this seoiioii shall be mode in accord-
ance -with sezifion M46 or this emitter. meant
that if the remove? is booed solely on into soo-
ii~‘J??—

"{1} this n'r.'i‘._inn. may he remm.-an by any party;
and

-‘{2}. me time Iimiiaiitmis contained in seciiail
i49i6'I,-‘bJ may be extended at‘ any time for cause
shown.

"{9} REMelND.—!f o oi-oi! cectia-n is renioood
sorely under this section, we-district om.art—

"(IJ shall remomti oil oloinw iiioi o-re -rzeither u
Doris for rema1J£II.'li?idei' subsection ro) nor wi‘-iii-
in me origirioi or.5i£]Jg:JiQmen£r1I3j1t.ris£i!t'£I091 of

chi; district court under any As: of Congress;41-?!

“(ii may. under iiiefiinsunssiovioes specified in
section. 13E?(o)_. re-mane!‘ any claims ioiiiiin the
ougmlomontol jurisdiction of the district court.
under section .1a':‘67‘.".

(2) CGNFORMING .m£ii'o.iiFs.v!*.—The table of
sections. for chapter 89 of title 23', United States
Code, is omcmied oy adding at the and the fol-
ioiuéng 1-mew item.‘
"Mas. Potent. pron: oonety protection, and

-copyright. cases.
(e) Teomroo or Crioer {IF APPEALS FOR me‘

Footed 1. CT.'R.CUJ_”.".—
m I): 'c:.oNooe:..—tmoi3:er 99 or title 23. United

flutes: Gods. is omemisd by adding at the end
the foiiowing new -section:
‘$1838. Tmrufer by the flour! afyippenli for

the Fedora} Circuit
"When u cute is appealed to t."i.e- Court of A9-

peals for the Fooleml Circuit under section
I295(a)!I). and no c-Iain; for relief arising under
any Act of Efonmess rel:1tio_o.io patents or giant
variety protection is-me siwir.-‘ct or the appear by
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S943

any party. the Court of Appeals for the Federal
Circuit shall trcm3..“er the option? to the comt of
appeals for the rsgicmol circuit embracing the
district from which the appeal’ h.os- been tc.'ceo.".

(2) CONFGRMING sMsNoMsNr.—Th.e more of
sections for chapter .99 of title 28. United States
Code. is crnemied to adding at the and the fin‘-
lonr-ing new item:
"1633. Tro-nsfer by the Court of Appeals for the

Federal C£rcm'£.".

(,0 Errscuvrs D,ers.-Tiae amendments made
up this section shall apply to any ca‘-uni action
commenced on or after the dots til’ the court-men: of this Act.
SEC. [l7.]I8. E DATEL; RULE DE‘ CON-

BTRUUPIDN.
[tel Errncrwc D.A"I'E.]—E!E{.‘»BDt as other»

wise provided in this Act. the provisions of
tliis Act shall take effect 1 your after the
data of the on-Elctnlont of this Act and shall
apply to any patent issued on or after that
effective date.

[tbl CUNTINUITY or INTENT UNDER THE URE-
ATE AcT.—'I'he enactment of section lofllc) of
title .35. United States Code. under section
(EH13) of this Act is done with the same in-
tent to promote joint rossa,I-ch activities
that was sxpressed. including in the legisla-
tive history. through tho. enactment of the
Cooperative Research and T‘:-:'cb.nclogy Eln-
nsncsment Act of 3004 (Public Law 103-453:
the “GREATE Act"). the amendments of
wlncharo stricken by section 2(0) or this
Act. The United States Patent and Trade-
mark Oificc shall n.dminists1' section lllfllol oi‘
title 35. United States Code. in s manner
consistent with the legislative history oi’ the
UREATE Act that was relevant to its ad.rnin-
istration by the United States Patent and
'I‘ro.demsrk 0£i‘Ioo.l

Mr. LEAHY. Mr. President, I ask
unanimous fionsont that the com-
nuttcc-reportod amendments be agreed
to. the motions to reconsider be consid-
crsd made and laid upon the table, with
no intervening’ action or debate: inr-
ther. that the amended version be con-
sidered original text for the purposes of
flzrthcr amendment.

The AC"I‘ING'r PRESIDENT pro tem-
Dore. Is there an objection?

Without objection. it is so ordered.
The comnuttosmeport-»e_d amenihnents

were a.greod to.
Mr. LEAHY. Mr. President, the Son-

ate. today is turning its attention to a
measure that will help create jobs. en-
ergies the economy. and promote inno-
vation. The Patent Reform Act. which
ha. also come to be called the America

Invents Act. is a key part of any jobs
agenda.

We can help unleash innovation and
-promote American invention, .111 with.-
out adding a. penny to the deficit. This
is coromcnsensc and bipsrt'isa.11 legisla...
tion. During the next few days. the
Senate can come together to pass this
needed legislation. and do so in a. bipar-
tisan manner. It represents the finest
traditions of the Senate.

I thank the majority leader for pro-
ceeding to this measure, and the Re-
publican leader for his ooopoz-a1:1on.

This is a bill that was reported
unanimously by the members of the
Judiciary Committee. Republicans and
Democrats alike recognize that it is
imnnt-tnnt to -our co1mt.ry‘s continued
economic recovery. and to our ability
to succcssfully compete in the global
economy. America. needs a. 21st century
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patent system in order to lead. The
lost reform of our patent system was
nearly so years. ago. and I think it is
about time the patent system caught
up with the needs of this country and
What the root of the world has already
done.

In his State of the Union Address,
President Obsma. challenged the Na-
tion to out-Innovate. out-build, and
out-educate. Ensuring the America. In-
vents Act is a. key to meeting this chol-
longs.

Reforming the Nation's antiquated
patent system will promote American
innovation. it will create American
jobs. and it will grow Amer-1ca's econ-
omy. I thank the Prcsi'dent- and his ad»
ministration for their help and support
for the Leahy-Hatch-Grassley America
invents Act-.

Commerce Secretary Looks has been
a. strong‘ partner in our efforts. and Di-
rector Ksppos of the Patent and Trade-
Insrk Office has been an indispensable
source of wise counsel.

Innovation drives tho Ns.tion‘s scon-
omy. and that entrepreneurial spirit
can only be protected by a. patent sys-
tem that promotes invention-and spurs
new ideas. We need to reform our pot-
ent system so that these iJ:u1ove.t.ions
can more quickly get to Inarliet.

A modernized potent system—ono
that puts American entrepreneurs on
the some playing field as those
throughout the world-—is a. key to that
success. This is an idea. that cuts
across the political spectrum.

Our bipartisan Senate cosponsors in-
cludo Senator KOHL of Wisconsin. Sen-
ator Khonuo-roan of Minnesota. Senator
Gr]1.L‘EBlI-tA.N'D of New York. the distin-

guished Acting‘ President pro tempore.
Senator Goons of Delaware, as well as
Senator KYL. the assistant Republican
loader. Senator SESSIONS of Alabama.
Senator LIEBERMAN of Connecticut,
Senator FEANKEN of Minnesota. Sen-
ator BLUMIENTHAL of Connecticut. and
Senator HARKIN of Iowa.

Republicans and Democrats from big
States and smell. and from 3.11 ends of
the political spectrum. are coming‘ to-
gether to support .A1l1&i'i{.'£|.1l innova-
tion.

The Senate J-udioisry Committee
unanimously approved this legislation
on February 3, 2011. But. this effort ex-
tends back several years. Our current
congressional efforts to reform the Na.-
tion*s patent system began in In-
deed. our bill is the product of years of
work and oomprcrnisa. The Senate Ju-
diciary Committee has reported patent
reform legislation to the Senate in
each of the last three Congresses. And
the House has seen erforts over the
some period led by Congressmen
LAMAR SM-rru of Texas and Hcwsuo
HERMAN of California. The legislation
we are considering today. in foot. is
structured on the original House bill
and contains many of the original pro-
visions.

From the beginning. we each recog-
nized the need for s. mot:-s effective and
eiiicient patent system, one that. im-

February 28, 2011

proves patent quality and provides in-
centives for entrepreneurs to cre_a.1;a
obs-

j A balanced and fficient intellectual
property system that rewards inven-
tion and promotes innovation through
high-quality patents. in crucial to our"
Nation's economic prosperity and job
growth. It is how we win the futurc——‘by
unleashing the American inventive
spirit. This bill. the America. II1VE‘.]].1.'.B
Act. will allow our inventors and
innovators toflourisii. and it will do so
without adding a. penny to the deficit-

Not a.- dime in taxpayer money is
spent’. on the Patent and Trademark Of-
fice reforms. They are all funded by
patent fees. not taxes.

The America Invents Act Will. accom-

plish threo irnportasrit goals. which
have been at the center oi’ the patent
reform debate from t.l1s- beginning: It
will improve and harmonize operations
at the Patent and Trademark. Office; 11:
will improve the quality of patents
that are issued; and it will provide
more certainty in litigation.

Pcrticulorly. this legislation will
transition our Nation's patent system
to a firet-inventor-to-file system. It
will also make changes to improve the-
quality of patents that are issued. and
it will provide the PTO with the re-
sources it needs. to work through its
backlog.

The America Invents Act provides
the tools the PTO needs to separate the
inventive wheat from the chaff. to help
businesses bring new products to mar-
ket and create jobs.

This is interesting because this is c
pioos of logisiation that is supported by
both business and Ia.bor—somo1:.hiIi1g' we
all want to see in this C‘Jha.mbsr—i11-
oluding the National Association of
Manufacturers-. the United Steel-
workers. the National Venture Capital
Association, the AFL—G‘ID, the Associa-
tion of American Universities. and
companies representing all sectors of
the potent oornmu-nity that have been
urging: action on patent reform pro-
posals for years.

Innovation has always been at the

heart of America and American suc-
cess. From the founding of our Nation.
we recognized the importance of pro-

moting and protecting innovation. The
Constitution explicitly grants Congress
the power to “promote the progress
and science and useful arts. by securing"
for limited times to . . . inventors the

exclusive right to their respective . . .
discoveries.” It is not a.. creature of the
legislature but an integral part of our
Gonstitution. _

The patent system plays a_ key role
in encouraging innovation and bringing
new products to market. The discov-
orico made by Amorioon inventors and
research institutions. commercialized
by our companies. and protected and
promoted by our patent laws. have
made our system the envy of the world.

In spite nf this. s Newsweek study
lost your found that only 41 percent of
Amoriccns believe the United States is
staying ahead of China. in innovation.
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February 28, .2011

A Thompson Reuters analysis has al-
ready predicted that china will out»
pace the United States in patent filings
this year.

China has a specific. plan not just to
overtake the United States in patent
applications. but to more than quad-
ruple its patent ‘filings over the next 5
§rea.rs—-all the more reason why we
must act now. This is not son1eth_ing
that should he delayod. We -hculd. act
on it. Delaying it is saying we want
shine to overtake the Unitcd States.
Moving. forward says we Want to be
competitive.

It is astonishing to consider that
China has been modernizing’ its patent
laws and promoting innovation. but
the United States has failed to keep
pace. I said before. it has been -60 years
since we last enacted reform of Amer-
ican patent law. We can no longer wait.
We can no longer remain complacent
and expect to stay on top.

In many‘ areas that were highly con-
tentious when the patent reform de-
bate began. the courts have acted.
Their decisions reflect the concerns
heard in Congress that questionable
patents were too easily obtained, too
difficult to challenge. The courts have
moved the law in a generally positive
direction. more closely aligned with
the text of the statutes.

More recently. the Federal circuit
aggressively moved to constrain run-
away damage awards. which plagued
the-potent system by basing awards on
unreliable numbers. untethered to the
reality of lloesslug decisions.

‘_ITl1'e courts have addressed issues
where they can. but in -some areas only
Congress can take the necessary steps.
Our act will boi'._l1_.Speed the application
process and, at the some time. improve
patent quality. It will provide the
USPTO with the resources it needs to

work through its applica.-‘tics hcclilog.
While also proiriding for greater input.
from third parties to improve the qual-
ity of patents issued and that remain
in effect.

High quality patents are the key to
our economic growth. They benefit
both patent owners and users. who can
be more confident in the validity or
issued patents. Patents of low quality
and dubious vsliditsn by can-trast. sn-
able potent trolls who extort unreason-
able Il_oan_sing fees from legitimate
businesses. and constitute s-._dI'fi=g on in-
novation. Too many dubious patents
also unjustly cast doubt on truly high
qualitasr patents.

The Department of Commerce issued
a. report indicating‘ that these reforms
will create jobs without nothing‘ to the
deficit. The Obama administration sup-
ports these efforts. as do industries and
stakeholders from all sectors of the

potent community. Congressional ac-
tion can no Iongr be delayed.

Innovation and economic develop-
ment are not uniquely Democratic or
Ftaplihlican objectives, so we worker!
together to find the proper balance for
America, for our economy, for our in-
ventors, for our consumers.
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Thoma Friedman wrote not too long
ago in the New York Times that the
country which "s'nd'ows its people with
more tools and basic research to invent
new goods and services . . . is the one
that will not just survive but thrive-
down the road. . . . We might be able
to stimulate our way back to stability‘.
but we can only invent our way back to-
prosperity."

I th-ink of the cou.ntry"s first patent.
which was issued to e. Vermonter.
Thomas Jefferson, the Secretary or
State. examined the application, and
President "George Washington signed it.

A recent Judiciary Committee meet-
ing on this measure was on the anni-
versary of the day Thomas Edison re-
ceived the historic patent for the prin-
ciples of his incandescent lamp that
paved the way for the bulb that has il-
luminated our homes. hffioes. and
venues in our country and around the
world.

This week is when the patent was
issued for lifesaving improvements to
the divers suit. It was magician Harry
Houdini who devised a. Ineohsnism that
allowed divers in -distress to safely es-
cape a. diving suit.

So we can smooth the path for more
Interesting and great American inven-
tions. That is what the blpa_.1-tis-an com-
prehensive patent reform bill would do.

I wish to recognize in particular the
work -of Senator HATCH. who is here on
the Senate i‘1'oor—.s.nd he has been a.
longtime partner of mine on intellec-
tual property 1ssues—and Senator
Gsassonr. the ranking Republican on
our committee-. The ‘bill has also re-
ceived tremendous input from Senator
KYL, Senator KLOBUCEILAR; Senator Eins-
siolvs and mans? others. We are working
together. along with those. on both
sides of the aisle in the House. to reach

the goal of improving patent quality
and the operations at the PTO, and to
address the related unpreniicbabilihy of
litigation that has been harming inno-
vation.

No one claims that ours is a perfect
bill. It is a. compromise that will make
key improvements in the patent sys-
tem. Over the course of the next couple
of days. the Senate will have the oppor-
tunity to consider amendments.

Senator CoEUB.N intends to bring‘ an
amendment on the use -of patent fees.
Other Senators who disagree with the
move. to an first-to-file system may seek
to reverse that progress. I- urge those
Senators that have amendments to
come forward. agree to time agree-
ments and proceed without delay.

We should be able to complete action
on this bill this week and I would hope
by Wednesday night. Then the Senate
will need to move on to other impor-
tant matters. So after a brief period for
opening statements to outline the bill
and frame the debate. I will call for
Senators to come forward with any
amendinentifi they may have to the bill.
This bill is important -sud its sched-
uling crimes as no surprise. It was more
than 10 days ago that the Senate
unanimously agreed to its consider-
ation.

$949

3!), let us do our Job. and get to the
tasks: of considering‘ and completing ac-
tion on this important bill in order to
help create jobs. encourage innovation
and promote American invention.

Mr. President. some of the Nation's
leading innovators and Inventors have
expcressed strong support our 3. 23, the
America invents Act. The Coalition for
Patent and Trademark Information
Dissemination, whose members are
patent and trademark holders. recently
wrote to the Senste Judiciary Gom-
mlttse in support or the hill. stating
that its members have "an interest in

a ‘more eflieient system that produces
hlgihcr-quality patents and trade-
marks." The Intellectual Property
Owners Association, one of the largest
trade associations devoted to intellec-
tual property rights also recently
wrote to Seashore endorsing important
provisions in the bill, including -the

first-130-rile system. I ask that these
letters. -as. well as a. statement of sup-
port from the Coalition for 21st Den-
tury Patent R.'e'form be printed in the
Rhone}: at this time. I also as}: that a
list of cross-sector manufacturers and
innovators that support S. 2.3 be'pr1nt-
ed in the RECORD.

There being no -objection, the mate-
rial was ordered to be printed in the
Rnccnm. as. follows:

Common roe. PATENT are Tanne-
LLARK INFORMATION DI$5EMl.'l€A-
'I".'0N.

February 1.. 2011.
Hon. PATRICK J. Ll=.:AHY..
Chairman. Judiciary cmnmmce.
U5. Serums. Washington. cc.
Hon. crushes Gfiusfihnr
Ranking Member, Judiciary Ganmlirtrs.
US. Senate. Washington, DC.

Dusk UHAlR.M-..i.N LEM-IY AND RANKING MEM-
BER GR.-AS$J..E'.'r; The -Coalition writes in sup-
port of B. :33. the Patent R.ero1'm Act of M11.

Coalition members are information serv-
ices and workflow solution provider compa-
nice that offer value-added patent and trade-
tli-arls 1nfcz*mation.se1-vices. Our services are
aimed at enabling“ pcteut.a.ud b1‘Bl1E'1‘flB«1‘]§ ap-
plicants tc find and make available the most
relevant information related to their
claimed inventions and marks through the
data. enhancements and state of the art
search tools provided. Members also are pair
out and tradernark holders with growing
numbers of patent and trademark applica-
tions who have an 1nt.sre_st in s. more effi-
cient system that produces higher-quality
Daren-ts and trademarks.

Patent qusllty is directly related to the
adequacy of the prior art. presented to exam-
iners, when applicants conduct at patent-
abillty search and disclose all relevant prior
art to examiners. examiners will have a. sig-
nificantly increased likelihood of making
the right. decision about patehtshility. A
major positive addition to patent law would
he the provisions in S. 23 allowing submis-
sion of patents or ot»21er'puh1i.,ca.tions by third
parties whfin applications are still under
consideration by the USPTO. This should.
nu-thsr add to the prior a.rl'._ma.de available
to the examiner and has the potential to
greatly enhance patent 'ot1s.1lty_.

Adddticnafly. we applaud" the inclusion of
supplemental examination provisions In the
bill. This will allow psiaent holders to request
.9. review of patents what-3 pertinent history
or information may have been intentionally
omitted in original requests. The inclusion
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S950

of this provision will further strengthen om’
laws to prevent unlawful infringement.

We are delighted that a provision dis-
allowing outsourcing of USPTO searches on
longer seems to be under consideration- Goe-
lltion members believe that the USPTD
should be able to contract with private com-
panies to perform searches. whether as part
of the PCT 1_:_c-ocesc..e.s is not: currently per
mitted. or possibly for notions] tea:-‘choc at
some ihture time. Us'P‘I‘0 -operational lle'xi-
bility with PCT'Bea.l‘t'-li£§B has prcven to dros-

ticully reduce pendency mtss. Achieving
quality. speed. and cost-effectiveness in
UHPTH pmcr-muses la :1 goal rn encourage
USPTO management should be empowered "to
use the best source or sources for searches.

There is one addition to S. % that we
would hope to see as the legislation aci-
vnncos. Coalition members believe that full
disclosure of prior art information to exorc-
Lliers is constrained by concerns about 111-
eqniisbls conduct Iiehflity. We urge Con-
gress to reform the ineo-uitshlc conduct de-
Ianse in orc.ie1' to remove the disincsntdve for
full disclosure of all prior s.1‘1:.

We appreciate tllls opportunity to express
our positions on patent. reforin issues. and
the members of the Coalition stand tends! to
work with the Senate Judiciary Committee
as it considers patent reform legislation.

Sincerely.
MARLA GROSSMAN.

Ereeul-itte Directs r. Coalition for Patent
and Trademark I-sformuiion Disserninction.

INTELLECTUAL Pnoeenw
DWNERB Assn-cI.®.’i‘IcN.

February 25. 5201!.
Re. amendments to S. 23. the "Patent Reform

Act. of 2011"
The Hon.
US. Seiioie,
Washington. DC‘.

Deer. ssseros Intellectual Pros»
erty Owners Association (EPIC!) is pleased
that the Senate is planning" to proceed with
consideration of SI. 23. the ‘Patent Reform
Act of'2fl11.“

IPO is one of the largest and most diverse
i.-rs.u‘.le associations devoted to intellectual
property rights. Our "300 corporate members
cover at brood spect1'1:I:rn of l.T.E-l. companies in
industries reusing from information tech-
nology to consumer DI‘I'.idl.‘l(.'.tS to pharma-
ceuticals and biotechnology.

We wish to give you our advice on amend»
ments that we understand might be offered
during‘ consideration of S. 23:

Vi)‘-'-$ AGAINST any .a..'_:uend.msnt to delete
tlie “-i’irst—1nventor—'torflIe" and related pro»
visions in section 2 of the bill. First—inven-
tor-to-file, explained In a. 1—ps.ge attachment
to this letter. is central ‘to modernization
and simplification of patent ‘law and is very
widely supported by 11.53. companies.

Vote FDR. any a.ment1men.t. gucranteamg
the 1.1.3. Patent and Trademark Dffioe access
to all user fees paid to the agency by patent
and trademark owners and applicants. cur-
rent delays in processing potent sppli'cs.tions
are totally unacceptable and the result of en
underfunded Patent and ‘I‘z's.den'ia.z'l: ofllce.

Vote AGAINST‘ any amendment thatwould intcmoso substantial horricrs to cu-
iorcemeut of validlsngranted “business
method" patents. IPO supports business
method patients‘ that were upheld by the U.S..
Supreme Court in the recent Eiiski decision.

For -more info-rotation. please call IPD at
202-5D7~4fiOD.

Si.iJi:al'.'a.llF.
Doncms K. NORMAN.

President.
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INTr.I..LEc'I'L‘.sL Puopunwf
Omrnns Assoomncn.

Febrztury 25.. 201.12
Fntsrr-IuvnN'rcsJI‘o-Fn..e LN S. 23', run

"PA‘I'E.NT Rnroum Ace‘ or 2011"

Section 2 of S. 23 simplifies end modcrnitas
ILS. patent law by swurdlng the patent. to
the ilrst of two comwtlng inventors to file
In the U3. Patent and Trcdemsrls Oiflice
{PTO-L e chsn.se- from the tradltions.1_svsten1
of awarding the patent. in theonv. to the
.ii1"st. inventor to invent. Firstelnventor-to-
fiie in S. 23-has these advantages:

Eliminates costly and slow psten: Inter-
ferences proceedings conducted in the PTO
and the courts to determine which inventor
was the first to invent.

Creates legal certainty about rights in all
patents. the vast majority of which never'be—
come entangled in interference proceedings
in the f;'..1'e-t place. but which are still subject
to the possibility under current law that an-
other inventor might-come forward and see]:
to invalidate the patent on the ground Lhat.
this other inventor. who never applied for a.
patent. was the first 1‘. invent.

-Encourages both large and smell patent
applicants to file more quickly in order to
establish an earls! filing date. Ea.1*l'5r.fi1ing‘
leads to early disclosure of technology to the
public. enabling other parties to build on and
improve the technolcgsr. (Applicants who
plan to file aiterwsrrl in other countries sl-
1'ea.dy have the incentive to file quickly in
the U.S.l

Makes feasible the int1'oducti_ou' of post
grant op-position proceedings to improve the
quality of patents. by reducing the issues
that could be raised in c post~g1-out pro-
ceeding, thereby limiting costs and delay.

Follows up on changes a.lres.'dy made by
Congress that (1: established inexpensive and
ea.sy'—to—£ile provisional patent applications
and. (2) in order to comply with treaty coli-
mtions. allowed foreign inventors to partici-
pate in 1.7.3. potent i:ot'e1'i'e1*ence proceedings.

THE COALITION FDR 215'!‘
Dumps?‘ PATENT Rltronsi

BrrAs'rIs..-in Erroirrs MOVE STRONG PATENT
-REFORM BILL FORWARD or Sl!‘.NAI'E—-GD'AL1-
‘HON Surronrs COM-MPBMENT T0 Imrccvn
PATENT‘ SYSTEM FOR ALL INVENTDRS

Washington. DC.—GaJ.‘-If Griswold of the Go-
sliticn for Blot. Century Potent Roionn today
released the following statement extol.‘ the
Senate Judiota.1';v Gomrnittee overwhelm-
ingly approved 8. 23. The Patent Reform Act
of 2011. The Coalition appreciates the strong
bipartisan support of the ‘hill in the com-
mittee and the recognition ‘by the Senators
that patent reform will spur innovs-tlon and
help o1"ea.te jobs across on business sectors.

"Our Coalition is gPa.toi"i.IJ for the bipar-
tisan vote i.I1'$lI1;IDUi't of the legislation and
the Senators‘ hard work to c1.'s.'ft legislation
that will improve the patent system for all
the notions innovators. It is very encour-
aging to have the committee’: overwhelming
support for ‘th legislation as it moves to the
Senate floor. We recognise Senators will ccnr
tinuc to fine-tune the language of the bill
and we look forward to working actively
with then‘: to address outstanding issues.

The members of our Coadition will he

working‘ with nth er_in*.rentors and innovators
in the coming weeks to communicate with
8.11 Senators as well as members of the House
about the importance of this legislation for
jobs. promoting“ innovation. and solidifying
our global competitiven_css."

Expose-Bnoron Msnursornnnns It
Innovxrons It-‘ Surrom‘ or S. 23

SM. A11‘ Liquids. Mr Products. 131’.
Bridgsstonc American Holdings. Ine..

February 2.9, 2011

Ca1'9.'il1. Clatfifbillal‘. Coalition for Patent and
Trademark I_u'l*oi-Instion Disseniinotiou. Goa.-
lltion for 2131: Century Patent Reform.
Gummins.

The Dow Chemical Company. DuPont.
Eastman Ghernlcal Company. Exxonliiiohil,
General Ellectric. General Mills", Hen]-:ol Cor-
poration. Honeywell. Intellectual Property
Owners Association.

Illinois Tool Works, Kodak, Millikan -end
Company. Monsanto. Northrop Grumman.
Feosico. Inc.. Proctor 8; Gamble. United
Technologies. UB9 Gorpore.tion.. Worm-
hoeuser.

.iMnN'otn-:‘.NT ND. 11-;

Mr. LEAHY. Mr. President. as port of
the housekeeping measures We have. I
send to the desk an amendment and
ask for its immediate consideration.

The PRESIDING OFFICER (Mr.
BI..UM.ENTH.eu..). The clerk will report.

The assistant legislative clerk read
as follows:

The {Senator from Vermont [Mn I..IoIo.I‘l']
proposes an amendment numbered 1191..

M1‘. LEAHY. M1‘. President. I as]:
unanimous consent tha.'t.tl1e reading of
the amendment be dispensed with.The PRESIDING OFFICER. Without
objection, it is so ordered.

The amendment is as follows:
(P?-u‘13Bfie: To improve the bull

(in page 1. strike line 5. and insert the fol.-
lowing: “ ‘America. Iuvents Act‘ ".

On page ‘Til. strike lines 1 through 17. and
insert the following:

(1. IN Llldtml.-LAL.—-The Director snail have
authority to set or sdiust by rule-any fee es-
tablished. authorized. or charged under title
35. United status code. and the T1-edemsrk
Act or 19-45 (15 1.1.3.0. 1051 et seem. notwith-
standing the fee amounts established. -un-
thorlzad. or charged thereunder. for all serv-
ices performed by or materials furnished by.
the ‘Office. provided that patent -and tra.t1e—
mark fee amounts are in the aEE'l‘€§a.tc_ set to
recover the estimated cost to the Office for
processing. 9.G‘i.'.l'IFi.l'.‘lE5. 8BI'V'i(iE8. and .n:|.o'.i:e-
‘rials relating to patents and tz-udernarks. re-
spectively. including propo-I't.ionate shares of
the administrative costs of the Office.

Mr. LEAHY. Mr. President, I see the
distinguished senior Senator from Utah
on the Senate floor. a man who has
worked for years on this issue and has
made every effort to_ keep it bipartisan.

I yield to the Senator from Utah.
The PRESIDING OFFICER. The Ben-

ator from Ut_a_.h.
Mr. HATCH. Mr. President. I thank

the distinguished cha.11-men of the Judi~
cisrxr G'om;r111ttee. He has been one of
the leaders the whole time I have been
on that committee with regard to in-
tellectual property Issues. It has al-
ways been a. pleasure to work with him
and his stuff. They are good people.

This is a. particularly important hill.
It is only the first step. once we bring
it up cud hopefully pass it. and then
the House will bring up their 11111.
There are likely to be differences be-
tween the two. end‘ we will have to get
together in conference to resolve these
differences. So those who might have
some angst about this particular ‘oill,
give it time. We will be working dili~—
gent1.r—t11c Ei1BtJ'-.t1§‘l1l.ShBd- Senator from
Vermont, myself‘, and others. inc1ud—
Log’. of course. our ranking member,
Senator GRA.SSI.EY—Wn will be working
diligently -to try and resolve these
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February 23, .201}

problems and hopefully we will end up
with a bill that everybody in this coun-
try should recognize as what ‘needs to
be done to keep us at the forefront of
all technological innovation in this
world.

1 rise today to express my support for
the pending patent. reform legislation
before us. As many know. several of my
colleagues and I have been working to-
gether on this bill for several Con-

gress-es. I especisily wish to recognize
the ongoing efforts of our Judiciary
Gomrni ttee chairman. Par Lnanv. Over
the years he and I have worked tire-
lessly to bring about long overdue re-
form to our Nation’s patent system. I
also wish to recognise the efforts of the
Judiciary Committee 1'anking member.
CHUCK GRABSIEY. as well as many of
my Senate colleagues who have been
instnnnental in forging the com-
promise before us. today which. in my
opinion. is the first step in trying to
arrive at a final consensus bill. _

Similarly, no enumeration would be
complete without recogmzlng the con-
siderable. work that has been done by
our colleagues over in the House of

Representatives. House Judiciary Oom-
mlttee chairman LAMAR. Spurn has
been a leader on patent reform legisla-
tion for many years. His vision. his ex-
pertise. and his leadership are highly
respected and appreciated by me, by
my colleagues as well. and by many
throughout the patent c-omrnunity.

I also wish to specifically acknowl-
edge the invaluable cont-ributclons oi‘
Representatives JOHN convene. How-
ARD BERMAN. Bot Gcon1.c'):"rn. Hownma
Cosme, DARRELL Isles. and Zen
Lorcitniv. They have all been very ef-
fective people with regard to these very
important issues. They have been stal-
warts in underscoring the vital need to
reform our patent system. I look for-
ward to seeing the results of their proc-
ess and working with them to complete
this important task.

Most of us are very i'am'11ia.1' with the
history of patent legislation, but it
bears repeating that we have not had
meaningful reform to our patent sys-
tem in well over a hall centurIp'—not
any meaningful reform whatsoever.
even though many things have changed
during these intervening yeats—courts-
have instituted welcome changes to
our patent system. a lot of technology
has changed. and a lot of innovation
has occurred.

I am not going to spend my time
today on a history lesson. Instead. I
urge everyone to consider not the past.
but to look Eorvvard to the future, and
that future begins with examining our
present. The Nation's current economic
situation requires that we take advan-
tage of our ingenuity that has made
America the economic envy of the
world.

If enacted. the American _InVaJ.'its Act
would move the United States to a
f'irs'r.-‘inventor-—to»t'ile system-. which
will create a system that is more
transparent. objective, and predictable
for the patentce. In addition.
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transitioning to a t‘irst—to-inventcr-to-
the system will Eacilltate harmoni-
cation with other patent offices across
the world and contribute to ongoing‘
work-sharing processes.

The bill will also establish another
means to administratively challenge
the validity of a patent at the 11.5.
Patent and Trademark Office.
USP‘I'0—cI‘eati:n=g a cost-effective al-
ternative to forlnal litigation. which
will further enhance our patent sys-
tem.

Patent owners will be able to im-

prove thc quality of their patents
through a new supplemental examina-
tion prcces. The bill further prevents
patents them being issued on claims for
tax strategies and provides fee—setting'
authority for the USPTO Director to
ensure the Dfiice is properly funded.

'I_‘hi's bipartisan bill also ‘contains pro-
visions-. on venue to curb forum shop-
ping: changes to the best mode disclo-
sure rseduiremcnt: increased incentives-
for government laboratories to com-
mercialize inventions: restrictions on
false marking‘ claims. and removes re-
strictions on the residency of Federal
Circuit judges.

For me. it is pretty simple. Patent
reform is more than words on paper. It
is about jobs and the positive impact
they have on our economy. Cihairman
LEAHY understands this connection and

has wisely named the bill the America
Invents Act of 2011.

While we debate this important legi-
Iation, it is crucial that we keep the
creation of jobs and economic pros-
perity at the forefront of our thoughts.
After -all. patents encourage techno-
logical advancement by providing in-
centives to invent, to invest in, and to
disclose new technology. Now more
than ever we must ensure efficiency
and increased quality in the issuance of
patents. This. in turn. will create an
environment that fosters entrepreneur-

ship and the creation of new jobs.
thereby contributing to growth within
all sectors of our economy.

If we think about it. one single. do-
ployed patent has a ripple effect that
works like this: A properly examillcd
patent. promptly issued by the UBPTO.
creates jobs—j_obs that are dedicated to
dcveioping and producing new products
and services. Unfortunately, the cur-
rnt USPTO backlog now exceeds
700.900 applicants. The sheer volume of
the patent applications not only re-
flects the vibrant. innovative spirit
that has made America a worldwide in-
novative leader in science. education.-

and technology. but the patent backlog
also represents dynamic economic
growth waiting to be unleashed. We
cannot afford to go down this path any
longer. We need to take -advantage of
this opportunity to expand our econ-
omy.

During consideration of the America
invents Act. I encourage my colleagues
to be mindful that legislation is rarely
without its imperfections. and we have
a tremendous chance" to take much
needed action. To those who believe

S951

otherwise, rest assured my intent is to
do no harm. But 1 want the legislative
process to move forward It is long“
overdue.

I urge my colleagues to participate in
the debate and vote on the mend-

ments they think will strengthen the
bill. There are. some proposals that I
believe merit serious consideration by
all of us, At the end"-of the day. the pas-
sage of this ‘bill will update our patent
system, help strengthen our economy.
and provide -a Bp1‘i11£"Doa1‘d for further
iI11pI'DveInents- to our intellectual prop-
erty laws.

I have every confidence that we can
come together and act in a bipartisan

manner. The stakes are simply too
high for us not to seize this moment.

Mr. President. I yield the-floor.
The PRESIDING OFFICE-R. The Son-

ator 11'-om Iowa.
Mr. GRASSLEY. Mr. President. I ‘rise

to speak on S. 23. We probably have a
lot of amendments. but right now we
are talking about the bill. The America
invents Act is what it is called. I
should express my gratitude to those
others who have helped so much on
this and. quite frankly. more involved
on this bill than Ihave been. including
Chairman LEAHV. Senator HATCH. Bon-
ator 53331033.. and Senator KYL.

This is a bipartisan bill. Over the
past 5 years or so, the Senate Judiciary
Committee has been considering com-
prehensive patent reform. Ghairrnan
L-EAHY has engaged Senators -on both
sides of the aisle as well as a. wide

range oi‘ groups on the outside- His ef-
forts hsvc been pivotal in bringing to-
gether diverse views and crafting a rea-
sonable compromise bill. In fact, the
bill is supported by a large number or
industries and other stakeholders from
the U.S. patent community.

I commend the leadership of chair-
man LEAHY as well as the leadership of
Senator HATCH for getting us to -where
we are -at this point. Intellectual prop-
-erty rights are extremely irnportant to
our Naticn?s economy. An effective and
efficient patent system will help pro-
mote innovation and technological ad-
vancement in America and make me
better for us all. An effective and effi-
cient patent system also will help pro-
vide stimulus for businesses and obvi-
ously generate many new jobs. Every-
one agrees we need a w.el1-functioning
patent and trademark office within our
government so that it can complete its
work in a timely manner.

We should find ways to help the Pet»
ent and Trademark Office speed up the
patent application possess and elimi-
nate the current backlog it is experi-
encing’. We -should reduce costs and de-
crease abusive litigation and improve
certainty in the patent process and
strengthen patent quality. The Amer-
ica. Invests Act will help do all of these
things.

The bipartisan bill before-us will up-
date and upg*ra.de the [L8, patent sys-
tem. It will enhance transparency and

patent quallty._ audit will ensure that
the Patent and Trademark Oillce has
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the tools and funding it needs to cut its
backlog and process patent applica-
tions more quickly.

The improvements to the -patent sys-
tem contained in our bill will help spur
economic prosperity and "job creation. I
am pleased to support "it.

Epeciflcally. the bill would improve
patent quality by establishing the op-
portunity for third parties. to submit
prior art and other information related
to _a pending app1i.ca‘l'.io11 for consider-
ation by a patent. examloein By allow-
ing prior art to be so omitted earlier in
the process and explained to the ofifice,
patent examiners will be able to issue
higher quality patents.

The bill would create a “first win-

dow“ post-grant apposition proceeding
open for 9 months after the grant of a.
patent. This would allow the Patent
and Trademark Office to weed out put-
cnts that should not have been issued

In the first place.
This new post-grant review process-

which was recommended in a 200-I re-
port issued by the National Academy of
Scienccs—wou1d enable early chal-
lenges to patents, but also protect the
rights of inventors and patent owners
against endless litigation. The reason
we want to ensure that the Patent and
'I‘rad'er-nark Office issues high quality
patents is to incentlvlae investment. In
truly lnzlovativo technological ad-
vances and provide more certainty for
investors in these inventions.

In addition, the bill would improve
the current inter part-as cclniinistrativo
process" [or challenging the validity of
a patent. It would establish an adver-
sarial inter partes review. with a high-
er threshold for initiating .a proceeding
and procedural safeguards to prevent a.
challenger from using the process to
harass patent owners. It also would in-
clude a strengthened estoppsl standard
to prevent petitioners from raising in a
subsequent challenge the same patent
issues that were raised or reasonably
could have been raised in a prior chal-
lenge. The bill would significantly re-
duce the ability to use postgrant pro-
cedures for abusive serial challenges to
patents. These new procedures would

also provide faster. less -costly alter-
natives to civil litigation to challenge
patents.

The bill would institute a gate-
Kceping role for the -court. to assess the
legal basis for damages and jury in-
structions. This would provide more
certainty in damages calculation and
promote o_nifo11:n1'ty and fairness. The
bill also would transition the United

States to a. fiI'B‘[?—i11VeI1‘Ii0lI' to file sys-
tem, simplifying" the application proc-
ess and coordinating it with our trad-
ing partners. This chansewiil reduce
costs and help improve the competi-
tiveness of American inventors abroad.

Further, the bill would provide fee
setting authority for the Patent Trade-
mark Office Director to ensure that the
Patent. and Trademark Office is prop-
erly funded and can reduce its current
backlog of patent applications.
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The bill also would mandate a reduc-

tion of fees by 50 percent _l'or small on-
tities and 75 percent for micro-entities.

I Want to particularly thank Ul1air—
man LEAH? for working with me and
Senator BAUULFS on a provision that
would curtail patents on tax strategies.
These patents. encumber the ability of
taxpayers and their advisers to use the
tax law freely. interfering with the vol-
untary tax compliance system. Tax
strategy patents undermine the fair-
ness of the Federal tax system by re-
inovlnsg Irom the public domain Ways
to satisfy a. taxpayer's legal obliga-
tions. 11 firms or individuals hold pat-
ents for these strategies. some tax-

payers could face fees simply for com-
plying with the Tax Code. Moreover.
tax patents provide windfalls to law-
yers and patent holders by granting
them exclusive rights to use tax loop-
holes. which could provide some ‘cosi-
nesses with an unfair advantage in our
-cornpstitlve market system.

Our provision would ensure that all
taxpayers will have equal access to
strategies to comply with the Tax
Code.

This provision was carefully drafted
with the help of the Patent and Trade-
mark Office not. to cover software prep-
aration and other software. tools or
systems used to prepare tax or infor-
mation returns or manage a taxpayer's
finances.

In conclusion, the America Invents
Act will protect inventors’ rights and
encourage innovation and investment
in our economy. The bill will improve-
transparency and third party participa-
tion ‘tn the patent application review
process. This. in turn-. will strengthen
pat-ant quality and result in more fair-
ness for both patent holders and patent
challengers. The bill will institute ben-
eficial changes to the patent process to
curb litigation abuses and improve oer-
tainty for investors and innovat-ors. It
will help companies do business more
efficiently on an international basis.

The bill also will enhance operations
of the Patent and Trademark Office
with administrative reforms and will
give the office {so setting authority to
reduce backlcgs and better manage its
business.

I am pl.ea.sod to support this hard
fought bipartisan legislation, and I
urge my -colleagues to upport: it as
Well.

I yield the floor.
Mr. LEAHY. Mr. President. I thank

the distinguished "Senator from Iowa.
As I noted before he. got on the floor,
he has been extremely important in
Working on this issue.

Mr. Presidnt. just so I can have a
moment to speak with the ‘Senator
from Louisiana, I suggest the absence
of a-quorum.

The PRESIDING OFFICER. The
clerk will call the roll.

The legislative clerk proceeded to
call the roll-

Mr. VITTER. Mr. President. I ask
unanimous. consent that the order for
the quorum call be rescinded.

February 23, 2011
The PRESJLDTNG OFFICER. Without

objection. it is so ordered.
AMENIJMENT no. in

Mr. VITTER. Mr. President. pursuant
to a couvsisaticn with the distin-

guished committee chairman, I as]:
unanimous consent. to temporarily set
aside the pending amendment to call
up the "1‘oome;v—Vitt'e_r amendment.

The PRESIDJING UE‘FICER... Without
objection. it is so ordered.

The clerk will report.
The legislative. clerk read as follows:
The Senator from Louisiana [Mn VI'ITl3R.3..

for himself and Mr. Toc).l\aa.'&_*'. proposes an
amemlment numbered 11.2.

Mr. VITTER. Mr. President, I ask
unanimous consent that reading of the
amendment be dispensed with. _

The PRESIDING OFFICER. ‘Without
objection. it is so ordered.

The arnendincut is as follows:
(Purpose: To rcolztiro that the Government

prioritize all obligations on the debt hold
by the public in the event. that the debt
limit is reached}

At the appropriate place. insert. the fol-
lowing:
SEC‘. .lfULI.lI-'AlTH-AND CREDIT A.C'l'.

(21) SHGHT 'I‘1'r1.u.—'I‘l1ia section may he
cited as the “Full Faith and Credit Act".

{bl PRIoRl'I‘lZR 0BLI|3'A'I'I{lN£‘. ON THE. DEBT
HELD BY res P'UBt.Ic.—In the event that the

debt of the United States Government. as de-llned in section 3101 or title 31. United States
Code. reaches the statutory limit. the au-
thority of the Department of the "I‘I'oa.sI.1IT
provided in section 3123 of title 31. United
States Code. to pay with legal tender the
principal and interest on debt held by the
public shall ta._ke priority over all other obli-
gations incurred law the Government of the
United States.

Mr. VITTER. Mr. President. this
Toomey—Vlttcr amendment is the Full
Faith and Credit Act—the concept that
has been discussed for several weeks
prior to this week. It is very timely. as
we are all rightly focused on the spend-
ing and debt issue with the Thursday
deadline coming up.

No -one that I know or wants the gov-
ernment to be shut down in any way.
shape. or form. No one that I know‘ of
wants any massive. significant disrup-
tion. But lots of people that I know cl’.
including many in Louisiana. want us
to change business as usual in Wash-
ington, starting with spending and
debt. This full faith and credit amend-
ment is an important step in that re-
gard. Because of the time limitations
in front of us before we move to other
pending business at 4:30. I have agreed
to some back at a later time to fully
lay out this Toomey-Vitter amend-
ment, as well as a second-degree Vitter
amendment that I will -advance with
regard to Social Security.

It. is very important to discuss this
spending. to put it on the floor and
start this debate with vigor about
spending and debt, changing the fiscal
policy of this -country so that We can
get. on 3. more susta.inab1e;path'. There
is only one thing‘ certain about this do-
bate: that is. if We don't change the. lie.-
cal path we are on. it will lead to an
economic disaster.



PAGE 18 OF 18

      
       

     
      

      
       

     
      

  
      
    

   
       

    
    

   
     
      

       
  
    

   
       
 

  

    
     

    
   

     
     

    
   

    
      
      

     
   
     

      
       
      

       
      

    
    

        
       

     
    
       

      
        
      

   
    

       
     

       
    

    
        

     
        
     

    
      

     
     

      
     

       
        

     
      
        

      
      
     

      
     

      
     
       
       

    
  

      
       
      

      
     

    
        

    
   

      
     
     

       
     

      
      

      
     

  
     

     
      
      

       
       

     
     

     
    

     
        
   
      

      
     

       
      

       
     

        
    

      
      

      
       

     
       
     

     
     

     
       

         
     

 
      

       
       

       
   

   
      

      
     

     
      

     
      

        
       

      
     

      
     

      
      

       
       

    
      
     
   

      
      

      
     

     
      

       
      
        

    
      

     
       

       
     

    
      

    
    
        

       
       

      
     

      
     

       
     

       
       

     
       

       
     

     
      

      
       

  
       

      
       
        

        
      
     

      
       

      
     

       
 

     
        

     
        

       
         
      

        

February 28, .2011

I urge us to debate these important
proposals immediately, Well before the
'I‘hu1'eda3r deadline-. and come to a
Strong, positive resolution, I will be
back on the floor soon with Senator
TOOMEY to fully explain this amend-
ment, as well as the Vititcr second-dc-
gree amendment.

Mr. President, I yield the -floor.
The PRESIDING OFFIGER. The Sen-

atcr from Utah.
Mr. LEE. Mr. President, 1 send a. mo-

tion to the deck.
The PRESIDING OFFICER. The Sen-

ator from Vermont.
Mr. LEAI-IY. President. I under-

stand we have a unanimous consent

agreement at 4:30 pm. to go to two ju-
dicial nominations.

The PRESIDING OFFICER. The See-
atcr is correct.

Mr. LEAHY. I ask for the regular
order.

 :

EXECUTIVE SESSION

NOMINATION OF AMY TOTENBERG
TO BE UNFBED STATES DIS'I‘R.IGT
JUDGE FOR THE NORTHERN DIS-
TRICT OF GEORGIA

NOMliNA'I‘ION or eritvn o. JONES
TO BE UNITED STATES DISTRICT

JUDGE F'OR_ THE NORTHERN me-
TBIUT OF‘ GEORGIA.

The PRESIDING OFFICER. Under
the previous order. the Senate will pro-
ceed to executive Session to consider
the. following‘ n~o1:oinat1ons. which the
clerk will report.

The 1eg'ie1at1~.re- clerk: read the norm-
uatione ofAmy Totenherg, of Georgia.
to. be United States District Judge for
the Northern District of Georgia. and
Steven C. Jones. of Georgia. to he
United States District Judge for the
Northern District of Ge_o_rgia..

The PRESIDING OFFICER. Under
the previous order. there Will now be 1
hour of d'eba.t.e, equally and divided and
controlled in the usual form.

The Senator from Vermont.
Mr. LEAHY. There is both good news

and bad news represented by today's
debate. The good news is that we begin
anotlier week by considering two of
President Oba,_ma."e judicial nomina-
tions. With judicial vacancies remain-
ing over 100. nearly half of them j\1di—
cial emergenclee. the Senate's action
today on 2 outstanding nominees to fill
judicial emergency vacancies in Geor-
gia. is much needed.

The bad news 13 that we did not con-
eider these nm1'l1.I1Sl.‘lI.’L_OILB' earlier. and
that we are not considering any of the
other 8 judicial nomin-eee awaiting
final Senate consideration and con-
firmation. Two of those nominees. Sue
My:-irecougli and James Shadid. were
each nominated to 1111 emergency Va..-
naneiee on the Central Ili'etr-'1'ct-of T11!-
noie. Their couflrrnations would help
relieve the chief judge of that district.
who it the only active judge in the en-
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tire district, Chief Judge Mclfiuekey
wrote to Senator DUREIN in ‘November
urging the Senate to take action to fill
these vacancies. but we did "not. De~
spite the desperate need in that die-
trict. neither of these "nominations re-
ceived final Senate votes when they
were reported unanimously by the Ju-
diciary Oomrnittee last year. Both have
now heen reported unanlruouely e.g'a1'i1.
and we eliould not further delay taking
care of this cvehhurdc11'ed court and the
l1eI:d—workiI1g Americans who depend
on it.

I do thank. in particular. the major-
ity leader for scheduling this time. and
also thank the Republican leader for
his cooperation. I also commend our
ranking Republican on the Judiciary
Committee. Senator G-Ii-ABSLEY has
worked with me on each of the judicial
nominab_1'one that President Obama. re-
nominated this January.

All 13 of the judicial nominations
that were unanimously reported laet
year have now been unanimously re-
ported. again, this year. To date, five
or those nominations have been con-
flrrued and with the confirmation of

Amy Totenherg and Steve Jones. we
will have reconsidered and confirmed 7

of those 13 unanimously reported judi-
cial nominees.

The Judiciary Committee has also
now considered the renomination of

Susan Carney oi Gonnecticut. to the
Second Circuit and Michael Simon to

be a district court. judge in Oregon.
More than half of the R.epub.li'cane on
the Judiciary Committee voted in
favor -of those nominations. They
should be debated and confirmed With-
out delay, as well.

Working with Senator GRASSLEY, I
also expect to be able to move forward
with Judiciary Committee consider»
ation of the rcnominations of two dis-
trict court nominees. Edward Chen of
Galifornia and Jack McConnell of
Rhode Island, in the next few weeks.
The rcnomjnatiou of Goodwin [.111 of

California. to the Ninth Circuit will he
reexamined at e Judiciary Committee
liearing this week. at the request of our
Republican members. and then recon-
sidered by the. committee. as well.

We will be holding our third con-
firmation hearing of the year this
week. It will Include Professor Lin and

four other judicial nominees from Tom-
nessee. Florida, and New Jersoy. At the
earlier two hearing?! We considered
eight additional judicial -nominees who
now await committee a»Pl1t‘ove.1 and
Senate consideration. We are holding
hearings every 2 weeks and hope finally
to begin to bend the curve and start to
lower judicial ve.canc'i,es across the
country.

I also commend the Senator from

Iowa for his statement on February 14
during which he urged the S'ena.,te to
turn the page and not revisit the re-
criinineticne frorn 9.I1H11]JiS11l'ElJS1D]J.S'
poet. 1 agree.

The nominees we consider today -are
both from Georgia. They were both re-
ported unanimously by the Judiciary
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Committee this year. Actually. they
were also reported unanimously hy the
Judiciary Committee last year. They
were among the 19 judicial nominees
who were-ready to be confirmed by the
Senate last year but were not. When
there was objection to proceeding last
year. the vacancies persist!"-id. the
President had to renominata them and

the Judiciary Committee had to recon—
cider their norninatione. I expect the
Senate will confirm them both tonight.
I hope we do so unanimously. Both
have the. support of their home. State
Senators. Senators ISAKSDN and Ben-
ator CHAMBLISS worked with me and
with President Uharna in connection
with theee nominations.

While I am encouraged that the Sen-
ate is proceeding today. I are dis-
apholnted that we did not consider

these nominees and .ot1_1'er nominees
from California. North Carolina. and
the District -of Oolumbia before the
Presidents Day receee. We used to be
able to clear the calendar of nomina-
tions before a. recess. All six oi‘ these
judicial nominees were appmved unani-
mously by every Republican and overs’
Democrat on the Judiciary tlommittee
weeks. before the recess. When they are
considered, I fully expect they will be
confirmed unanimously" by the Senate.
With persistently high judicial vacan-
cies around the cou.ut1'if. the Senate

ehould he considering judicial nomina.-
tions without unnecessary delays. Liti-
gante. all over the country are having a
hard time getting their cases heard in
court because of the high number of Va.-
canciee. There are nominees pending on
the calendar with unanimous support
by both Republicans and Democrats on
the "Senate Judiclary Committee. We
ought to at least vote on these nomina-
tions to fill the vacancies.

In fact. when these 2 nominations are
confirmed. there will still be nearly 100
Federal judicial vacancies around the
country. That is too many and they
have persisted for too long, That is
Why Chief Justice Roberts. Attorney
General Holder. White House Counsel
Bob Bauer. and many others. including
the President of the United States.
have epoken out and urged the Senate
to act.

Nearly one out of every eight Federal
judgeshipe is vacant. That puts a.t-se1'1-
ous rink the ability‘ of Americans all
over the country to have a fair hearing
in court. The real price “being paid for
these unnecessary delays is that the
judges who remaiii are overburdened
and the AIn_er1ca.n people who depend
on them are being denied hearings and
justice in _u. timely fashion. These
delays affect everyone: whether you
are a. pleintiif. a. prosecutor, or e. de-
fondant.

Regrettahly. the progress we made
during the first 2 years of the Bush ad-
ministration has not been duplicated.
and the progress we made over the 8
srears. i‘r°'cm'I 2003 to 90119 to reduce indie
cia-.1 vacancies from 110 to a. low of 34

was reversed. The vacancy rate we re—
duced from 10 percent at the end of


