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IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF ILLINOIS

OCEAN TOMO, LLC,
Plaintiff-Counter Defendant,

V. No. 12 C 8450

Judge: Joan B. Gottschall
JONATHAN BARNEY and Magistrate: Judge Mary M. Rowland
PATENTRATINGS, LLC,

Defendants-Counter Plaintiffs.

PLAINTIFF-COUNTER DEFENDANT’S MEMORANDUM IN SUPPORT OF ITS
MOTION FOR SUMMARY JUDGMENT OF INVALIDITY UNDER 35 U.S.C. §101

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Case: 1:12-cv-08450 Document #: 95 Filed: 01/30/15 Page 2 of 30 PagelD #:1481

TABLE OF CONTENTS
Page
INTRODUGCTION ...ttt ettt ettt st et e s e be st e seebeste e ene b 1
THE PATENTRATINGS PATENTS-IN-SUIT ..ottt 4
N {18 Y N SRS 9
l. THE PATENT RATINGS CLAIMS ARE DIRECTED TO ABSTRACT IDEAS.......... 9
A. Fundamental Practices and Concepts Capable of Mental Formulation or
Performance Are ADSEraCt IdEAS ........ccccuviiiriiiiiie e 9
B. The Relevance Patents Are Directed to Unpatentable Abstract Ideas................. 11
1. Independent Claims 1, 6 and 7 of the *226 Patent Cover Human
Performable Mental PrOCESSES.........ccveiveiieiieieeie e 11
2. Independent Claims 1 and 13 of the 701 Patent, Claims 1, 6 and
11 of the *560 Patent; and Claims 1 and 13 of the ‘996 Patent
Cover Human Performable Mental Processes .........ccccocvvverveiesveseennn, 12
The Claims of the Relevance Patents Cover Fundamental Practices ...... 13
4. The PR Relevance Patent Claims Have No Transformative
ELBMENTS. ..o 14
5. The Machine-Or-Transformation Test Further Supports the
Finding Under the Second Prong Required Under Alice............ccccvenu.... 17
C. The Ratings Patents Are Direct to Unpatentable Abstract Ideas............c.cc....... 18
1. The Ratings Patents Are Directed to Human Performable Mental
PIOCESSES ...ttt 20
2. The Claims of the Ratings Patents Cover Fundamental Practices........... 20
3. The Ratings Patents Claims Have No Transformative Elements............ 21
D. The Valuation Patent Is Directed to Unpatentable Abstract Ideas ...................... 23
E. The Technology Obsolescence Patent Is Directed to an Unpatentable
ADSIIACE IABA ...t 23
CONCLUSION . ...ttt sttt e ettt e e s e e be e e s e ebe st eneesesee e enenrenees 24

DOCKET

_ ARM

Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Case: 1:12-cv-08450 Document #: 95 Filed: 01/30/15 Page 3 of 30 PagelD #:1482

TABLE OF AUTHORITIES
Page

Cases
Alice Corp. Pty. Ltd. v. CLS Bank International,

134 S, Ct. 2347 (2014) .ottt bbb passim
Anderson v. Liberty Lobby, Inc.,

106 S. Ct. 2505 (1986) ... ecveveeereererieeesesiesiesieresteseesessesteseesesseseesessesseeesesseseeseasesseseesesseseeneesessenes 6
Ass’n for Molecular Pathology v. Myriad Genetics, Inc.,

133 S. Ct. 2107 (2013) eeeeieeieeeeieie st ree ettt sttt sttt b se et et ne b e neene e s 2
Bascom Research, LLC v. Facebook, Inc.,

3-12-cv-06293 (N.D. Cal. Jan. 5, 2015, OFder) ....ccciviieiieiieie e 7
Bilski v. Kappos,

T T O R 1 = T (220 0 ) SRS passim
buySAFE, Inc. v. Google, Inc.,

765 F.3d 1350 (Fed. Cir. 2014)......ciiiieeeieieieesie ettt 7,8, 14
Celotex Corp. v. Catrett,

106 S. Ct. 2548 (1986) ... .cveveeereeririeiereeiesteseete st stees e te st ste st e e besteeesestesbeseesesteseeneabesbeneeneneenes 6
CyberSource Corp. v. Retail Decisions, Inc.,

654 F.3d 1366 (Fed. Cir. 2011)......ccuiiiiiiririeieiesieieesie et 6, 10, 15, 21
Data Distribution Techs. v. Brer Affiliates,

Case No. 12-4878 (JBS/IKMW),

2014 WL 4162765 (D.N.J. AUG. 19, 2014) ...oveieeieeeeceriee e e 15, 22
Diamond v. Chakrabarty,

100 S. Ct. 2204 (1980) ....eeveeveeereeresieseeestestesiesestessesessastessesessesseseasessessesessessessasessessesessessensasessenes 6
Diamond v. Diehr,

O  O A0 B (1  1 PSS 6
DietGoal Innovations LLC v. Bravo Media LLC,

No. 13 Civ. 8391 (PAE), 2014 WL 3582914 (S.D.N.Y. July 8, 2014) .................. 10, 16, 17, 22
Digitech Image Techs., LLC v. Elecs. for Imaging, Inc.,

758 F.3d 1344 (Fed. Cir. 2014)....uciieieieiee ettt se e 15, 22
Enfish, LLC v. Microsoft Corp.,

No. 2:12-cv-07360, 2014 WL 5661456 (C.D. Cal. Nov. 3, 2014) ....cccoevvvviiieieneeeeeene, 7,8
Funk Bros. Seed Co. v. Kalo Inoculant Co.,

ST O A L (S ) PSSR 6
Gottschalk v. Benson,

oK S T O A I (1 I ) SRS PSS 6,10, 11
In re Bilski,

545 F.3d 943 (Fed. Cir. 2008).......cccueieerieeeieaierieeeieseeseeresieseesesseseeesseseeseesessessesessesseseesesseneenes 18
In re BRCA1—and BRCA2—Based Hereditary Cancer Test Patent Litigation,

Nos. 2014-1361, 2014-1366

2014 WL 7156722 (Fed. Cir. DeC. 17, 2014) ...cooiiiieieiiieiee et 7
In re Comiskey,

554 F.3d 967 (Fed. Cir. 2009)........ciiiiiriiieisiesieesie sttt 6, 10
Le Roy v. Tatham,

55 ULS. 156 (1853) ...euiuieeieeiisiesieiiste ettt sttt bttt bt 6

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Case: 1:12-cv-08450 Document #: 95 Filed: 01/30/15 Page 4 of 30 PagelD #:1483

TABLE OF AUTHORITIES
(continued)
Page

Mayo Collaborative Series v. Prometheus Labs, Inc.,

132 S, Ct. 1289 (2012) .eveeeiieeieeieeieiee ettt b et re e passim
Parker v. Flook,

08 S. Ct. 2522 (L1978) ...viiueiieiieeiieieiesie ettt sttt sttt 10, 11, 16
Planet Bingo, LLC v. VKGS, LLC,

No. 2013-1663, 576 Fed. Appx. 1005 (Fed. Cir. Aug. 26, 2014)......ccceccvvciiviineierieieneniennens 7,9
Ultramercial, Inc. v. Hulu,

772 F.3d 709 (FU. Cir. 2014)...ciiiieie ettt sttt b b nnenns 17
Ultramercial, Inc. v. Hulu, LLC,

772 F.3d 709 (FU. Cir. 2014) ..ottt sttt b nrenne e 7
Vehicle Intelligence and Safety LLC v. Mercedes-Benz USA, LLC

No. 13 C 4417 (N.D. 1. Jan. 29, 2015, OFAEI) ....ccveiiieiiiiecieeieeieie et 7
Statutes
K1 RS T O I 0 SRRSO passim
Rules
FED. R. CIV. PLBB ettt sttt ettt et e sttt et e e e st e e s be e e naeennbeenbe e 6

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Case: 1:12-cv-08450 Document #: 95 Filed: 01/30/15 Page 5 of 30 PagelD #:1484

Plaintiff-Counter Defendant Ocean Tomo, LLC (“OT”), in support of its Motion for
Summary Judgment of Invalidity under 35 U.S.C. 8 101, hereby presents its memorandum in
support thereof. Defendant-Counter Plaintiff PatentRatings’ (“PR”) U.S. Patent Nos. 6,556,992
(the “’992 Patent”), 7,962,511 (the *“’511 Patent™), 7,716,226 (the “’226 Patent”), 8,504,560 (the
“’560 Patent”), 7,949,581 (the “’581 Patent”), 7,657,476 (the “’476 Patent”), 8,131,701 (the
“’701 Patent”) and 8,818,996 (the “’996 Patent”) (collectively, the “patents-in-suit”) are each
invalid under 35 U.S.C. § 101 as they do not claim patentable subject matter. In particular, and
under the Supreme Court’s recent holding in Alice Corp. Pty. Ltd. v. CLS Bank International,
134 S. Ct. 2347 (2014), the claims of the patents-in-suit are directed to abstract ideas that are not
entitled to protection under the patent statutes.

INTRODUCTION

This action arises out of a soured business relationship between OT, on the one hand, and
PR and Barney, on the other hand. OT, the leading Intellectual Capital Merchant Banc firm,
provides, among other things, financial products and services related to expert testimony,
valuation, investments, risk management and transactions throughout the United States and
overseas. Barney created PR, a company that owns and develops computer-generated metrics
that can be used to help determine the quality and relevance of issued United States patents. As
detailed below, the algorithm underlying these metrics has been issued a number of patents by
the United States Patent and Trademark Office and is used to assess the quality and relative value
of patent portfolios.

In approximately 2004, OT and PR entered into a License Agreement pursuant to which,
among other things, PR licensed to OT the right to use PR’s patented technology in order to
determine the quality and relevance of patents for certain of OT’s clients. As part of the business

relationship, Barney became a Member of OT, and OT became a Member of PR. Over the years,
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