UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE PATENT AND TRIAL AND APPEAL BOARD

GSN GAMES, INC., f/k/a WORLDWINNER.COM, INC,,
Petitioner,

V.

BALLY GAMING, INC.,
Patent Owner.

Case No. CBM2015-00155
Patent No. 5,816,918

PATENT OWNER’S PRELIMINARY RESPONSE UNDER 37 CFR 42.20

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

CBM2015-00155
U.S. Patent No. 5,816,918

TABLE OF CONTENTS

L. THE PETITION SHOULD BE DENIED BECAUSE IT PRESENTS THE
SAME OR SUBSTANTIALLY THE SAME ARGUMENTS
PREVIOUSLY PRESENTED IN ANOTHER PROCEEDING BEFORE

THE OFFICE ...ttt 1
II.  INTRODUCTION ...ccciiiiiiiiiiiieetteeee ettt 3
III.  OVERVIEW OF U.S. PATENT NO. 5,816,918 .......ccoviiiiiiiiiiiieenieenieenne 6
IV. CLAIM TERMS REQUIRING CONSTRUCTION........ccccceeviieniiiiieenenns 11
W W 0 1 10 [STR21 o) 0 X2 21 10 SRS 12

B.  “receiving means for receiving monetary input from said player”.....12

C.  “means for providing a prize selection menu on said display device,
said prize selection menu presenting a plurality of prizes, each of said
prizes having a prize credit cost which has been determined in
accordance with a desired payout value of an operator of said game

210 0121 ¢2111 LU P SRR 13
D.  “means for providing a specific prize goal during said game of skill

played on said game apparatus’.........ccccueeeeerveeeeiiieeeniieee e 17
E.  “means for selecting a prize credit game for receiving said prize

credits based on said ZamME SCOTE”..........covueeriieeiiieeiiieeie e eiee e 16
F. “a game processor for controlling a game on said game apparatus, said

game providing a number of prize credits to a player in connection
with said player playing said game, said game processor also
providing a prize selection menu, said prize selection menu presenting
a plurality of prizes, each of said prizes having a prize credit cost
which has been determined in accordance with a desired payout value
of an operator of said game apparatus”..........ccceeeevveeeeciieeerieeeeiieenns 20

V. THE PETITION DOES NOT DEMONSTRATE THAT IT IS MORE
LIKELY THAN NOT THAT THE ‘918 PATENT IS CBM-ELIGIBLE. ...23

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

CBM2015-00155
U.S. Patent No. 5,816,918

The Petition does not demonstrate that the challenged claims are
directed to a “method or correspond apparatus for performing data
processing or other operations used in the practice, administration, or
management of a financial product of service”.........ccceevvervveeneeennnen. 23

Petitioner has Failed to Carry its Burden to Demonstrate that the *918

Patent is not Directed to a “Technological Invention™ ....................... 27

1. The petition’s discussion of the “technological invention” issue
is conclusory and not supported by evidence. ..........cccuveenn.ee. 27

2. The ‘918 patent claims as a whole provide novel and non-
obvious technical solutions to address technical problems in
prior art incentive-based gaming SyStems...........ccceeeeevveeennnennns 32

VI.  THE PETITION FAILS TO SHOW IT IS MORE LIKELY THAN NOT
THAT THE CHALLENGED CLAIMS DO NOT RECITE PATENTABLE

SUBJECT MATTER UNDER 35 U.S.C. § 101. cocccvieieieeeeeeeeee 34
A.  Petitioner has the burden of demonstrating each element in the Alice
framework for subject matter eligibility. .........ccccoevviiiieiiieiiiiieeenens 34
B.  Alice Step One: Petitioner has failed to show that it is more likely
than not that the claims of the *918 patent are directed to an abstract
110 [ TR OO RRPSRURUPRRPRRR 39
1. The petition makes an over-broad characterization of the
challenged claims to allege an inappropriate abstract idea....... 39
2. The petition mischaracterizes the specification of the *918
patent and conflates novelty with patent eligibility.................. 45
3. The ’918 Patent is not directed to an abstract idea. .................. 47
C.  Alice Step Two: The *918 Patent claims significantly more than an

DOCKET

_ ARM

ADSLIACE 1ACA. ..eveviieeiiii et 53
1. The petition fails to address each claim element and fails to
show that the claims lack an inventive step..........cccceeeeuveeeneen. 53

2. Claims 21-33 and 73-77 require a special-purpose computer to
perform the function of determining prize credit costs. ........... 60

Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

VII. CONCLUSION

DOCKET

CBM2015-00155
U.S. Patent No. 5,816,918

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

CBM2015-00155
U.S. Patent No. 5,816,918

TABLE OF AUTHORITIES

Alice Corp. Pty., Ltd. v. CLS Bank Int’l,

134 S. Ct. 2347 (2014) ceeeieieeieeeeeeeeeeeeee 35, 36, 37, 38, 45, 53, 54, 64
Ass’n for Molecular Pathology v. Myriad Genetics, Inc.,

133 S, Ct. 2107 (2013) ittt et s e e 35
Bilski v. Kappos,

561 U.S. 593 (2010)uuiicuiieeiieeiieeiee ettt ettt 35,42, 64
Chicago Mercantile Exch., Inc. v. 5th Mkt., Inc.,

CBM2015-00061 (PTAB Jul. 16, 2015)...... ceeovvinninnn... 15, 34, 38, 60, 61, 62
Content Extraction and Transmission, LLC v. Wells Fargo Bank,Nat’l Ass n,

TT76 F.3A 1343 (2014).uiiiiieeeieieeieeee ettt ettt st eae e 37
CRS Adv. Techs. v. Frontline Techs., Inc.,

CBM 2012-00005, (PTAB Jan. 30, 2013) .c.ccociieiieieieeieeeeiee e 26,27
CLS Bank Int'l v. Alice Corp. Pty., Ltd.,

717 F.3d 1269, 1298 (Fed. Cir. 2013) ...ooiiiiiiiieieeeeeeeeeeee e 45
DDR Holdings, LLC v. Hotels.com,

773 F.3d 1245 (Fed. Cir. 2014) c.eviieiieeieeeeeeeeeeeeeeeee e 37, 38, 44, 50
Diamond v. Diehr,

450 U.S. 175 (1981)cueviiciieeieeeeeeee ettt 36,47,49, 52,53, 54
Diamond v. Chakrabarty,

447 U.S. 303 (1980)..ueiceiiieeiieeiie ettt ettt s e e et sere e be e saeeeveeensaeenes 35
E*Trade Fin. Corp. v. Droplets, Inc.,

CBM 2014-00123 (PTAB Oct. 30, 2014) ...ooocvieeieiieieeieeieeieeeee e 27, 28,29
Eon Corp. IP Holdings LLC v. AT&T Mobility LLC,

785 F.3d 616 (Fed. Cir. 2015) wioiiiiiiieeiieieeeeeee et 15,23, 63
Ex parte Erol et al.,

Appeal 2011-001143 (PTAB Mar. 13,2013).cccceeeeiieiiiiieeieeieee 22,23,62
Ex parte Lakkala et al.,

Appeal 2011-001526 (PTAB Mar. 13, 2013)...cccoeciiiieiieeeieeeeee e 22,23

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Nsights

Real-Time Litigation Alerts

g Keep your litigation team up-to-date with real-time
alerts and advanced team management tools built for
the enterprise, all while greatly reducing PACER spend.

Our comprehensive service means we can handle Federal,
State, and Administrative courts across the country.

Advanced Docket Research

With over 230 million records, Docket Alarm’s cloud-native
O docket research platform finds what other services can't.
‘ Coverage includes Federal, State, plus PTAB, TTAB, ITC
and NLRB decisions, all in one place.

Identify arguments that have been successful in the past
with full text, pinpoint searching. Link to case law cited
within any court document via Fastcase.

Analytics At Your Fingertips

° Learn what happened the last time a particular judge,

/ . o
Py ,0‘ opposing counsel or company faced cases similar to yours.

o ®
Advanced out-of-the-box PTAB and TTAB analytics are
always at your fingertips.

-xplore Litigation

Docket Alarm provides insights to develop a more
informed litigation strategy and the peace of mind of

knowing you're on top of things.

API

Docket Alarm offers a powerful API
(application programming inter-
face) to developers that want to
integrate case filings into their apps.

LAW FIRMS

Build custom dashboards for your
attorneys and clients with live data
direct from the court.

Automate many repetitive legal
tasks like conflict checks, document
management, and marketing.

FINANCIAL INSTITUTIONS
Litigation and bankruptcy checks
for companies and debtors.

E-DISCOVERY AND

LEGAL VENDORS

Sync your system to PACER to
automate legal marketing.

WHAT WILL YOU BUILD? @ sales@docketalarm.com 1-866-77-FASTCASE




