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INTRODUCTION

Patent Owner’s Motion To Exclude (“Motion”, Paper 24) relies almost
entirely on arguments that the Board has already rejected in the context of
proceedings on the same patent and related patents. Patent Owner presents no
persuasive reason for the Board to deviate from its prior rulings on these same
issues. The Board may, in its discretion, assign the appropriate weight to the
evidence presented. Patent Owner’s Motion should be denied.

l. THE BOARD SHOULD NOT EXCLUDE EXHIBIT 1002

Patent Owner argues that Exhibit 1002, the declaration of Dr. Tygar, should
be excluded because (i) statutory subject matter eligibility is a question of law
(Mot. at 2); (ii) Patent Owner contends that Dr. Tygar applied an unreliable
methodology (Mot. at 2-6); and (iii) Dr. Tygar did not recite an “evidentiary
standard” in his declaration (Mot. at 6-8). None of these arguments justifies
excluding Exhibit 1002.

A. The Board May Consider Expert Declarations On Subject Matter

Eligibility

Patent Owner incorrectly contends that, because statutory subject matter
eligibility is a question of law, expert testimony on this issue is irrelevant. (Mot. at
1-2.) The Board has already rejected Patent Owner’s argument in related

proceedings. Apple Inc. v. Smartflash LLC, CBM2015-00028, Paper 44 at 30-31.
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Patent Owner presents no reason for the Board to rule differently here.

The question of subject matter eligibility may be informed by underlying
facts. See Accenture Global Servs., GmbH v. Guidewire Software, Inc., 728 F.3d
1336, 1340-41 (Fed. Cir. 2013) (patent eligibility determinations “may contain
underlying factual issues”); Versata Development Group, Inc. v. SAP Am., Inc.,
793 F.3d 1306, 1334 (Fed. Cir. 2015) (“The PTAB specifically examined this issue
and credited the testimony of SAP's expert over Versata’s expert to determine that
the additionally claimed steps of storing, retrieving, sorting, eliminating and
receiving were ‘well-known, routine, and conventional steps.””). Patent Owner
does not dispute that Dr. Tygar is a person of skill in the art who is qualified to
testify on relevant underlying facts, including, for example, the state of the prior art
and the knowledge of a person of skill in the art. (See Exhibit 1002 at §{ 19-25,
60-65.) As the Board has already held, such testimony is relevant, and Patent
Owner’s Motion should be denied.

B.  Dr. Tygar’s Methodology Is Reliable

Dr. Tygar applied the methodology required under Section 101 law. E.g.,
Ex. 1002 f 54-55. Patent Owner asserts that an expert must identify a “false
positive rate,” analyze abstract concepts not advanced by either party, and read
court decisions in order to offer opinions relevant to a Section 101 analysis. (Mot.

at 3-5.) Patent Owner cites no authority that supports these contentions, and the
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Board rejected similar arguments advanced by Patent Owner in related
proceedings. See Apple Inc. v. Smartflash LLC, CBM2015-00028, Paper No. 44 at
29 (Patent Owner’s argument that the expert’s methodology was flawed went to
the Board’s “discretion to determine the appropriate weight to be accorded” to the
expert testimony). Patent Owner’s arguments at best go to the weight the Board
should give to Dr. Tygar’s testimony.

Dr. Tygar is not a lawyer and did not provide a legal opinion. Rather, he
provided a factual opinion based on his analysis of the 221 patent, informed by his
technical expertise and over 34 years of experience in the field (see, e.g., Ex. 1002
1 7-13). Dr. Tygar’s testimony is entitled to weight, especially in comparison to
Patent Owner’s bare attorney argument. See, e.g., Versata, 793 F.3d at 1334
(affirming Board’s reliance on expert testimony that computer-based limitations
were well-known); Corning Inc. v. DSM IP Assets B.V., IPR2013-00048, Paper
No. 15 at 22 (“[l]n the face of [petitioner’s] expert testimony. . . we are not
persuaded by this conclusory attorney argument.”). The same reasoning applies
here.

C. Dr. Tygar’s Declaration Is Not Required To Recite An

Evidentiary Standard
Patent Owner argues that Dr. Tygar’s declaration should be excluded

because Dr. Tygar did not recite an evidentiary standard. (Mot. at 7.) The Board
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