
UNITED STATES PATENT AND TRADEMARK OFFICE 

____________ 

BEFORE THE PATENT TRIAL AND APPEAL BOARD 

____________ 

APPLE INC., 

Petitioner,  

v. 

SMARTFLASH LLC, 

Patent Owner. 

____________ 

Case CBM2015-00124 

Patent 7,942,317 B2 

____________  

PATENT OWNER’S RESPONSE

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


- i - 
 

TABLE OF CONTENTS 

 
I. INTRODUCTION ........................................................................................... 1 
 
II. THE KELLY DECLARATION SHOULD BE GIVEN LITTLE OR NO  

WEIGHT .......................................................................................................... 5 
A. Dr. Kelly Admits that His Opinions Are Not Legal Opinions .............. 5 
B. There Is No Assurance That Dr. Kelly’s Methodology Is Reliable ...... 6 
C. Dr. Kelly Is Simply A Highly Compensated Spokesperson for Apple

 ............................................................................................................. 15 
 
III. OVERVIEW OF U.S. PATENT NO. 7,942,317 .......................................... 16 
 
IV. THE INSTITUTED CLAIMS OF THE ‘317 PATENT ARE NOT  

DIRECTED TO AN ABSTRACT IDEA ...................................................... 19 
 
V. EVEN IF THE INSTITUTED CLAIMS OF THE ‘317 PATENT  WERE 

DIRECTED TO AN ABSTRACT IDEA, THE CLAIMS ARE  DIRECTED 
TO STATUTORY SUBJECT MATTER ...................................................... 25 
A. The Two-Part Test for Statutory Subject Matter ................................ 25 
B. Petitioner Cannot Meet Its Burden Of Proving That The Instituted 

Claims Do Not Amount To Significantly More Than A Patent Upon 
The Abstract Idea Itself ....................................................................... 26 

C. The Claims Are Statutory Under Mayo and Alice .............................. 29 
D. The Instituted Claims In Practice Amount To Significantly More Than 

A Patent Upon The Abstract Idea Itself .............................................. 40 
1. Evidence Shows That The Instituted Claims Do Not Amount 

To A Patent On The Abstract Idea Of Payment For And 
Controlling Access To Data ...................................................... 40 

2. The Existence Of Alternative Technologies That Control 
Access Based On Payment Outside The Scope Of The 
Instituted Claims Show The Claims Do Not Amount To A 
Patent On The Abstract Idea Of Payment For And Controlling 
Access To Data ......................................................................... 45 

E. The Instituted Claims Do Not Result In Inappropriate Preemption ... 47 
 
VI. A FEDERAL COURT HAS ALREADY FOUND RELATED CLAIMS  OF 

THE ‘317 PATENT TO BE STATUTORY UNDER § 101 ........................ 53 
 

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


- ii - 
 

VII. THE USPTO IS ESTOPPED FROM REVISITING THE ISSUES OF  
WHETHER THE CLAIMS ARE DIRECTED TO STATUTORY  
SUBJECT MATTER AND ARE DEFINITE ............................................... 54 

 
VIII. INVALIDATING PATENT CLAIMS VIA CBM REVIEW IS  

UNCONSTITUTIONAL ............................................................................... 54 
 
IX. SECTION 101 IS NOT A GROUND THAT MAY BE RAISED IN  

COVERED BUSINESS METHOD PATENT REVIEW ............................. 57 
 
X. CLAIM 19 IS NOT INDEFINITE ................................................................ 59 
 
XI. THE INSTITUTED CLAIMS OF THE ‘317 PATENT ARE NOT  

DIRECTED TO A FINANCIAL PRODUCT OR SERVICE ...................... 60 
 
XII. THE INSTITUTED CLAIMS OF THE ‘317 PATENT ARE  

TECHNOLOGICAL INVENTIONS EXEMPT FROM CBM REVIEW .... 65 
 
XIII. CONCLUSION .............................................................................................. 66 
 
  

VII. THE USPTO IS ESTOPPED FROM REVISITING THE ISSUES OF

WHETHER THE CLAIMS ARE DIRECTED TO STATUTORY

SUBJECT MATTER AND ARE DEFINITE ............................................. ..54

VIII. INVALIDATING PATENT CLAIMS VIA CBM REVIEW IS

UNCONSTITUTIONAL ............................................................................. . .54

IX. SECTION 101 IS NOT A GROUND THAT MAY BE RAISED IN

COVERED BUSINESS METHOD PATENT REVIEW ........................... ..57

X. CLAIM 19 IS NOT INDEFINITE .............................................................. ..59

XI. THE INSTITUTED CLAIMS OF THE ‘317 PATENT ARE NOT

DIRECTED TO A FINANCIAL PRODUCT OR SERVICE .................... ..60

XII. THE INSTITUTED CLAIMS OF THE ‘317 PATENT ARE

TECHNOLOGICAL INVENTIONS EXEI\/[PT FROM CBM REVIEW....65

XIII. CONCLUSION............................................................................................ ..66

f 

 

Find authenticated court documents without watermarks at docketalarm.com. 

https://www.docketalarm.com/


- iii - 
 

PATENT OWNER’S LIST OF EXHIBITS 
 

Exhibit Number Exhibit Description 

2001 Congressional Record - House, June 23, 2011, H4480-4505 

2002 Congressional Record - Senate, Sep. 8, 2011, S5402-5443 
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(E.D. Tex.), dated Jan. 21, 2015 
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Case No. 6:13-CV-448 (E.D. Tex.), dated Feb. 13, 2015 
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Tex.), Smartflash LLC, et al. v. Samsung Electronics Co. Ltd, 

et al., Case No. 6:13-CV-448 (E.D. Tex.), Smartflash LLC, et 
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