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2002 Reserved
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2004 Congressional Record - House, June 23, 2011, H4480-4505
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Pursuant to 37 C.F.R. § 42.107, Smartflash LLC (“Patent Owner”) files this
preliminary response to the corrected petition, setting forth reasons why no new
covered business method review of U.S. Patent 8,118,221 should be instituted as
requested by Apple, Inc. (“Apple” or “Petitioner”). Arguments presented herein
are presented without prejudice to presenting additional arguments in a later

response should the Board institute a CBM review.

L. INTRODUCTION

Petitioner Apple seeks covered business method (CBM) review of claims 1,
2, 11, and 32 of U.S. Patent No. 8,118,221 (“the ‘221 Patent”). Paper 9 at 1
(“Corrected Petition”). On March 28, 2014, Apple filed two earlier petitions, in
CBM2014-00102 and -00103, also seeking CBM review of claims 1, 2, 11, and 32
of the ‘221 Patent, among others. The PTAB granted review of claims 1, 2, and 11
(among others) on 35 U.S.C. § 103 obviousness grounds. Apple Inc. v. Smartflash
LLC, Cases CBM2014-00102 and -00103, Paper 8 at 24 (PTAB September 30,
2014) (hereinafter “00102/00103 Institution Decision”). However, the PTAB
denied review of claim 32. Id. at 14-15 and 22-23.

In the instant petition, Apple raises for the first time a 35 U.S.C. § 101
statutory subject matter challenge to claims 1, 2, 11, and 32. Corrected Petition at

1, 18. Apple also re-raises § 103 obviousness challenges to claim 32, relying on
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five pieces of prior art: three of which (Stefik ‘235, Stefik ‘980, and Poggio) are
the same prior art raised in CBM2014-00102 and -00103; and two of which (Kopp
and Smith) are “additional prior art” Apple “now identifies” “in light of the

29

Board’s Decision.” Corrected Petition at 2. However, Apple does not allege that
such additional references were not known or available to it when it filed its earlier
petitions.

As the Board has already correctly noted about the Corrected Petition and
other petitions filed in 2014 on the same patent family, “[t]he 2015 set of petitions
assert substantially overlapping arguments and prior art as asserted in the 2014 set
of petitions, as well as challenges pursuant to 35 U.S.C. § 101, which raise purely
legal issues.” CBM2015-00015, Paper 6 at 2. The Board should deny review of
claims 1, 2, 11, and 32 on Apple’s § 101 unpatentable subject matter grounds set
forth in the Corrected Petition because Apple’s purely legal challenge is untimely
and thus does not “secure the just, speedy, and inexpensive resolution” of the
Board’s proceedings reviewing the ‘221 Patent claims. 37 C.F.R. § 42.1(b). The
Board should also deny review of claim 32 on Apple’s § 103 obviousness grounds
because the Corrected Petition “raises substantially the same prior art or arguments
previously presented” and rejected by the Board in CBM2014-00102 and -00103.

See, Unilever, Inc. v. The Proctor & Gamble Company, Case IPR2014-00506,

Paper 17 at 6 (PTAB July 7, 2014)(Decision, Denying Institution of Inter Partes
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