IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re Patent of: Racz et al. Attorney Docket No.: 39843-0008CP1
U.S. Patent No.: 8,336,772

Issue Date: December 25, 2012

Appl. Serial No.: 13/212,047

Filing Date: August 17,2011

Title: DATA STORAGE AND ACCESS SYSTEMS

Mail Stop Patent Board

Patent Trial and Appeal Board
U.S. Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

CORRECTED PETITION FOR COVERED BUSINESS METHOD PATENT

REVIEW OF UNITED STATES PATENT NO. 8,336,772 PURSUANT TO 35

U.S.C. 321 AND § 18 OF THE LEAHY-SMITH AMERICA INVENTS ACT

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Attorney Docket No 39843-0008CP1
CBM of U.S. Patent No. 8,336,772

TABLE OF CONTENTS

L. MANDATORY NOTICES UNDER 37 C.F.R § 42.8(a)(1).cccccvevvereeirenrannenn 1
A. Real Party-In-Interest Under 37 C.F.R. § 42.8(b)(1) .ceccecervrvrrrrirriinirinns 1
B. Related Matters Under 37 C.F.R. § 42.8(b)(2) .voeovrvvveirireeiieeerecieienan, 1
C. Lead And Back-Up Counsel Under 37 C.F.R. § 42.8(b)(3) ..ccccvvvrvrurunec. 2
II.  PAYMENT OF FEES ...ttt 2
III. REQUIREMENTS FOR CBM UNDER 37 C.F.R. § 42304 .......ccccvveueennnne. 2
A. Grounds for Standing Under 37 C.F.R. § 42.304() ....cccccevvrerrervririrnnnne, 2
B. Challenge Under 37 C.F.R. § 42.304(b) and Relief.........cccoervrrvivrirrnnnen. 2
C. Claim Construction under 37 C.F.R. §§ 42.304(b)(3) .ccceovvveverrririririene. 3
D. The ‘772 Patent is a Covered Business Method Patent .............cccovrnneee. 8
A. The ‘772 Patent Is Not Directed to a Technological Invention, And
Thus, Should Not Be Excluded From the Definition of a CBM Patent. 11
IV.  SUMMARY OF THE ‘772 PATENT ....cooooiiiieeeeeeeee et 14
A, Brief DESCIIPHION ..c.covcviiiieiiricce e 14
B. Summary of the Prosecution History of the ‘772 Patent............c.cccueeee. 16
C. The Effective Priority Date of the Claims of the ‘772 Patent.................. 17

V. MANNER OF APPLYING CITED PRIOR ART TO EVERY CLAIM FOR
WHICH A CBM IS REQUESTED, THUS ESTABLISHING A
REASONABLE LIKELIHOOD THAT AT LEAST ONE CLAIM OF THE

‘772 PATENT IS UNPATENTABLE ......ooooeiiiiiiiiieeeeeeeeeeeeeeeee 22
A. GROUND 1 — Gruse Anticipates Claims 14 and 26...........cccoorrrrrerenee. 22
1. OVEIVIEW OF GIUSEC .. 22
2. Gruse Anticipates claims 14 and 26..........cccceevviiiieviiieenieeee. 26
B. GROUND 2 — Gruse In View of Stefik ‘235 Renders Obvious Claim 32.
50
1 Overview Of Steflk 235 ... 50
2 Combinability of Gruse with Stefik .........ccccoeeeiiiiniiiiiiies 51
3. Gruse In View of Stefik Renders Obvious Claim 32.................... 54
C. GROUND 3 - Gruse In View of Hasebe Renders Obvious Claims 5. ..64
1 OVverview Of Hasebe ......uueeeeeeeeeeeeeeeeeeeeeeeee e, 64
2 Combinability of Gruse and Hasebe ...........ccccccvveeveiiiiniieeiciieeae 67
3.  Gruse in view of Hasebe Renders Obvious Claim 5.................... 69
D. GROUND 4 — Gruse In View of Stefik Further In View of Hasebe
Renders Obvious Claim 10. .....ccooveiieeiieieeeeee e 74
1.  Combinability of Gruse, Stefik and Hasebe...........cccvvvveuveennnnnnn. 74

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Attorney Docket No 39843-0008CP1
CBM of U.S. Patent No. 8,336,772

2. Gruse In View of Stefik Further In View of Hasebe Renders
Obvious Claims 8 and 10. ..ccoovummmeeeeee e 75

VI. CONCLUSION

DOCKET

A R M Find authenticated court documents without watermarks at docketalarm.com.



https://www.docketalarm.com/

Attorney Docket No 39843-0008CP1
CBM of U.S. Patent No. 8,336,772

EXHIBITS

SAMSUNG-1001 U.S. Patent No. 8,336,772 to Hulst et al. (“the ‘772 Patent™)

SAMSUNG-1002 Excerpts from the Prosecution History of the ‘772 Patent (“the
Prosecution History™)

SAMSUNG-1003 Declaration of Dr. Jeffrey Bloom re the ‘772 Patent
SAMSUNG-1004 U.S. Patent No. 5,530,235 (“Stefik ‘235”)

SAMSUNG-1005 U.S. Patent No. 5,629,980 (“Stefik ‘980”) (incorporated by
5,530,235)

SAMSUNG-1006 PCT Publication No. WO 00/08909 (“Gruse”)

SAMSUNG-1007 PCT Application PCT/GB00/04110 (“the ‘110 Appln™) or
(‘110)

SAMSUNG-1008 United Kingdom Patent Application GB9925227.2 (“the ‘227.2
Appln.”) (°227.2)

SAMSUNG-1009 Transitional Program for Covered Business Method Pa-tents—
Definitions of Covered Business Method Patent and Technolog-
ical Invention, 77 Fed. Reg. 157 (Aug. 14, 2012)

SAMSUNG-1010 A Guide to the Legislative History of the America Invents Act;
Part II of II, 21 Fed. Cir. Bar J. No. 4
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Paper No. 17 (entered Oct. 8, 2013) at 11-13

SAMSUNG-1013 Volusion, Inc. v. Versata Software, Inc. and Versata Devel-

opment Group, Inc., CBM2013-00017 Paper No. 8 (entered
Oct. 24, 2013)
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